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IN THE UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

INDAG GmbH & Co. Betreibs KG )
and WILD PARMA S.r.L, )
)
Plaintiffs, )
)
V. ) 15C 4973
)
IMA S.P.A, IMA NORTH AMERICA, INC., )
IMA INDUSTRIES, INC., IMA )
INDUSTRIES NORTH AMERICA, INC., )
and FILLSHAPE S.R.L., )
)
Defendants. )

MEMORANDUM OPINION AND ORDER

AMY J. ST. EVE, District Court Judge:

This is a case of alleged patent infl|gment and misappropriation of trade secrets
between a former employee, the employee,taachew employer. Plaintiffs INDAG GmbH &
Co. Betriebs KG (“INDAG”) and Wild Parma, Q.. (“Wild Parma,” collectively with INDAG,
“Plaintiffs”) filed a Complant on June 5, 2015, against Dedants IMA S.p.A., IMA North
America, Inc. (“IMA North America”), IMA Indussies Inc. (“IMA Industries”), IMA Industries
North America Inc. (“IMA Industries North Amiga,” collectively the “MA Defendants”), and
FillShape S.r.l. (“FillShape,” collectivelyiin the IMA Defendants, “Defendants”)S¢e
generally R.1, Compl.) Plaintiffs allege that Bndants infringed U.S. Patent No. 7,648,017
(“the ‘017 patent”) by offering fiosale within the United Stas pouch filling machinery.ld.,

19 42-49, Count I.) Plaintiffs further allege a aitdn of the lllinois Trad Secrets Act, 765 IlI.
Comp. Stat. 1065/&t seq(“ITSA”). (ld., 11 50-60, Count Il.) In thalternative to the ITSA

claim, Plaintiffs allege violations of tHelian Industrial Prop¢y Rights Code. I(., 1 61-63,
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Count 1ll.) Defendants filed a Motion to Dismisatiffs’ Complaint on three grounds. First,
Defendants move for dismissal of Plaintiffs’ Cdaipt under Rule 12(b)(2) on the basis that the
Court cannot, consistent witlue process, exercise persgaalkdiction over Defendants IMA
S.p.A., IMA Industries North America, IMA NdrtAmerica, and FillShape (collectively, the
“non-resident Defendants”).SéeR.24.) Second, Defendants move under Rule 12(b)(6)
asserting that Count | of the Complaint fadsstate a claim for patent infringemenid.)
Lastly, Defendants move under Rule 12(b)(6)dismissal of the eim of trade secret
misappropriation under lllinois law (Count 1l) andllan law (Count I1l) ago IMA Industries
because Plaintiffs do not set forth any faotshow they are ¢itied to relief. (d.) Plaintiffs
have also filed a motion for jurisdictional discoyeelated to the non-resident DefendanSeq
R.32.) For the following reasons, the Court ¢gddefendants’ motion to dismiss and denies
Plaintiffs’ request for jurisdictional discovery.
BACKGROUND
I.  The Parties

Plaintiff INDAG is a German corporation wiits principal place obusiness located in
Heidelberg, Germany. (R.1, 1 8.) Plaintiff Wldrma, an Italian corporation, is a wholly
owned subsidiary of INDAG with its principplace of business in Collechio, Italyid( 1 9.)

Defendant IMA S.p.A. is an Italian corpaat with its principal place of business
located in Bologna, Italy.Id., T 10.) The remaining Defendarare all subsidiaries of IMA
S.p.A.: IMA North America, IMA Industriegnd IMA Industries Nott America as wholly
owned U.S. subsidiaries and Fillshape as an Italian subsidldryf{ 11-14.) IMA Industries
is an lllinois corporation with its principglace of business in Mundelein, lllinoisld( T 12.)

IMA North America is a Connecticut corpai@n with its principal place of business in



Leominster, Massachusettdd.( § 11.) IMA Industries Noht America is a Massachusetts
corporation with its principal place of business in Leominster, Massachuséttg 13.)
FillShape is an Italian corporah with its principal place of business in Bologna, Itali., (
114)
II.  Facts Alleged

A. Plaintiffs’ Products & the ‘017 Patent

Plaintiffs have been in the businesslefieloping pouch technology for over 35 years.
(R.1, 11 4, 23.) Spouted pouch technologyldess in developmesince 2002 and over the
years, Plaintiffs have worked in thestlgn and construction of pouch making and filling
machines to increase efficiencyd.( 1 23.) Pouch welding and filling machinery can be used to
fill a beverage pouch with liquid, e.qg., fruit flavored beveragés, { 22.) A machine will, for
example, first weld spouts and pouches and sitvemlize and fill thepouch with product. 14.)
INDAG is the owner by assignment of all rigtitle, and interests ib.S. Patent No. 7,648,017
(“the 017 Patent”), entitled “Apparatus@ Method for Feeding Pouches and Spouts for
Processing”. Ifl., 11 1, 43.) The United States Patamd Trademark Office (“PTQ") issued the
‘017 Patent on January 19, 2010d.,(Y 43;seeR.1-1, the ‘017 Patent, attached to Compl. as Ex.
A.) The ‘017 Patent is diread to technology related to comiously feeding pouches and spouts
to a pouch processing machine. Claim 1, for examgldirected to a system comprised of a
transfer assembly that camgiltaneously transfer a spoutdgmouch to an apparatus. (R.1,
144.))

Plaintiffs develop, sell, and license pounbhking and filling machinery, including hot
filing machinery and aseptic cofiling machinery. (R.1, § 4.) Plaintiffs have developed

numerous systems and have patented certpacesof their machingrwhile keeping other



proprietary aspects asade secrets.ld., 1 5.) Plaintiffs’ method®r aseptic filling and capping,
construction of welding grippers and the popahntioning unit are examples of the types of
information Plaintiffs allege they keep confidential otrasle secrets.Id.,  22.) Plaintiffs
protect their information by, for exampleclading warnings on their drawings against
unauthorized third-party use, physically surrdung their property with fencing and natural
barriers, placing signs indicating authorizextess only on their building, using an installed
alarm and camera systems, and requiring visttolee buzzed in through multiple doorsd. (
1 55.) Plaintiffs also restrict computertwerk access through requng passwords, and all
licensees of Plaintiffs’ trade secrets sign confidentiality agreemddt$. (

B. The Alleged Misappropriation & Defendants’ Products

Plaintiffs hired Mr. FilippdFurlotti in November 2007 to develop spouted pouch making
and filling technology at Wild Paran (R.1, 1 24.) While at Wild Parma, Mr. Furlotti also
worked on aseptic spouted pouch making anihdiitechnology and had access to confidential
drawings of Plaintiffs’ machines, schematicshad individual machinery pts, and the identity
of vendors and suppliersid(, 11 24, 25.) Mr. Furlotti also worked, from time to time, on
various packaging technology for INDAG, who imrtyprovided drawings to Mr. Furlotti related
to its machines. Id., T 24.) Plaintiffs allege thadr. Furlotti met with Defendants and
Defendants’ subsidiarigaultiple times beginning as early as April 20181.,(T 26.) In August
2013, Mr. Furlotti gave notice to Wild Parmahi$ resignation and negotiated for an expedited
termination of his employment effective September 24, 203, 1§l 24, 27.) In October 2013,
Mr. Furlotti began working for FillShapeld()

Plaintiffs allege that Defedants hired Mr. Furlotti to develop a competing machine.

(R.1, 1 6.) Plaintiffs further lglge that prior to joining Ofendants, Mr. Furlotti devised a



scheme to steal and exploit Plaintiffs’ confidential and trade secret information and
misappropriated such information for usedagveloping competing pouch making and filling
machines for Defendantsld(, 1 6, 25.) Plaintiffs alsdlege that Defendants’ employees
entered the Wild Parma facility, at night, whtr. Furlotti to see how the machinery operated.
(Id., 1 26.)

According to the Italian Register of Compasi€illShape was incorporated in February
of 2013, but remained dormant until November 2018., {| 28.) After Mr. Furlotti’s arrival,
FillShape began marketing filling machineattiompete with Plaintiffs’ machinesld)

FillShape and IMA distributed a flyer dat&aptember 2013 that highlighted an aseptic
pouch-filling solution. id.; R.1-1, attached to Compl. as Ex. B, IMA-FillShape Spouted
Pouches Flyer (the “Flyer”).) According to PHgifs, this timing raises suspicions because it can
take over 10 years to develop pouch fillingahinery, and prior to September 2013, FillShape
was not in the business of making, using orsgléseptic pouch filling machines. (R.1, 1 28.)

C. Plaintiffs’ Investigation of Defendants’ Products

In July 2014, Plaintiffs learned that FillSf&may be offering for sale competitive hot
filling and aseptic cold filling machinery. (R 1 29.) Plaintiffs responded and began an
investigation to determine if Mr. Furlottnd Defendants misappropridtany of Plaintiffs’
technology and/or utilized INDAG’patented technology in the dgsiof Defendants’ hot filling
machine and aseptic cold filling machinéd. During the investigation, Plaintiffs learned that
on multiple occasions shortly prior to Mr. Faiti’s resignation, he copied over 25,000 electronic
files onto an external hadtive without permission.Id., § 30.) The copied files include
Plaintiffs’ drawings and schematics and the tdeation of vendors that supply components for

Plaintiffs’ pouch making and filling technologyld() Mr. Furlotti copied, for example,



technical schematics of a gper and linear filler portion at pouch filling machinery.Id.,

1 32.) In addition, Mr. Furlotti and Defendantsitacted with Plaintiffs’ vendors to construct

their parts—vendors who Plaintiffs endeavot@éteep their identity confidential and

proprietary. Id., § 33.) Plaintiffs allege #t Mr. Furlotti took the ebernal hard drive with him

when he left Wild Parma and—with Defendants’ knowledge—has used and will continue to use
the information during the course of his employtrarFillShape to make a competing machine.
(Id., 1111 31, 32.) A forensic analysis of the WHdrma laptop assignedMr. Furlotti showed

that it had been wiped clean by a specialized atgpswftware prior to Mr-urlotti’'s departure.

(Id., 1 35.) The laptop of Mr. Furlotti’'s assist, Maria Francesca lacci (who is also now
employed at FillShape), had the same wiping software used dd.jt. (

As of the filing of the Complaint on Juse 2015, Defendants have not yet completed
building a machine. (R.1, 1 34.) Plaintiffavestigation revealed, however, that Defendants
have had certain parts of their machine binktluding an apparatus for loading empty pouches
onto a transfer wheel that later feeds flouches to the spowtlding rotor. [d.) Plaintiffs
allege that an examination of the parts fofdbelants’ machine will show that Defendants’
misappropriated other technology including, bot limited to, the method of filling a pouch
aseptically, using a brushless ogted gripper in the welding carousel unit, and the design and
construction of the pouch portioning unitd.j Plaintiffs further Hege that Defendants’ pouch
making and filling machine includes a transigreel and corresponding machinery that meets
each limitation of at least @im 1 of the ‘017 Patentld_, 1 45.)

D. The Pack-Expo International Trade Show

In early November 2014, Defendants IMA and FillShape attended Pack-Expo

International Trade Show (“Pack-Expo trade show”) represdoytédr. Bianchi. (R.1, T 36.)



Plaintiffs allege that Defedants—through Mr. Bianchi—atterdiéhe Pack-Expo trade show for
the purpose of marketing tihngiouch making and filling technology, including but not limited to,
hot filling machinery and aseptic machipeto customers in the United Statetd.,(1 36, 37.)
At the Pack-Expo trade show, according to Plaintiffs, Mr. Bianchi referred to taking Plaintiffs’
employees and building a team to develop a competing product, stating:

This technology was not offered to thmarket, it was used basically by one big

player, that kept this technology for theslves. They have for ten years the

competitive advantage of using this teclogyl and not delivering to competitors.

What we did, we took some people from this company, we build up a new team,

we design and we improve also tmachine, some new concept with the

background that we have ...
(Id., 11 38, 39.) Defendants’ mk&ting materials and information from the Pack-Expo trade
show, described Defendants’ aseptic filling machines and hot filling machines—machines that
Plaintiffs allege use the technology of the ‘Aatent and the technolodr. Furlotti knows and
took from Plaintiffs. Id., 1 40.) Although Defendants have not completed any sales of the
aseptic filling machine in the United States, Riffsnallege they are actively seeking customers
in the United States.Id., 1 41.)
lll.  Non-Resident Defendants’ Contacts with lllinois

Defendants moved for dismissal for lamigersonal jurisdiction of non-resident
Defendants and did not movedsmiss Defendant IMA Industries on that basBeeR.24;
R.25, at 5-14.) Accordingly, for the purposestefurisdictional analyis, the Court limits its
discussion of Defendantsbntacts to the nonselent Defendants.See id.R.1, 11 10, 11, 13,
14.) In determining the non-resident Defendaobntacts, the Court accepts as true all
Plaintiffs’ well-pled factual allegations relag to those contacts and draws all reasonable

inferences in Plaintiffs’ favorSee Pennington Seed, Inc. v. Produce Exch. No.4%99F.3d

1334, 1338 (Fed. Cir. 2006)n support of their motion to simiss, Defendants submitted three



declarations: (1) the declaration of Mr. Bianthg Sales Director for FillShape at the time of
the Pack-Expo trade show andreutly Executive Vice Presideaf IMA, S.p.A. and a Director
of IMA Industries North America (R.25-1, Ex. 1,dichi Decl., 1 2); (2) the declaration of Mr.
Marco Grassilli, Director of FillShape andrBctor of IMA Industries North America (R.25-2,
Ex. 2, Grassilli Decl., 1 2); and)(&e declaration of Mr. Sergidarzo, Assistant Vice President
of IMA North America and Director dfillShape (R.25-3, Ex. 3, Marzo Decl.,  2).

Collectively, the declarants state for mtin-resident Defendants (Mr. Bianchi for IMA
S.p.A., Mr. Grassilli for IMA Industries NortAmerica and FillShape, and Mr. Marzo for IMA
North America) that their respective companies:

(1) have no offices or manufacing facilities in lllinois;

(2) do not manufacturengthing in lllinois;

(3) do not own any real pperty or other asseliscated in lllinois;

(4) have no bank accounts in lllinois;

(5) pay no lllinois income taxes;

(6) have no telephone number, telephonenlistj or mailing address lllinois; and

(7) have no registered agent fongee of process in lllinois.

(SeeR.25-1, 1 4; R.25-2, %; R.25-3, 1 5.)

According to Mr. Bianchi, the Pack-Expo trade show encompassed a wide variety of
industrial packaging and processmgchinery in addition to thdéling machinery at dispute in
this case. (R.25-1, { 7.) Mr. Bianchi furtlagtests that IMA Industries’ trade show booth
displayed brochures generally describing FillShape’s background and expertise in pouch
processing machinery and a video showing aeidlering of a prototype of what FillShape’s

machinery—not yet built—might look like when completed. (R.25-1, { 6.) Mr. Bianchi attests



that no Defendant provided price quotes for pditthg machinery to any visitors or potential
customers at the Pack-Expo trade shol., { 6.) Mr. Bianchi furtheexplains that price quotes
for or sales of pouch filling machinery are pobtvided prior to detailed discussions with
potential customers about their partexutequirements for the machineryd.( 1 8.) Such
detailed discussions, according to Mr. Biancht)ude whether the machinery is suitable for the
customer’s intended application, as well as esites negotiations regding terms that will

impact pricing, such as customizatiokelivery, maintenance, and suppottd.X Mr. Bianchi
further states that between the Pack-Expmab tae filing of the Complaint, none of the
Defendants provided any price quotes for pouchgliinachinery to any potential customers in
lllinois. (Id., 1 6.)

Plaintiffs do not dispute the lack of conmalentified by Defendants’ declarants and
listed above, and instead primarily rely onf@welants’ contact with lllinois through the
Pack-Expo trade show. In further support @ithposition and in response to Defendants’
declarations, Plaintiffs submitted the declaratbMr. Joseph Metallo, the CEO of InnerValor,
a corporate investigation andcairity consulting firm. (R.33-%] 1.) Plaintiffs hired Mr.

Metallo to investigate IMAs pouch filling machinery.Iq., 11 1, 2.) As part of his ongoing
investigation, in early November 2014, Mr. tdio attended the Pack-Expo trade show and
while there met Mr. Bianchi at IMA North America’s bodth(d., 11 4, 7, 36.) Mr. Bianchi’s
business card identified him 8ales Director for IMA Industr& S.r.L., located in Bologna,
Italy. (R.33-1, 1 5id., Ex. 1.) Mr. Metallo #ests that during their conversation, Mr. Bianchi

represented himself as the Sales Director Al and indicated that hattended the Pack-Expo

1 Mr. Bianchi’s declaration identifies the tedhow booth as belonging to “IMA Industries”,
whereas Mr. Metallo’s declaration identifies the &athow booth as belonging to “IMA North America,
Inc.” (SeeR.25-1, 16; R.33-1, 14.)



trade show on behalf of “IMA”, that “IMA” haa strong presence in the United States, and that
he had background knowledge oétbouch filling machine.Id., 1 6, 8.) Mr. Metallo and Mr.
Bianchi discussed the purchasdilling machines for poucts including both hot filling
machinery and aseptic cold filling machineryd.(1 7.) Mr. Bianchi represented that a pouch
filling machine purchased in the United States idad manufactured in Italy, except for certain
parts which are manufactured in the United Statkes, 9.) Mr. Bianchi represented that the
lead time for a hot filling machine would be 6-7 monthsl., { 10.) Mr. Bianchi asked Mr.
Metallo what type of juices interestedritlow-acid juice ohigh-acid juice. Id., § 11.) Mr.
Bianchi informed Mr. Metallo that his compaisythe only one in the market that produces
aseptic cold filling machines for low-acid fruitld(, Y 12.) According to Mr. Metallo, Mr.
Bianchi stated that the lead time on such @&pts cold filling machie would be 15-16 months,
in part because the machine still needed appfowa the FDA for use in the United States.

(Id., 11 13, 24.)

Mr. Bianchi represented IMA made its aseptitd filling machines to comply with FDA
regulations for operation in the United Statekich has more strimyt requirements than
European regulations. (R.33-1, 1 19.) diigion, Mr. Bianchi showed Mr. Metallo a
presentation demonstrating the complete operatiom start to finish, of a machine for pouches
and further explained the operation of an &isamwld filling machine for pouchesld(, 11 18,

19.) Mr. Bianchi represented that nine out of testomers were interested in the aseptic cold
filling machines. Id., § 24.) According tdr. Metallo, Mr. Bianchirepresented that “though
IMA began producing this techramly earlier that year (2014Je technology had been used
over the past ten years by one big playdm had kept the technology secret from its

competitors, including IMA.” Id., 1 20.)

10



Mr. Metallo asserts that hesgiussed pricing information with Mr. Bianchi at the Pack-
Expo trade show. (R.33-1, 11 14-17.) Namely, Blanchi representethat purchasing a hot
filling machine that operates at a rate of 120 pesqer minute would require “an investment in
the range of 1 million euro.”Id., § 14.) Mr. Bianchi further repsented that an aseptic cold
filling machine would require “an investment in the range of 4 million eural’, {{ 15, 16.)
Mr. Bianchi further attested that the maintecmoosts for the machine would range from 4 to
5% of the investment per year and tha®llMad begun to introducepaioactive maintenance
service, for predicting service beéoparts actually break downld(  17.) Mr. Bianchi
represented that, at that time, although IMA’s filbhg machine was a prototype, it had sold a
line to be delivered in Februa®p15 to an Italian companyld(,  21.) Mr. Bianchi further
represented that IMA had endeégotiations with an Americazompany regarding delivery of
the first aseptic cold filling maahe and that Mr. Bianchi intended to travel to Puerto Rico after
the Pack-Expo trade show to finaithe contract for that saleld( 1 22.)

LEGAL STANDARD

Rule 12(b)(2)

“[P]ersonal jurisdictional issudn patent infringement cas are reviewed under Federal
Circuit law, not regional circuit law? Synthes (U.S.A.) v. G.M. Dos Reis Jr. Ind. Com de Equip.

Medicqg 563 F.3d 1285, 1293 (Fed. Cir. 2009). A mntio dismiss for lack of personal

2 Although Regional circuit law would apply to “praheral matters that are not unique to patent
law”, Beverly Hills Fan Co. v. Royal Sovereign Cogi,F.3d 1558, 1564 (Fed. Cir. 1994), Federal
Circuit law controls the question of personal jurisidic, because “the jurisdictional issue is intimately
involved with the substance of the patent lawsibcent Huntsville Corp. v. Aten Int'l C&52 F.3d
1324, 1328 (Fed. Cir. 2008) (quotation omitted).H&¥ke a suit involves both patent and non-patent
claims, Federal Circuit law regarding due processagidies to the question personal jurisdiction on
non-patent claims if the resolution of the patefringement issue will be a significant factor in
determining liability undethe non-patent claimsBreckenridge Pharma., Inc. v. Metabolite Labs., Inc.,
444 F.3d 1356, 1361 (Fed. Cir. 2006) (quotation omitted).

11



jurisdiction pursuant to Rule 12(b)(2) tests wiesta federal court has personal jurisdiction over
a defendantSeeFed. R. Civ. P. 12(b)(2Beverly Hills Fan Co. v. Royal Sovereign Cogi
F.3d 1558, 1564-65 (Fed. Cir. 1994). When a court determines a Rule 12(b)(2) motion based on
the submission of written materials without holding an evidentiary hearing, as is the case here,
the plaintiff must make a “primaéie case for personal jurisdictionGrober v. Mako Prods.,
Inc., 686 F.3d 1335, 1345 (Fed. Cir. 2012ktogenomics, Inc. v. Oxford Gene Tech., 15366
F.3d 1012, 1017 (Fed. Cir. 2009). In ruling on a Rudé)(2) motion, courts are not limited to
consideration of facts allegedtime complaint, but may also consider affidavits and other written
materials in the absencea evidentiary hearingAutogenomics566 F.3d at 101 Avocent
Huntsville Corp. v. Aten Int'l Co552 F.3d 1324, 1328-29 (Fed. Cir. 2008). In doing so, courts
must construe the pleadings and affidavithmlight most favorable to the plaintifAvocent
552 F.3d at 132%{ting Elecs. for Imagig, Inc. v. Coyle340 F.3d 1344, 1329 (Fed. Cir. 2003)).
Il Rule 12(b)(6)

“A motion to dismiss pursuant to Federal RafeCivil Procedurel2(b)(6) challenges the
viability of a complaint by arguing that itifato state a claim upon which relief may be
granted.” Camasta v. Jos. A. Bank Clothiers, ['®61 F.3d 732, 736 (7th Cir. 2014). Under
Rule 12(b)(6), a plaintiff's “[flaatal allegations must be enoughréise a right to relief above
the speculative level.Bell Atlantic Corp. v. Twombhp50 U.S. 544, 555 (2007). Put
differently, a “complaint must contain sufficient faat matter, accepted as true, to ‘state a claim
to relief that is plausible on its face.Ashcroft v. Igbal556 U.S. 662, 678 (2009) (quoting
Twombly,550 U.S. at 570). “A claim has facial p&ioility when the plaitiff pleads factual
content that allows the court to draw the reabtmmference that the defendant is liable for the

misconduct alleged.Igbal, 556 U.S. at 678. Under Rule 8(a)(2), a complaint must include “a

12



short and plain statement of the claim showing th@fpleader is entitled to relief.” Fed. R. Civ.

P. 8(a)(2). The short and plain statement undée B{a)(2) must “give the defendant fair notice

of what the claim is and the grounds upon which it resisvombly, 550 U.S. at 555 (citation
omitted). A district court’s analysis under Rule 12(b)(6) “rests on the complaint, and [the court]
construe[s] it in the light most favorable to thaintiffs, accepting as trual well-pleaded facts
alleged and drawing all permissehihferences in their favor.Fortres Grand Corp. v. Warner

Bros. Entm’t Inc. 763 F.3d 696, 700 (7th Cir. 2014ge also Teamsters Local Union No. 705 v.
Burlington N. Santa Fe, LLT41 F.3d 819, 823 (7th Cir. 2014lam v. Miller Brewing Cgq.

709 F.3d 662, 665—66 (7th Cir. 2013).

When ruling on a Rule 12(b)(6) motion, a court generally may consider only the
plaintiff's complaint. Burke v. 401 N. Wabash Venture, LI&24 F.3d 501, 505 (7th Cir. 2013)
(citing Rosenblum v. Travelbyus.com L2089 F.3d 657, 661 (7th Cir. 2002)). Rule 10(c)
provides, however, that “[a] comf any written instrument which &n exhibit to a pleading is a
part thereof for all purposes.” Fed. R. Civ. P.c)0(When a party attaches certain documents to
a motion to dismiss, the court must eithenwert the Rule 12(b)(6) motion into a motion for
summary judgment under Rule 56, or excludediuments attached to the motion to dismiss
and continue under Rule 1288 LLC v. Trinity Indus., Inc300 F.3d 730, 735 (7th Cir. 2002)
(citing Levenstein v. Salafski64 F.3d 345, 347 (7th Cir. 19983ge alsd~ed. R. Civ. P. 12(d);
Covington v. lllinois Security Service, In269 F.3d 863, 865 (7th Cir. 2001) (“Although we
have at times allowed the comg®n of a motion to dismisstimone for summary judgment to
be implicit, reversal of such a ruling may becomeeessary if the district court has not provided

the adversely affected party with ragtiand an opportunity to respond”).

13



A court may consider documents attached tootion to dismiss, however, if they are
referred to in the plaintiff's complaint andtifey are central to the plaintiff's clainBurke 714
F.3d at 505diting McCready v. eBay, Inc453 F.3d 882, 891 (7th Cir. 2006)). In considering
these documents, the court “is not bound to accegléaeler’'s allegations as to the effect of the
exhibit, but can independentixamine the document and forts own conclusions as to the
proper construction and meanitagbe given the materiald. (citing Rosenblum299 F.3d at
661). Because the Court is faced with challenges to the Complaint under Rule 12(b)(2) and
12(b)(6), it considers both Defenda’ and Plaintiffs’ declarationsnd exhibits for jurisdictional
purposes, but does not consider tharthe context of the Rule 12(b)(6) challenge as they are
neither referred to in Plaintiffs’ Complaint nor are they central to Plaintiffs’ clatbes Burke
714 F.3d at 505.

ANALYSIS

Plaintiffs allege a claim fopatent infringement againall Defendants, arising under
federal law §eeR.1, 11 42-49, Count 1), and a violatiohthe ITSA, arising under state lawd (

19 50-60, Count I1). In the alternative to theatstlaw claim, Plaintiffallege misappropriation
of trade secrets under the Italianluistrial Property Rights Codeld( 1 61-63, Count III®)
Before the Court is Defendants’ motion to dissrbrought pursuant teederal Rules of Civil
Procedure 12(b)(2) and 12(b)(6%pecifically, Defendants comté that due process precludes

the exercise of personal jurisdiction over the-nesident Defendants and that Plaintiffs fail to

3 The Court’s subject matter jurisdiction for patenfringement rests on a federal question: 28
U.S.C. § 1331, conferring original jurisdiction taléal district courts over “all civil actions arising
under the Constitution, laws, or treaties of the Un8&ades;” and 28 U.S.C. § 1338, stating that U.S.
district courts possess subject matter jurisdiction owractions that “aris[e] under any Act of Congress
relating to patents.'SeeTouchcom, Inc. v. Bereskin & Pas74 F.3d 1403, 1412-13 (Fed. Cir. 2009).

14



state a claim for patent infringement agaalsDefendants and tradecret misappropriation
against IMA Industries.

l. Plaintiffs’ Have Not Established theCourt’s Personal Jurisdiction Over
Non-Resident Defendants

The determination of personal jurisdictifmr an out-of-state defendant requires a
two-step inquiry: “whether gorum state’s long-arm statuterpats service of process and
whether assertion of personal gdiction violates due processGrober, 686 F.3d at 1345
(citations omitted). The lllinois long-arm atiéeé permits its courts to exercise personal
jurisdiction “on any . . . basis now or hereafpermitted by the lllinois Constitution and the
Constitution of the United StatesSee735 Ill. Comp. Stat. § 5/2—209(cBecause there is “no
operative difference between those two constitutional limits”llliheis and federal due process
inquiry collapses into “whether jurisdion comports with due processSee Mobile
Anesthesiologists Chi., LLC v. Anesiae&ssocs. of Houston Metroplex, B.823 F.3d 440, 443
(7th Cir. 2010)see also Kipp v. Ski Enter. Corp. of Wisconsin, [i83 F.3d 695, 697 (7th Cir.
2015) (“The governing statute in Hibis permits its courts to exase personal jurisdiction up to
the limits of the Due Process Clause of tberffeenth Amendment”). “Courts may exercise
personal jurisdiction over defendants on eithawaf bases—general or specific jurisdiction.”
Touchcom, Inc. v. Bereskin & Pa&74 F.3d 1403, 1410 (Fed. Cir. 2009).

A. General Jurisdiction

“To establish the minimum contacts necessamgstablish general pgonal jurisdiction,
plaintiffs bear a high[] burden.Avocent552 F.3d at 133Gsee Daimler AG v. Bauman, U.S.
_,134 S.Ct. 746, 753, 187 L.Ed.2d 624 (201@popdyear Dunlop Tires Operations, S.A. v.
Brown — U.S. ——, 131 S. Ct. 2846, 2857, 180d.2d 796 (2011). “General jurisdiction

arises when a defendant maintains contactstiw#torum state that are sufficiently ‘continuous
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and systematic’ even when the cause tibachas no relation to those contact&tober, 686
F.3d at 1346Touchcom574 F.3d at 1410.

The Supreme Court has idéied two “paradigm all-pysose forums for general
jurisdiction” for a corporation: the state of tberporation’s principal place of business or the
state of its incorporationDaimler, 134 S.Ct. at 760. The Supreme Court reasoned that limiting
general jurisdiction to only those forums in which a corporation is “at home” allows entities “to
structure their primary conduct wifbme minimum assurance asaioere that conduct will and
will not render them liable to suit” while also “afford[ing] plaintiffs recourse to at least one clear
and certain forum in which a corporate defendant may be sued on any and all cldiras763
(citations and internal quotation marks omitted).

Absent these circumstances, “[a] courtymagsert general jurisdiction over foreign
(sister-state or foreign-country) rporations to hear any and aldims against them when their
affiliations with the State are scontinuous and systematic’ asrender them essentially at
home in the forum State.ld. at 754, quoting Goodyearl31 S.Ct. at 2851aimler, 134 S.Ct.
at 761 (explaining that the inquitis not whether a foreign corpation’s in-forum contacts can
be said to be in some sense ‘continuoussystematic,’ it is whether that corporation’s
affiliations with the State are swontinuous and systematic’ asrender [it] essentially at home
in the forum State”). In fact, the Supreme Cdas made clear, that tapprove the exercise of
general jurisdiction in every State in which ajmration engages insubstantial, continuous,
and systematic course of businessis unacceptably graspingDaimler, 134 S.Ctat 757
(citations and internal quotation marks omitte®Yith this background, the Court turns to the

parties’ arguments.
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Defendants do not challenge personal jurisdiction for IMA Industries, presumably
because the paradigms set fortlbamler exist here—IMA Industries an lllinois corporation
with its principal place of business in lllinoiSee Daimlerl34 S.Ctat 760; (R.1, 1 18).
Defendants do, however, assert that the Cackid general jurisdictioover the non-resident
Defendant$. (R.24.) In response, Plaintiffs conestthat the current facts fail to support a
finding of general jurisdictiomver three of the four nonselent Defendants—IMA North
America, IMA Industries North America, and Fili&pe, but argue that the Court can exercise
specific jurisdiction over three dfie four non-resident Defendanand that under Rule 4(k)(2)
can exercise general jurisdmti over Defendant IMA S.p.A.SeeR.33, at 11, n.lid., at 7-11.)
The Court addresses each argument in turn.

B. The Court Does Not Have General Jurisdiction over IMA S.p.A. Under Rule
4(k)(2)

Plaintiffs contend that the Court can ecise general jurisdiction over non-resident
Defendant IMA S.p.A., a foreign gooration with its principal gice of business in Italy, under
Federal Rule of Civil Procedure 4(k)(2)d.( at 11.) Defendants rgpthat the burden on IMA
S.p.A. to litigate in Illinois offends due proceswidhat the Court has msignificant interest in
resolving a dispute between Ritifs INDAG (a German company) and Wild Parma (its wholly
owned ltalian subsidiary), and f2adant IMA S.p.A., an Italian corapy, relating to events that
primarily occurred in Italy. (R.37, at 8.)

The Federal Circuit has explained that thedlgisis of personal jurisdiction in federal

court begins with Rule 4 of the &eral Rules of Civil Procedure.Touchcom574 F.3d at 1410.

* Defendants rely on Seventh Circuit case lawttieir arguments relatetd personal jurisdiction
(see e.g.R.25, at 5-10), however, Federal Circuit law gongethe personal jurisdiction analysis in patent
infringement cases and thus, the Court applies it HeeeSynthes563 F.3d at 1293.
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Rule 4(k)(2), entitled “Federal Claim Outside $t&ourt Jurisdiction,” stas in relevant part:
“For a claim that arises under federal/Jaserving a summons ... establishes personal
jurisdiction over a defendant if: jAhe defendant is not subjeotjurisdiction in any state’s
courts of general jurisdictionnd (B) exercising jurisdiction is consistent with the United States
Constitution and laws.’ld. (citing Fed. R. Civ. P. 4(k)(2)). This Rule provides for jurisdiction
over a foreign defendant when process has beemed and three requirements are met: “(1) the
plaintiff's claim arises under federal law, (2gtbefendant is not subjgo jurisdiction in any
state’s courts of general juristion, and (3) the exercise pirisdiction comports with due
process.”ld. (citing Synthesb63 F.3d at 1294). The Federatd@it has explained that “Rule
4(k)(2) closed a loophole” whereby “a non-residdefendant who did not have ‘minimum
contacts’ with any individual state sufficient to support exercise of jatisd, but did not have
sufficient contacts with the United States as a wiaalald escape jusdiction in all fifty states.”
Id. at 1414 (citations omitted).

Rule 4(k)(2) also requires a due process analy@® idat 1411-12. The due process
analysis under Rule 4(k)(2), howay slightly differs from the angdis under Rule 4(k)(1)(A) in
that Rule 4(k)(2) “contemplate[s] a defendamtacts with the d¢ine United States, as
opposed to the state in which the district court sitd.”at 1416 (citations omitted). Courts may
engage in a Rule 4(k)(2) analysis when “theddant contends that he cannot be sued in the
forum state and refuses to identigy other where suit is possibldd. at 1415.

1. Applicability of Rule 4(k)(2)

The Supreme Court has explained that 28©.§.1338 jurisdiction extends to any case

“in which a well-pleaded complaint establishes either that federal patent law creates the cause of

action or that the plaintiff's right to relieeoessarily depends on r&g@n of a substantial
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guestion of federal patent law, in that patiaw is a necessary element of one of the
well-pleaded complaints.Christianson v. Colt Indus. Operating Corg86 U.S. 800, 809, 108
S. Ct. 2166, 100 L. Ed. 2d 811 (1988).

Here, neither party disputéise first requirement—thdaNDAG’s patent infringement
claim arises under federal laee28 U.S.C. § 1338 (2012). @tlsecond requirement of Rule
4(k)(2) is that a defendantm®t subject to the jurisdiction @iny state’s court of general
jurisdiction. Synthes563 F.3d at 1293. For this requirarheghe Federal Circuit does not look
to where the plaintiff has alleged that a defen@astibject to jurisdiction, rather, if “the
defendant contends that he cannot be sueckifotiim state and refusesidentify any other
where suit is possible, then the fede@irt is entitled to use Rule 4(k)(2)Touchcom574
F.3d at 1415. The Federal Circuit's reasoning far thle is that “[requiring a plaintiff to
certify that a defendant is nstibject to jurisdiction in any&te forecloses an argument by the
plaintiff that the defendant is subject to jurctn in the state in which the court residesd”

Plaintiffs assert thdtVIA S.p.A. has represented that@nnot be sued in this forum and
has not identified another forum where Rtiifs could have brought suit against itndeed,
Defendant IMA S.p.A. contends thiais not subject to the pearsal jurisdiction in lllinois and
has not identified any other state where it wdaddsubject to personal jurisdiction. This meets
the second element of the Federal Circuit'$eRl{k)(2) jurisdictional test and the Court

therefore engages in a Ry (k)(2) analysis.See Merial Ltdy. Cipla Ltd, 681 F.3d 1283, 1294

®> Rule 4(k)(2) does not apply to IMA North Agrica and IMA Industries North America because,
as asserted in Plaintiffs’ Complaint, they are mthject to general jurisdiction in Massachusetts—IMA
North America is a Connecticut corporation with its principal place of business in Leominster,
Massachusetts and IMA North America is a Masaaelts corporation with its principal place of
business in Leominster, MassachuseBee Daimler134 S.Ct. at 760 (identifying two “paradigm all-
purpose forums for general jurisdiction” for a corpanatithe state of the corporation’s principal place of
business or the state of its incorporation). Plaindiffsnot argue that Rule 4(k)(2) applies to FillShape
and the Court limits its analysis accordingly.
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(Fed. Cir. 2012) (“[l]f the defenaea contends that he cannot $iged in the forum state and
refuses to identify any other wheseit is possible, then the fedecaurt is entitled to use Rule
4(k)(2).".

2. IMA S.p.A’s Alleged Contacts with the United States Are Insufficient
for General Jurisdiction

As previously discussed, “[a] court magsert general jurisdiction over foreign
(sister-state or foreign-country) rporations to hear any and aldims against them when their
affiliations with the State are scontinuous and systematic’ asrender them essentially at
home in the forum State.Daimler, 134 S. Ct. at 754. When applied under Rule 4(k)(2),
however, a court must consider “defendant’s actst with the entire United States, as opposed to
the state in which the sirict court sits.” Touchcom574 F.3d at 1416. Thus, the inquiry
becomes whether a defendaraffliations with the UnitedStates are so ‘continuous and
systematic’ as to render it essentially at home in the United StaéesSynthe$63 F.3d at
1297 (explaining that the relevant contacts ingéeeral jurisdiction analysis under Rule 4(k)(2)
are with the United States as a whole).

IMA S.p.A. is an Italian cgroration with its principal place of business located in
Bologna, Italy. [d.) Plaintiffs’ allegations as set ftrtn the Complaint provide that IMA
S.p.A.:

1. wholly owns three subsidiaries in the United States;

2. shares at least two board members with its United States subsidiaries;

3. advertises that one of iténited States’ subsidiaries, IMA Industries North America,

is the representative of all IMA Industries for the United States; and
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4. identifies that its lllinois subsidiaryA Industries, and another United States
subsidiary, IMA Industries North Americejarket machines manufactured by the
company group and provide the related custaeerice in their respective territories.

(R.1, 116.)

These contacts do not meet the high bufegeneral jurisdicon applicable here
because they do not amount to “continuous astegayatic” contacts by IMA S.p.A. to render it
“essentially at home” in the United States as requireDdiynler, 134 S. Ct. at 754ee also
Synthes563 F.3d at 1297. A foreign corporatidroald not be dragged into a United States
Court if its only contacts consist of owningubsidiary in the United &tes or sharing one or
more board members withUnited States corporatiorSee Daimlerl34 S.Ct. at 759 (rejecting
the exercise of general jurisdimti over foreign corporations baseul the presence of an in-state
subsidiary or affiliate). Plaintiffs state tHéMA S.p.A. can be ‘subject[] to [this] court’s
general jurisdiction based on the congaattits in-state subsidiary.”SgeR.33, at 12.) The
phrase which Plaintiffs borrow froDaimler, however, is not the definitive conclusion that
Plaintiffs assert, as in full context it stateg]his Court has not yet addressed whether a foreign
corporation may be subjected te@urt’s general jurisdiction based the contacts of its in-state
subsidiary.” Daimler, 134 S.Ct. at 759. Indeed, as the Supreme Court goeainier to
analyze the Ninth Circuit’'s agentgst imputing subsidiary contacts on the parent corporation, it
finds that employing such adbry “appears to subject faga corporations to general
jurisdiction whenever they have an in-state gliasy or affiliate, an outcome that would sweep
beyond even the ‘sprawling view of gealgurisdiction’ we rejected iGoodyear. Daimler,

134 S.Ct. at 759-60.
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Looking at the present case, Plaintiffs relyto@ same type of contacts for IMA S.p.A. as
those alleged iDaimlerto support an agency theory fomgeal jurisdictiorthat the Supreme
Court rejected. As such, these contacts daufdice for the purposes of general jurisdiction.
Such a broad application of jurisdiction isaely what the Supreme Court emphasized courts
cannot do.Daimler, 134 S.Ct. at 759-6@ge also idat757 (“[To] approve the exercise of
general jurisdiction in every State in which aparation engages insubstantial, continuous,
and systematic course of businessis unacceptably grasping.”)

Lastly, even if the Court coitkered the trade show contact as imputable to IMA S.p.A.,
which, as discussadfra in Section C.i., it can do when takitige contradictory facts in the light
most favorable to Plaintffs, this fact does redcue the lack of geral jurisdiction. Mr.

Bianchi’'s presence at the Pack-Expo trade show, alomecombination with the above contacts
with the United States, still faite establish gemal jurisdiction. SeeGrober, 686 F.3d at 1346
(“[Attendance at] trade shows . . . does not alseve a sporadic andsubstantial contact.”);
Synthes563 F.3d at 1297 (citingelicopteros Nacionales de Colombia, S.A. v. H&6 U.S.

408, 415-16, 104 S. Ct. 1868, 1872, 80 L. Ed. 2d(2984)) (finding a lack of general
jurisdiction where the defendantentacts with the United Statexluded attendance at trade
shows, purchases of parts and a machine, th@talproduct for a veterinary application to one
customer, and a pair of consultations about prbdavelopment). Acedingly, the Court finds
that it does not have generatigdiction under Rule 4(k)(2) over IMA S.p.A. based on the facts
alleged in Plaintiffs’ Complaint and the atidhal evidence provided ke parties in their
declarations. Because Plaintiffs limited theguanent to general jurisdiction under Rule 4(k)(2)
(seeR.33, at 11-13), the Court does not analyzetiver Defendant IMA S.p.A. is subject to

specific jurisdiction under Rule 4(k)(2) which alsonsiders the United Statas the forum.
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The Court, therefore, turns to whether it Bpscific jurisdiction ovenon-resident Defendants
IMA S.p.A., IMA North America, IMA IndustrietNorth America, and FillShape based on their
contacts with lllinois.

C. The Court Does Not Have Specifidurisdiction over Non-Resident
Defendants Based on Their lllinois Contacts

The Court’s determination of whether detedant is subject to specific personal
jurisdiction in the forum stat@volves two inquiries: (1) wheth¢he forum state’s long-arm
statue permits service of procesxl (2) whether the assertionjafisdiction is consistent with
due processCelgard, LLC v. SK Innovation C&92 F.3d 1371, 1377-78 (Fed. Cir. 2015).

This second factor, under the Due Process Clasestrains the couttsauthority to bind a
nonresident defendant to a judgment” unlessbnresident has “certain minimum contacts”
with the forum. Walden v. Fiore134 S. Ct. 1115, 1121, 188 L. Ed. 2d 12 (2014). To determine
whether a nonresident defendant has sufficientacts with the forum for the Court to assert
specific jurisdiction over that defendant, theu@anust “focus[] on the relationship among the
defendant, the forum, and the litigatiorid. (internal quotations marks and citations omitted).
The Supreme Court has cautioned, ti@tjust any contacts will d¢fflor a State to exercise
jurisdiction consistent witdue process, the defendardist-relatedconduct must create a
substantial connection with the forum Statéd” at 1121 (emphasis added). Moreover, contacts
with the forum that are “random™ortuitous,” or “attenuated,” othat result from the “unilateral
activity of another party or third person” are not sufficiengstablish peonal jurisdiction.

Burger King Corp. v. Rudzewic471 U.S. 462, 475, 105 S.Ct. 2174, 2183, 85 L.Ed.2d 528
(1985). The “mere fact that [defendant’s] condcaféected plaintiffs with connections to the

forum State does not suffice anthorize jurisdiction.”"Walden 134 S. Ct. at 1126. Lastly, the
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relationship between the defendant and the forummstrarise out of contaxthat the ‘defendant
himselfcreates with the forum . . . Id. at 1122 (quotinddurger King,471 U.S. at 475).

Due process also requires that the defenslaminimum contacts with the forum state”
are sufficient, “such that maintenance of the daés not offend traditional notions of fair play
and substantial justice.Celgard 792 F.3d at 137«(ting Int'l Shoe Co. v. WashingtpB26
U.S. 310, 316, 66 S.Ct. 154, 158, 90 L.Ed.95 (194bhe Federal Circuit “ggies a three-part
test to determine whether this due process reapiné for specific personglrisdiction is met by
considering: (1) whether the defendant purposefully directeditgties at residents of the
forum state, (2) whether the claamses out of or relates toethlefendant’s activities with the
forum state, and (3) whether assertion apeal jurisdiction is reasonable and faiCelgard
792 F.3d at 1377-7&ifing Grober 686 F.3d at 1346%ee also SyntheS63 F.3d at 1294. “The
plaintiff bears the burden of affirmatively estahing the first two elements of the due process
requirement” and if met, “the burden [then] ¢hifo the defendant to prove that personal
jurisdiction is unreasonable Celgard 792 F.3d at 1377-78 (citatioositted). “The first two
factors correspond with the imimum contacts’ prong” olnternational Shoe’and the third
factor corresponds with the ‘fair playnd substantial justice’ prongltl. at 1377-78¢iting
Inamed Corp. v. KuzmaR49 F.3d 1356, 1360 (Fed. Cir. 2001)). Five additional factors are
considered in determining thdrthfactor of whether the as$ien of personajurisdiction is
reasonable and fair: “(1) the burden on the defendant, (2) tha'®mterest in adjudicating the
dispute, (3) the plaintiff's intest in obtaining convenient and effective relief, (4) the interstate
judicial system’s interest in obtaining the meficient resolution of antroversies, and (5) the
shared interest of the states in figring fundamental sutamtive policies.” Synthes563 F.3d at

1299 (citingBurger King 471 U.S. at 477).
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1. Plaintiffs Have Failed To Demonstate that Defendants Purposefully
Directed their Activiti es at Illinois

In order for the Court to exercise specpersonal jurisdictiover the non-resident
Defendants, Plaintiffs must shoimter alia, that Defendants have masefully directed their
activities at lllinois residentsSee Burger Kingd71 U.S. at 472-73. Plaintiffs, however, have
not satisfied the first prong tifie specific jurisdiction testSee Celgard792 F.3d at 1377.

Plaintiffs assert that the Court has sfpegurisdiction over Déndants because they
intentionally availed themselves of the privilegfeconducting business in the state of lllinois.
(R. 1, 11 16-20.) In support of their position, Pldigtiely on a single contact and assert that the
Court has specific personatigdiction over IMA North Amerca and IMA Industries North
America because they conducted business wiki@rState of lllinois when appearing at the
Pack-Expo trade show in Chicago and promoting and offering for sale products that infringe the
‘017 paten (R. 1, 11 17, 19.) Plaintiffs furthessert that the Court has specific personal
jurisdiction over FillShape “because FillShapeswagnizant that its manufactured machines
incorporating the patented technology and theappropriated trade secrets were to be offered
for sale in the United States” through tharketing companies of IMA S.p.A.—IMA North
America and IMA Industries.Id., 1 20.)

Plaintiffs rely on Defendants’ attendancela Pack-Expo trade show, but the facts as

alleged and provided in decla@ts do not provide a clear pictuof which Defendants actually

6 Although Plaintiffs did not provide any legalgport for this basis of personal jurisdiction in
their briefing, an act of patent infringement satisfg§ 2—209(a)(2) of the lllinois long-arm statute because
it is well-established that infringementa@fpatent constitutes tortious activitgee Fluid Mgmt. Ltd.

P’ship v. H.E.R.O. Indus., LtdNo. 95 C 5604, 1997 WL 112839, at *3 (N.D. Ill. Mar. 11, 198@g
alsoBingo Brain, Inc. v. California Concepts, ln&No. 99C6139, 2000 WL 690227, at *6 (N.D. lll. May
24, 2000).
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attended the trade show. darly November of 2014, Mr. Biahi attended the Pack-Expo in
Chicago, lllinois. (R. 1, 1 36.) The parties pdevconflicting factual edence as to who Mr.
Bianchi represented while at the trade showDéfendants’ declaratioh]r. Bianchi attests that
at the time of the trade show, Wwas the Sales Director for F8lhape (an Italian corporation),
and that he currently serves as the ExeeWiice President dMA S.p.A. (an Italian
corporation), and a Director of IMA IndustriB®rth America (a Massachusetts Corporation).
(R. 25-1, 1 2.) Mr. Bianchi funer attests that “IMA Industré trade show booth displayed
FillShape’s promotional materials prototype videt.,( 5.) It is not entirely clear if Mr.
Bianchi meant IMA Industries (lllinois Cporation) or IMA Industries North America
(Massachusetts Corporation)d.( 1 5.) Plaintiffs respond andsert in the Metallo Declaration
that Mr. Metallo understood Mr. Bianchi as repenting and supportinglsa on behalf of the
IMA Defendants. (R.33-1, 1.6 Mr. Metallo’s declaration fuhter asserted thavolvement of
another, unnamed party listed on Mr. Biancbisiness card—IMA Induses, S.r.l. (R.33-1,

1 5;see id, Ex. 1.) The business card attachethtoMetallo Declaration states “IMA
Industries” on the top and lists Mr. Bianchi“&ales Director” vith an email address
@ima-industries.com. (R.33-1, Ex.1.) The busimasd also provides twaldresses. The first
address listed on the fronttbie card is for “IMA Industries S.r.l.” and states: 40069 Zola
Predosa, (Bologna) Italy.ld)) This address is the same as tisa¢d in Plaintiffs’ Complaint for
FillShape. $eeR.1, 1 14.) The second address listetherback of the card is for “IMA
Industries S.r.l. UnipersonalRé¢gistered Offigé and states: 40064 Ozzano dell’Emilia
(Bologna) Italy. (R.33-1, Ex.1.) This address i $ame as that listéal Plaintiffs’ Complaint
for Ima S.p.A. $eeR.1, 1 10.) Construing thevidence from the pleadings and affidavits in the

light most favorable to Plairits, it is reasonable to infer thitr. Bianchi's presence at the
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Pack-Expo trade show was on behalf of all Defend&®é® Avocenb52 F.3d at 1329
(explaining that for a Rule 12(b)(2notion, the court must constrtiee pleadings and affidavits
in the light most favordb to the plaintiff). Avocent 552 F.3d at 132%ee also Penningtod57
F.3d at 1338.

Treating the trade showertact as Defendants’ contabhbwever, does not end the
inquiry. The Court must determine whether th@attact, alone is sufficient to demonstrate
purposeful availment. The Federal Circuit hadragsed a trade show contact for the purposes
of specific jurisdiction.See Synthe$63 F.3d at 1297-9®atent Rights Prot. Grp., LLC. v.
Video Gaming Techs., In603 F.3d 1364, 1369-70 (Fed. Cir. 20I¥d. Solutions, Inc. v. C
Change Surgical, LLC541 F.3d 1136, 1140-41 (Fed. Cir. 2008).

In Synthesthe Federal Circuit found it had persl jurisdiction over a Brazilian
defendant that had appeared airgle trade show in the forum state. 563 F.3d at 1298. It did
so, however, in the context of a Rule 4(k)@2alysis, which requicethat it consider a
defendant’s contacts withe nation as a wholdd. at 1296. The same defendant had attended
six other tradeshows elsewkan the United Statedd. at 1291. On that basis, the court found
that attendance at a single trade show irfdham state, in additioto six other tradeshow
attendances in the United States together amat dieliberate contacts with the United States,
constituted sufficient contacts to establish thatBrazilian defendant purposely availed itself of
the United Statesld. at 1298;see also Patent Right803 F.3d at 1370 (finding the exercise of
specific jurisdiction fair and not particularly anes where the defendants admitted presence at
numerous trade shows in the forgtate). On the other hand,Medical Solutionsthe Federal
Circuit expressly consided the plaintiff's assertion thite defendants attendance at a trade

show in the forum state wherdlisplayed prototypes of the alletig infringing product, staffed
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its booth with representatives, and made protdumchures available constituted a “use” under
35 U.S.C. § 271(a) that conferred persquasdiction. 541 F.3d at 1140-41. The Federal
Circuit rejected the plaintiff's argument, howevand affirmed the district court’s ruling that the
trade show activities did not cditate a “use” of the allegeglinfringing product rendering the
plaintiff’'s prima facie casef jurisdiction unsupportedld.

As established by the Federal Circuit, a srgftendance at a taghow is not, alone,
sufficient to support a prima facie easf personal jurisdiction. Ieed, at least one district court
has distinguishe8yntheon this very basisSee e.g., Gro Master, Inc. v. Farmweld, Ji®20
F.Supp.2d 974, 982 (N.D. lowa. 2013) (distinguistaymthedor its multiple trade show
contacts with the United States dmdling a single trade show appearance in the forum state
insufficient to support specific jugdiction because it “is merely an insubstantadtact with the
forum”). IndeedSynthesdoes not stand for the proposititirat a single appearance at a trade
show is sufficient to establisheéhminimum contacts required for theoper exercise of ‘specific’
personal jurisdiction.”ld.

Applying this background, it becomes appauthat Defendantsingle attendance—via
Mr. Bianchi—at the Pack Expo trade show doesestablish specific personal jurisdiction.
Moreover, the trade show is tbaly contact Plaintiffs allege Bendants have with lllinois.

Thus, Defendants’ attendance at the Pack Expsplalying promotional materials, describing
FillShape’s background and expse in the industry, and shavg a prototype video, without
more, fails to establish that Defendants purposetiitigcted their activities toward the residents

of lllinois.
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2. Plaintiffs Have Failed to Establishthat Their Claims of Infringement
and Misappropriation Arose out of or Relate to Defendants’ Alleged
Infringement at the Pack-Expo Trade Show

Given that Defendants’ tradb®w attendance alone is insuféait to establish purposeful
direction, the Cours specific jurisdictionalnquiry could end here. Ew if Defendants’ trade
show attendance were enough, however, Plaintiffe hat shown that the factual basis of the
alleged claims of patent infringement and &aecret misappropriatioelates to Defendants’
trade show activitiesSee Celgard792 F.3d at 1377-78 (explang the second required prong
of the specific jurisdiction test of whether thaiot arises out of or relates to the defendant’s
activities with the forum state). SpecificallyaRitiffs factual basis demonstrating Mr. Bianchi’s
conduct related to an alleged “offer for sale’aofallegedly infringing machine under 35 U.S.C.
§ 271(a) is insufficient to confer specific jurisdiction under the second prong of the specific
jurisdictional test.See 3D Sys., Inc. v. Aarotech Labs,,|t60 F.3d 1373, 1378-79 (Fed. Cir.
1998) (analyzing an alleged offer for sale to determine whether it supports the second prong of
the specific jurisdictional test).

Patent infringement occurs when an asmlinfringer “without authority makes, uses,
offers to sell or sells any patented inventio83 U.S.C. § 271(a). Accordingly, in order for the
Court to exercise specific jurisdiction over Defemida Plaintiffs must sufficiently allege that
Defendants did one of these listed activitiesre;Plaintiffs allege tht Defendants engaged in
an offer to sell at the Pack-Expo trade showe Fhderal Circuit has defined liability for an
“offer to sell” under Section 271(a) “according te thorms of traditionalantractual analysis.”
MEMC Elec. Materials, Inc. v. Msubishi Materials Silicon Corp420 F.3d 1369, 1376 (Fed.
Cir. 2005) (citingRotec Indus., Inc. v. Mitsubishi Cor@15 F.3d 1246, 1254-55 (Fed. Cir.

2000)). According to the Federal Circuit, irder to qualify as an “offer to sell” under Section
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271(a), a defendant must “communicate| | a ‘martefidsn of willingness to enter into a bargain,
so made as to justify another person in understgritiiat his assent to thiaérgain is invited and
will conclude it.”” Id. (qQuoting Restatement (Second) of Gants § 24 (1979)). To constitute an
“offer to sell” under traditionatontract principles, an offéequires a definite price term,
otherwise the offeree could make the offer iatoinding contract by a simple acceptanSee

id. (citing Rotec Indus215 F.3d at 1251) (“[T]he e-mails, whit®ntaining a description of the
allegedly infringing wafers, do not contain gmyce terms. Accordgly, on their face, the
e-mails cannot be construed as an ‘offer’ wijtble defendant’s customer] could make into a
binding contract by simple acceptance.”).

The Federal Circuit provided further guidanceas/hat constitutes an offer for sale in
In 3D Systemghe Federal Circuit determined thag ghrice quotation legts constituted an
“offer to sell” since they contained a specificdeption of the accused product and the price at
which it could be purchased. 160 F.3d at 1379ddhyAnne Corp. v. TFT, Incthe Federal
Circuit noted in dicta that under Section 271(ap#ar to sell contains “the hallmarks of a
potential commercial transaati. (i.e., a quotation of pricend a product description, or a
communication that the item was available forghase by the intendetbnee).” 199 F.3d 1304,
1309-10 (Fed. Cir. 1999) Thus, Federal Circuit taakes it clear that an “offer to sell” under
Section 271 requires both a descriptionhaf product and a fixed price term.

According to the Metallo Declaration, MBianchi provided estimated prices at the
Pack-Expo trade show stating tipatrchasing a hot filling machérrequired “an investment in
the range of 1 million euro” while purchasingaseptic cold filling machine required “an
investment in the range of 4 million euro”. (R. 33-1, {1 14s&8;also id.{ 16 (explaining that

a cold filling machine for rigid containers required an investment of “about 4 million euro”).)
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Given the clear direction under Federal Cirtaw, these verbglrice estimates cannot
reasonably be construed as an offer for which Mr. Bianchi understood to invite Mr. Metallo’s
assent to the terms and if given, woatthcludethe bargain.See MEMC420 F.3d at 1376
(explaining that an “offer to #& must “communicate[] a ‘manifestation of willingness to enter
into a bargain, so made agustify another person in understing that his assent to that
bargain is invited and witoncludeit”) (emphasis added).

Plaintiffs further argue that according to th@ms of the industry an “offer to sell” may
occur in certain circumstances without a price tetmsupport of their argument, Plaintiffs cite
Mr. Bianchi’s declaration wheneihe states: “[p]rice quotes fpouch filling machinery are not
provided prior to, and sales of pouch filling ma@npnare preceded by, detailed discussions with
potential customers about thearticular requirements foraxhinery (including whether the
machinery is suitable for the customer’s intendpglication), as well as extensive negotiation
regarding terms that will impact price, suehcustomization, delivery, maintenance, and
support.” (R. 25-1, § 8.) Plaiffg argue that in such a situation, an offer for sale may occur
without a price term.

The Court disagrees. Even taken in the ligbst favorable to Plaintiffs, the situation
described by Mr. Bianchi does not support thetfmrsPlaintiffs assert. Instead, the reasonable
inference from Mr. Bianchi’'s statement suggesiat until Defendants engage in detailed
discussions with potential customers, any praaediscussions lacking a complete description
of the appropriate product for the customer's age incapable of expressing the willingness to
enter into a bargainSee MEMC420 F.3d at 1376. Here, Mr. Bianchi and Mr. Metallo did not
discuss any of the specific details about the pecobeing sold and failet identify a definite

price term. Notably, it is undisputed thatf®adants had not yet built a filling machine at the
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time of the trade show.SgeR.25-1, 1 6.) Plaintiffs also do ndispute that the trade show video
showed only a prototypeld(, 1 5.) Given these facts, a poged loose agreement between the
parties that did not contain speciflisclosure of a product or aige falls short of what Federal
Circuit law requires. As such, d&thtiffs have failed to establighat Defendants’ conduct at the
trade show constituted an “offer to sell” under Section 271(a) for jurisdictional purpSees.

3D Sys.160 F.3d at 1379. The result of Plaintiffsability to satisfy thisshowing renders the
second prong of the specific jurisdictional analysis unmet.

Because Mr. Bianchi provided neither a defiitece term nor a detailed description of a
machine that allegedly infringd@laintiff INDAG’s patent there could not have been an offer to
sell its product for the jurisdictiohpurposes of 35 U.S.C. § 271(8Bee MEMC420 F.3d
atl376;see also HollyAnne,99 F.3d at 1308-09 (“[T]here had been an ‘offer to sell’ where the
defendant manufacturead communicated to prospectiveybts both a description of the
product and ‘a price at which it can be purch&%ed hus, because Plaintiffs have failed to
allege that Defendants committed the tort of paitefringement by Mr. Bianchi’s conduct at the
Pack-Expo trade show, Plaiffisi have failed to make @rima facieshowing of personal
jurisdiction through their “offer to sell” argument.

Because Plaintiffs are unable to satisfy eitbfethe prongs of thepecific jurisdictional
test for which they have the burden, the Céinds that it cannot exercise specific personal

jurisdiction over Defendants in the present action.

" Defendants further assert that the Uniform Commercial Code would require an agreement for
the sale of a pouch filling machinery to be in writif§A] contract for the sale of goods for the price of
$500 or more is not enforceable . . . unless theseriee writing sufficient to indicate that a contract for
sale has been made between the parties and sigrtld pgrty against whom enforcement is sought.”
U.C.C. § 2-201 (2002). Given that Mr. Bianchi'siesites were in the millions of euros, it seems less
plausible that such a significant transaction—if goedrhy the U.C.C. would be conducted verbally.

8 Because the Court finds the first and second podtiige specific jurisdiction analysis not met
here, it does not need to consider whether Defeisdaet their burden to establish the third proSge
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Il. Plaintiffs Fail to State a Claim for Patent Infringement Under Rule 12(b)(6)

Because the parties do not dispute the Coaxercise of personal jurisdiction over
Defendant IMA Industries, an lllois resident, the Court proceeds to an analysis of Defendants’
motion to dismiss on the basis of Rule 12(b)(6).

In ruling on Defendants’ Rule 12(b)(6) mani, the Court considers only the Complaint
and its attached exhibits as the submitted declarations and declarants are not referred to in
Plaintiffs’ Complaint and are not o&al to the Plaintiffs’ claimsSee Levensteii64 F.3d at
347. As such, given that Plaintiffs did reatfficiently plead that Defendants’ conduct
constituted an “offer for sale” of an allegedtyringing product when the Court considered the
additional evidence, the considéon of only Plaintiffs’ Complet leaves Plaintiffs with a
pleading hurdle to supportdalsame allegations for the poses of Rule 12(b)(6).

As the Court discussed at length above, in oral@ualify as an “offer to sell” within the
meaning of Section 271(a), afdedant must “communicate[ | a méestation of willingness to
enter into a bargain, so made as to justify amgtlkeson in understandingathhis assent to that
bargain is invited and will conclude itMEMC, 420 F.3d at 1376 (quotation omitted).
Moreover, to constitute an “offer to sell” undeaditional contract prinples, an offer requires
definite price term otherwise the offeree coulkmthe offer into a binding contract by a simple
acceptanceSee id.

In their Complaint, Plaintiffs allegiat in early November 2014, Defendants—
represented by Mr. Bianchi—attentihe Pack-Expo trade showSeeR.1, § 36.) Without

reference to any price termsmmoduct specifics, Rintiffs further allege that Mr. Bianchi

Celgard 792 F.3d at 1377-78 (citationmitted) (“The plaintiff bears the burden of affirmatively
establishing the first two elements of the due processreagant” and if met, “the burden [then] shifts to
the defendant to prove that persignasdiction is unreasonable”).
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“offer[ed] for sale hot fill machiary” that incorporated bottie trade secrets and patented
technology. $eeR.1, T 37see also id.{ 34 (alleging that “[o]n information and belief, an
examination of parts of Defendants’ machind show that Defendantshisappropriated other
technology...”).) Regarding Defendants’ product, Plaintiffs alkbge Defendants’ pouch
making and filling machine includes a transidreel and corresponding machinery that meets
limitations of the ‘017 Patent claimsSde id. 45.) Plaintiffs a&lo allege, however, that
“Defendants have not completed building a niaehand have only built certain parts and that
“Defendants have not completed any sales o&a#eptic filling machine in the United States, but
are actively seeking customers in the United Stat€3€e {(d, 11 34, 41.)

These facts are insufficient to satisfy the dlag standard required for an “offer for sale”
under Section 271(a). “A claim h&cial plausibility when thelaintiff pleads factual content
that allows the court to draw the reasonable inference that the defendant is liable for the
misconduct alleged.Igbal, 556 U.S. at 678. The allegatigmevided by Plaintiffs’ Complaint
fail to provide factual conteérfirom which the Court can make a reasonable inference of
Defendants’ liability under Section 271(a). Instead, Plaintiffs lsimlege that Mr. Bianchi in
explaining the history of pouch filling technologtated, “[t]his technology was not offered to
the market, it was used basically by one big player. . .. We took some people from this
company, we built up a new team, we design and we improve also this machine, some new
concept from the background we have.” (.B8.) These allegations do not support an
inference that Defendants made an offer for aatbe Pack-Expo trade show. Attendance at a
trade show and displaying a prototype does nohelconstitute an offer for sale under Section

271(a). See MEMC420 F.3d at 137&D Sys.]160 F.3d at 1379.
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In addition, although Defendantsatlenge the sufficiency of Rintiffs’ allegations at the
pleading stage, Plaintiffs arernénded of the presumption agaiestraterritorialapplication of
infringement liabilityunder Section 271(a)See Halo Elecs., Inc. v. Pulse Elecs., | 69 F.3d
1371, 1380 (Fed. Cir. 2014). Specifically, an altegéer for sale under Section 271(a) that
includes contracting and negotiating activitieshie United States, but ultimately results in
contemplation of a sale occurring outside the United Siste®t encompassed by Section
271(a).Id. To do so would extend “thgeographical scope of [Semti] 271(a) in effect [and]
confer a worldwide exclusive right to a U.S. patleolder, which is conary to the statute and
case law.ld. (citing Power Integrations, Inc. ¥airchild Semiconductor Int'l, In¢.711 F.3d
1348, 1371-72 (Fed. Cir. 2013Halo, 769 F.3d at 138Qiting Deepsouth Packing Co. v.
Laitram Corp, 406 U.S. 518, 531, 92 S.Ct. 1700, 32 L.Ed.3d 374 (1972)) (“To the degree that
the inventor needs protection in markets othan those of thisauntry, the working of 35
U.S.C. 88 154 and 271 reveals a a@sgional intent to have hiseek it abroad through patents
secured in countries where lgisods are being used”). Plaintiffs are foreign corporations—
INDAG, a German corporation and Wild ParmaJtatian corporation.(R.1, 1 8,9.) As such,
the parties’ interactions #te International Paekxpo would not constitute infringement
liability of an offer for sale undeSection 271(a) if theontemplated sales were to occur outside
the United StatesSee Halp769 F.3d at 1381 (“An offer to seilh order to be an infringement,
must be an offer contemplating sale in the WhB¢ates”). In addition to the deficiencies in
Plaintiffs’ allegations regardintpe specific product descriptioné price, Plaintiffs have not
alleged any intended location or customer of thegald offer for sale, other than to argue that it
was a proposed offer for sale to custontieas attended the Pack-Expo trade show, an

international trade show.SéeR.1, 1 37.) Furthermore, Plaiifg allege that Mr. Bianchi
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represented at the tmdhow that, although IMA’s hot filg machine was a prototype, it had
sold a line to be delivered in February 2015 tdtalan company. Id., 1 21 (emphasis added).)
Plaintiffs have further allegetiat “Defendants have not cofafed any sales of the aseptic
filling machine in the United States.Id(, 1 40.) Taking these factstime light most favorable
to Plaintiffs, the Court cannot remsably infer that the allegatioase sufficient to state a claim
for patent infringement under Section 271(a).

Accordingly, the Court cannot, without atidnal facts alleged, ffid that Plaintiffs
adequately state a claim that Defendants “offéoe sale” a machine, which would make them
liable for patent infringement under Section 271@ge Igbal556 U.S. at 678. Thus, Plaintiffs’
factual allegations are ntgnough to raise a right to relief above the speculative
level.” Twombly,550 U.S. at 558. The Court grants Defendants motion to dismiss in this
regard and dismisses, withoueprdice, Count | of PlaintiffsSsComplaint as to Defendant IMA
Industries.

[l Plaintiffs’ Trade Secret Misappropriation Claims

A. Plaintiffs State Claims for Trade Secret Misappropriation Against IMA
Industries

Defendants ask the Court to dismiss Coungdl Il of Plaintiffs’ Complaint as to IMA
Industries for Plaintiffs’ failurd¢o state a claim for tradecet misappropriation against IMA
Industries. Specifically, Defendts argue that Plaintiffs fail to allege that IMA Industries

attended the Pack-Expo trade show, the sdleraapon which Plaintiffs rely for their trade

° The information provided by Plaintiffs’ derhtion submitted in supptasf their opposition to
Defendants’ jurisdictional analysis may provide iiddal factual bases for the alleged offer for sale as it
relates to Defendant IMA Industries. The Caoughalysis under Rule 12(b)(6), however, does not
consider the declaratiosde supralLegal Standard, Section lI5ee e.g., 188 LLB00 F.3d at 735ee
alsoPirelli Armstrong Tire Corp. Retiree Med. Benefits Trust v. Walgreens53b.F.3d 436, 448 (7th
Cir. 2011) (the “rule that a plaintiff may not amend his complaint in his response brief’ is “axiomatic”);
Friello v. Bank of New YoriNo. 12 C 03270, 2012 WL4892856, at *9 (N.D. Ill. Oct. 5, 2012).
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secret misappropriation claimlthough Plaintiffs’ Complaintioes not allege IMA Industries
attended the trade show in gh@&agraph cited by DefendansgéR.1, 1 16), it contains an
additional paragraph in the factual background sketes that all Defelants attended the trade
show Eee id, 1 2, 36). This allegation is not anansistency in Plaintiffs’ Complaint, as a
simple review of the pleading makes cldaat the paragraph cited by DefendaseeR.1,  16),
sits under the heading of “JURISDICTION AND VERUand Plaintiffs do not rely on the trade
show attendance as a jurisdictal contact for IMA Industrieslndeed, IMA Industries is the

one Defendant that both partiesegyis subject to general juristion in lllinois. Accordingly,

the Court denies Defendants’ motion to dissniegarding Counts Ihd 11l of Plaintiffs’

Complaint as to IMA Industries.

B. Supplemental Jurisdiction Over Trade Secret Misappropriation Claims

Plaintiffs’ trade secret misappropriation oaas to both IMA Industries and non-resident
Defendants, however, still rungandifficulty. Federal courts va an independent obligation to
ensure that subject matter jurisdiction exissee e.g., Wild v. Subscription Plus, Ji292 F.3d
526 (7th Cir. 2002). The Federal Circuit hasestahat 28 U.S.C. § 1367 “is a broad grant of
supplemental jurisdiction over other claims wittiie same case or controversy, as long as the
action is one in which thaistrict courts would haveriginal jurisdiction.” Vodg 476 F.3d at
893 (Fed. Cir. 2007) (citingxxon Mobil Corp. v. Allapattah Servs., In645 U.S. 546, 557, 125
S. Ct. 2611, 2620, 162 L. Ed. 2d 502 (2005¢e also Copeland Penske Logistics LL®&75
F.3d 1040, 1043 (7th Cir. 2012) (“The supplementek{liction statute, 28 U.S.C. 8 1367(a),
permits a court to entertain a claim that is pathe same case or controversy as the claim
within a federal court's original jurisdiction”).

Because Plaintiffs have failed to establisé Court’s exercise of personal jurisdiction

over the non-resident Defendants and have failstate a claim for patemfringement against
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Defendant IMA Industries, the Court has no bdsr supplemental jurisdiction under 28 U.S.C.
8 1367.See28 U.S.C 8§ 1367(c) (“The district courtsay decline to exercise supplemental
jurisdiction over a claim . . .flithe district court has disssed all claims over which it has
original jurisdiction”). The Court, therefordismisses, without prejudice, Counts Il and Il of
Plaintiffs’ Complaint.
IV.  Jurisdictional Discovery

In filing their response tBefendants’ motion to dismiss, Plaintiffs moved for
jurisdictionaldiscovery. $eeR.32.}° The Court’s analysis gfirisdictional discovery, unlike
its substantive analysis of jurisdiafi, is governed by Seventh Circuit lagee Patent Rights
603 F.3d at 1371 (explaining that jurisdictionaativery is reviewed under the law of the
regional circuit because it is @sue not unique to patent law)nder Seventh Circuit law, “it is
within the discretion of the distti court to allow a plaintiff taonduct limited discovery in order
to establish that jurisdiction existsSanderson v. Spectrum Labs, |48 F.3d 1159 (7th Cir.
2000). In order to do so, however, “aipltiff must establish a colorable prima facieshowing
of personal jurisdiction before discovery should be permitt€kht. States, Se. & Sw. Areas
Pension Fund v. Reimer Express World Co?30 F.3d 934, 946 (7th Cir. 2000RRgimet).
Put differently, a plaintiff seeking jurisdictiondiscovery must advance “proof to a reasonable
probability” of the factsiecessary to establish federal jurisdictidmthony v. Sec. Pac. Fin.

Servs., InG.75 F.3d 311, 316 (7th Cir. 1996). The Sehebircuit has cautiortethat “[floreign

% The Court treated Plaintiffs’ Motion for Juristional Discovery as a response to Defendants’
motion to dismiss and ordered Defendants to addreastiffs’ request in addition to the substantive
arguments presented by Plaintiffs, in their rep§eeR.36, Minute Order, Sept. 30, 2015). Defendants
did so and Plaintiffs filed a reply briefS¢eR.41.) The issue of jurisdictional discovery, is therefore
fully briefed and before the Caduas a separate issue for ruling.
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nationals usually should not babjected to extensive discovery in order to determine whether
personal jurisdiction over them existdReimer 230 F.3d at 946.

Plaintiffs seek jurisdictional discovery arggithat corporate relationships between the
Defendants provide sufficient conmienis that warrant exploratiorSpecifically, Plaintiffs assert
that the interrelatedness of each of Defendausertising, corporatersicture, and corporate
relationships demonstrates that Defendants do not maintain corporate formalities. Furthermore,
Plaintiffs assert that Defendahtleclarations make broacgtments that beg for underlying
details to establish their basis, e.g., Mr. Bianttaists that no price quotes were made in lllinois
but does not state whether any contacts arosefakié Pack-Expo trade show and whether those
contacts resulted in any sales of their produBtaintiffs seek information related to
Defendants’ customer base itilbis and whether they are conding business here. Plaintiffs,
therefore, assert that depositions of eafcthe declarants is appropriated.)

Defendants oppose Plaintiffs’ request for jurisdictional discovery and move this Court to
deny the motion as untimely and because Plaintiffs have not establighiethdaciecase of
personal jurisdiction. (R. 37, at 11.) Moreoveefendants argue thBRtaintiffs have not
explained why an investigationto Defendants’ corporate stture would bolster a claim for
personal jurisdiction. Defendants suggest shiah an inquiry is relevant because the
jurisdictional inquiry focuses onémon-resident Defendants’ cortawith the forum state, not
their contacts with each other. Lastly, Defendamtue that deposition$ their declarants are
improper because, now that Defendants have supplied evidence to refute the Plaintiffs’ assertions
of personal jurisdiction, Plaintiffs’ have therden of going beyond the pleadings and submitting

affirmative evidence supporting tle&ercise of jurisdiction. I4., at 14.)
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Plaintiffs’ request for jurisdictional discovery was timely. Plaintiffs sought jurisdictional
discovery as an alternative means in a mdiiled as a response to Defendants’ motion to
dismiss and the issue came to @wurt’s attention at that timeAccord In re Honey
Transhipping Litigation87 F.Supp.3d 855, 874 (N.D. lll. 2015)péaining that the plaintiff's
request for jurisdictional discovefpuried in a response brief raththan properly presented as a
motion guarantees that agreest will not come to the couriédtention until the court is fully
engaged in deciding the motion to dismiss).

Plaintiffs have demonstrated at least a @rggintact with Illinoisand have alleged the
possibility of additional Unitetates contacts that, if stéstiated, may support the Court’s
exercise of personal jurisdiction over Aa@sident Defendants. As discussegrg while a
single trade show contact is radone sufficient for jurisdictin, viewed in the context of
additional contacts it could b&ee e.g., Synthes63 F.3d at 1298 (findingersonal jurisdiction
under Rule 4(k)(2) based on multiple trade showntacts and other deliberate contacts with the
United States)Patent Rights603 F.3d at 1370 (finding the exerciespecific jurisdiction fair
and not particularly onerous where the defendants admitted presence at numerous trade shows in
the forum state}! Taking the facts in the light most faatie to the Plaintiffs, the single Illinois
contact Plaintiffs have alleged was behalf of all DefendantsSéeR.33-1, Ex.1 (business card
stating “IMA Industries” along with addresses finth FillShape and IMA S.p.A.).) Defendant
IMA S.p.A. is an Italian corporation with three wholly owned Udiftates subsidiaries, one of

which is in lllinois and two additional subsidies located in Massachusetts—IMA Industries

" The relevance of a request for jurisdictional disy is determined by application of Federal
Circuit law. See Commissariat A L'Energie AtomigueChi Mei Optoelectronics Cor@395 F.3d 1315,
1323 (Fed. Cir. 2005)kiting Truswal Sys. Corp. v. Hydro-Air Eng’'g, In813 F.2d 1207, 1209 (Fed. Cir.
1987)).
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North America and IMA North America.SeeR.1, 11 11-13.) Plaintiffurther alleged that Mr.
Bianchi represented IMA’s “strong presenceha United States” at éhPack-Expo trade show,
which, if true, may support a deliberate choicegh®/non-resident Defendants to be involved in
the United States market through thettendance at ¢éhtrade show. SeeR.33-1, {1 6, 8);
Nuance Commc'ns., Inc. v. Annyy Software Hp626 F.3d 1222, 1233 (Fed. Cir. 2010)
(finding personal jurisdiction exts where the defendant expreg#s intention to “win the

whole US market” through sales of its software program in the United States and admitted to
distribution in the United StatesTaking the facts and all disgstin favor of Plaintiffs, the

Court finds that Plaintiffs are entiteo limited jurisdictional discoverySee Cent. States, Se. &
Sw. Areas Pension Fund v. Phencorp Reinsurance4@0.F.3d 870, 877-78 (7th Cir. 2006)
(explaining that when deciding wther jurisdictional discoverhsuld be granted, the plaintiff
“Is entitled to the resolution in its favor of allspiutes concerning relevdaicts presented in the
record”).

In granting Plaintiffs’ request, howevehe Court does not permit wide-ranging
discovery against DefendantSee Reime230 F.3d at 947. Plaintiffs’ request seeks discovery
in two categories: (1) related Defendants’ advertising, cayate structure and corporate
relationships, and (2) depositions of Defendants’ declaraBeeR(33, at 14.) Plaintiffs’
request is too broad and theywhanot justified such broad diseery based on the facts alleged
and the jurisdictional arguments advancBiimely, that the Court has personal general
jurisdiction over IMA S.p.Abased on its United States comgeas analyzed under Rule 4(k)(2)
and that the Court has specifirisdiction over Defendants IMNorth America, IMA Industries
North America and FillShape based on their contadtslllinois. To theextent that Defendant

IMA S.p.A. has additional United States consagnd Defendants IMA North America, IMA
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Industries North America and FillShape haveitldal 1llinois contacts that arose from their
participation in the Expo-Pack trade show, thessacts are relevant the determination of
whether the Court can exercise its power atliction over non-resiadé Defendants. The
Court permits Plaintiffs to explore these arehbmited jurisdictional discovery through the less
burdensome and more targeted nature of writterodesy. Accordingly, the Court grants in part
and denies in part Plaintiffs’ regstefor jurisdictional discovery aranits Plaintiffs to service of
five interrogatories upon Defendant IMA S.p.Aquiring about its Unite®tates contacts and
upon Defendants IMA North America, IMA Indues North America and FillShape inquiring
about their Illinois contacts as a basis for tleen€s exercise of personal jurisdiction.
CONCLUSION

For the reasons stated abatves Court grants Defendantdotion to Dismiss pursuant to
Federal Rules of Civil Procedure 12(b)(2) and J&Y The Court further grants in part and
denies in part Plaintiffs’ reqsefor jurisdictional discoveryln doing so, the Court dismisses
Plaintiffs’ Complaint without pgjudice and grants Plaintiffedve to replead by February 2,

2016.

Dated: December 9, 2015 ENAERED
/ Af;b &

AMY J. ST. E@EQ
UnitedState<District CourtJudge
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