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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

BAXTER INTERNATIONAL, INC.,
Plaintiff,
V. No. 15C 9986
CAREFUSION CORPORATION, and

BECTON,DICKINSON AND
COMPANY,

Judge Virginia M. Kendall

N N N N N N N N N N N

Defendants.

MEMORANDUM OPINION AND ORDER

Plaintiff Baxter International (“Baxter”)sued CareFusion Corporation and Becton,
Dickinson and Company (collectivelyDefendants”¥or infringement othreemedical infusion
pump patentsU.S. Patent Nos. 5,764,034 (tt@84 Patent) 5,782,805 (the805 Patent) and
6,231,560 (thé&60 Patent).(Dkt. 29.)Defendants counterclaimed seeking a declaratory judgment
that the patent claims are invalid and therefore cannot be infri(igktd49.) Before the Court is
Defendants’Motion for Judgmenton the Pleadingsfor nondinfringement and invalidityas to
claims 5 and 2435 of the ‘805 PatentJaims 13, 6-7, and b of the ‘560 Patent, andaims 1-

4 and 912 of the‘034 Patent. (Dkt. 21pDefendants also moue dismissBaxter’'s claim for
infringementas toclaims 4and 9-12 of the ‘560Patentfor lack of prosecution(ld.) For the
reasons set forth below, both Moticaregrantedin part anddeniedin part.

BACKGROUND

Baxters Amended Complairdllegesnfringement ofvarious patent claims for each of the
three patents at issu@kt. 29.) Defendantsounterclaimedilleging patentnvalidity and non

infringement. Dkt. 49.) Defendantsubsequentlfiled petitionswith the Patent Trial and Appeal
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Board (PTAB”) to conduciinter partesreview of the '034and '560Patents. $eeDkt. 2171.)
Defendantghenfiled a motion to stay litigatioduring the pendency dhe PTAB proceedings
which this Court grantedDkts. 84, 138) PTAB issuedinal written decisios in 2018n which it
foundthat claims +4 and 9-12 of the ‘034 Patent and claims 1-3, 6—7, and 16 of the ‘560 Patent
were allunpatentablgDkt. 2171.) Defendantsubsequently filethe instanMotions.(Dkt. 215.)
During the pendency of thedéotions, Baxter filed paperwork with thieatent and Trademark
Office ("PTO") to disclaim some of the patent claims that are subpéchis litigation.(Dkt. 219-
2.)
LEGAL STANDARD

Federal Rule of Civil Procedure 12(c) provides that “[a]fter pleadings araleldnéd early
enough not to delay triata party may move for judgment on the pleadings.” “Judgment on the
pleadings is appropriate when there are no disputed issues of material fact afehit tisat the
moving party. . .is entitled to judgment as a matter of lawnite Here Local 1 v. Hyatt Corp.
862 F.3d 588, 595 (7th Cir. 2017)o survive a motion for judgment on the pleadings, ‘a
complaint must state a claim to relief that is plausible on its faBeslop v. Air Line Pilots Ass'n,
Int'l, 900 F.3d 388, 39{th Cir. 2018) (quotingNagner v. Teva Pharm. USA, In840 F.3d 355,
358 (7thCir. 2016)).In ruling on a Rule 12(c) motionhé Court accepts as true all facts alleged
in the complaint and construes all reasonable inferences in favor of theawvamg party.
SeePisciotta v. Old Nat. Bancorp499 F.3d 629, 633 (7t@ir. 2007)(citing Thomas .
Guardsmark, In¢.381 F.3d 701, 704 (7th Ci2004)).The Court applies thatamestandardo a
motion to dismiss undérule 12(b)(6).SeeBuchananMoore v. Cty. of Milwauke&70 F.3d 824,
827 (7th Cir. 2009§“We reviewRule 12(c)motions by employing the same standard that applies

when revewing a motion to dismiss for failure to state a claim uriRlde 12(b)(6Y).



DISCUSSION

A. Judgmenton the Pleadingdor Indefinite Claims of the ‘805 Patent

Defendantseek judgment on the pleadings aslloms 5 and 2435 of the ‘805Patent
becausehe Court has already found these claims to be indefinite, such that they cannistegive r
to infringement liability SeeBaxter Int'l, Inc. v. CareFusion Corpl5 C 9986, 2019 WL 1897063
at *4 (N.D. lll. Apr. 29, 2019)(holding thatBaxter's use othe term“means for sensing tube
restrictions” inclaims 5 and 24f the ‘805 Rtentis indefinite). Baxternow concedes that all of
its asserted claims that rely updaims5 and 24 of the ‘80Patent—i.e., claims 25-26, 28-31,
and 35 of the ‘80%atent—are also indefiniteBut the parties continue to dispute two issues with
respect to ‘803 atentclaims (1) whether the Court should issue declaratory judgment of non
infringement as to these claimsinstead dismiss them as moot and (2) whether the Court should
also render judgment as to claims 27 and 32—-34 of the ‘805 Patent.

I. Proper Disposition of the Disputed ‘805 Patent Claims

The Court has already determined that ctairand 24 of the ‘805 Panit are indefinite.
Because the claims are indefinite, tlaeg invalid and thereformannot be infringedsee Nautilus,
Inc. v. Biosig Instruments, In&G72 U.S. 898, 9022014)(explaining that a “lack of definiteness”
renders a patent claim invalidfhus, Defendants are entitled to judgment as a matter of law
because they could not have infringed the uninfringeable. Belieson Honeywell Int’l v. Int'l
Trade Com’'n 341 F.3d 1332 (Fed. Cir. 2003) for the proposition that the Court should dismiss
these nornfringement counterclaims as moot, hitg reliance on that case is inapposite.
Honeywelinstructsthatcourts should not perform infringement analysesdefinite claimsi.e.,
comparing unconstruable claims to accused predusit the Court need not perform an

infringement analysis to determine tifendants are entitled to judgment on the pleadings as to



non-infringement of claims 5 and 24 of the ‘80&éht.See Cybor Corp. v. FAS Techs., Ji&8
F.3d 1448, 1454 (Fed. Cir. 1998) (explaining that an infringement analysis isstefyvprocess
by which courts first determine the scope and meaning of patent claims and then cbogmre t
claims to the allegedly infringing product). Here, all the Court did to make an indeésste
determination was to assess the claims themsah&® was no need to engage in the second step
of an infringement analysibloneywell’'smootness rule does not apply in this caseleféndants
could not have infringed indefinifgatentclaims soDefendants are entitled to judgment on the
pleadingsas to theinon4infringement and invaliditgounterclainsregarding claims 5, 2826, 28-
31, and 35 of the ‘805 Pateht.
. Claims 27 & 32-34 of the’805 Patent

This Courtlacksauthority togrant declaratory reliedbsentanactualcase orcontroversy.
Medimmune, Inc. v. Genentech, |19 U.S. 118, 126 (20Q7)An actual controversy is one that
is ‘definite and concrete . . . real and substansiatl [allows] specific relief through a decree of a
conclusive character, as distinguished from an opinion advising what the law would be upon a
hypothetical state of factsld. at 127(quotingAetna Life Ins. Co. v. HawortB00 U.S. 227, 240
41 (1937)).The burden of demonstrating that an actual controversy exists lies with the party
seeking declaratory relief from the Coudee Benitech Australia, Ltd. v. Nucleonics,,|d85
F.3d 1340, 1344 (Fed. Cir. 2007).

Baxter did not allege in ittimended Comgglint thatDefendantsnfringed on claims 26r
32-340f the ‘805 PatentSeeDkt. 29 { 34.)As such, no case or controveesyto those claims

currently before the Court. Defendants have failethézttheir burden todemonstrate that this

1 The parties agree that each of these claims depend on claims 5 and 24 of the ‘805 Paemisgdefendants are
entitled to judgmenbn the pleadingas to claims 5 and 24, they are also entitled to judgment grighdingsas to
claims 2526, 28-31, and 35.
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Court has declaratory judgment jurisdiction as to claimsa2d 32-34, so the Court denies
Defendants’ Motion for Judgment on the Pleadings as to {iaiset claims.

B. Judgment on the Pleadings as tBatent Claims that PTAB Found Invalid

PTAB issued final written decisions finding that claimgl and 912 of the ‘034 Patent
and claims 43, 6-7, and 16 of the ‘560 Patent are unpatentable and therefotiel irfikt. 217
1 at pp. 31, 74, 113Defendantsnow seekjudgment on the pleadingsr invalidity and non
infringementof those claimsargung that becausBTAB declared theselaims invalid, Baxter is
collaterally estopped from claimintgeir validity in this caseBaxtersuggests, by contrast, that
because Baxter has since filed papers a®i@seeking to disclaim each of these claims, that this
Court no longer has jurisdiction to grant judgment of invalidity and-infslmgement. The
guestion before the Court for purposes of these claims is whether such a disclaitees mgoot
the dispute over those claims in this Candl, if so, whether Baxter’s disclaimer was effective

Once a patent owner disclaims its patent claims, “any infringebes®d dispute
concerning those claims” is rendered m@&snofiAventis U.S., LLC v. Dr. Reddy's Labs., Inc.,
933 F.3d 1367, I3 (Fed. Cir. 2019)Therefore, if Baxter did disclaim anyagent claims, that
disclaimer would “moot[] any controversy over thend”

Defendants challenge whether Baxxhas provided sufficient documentation evidencing
their disclaimers and whether the disclaimers were timely. As evidence of Itsrdess, Baxter
submitted to the Coudisclaimer forms for claims-# and 912 of the '034Patent and claims-

3, 6-7, and 16 of the '56®atent. Dkt. 219-2) The forms indicate that Baxter filed them on
January 6, 2020, one day bef@axtersubmitted itsesponse brief to this Court for the instant
Motions (Id.) Baxter provided receipts from tiErOto demonstratehat it filed disclaimers for

each of theselaims (Id.) The dats on the disclaimer fornmatch the dateon the receiptsld.)



Defendants doubt whether Baxter successfully filed disclaimers at the PT@e o drttrusts
the representations made by officers of the Cand finds the documentation provided to be
persuasive evidence of disclaimer. The Court therefaiels that Baxter has sufficiently
demonstrated that it disclaimed claimstiand 9-12 of the '034Patent and claims-B, 6-7, and
16 of the '560Patent.The fact that Baxter disclaimed these patent claims during the pendency of
this litigation does not alter the fact thlé disclaimersender thelispute over them in this Court
moot. SeeSanofiAventis 933 F.3d at 13773 (holding that any controversy over patent claims
for which disclaimers were filed with the PTO during the pendency of the Ildigairendered
moot) see also Bond v. Utrera$85 F.3d 1061 (7th Cir. 2009) (explaining that an actual
controversy must ast at all stages of review or else the claim is mootkeeping withSanofi-
Aventis this Court finds that any case or controversy that once existed regarding cldigusdl
9-12 of the ‘034 Patent and claims 1-3, 6-7, and 16 of the ‘560 Patent is now moot.

DefendantsMotion for Judgment on th@leading®n its counterclaim for claims4 and
9-12 of the '034Patent and claims-B, 6-7, and 16 of the '56Patent is denied. Insteathgt Court
dismissesvith prejudiceas moot alfemainingclaims anccounterclaims brought under clairhs
4 and 9-12 of the '034&fent and claims-83, 6—7, and 16 of the '56Gfent.

C. Motion to Dismiss daims 4and 9-12 of the ‘560 Rtent

Defendantgequestthat thisCourt dismisswith prejudiceBaxter’sinfringement claims
regardingclaims 4and9-12 d the ‘560 Ratent andBaxterdoes not opposguch a dismissalhe
parties do dispute, however, whether that dismissal should be made pw§udatal(b) for lack
of prosecution or pursuant to the Court’s inherent authority.

A Rule 41(b) dismissal is inherentlyn anvoluntary one indeed,the Rule isentitled

“Involuntary Dismissal.” Here, however, both parties agree to the disnoistedse claims. Thus,



the dismissal cannot be said to be involuntary. Moreover, courts typicd#ydismissal for want
of prosecutionn cases wheréhere is a clear record of delay or contumacious condwétliams
v. Chicago Bd. of Educl55 F.3d 853, 857 (7th Cir. 1998) (quotations omitted). District courts
must also warn litigants prior to dismissicase for want of prosecutiorid. The Court has issued
no such warning in this case nor have Defendants suggested that Baxter has used dilesory ta
or engaged in contumacious condddte Court thereforeelies onits inherent authority, not Rule
41(b), todismisswith prejudice Baxter’s infringement claim asdaims 4 and 912 of the ‘560
Patent.
CONCLUSION

Defendants’ Motion for Judgment on the Pleadings [215] is granted in part and denied in
part. The Court granfsdgment on the pleadingand therefore a declaratory judgmentfavor
of Defendant®ntheircounterclaim for invalidity and nemfringementas toclaims5, 2426, 28-
31, and 35 of the ‘80Patent The Court denies the Motion with respéetlaims 27 and 3234
of the '805Patentfor lack of an actual case or controverskie Court also denies tivotion for
Judgment on thel@adingsas toclaims 4 and 9-12 of the '034a®ent and claims-33, 6—7, and
16 of the '560Patent.Instead, the&Court dismissesvith prejudiceBaxter’s infringement claimas
to claims 4 and 9-12 of the '034aent and claims-13, 6-7, and 16 of the '56(Gntbecause

they aremoot.



DefendantsMotion toDismiss[215] Baxter’s infringement claim as tdaims 4and 942
of the ‘560patentis granted in part and denied in part. The Court dismissesfringement claim
with prejudice not for lack of prosecution, but rather pursuant to the Court’s inherenitguthor

dismiss claims by agreement of therties.

Date:March 10, 2020



