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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

ATLAS IP, LLC , )
Plaintiff, ))

V. ; Case No. 16 10746
EXELON CORP., et al., ))
Defendars. ;

MEMORANDUM OPINION AND ORDER

On May 17, 2016 this Court issued a memorandum opinion and order ("May 17
Opinion") granting judgment in favor of Commonwealth Edison Co. ("ComEd"), the sole
remaining defendanh this patent infringement action brought byaatIP, LLC ("Atlas") Now
ComEd asks that this Court award it attornégss and costs under 35 U.S.C. 8§ 285 ("Section
285") andto hold Atlas' attorney$aw firm Stadheim & Grear, Ltd. ("Stadheim & Grear") jointly
and severally liable under 28 U.S.C. § 1927 ("Section 1927").

Standard of Review

Section 285 modifies the "American Rule" in patent cases, providing that "[t]harcour

exceptional cases may award reasonable attorney fees to the prevailing par@ctane

Fitness, LLC v. Icon Health &ifhess, InG.134 S. Ct. 1749, 1756 (2014as explained

We hold, then, that dlexceptional” case is simply one that stands out from others
with respect to the substantive strength of a party's litigating position (congide
both the governing law arttle facts of the case) or the unreasonable manner in
which the case was litigated. Distracturts may determine whether a case is
"exceptional” in the casky-case exercise of their discretion, considering the
totality of the circumstances.
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Moreover, sanctionable conduct is not the appropriate benchmarkietermining that a party
has litigated in an unusually unreasonable manngr (id.

By contrast, Section 1927 does require sanctionable conduct. It prdiattes courts
with thediscretion to hold an attorndigble for theattorneysfees and expenses of theposing
party if that attorneyrhultiplies the proceedings in any easnreasonably and vexatiouslyzor
Section 1927 purposes attaaney multiplies proceedings "vexatiousifhe orshe acts with

eithersubjective or objective bad faith (Dal Pozzo v. Basic Mach. Co., 463 F.3d 609, 614 (7th

Cir. 2006))-- or, of course, with both. Importantly, only attorneys and other persons admitted to

conduct cases can be held liable under thatstatot their law firms (Clbhorne v. Wisdom, 414

F.3d 715, 723 (7th Cir. 2005)).

Objective bad faith need not be predicated on a finding of malice or il-wiltead
reckless indifference to the law will sufficBdl Pozzg 460 F.3d at 614). AnasDal Pozzoid.
(internal quotation marks and citation omitted) teaches, that standard is fpatdyfing] a path
that a reasonably careful attorney would have known, after appropriate inquiryriedaand."
Alternatively, if an objectively colorablbasis for aattorneys' conduct does exist, his or her
actions can still be considered vexatious and unreasonable through a showing of suigdctive
faith (id.). More particularlySection 1927 requires attorneys to dismiss claims that are no

longer vable Jolly Group, Ltd. v. Medline Indus., Inc., 435 F.3d 717, 720 (7th Cir. 2006)).




Background®

On November 30, 2015 Atlas filed a Complaint alleging that Exelon Corp. ("Exelon")
and ComEd had violated U.S. Patent No. 5,371, 7B4téht '73% (Complaint 17 7, 12, 26).
That Complaint and alaterpaperghat Atlas fled were signed by George C. Summerfield
("Summerfield") Atlas had acquire®atent'734 by assignmert- whether before or after it
expired in January 2018 unclear- and only a predecessor in interest ever made or sold any
products covered by it (Complaint 1 2, 28).

Patent734 col. 5 Il. 9-33lisclosesa medium access control ("MAC") protocol for a
wireless network that (1) permits multiple statiomgdmmunicate over the network without
interfering with each other and (2) conservesthitery life of those station<laim 1 of that
patent, which Atlas identified as representative (Complaint § 4), spgettiieone device in a
communication group W be designated as a hub, with the remainder being reifcoled5
[l. 5-7). That hulthenestablishes a communication cycle and informs the remotes of the
intervals of time in that cycle when it is the hub's turn to transmit, when it is the retmotde’

transmit, and when each remote should expect to receive a transmission from thed. o (

! This opinion cites to the parties' memoranda on the current motion as "Mem." or
"Reply" as appropriate, with identifying prefixes of "C." for ComEd and fér"Atlas. P&ent
734 issimply cited by column and line without any need to include the prefatory "Patent '734"),
while the Complaint (Dkt. No. 1is cited as "Complaint §," the Amended Complaint
(Dkt. No. 19) as "FAC 1 -~and the Second Amended Complaint (Dkt. No. 25) as "SAC |
Citations to the table provided in SAC Ex. B are to the third column of the row indicated, wit
that row identified by the part of Claim 1 that it addresses. In that context “eleefers to the
element number. Atlas' memorandum in response to ComEd's motion to dismiss the SAC
(Dkt. No. 29) is referred to as the "Dismissal Memorandum'igoiied"Dis. Mem.--." Unless
otherwise noted, all dates refer to the year 2016.

2 Because Atlas' conduct in this litigatienincludingits shifting allegations- is at issue
on the present motion, this Court will cite to superseded pleadings where appifoptiate
narrative.
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[Il. 12-19). Claim 1's Frame Elementdl. 45 Il. 20-30) further specifies that such information is
to be transmitted in a frame of dakeat containgl) the transmission opportunities allocated to
the hub and tthe remotesis a grou@nd (2)a statement as teheneachremote individuallyis
allowed to transmit and receivé®er the Power Element (col. 45 Il. 86}, each remotis to use
that informatiornto power down its radio receiver whenevas ot expected to receive a
transmission from the hub. And the Repeating Cycle Element (col. 45 |l. 8-11) prihatles
those communication cycleseto repeat, which the specification (col. 11 Il. 41-42jitiéss to
mean repetition "on a continuous basis as long as the hub is active."

Atlas' Complaint alleged that ComEd violated Patent '734 by installing Smart Keters
enable it to monitor customers' natural gas and electricity usage (Compl@)rarfdibat Exelon
did soasthe holding company of variousilities (including ComEd) that installed such Smart
Meters (Complaint §8). Those Smart Meters communicate with an Accesgdedectively
"Network Products") wirelessly over the 902-928 MHz band to form neighborhood area
networks (Complaint 1 7-10).

Complaint 13, in language that would be repeated verbatim in both the Amended and
Second Amended Complair(tespectively "FAC" and "SAC; stated:

The Accused Products form a group of at least oneel®perating in remote
mode (smart meter), and one device operating in base mode (access point).

As to the Frame ElemenComplaint § 14 alleged:

The access point transmits at least fvame of data to a smart meter that initiates
a communication sessipand which allows the smart meter to calculate the
duration of the communication session and its constituent intervals before the
smart meter transmits to the access point during the communication session.

During that session the Access Point and SmateMransmit frames to one anothmatentially

consisting of an interrogation message, utility usage, machine state datacknowledgement
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(Complaint 1 15-17)When a Smart Meter is not transmitting data, it "has the ability" to power
off its transnitter, and similarly it "has the ability" to shut down power to its receiver when it is
not receiving data (Complaint { 19-2@ut if a Smart Meter has powered down its receiver, it
restores power to it once it finishes transmitting (Complaint § 3tizh communications
sessionsepeatsomewhere on the order of every hour (Complaint § 18).

One day after Atlas filed this action, Fed. R. Civ. P. ("Rule") 84 was abdygdbeg
with the Appendix of Formthat Rule had declared sufficienAnd two daysafter thatSt. Jude

Med. Inc. v. Atlas IPLLC, IPR201400916 (P.T.A.B. Dec. 3, 2015) invalidated Claims 6, 11,

14 and 21 of Patent '734 (the "Invalidated Claims"). It found that a combination of dteeésp
either directly anticipated each of thosaicis or in combination, rendered the alleged invention
obvious. Each of the Invalidated Claims augmented Claim 1, with only the Frame Element
being unique to Claim 1 (compare col. 44 1. 63 - col. 45 I. 40 with col. 46 Il. 16-57, col. 47 1. 62 -
col. 48 1. 36, col. 49 1l. 31-68 and col. 50 I. 39 - col. 51 I. 9).

And soDaralyn Durie ("Durie") --an attornewhose law firm represented Exejon
ComEd and another utility sued by Atlas on the same patent in the Northern Dfstrict
California-- wrote toSummefield on January 6 andemandedhat Atlasdrop both actions
("Durie's letter,"C. Mem. Ex. 2).Durie's letterepresented that the Smart Meters never cut
power totheir receivers using information transmitted by the Access Ra@mequired by all of
Patent '734's claim@d. at 1). InsteadSmart Meters either never power off their receiarall
(if they are attached to the electric grid) or power them off based on a schedylé¢hget b
manufacturer or field techniciansl(). As a second ground for the voluntary dismissal of both
actions Durie'sletter assertethatSt. Jude Med. analrelated casthathad provided itvith a

binding claim constructiorAtlas IP, LLC v. Medtronic, In¢.809 F.3d 599 (Fed. Cir. 2015),
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spelle certain doom for the remaining claims of Patent '734 and thus that Atlas had no good-
faith basis for alleginghat anyvalid claim had been infringed (idt 1-2).

Two days lateBummerfieldrespondedby e-mail ("Summerfield'se-mail," C. Mem.
Ex. 3 atl). He assertethat the Smart Metedo in factpower off their receivers based on
information communicated by the hub because that is what is prescribed bz Eh80E.15.4g
communication protocol that they employ @.1) In addition heargued thaSt. Jude Med. had
not invalidated Claim &ndthatthe FrameElementserved to distinguisih from both the
InvalidatedClaims and the prior art that had led to their invalidatidr).(In making that
argument, Summerfield pointed to the language (id., quoting col. 45 |ll. 25-30 (emphasis in
C. Mem. Ex. 3)):

the frame containing the cycle establishing information also establishing the

predetermined intervals during the outbound and inbound portions of the
communication cyclgrhen each remote is allowed to transmit and receive

In any evenheannounced thaktlas intended to appeal St. Jude Mé#dts request for
reconsideration was denied (C. Mem. Ex. 3)at 1

Durie then askedummerfieldwhich section of the IEEE 802.15.4g standard mandated
that the @vices power off their receivers in that manriBugie's follow-up email,” C. Mem.
Ex.3 at ). ComEd claims that it received no response (C. Mem. 5).

This Court granted defendants' motiordiemiss the Complainh a minute ordeat that
motion's presentment hearing on February 15 (Dkt. No. 15). And Exelon was dismissed from

the case entirely, as the only asserted basissfbability had been that it was ComEd's parent

company id.).



In responsditlas filed the FACon Februay 26. Aside from dropping the allegations
about Exelon, that pleading was largely identical with the one it superseaaeids minimal
alterations in other respects play no role in the story.

ComEd again moved to dismiss Atlas' pleagdior failure to tate a claim.And when
that motia's presentment hearing arrivédlas again did not defend it but instead requested
(and was granted) leave to file an adadial amendment (Dkt. No. 24).

SoAtlas filedthe SACon March 24. But the SAC undid all of tbeanges the FAC had
made to the Complaint other than dropping Exelon as a defendant (compare SAC 11 17-18, 24
with FAC {1 1718, 24 and Complaint 1Y 19-20, 26hstead the SA@lleged that the Network
Products infringed the claims of Patent '734 inrttaner shown in a chart attachedtss
Exhibit B (SAC 9 24)while silentlyexcising the example of an hourly repetition from its
allegation that the communication cycles repeat (compare SAC 1 16 with Corfipl&iaind
FAC 1 16).

Exhibit B was organized into three columns to facilitate comparison of thedlgagu
Claim 1, a tentative claim construction and a description of how the Network Prategesily
practiced each element of Claim 1 on the basis of that proffered construttwguedhat he
Smart Meters practice the Power Element by the bare fact that they udagiak
communications, powering down their transceivers' receiver circuitry waienitting (SAC
Ex. B at elem6). To explairthe role that "cycle establishing information transmitted from the
hub" played in that manner of battery conservatiarequirement of the Power Element
(col. 45 II. 38-40)-- Exhibit B alleged thathe Access Point communicates the start time of each
communication cycle by transmitting a request for a meter reading or to checkahnteMeter's

status, with that request alerting the Smart Meter that the cycle is starting=¢cACat
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elem.3). And because both the requests and the responses teetiussts are fixed in length,
transmission of the request alamssertedlyguffices to inform the Smart Meter of the duration of
the intervals respectively allocated to the Access Point for transmissido gr@dSmart Meter
(SAC Ex. B at elem. 4)

For athird time ComEd moved to dismiss Atlas' operative pleading, noting that Exhibit B
instead showed that the Network Products could not possibly infringe Patent '734. On Atlas
own telling, it argued, the Access Point's bare initiation of communicatioh©né Smart
Meter would not allocate transmission opportunities to each of the other Smand Mete
neighborhood area network as required by the Frame Element. Moreover, Atk bigd
alleged that each Smart Meter would cut power to its recenrgmdnen transmitting, but the
Power Element required that each do so whenever another Smart Meter wattingrtsnthe
Access Point.

That motionat last prompda defense on Atlas' pdthe "Dismissal Memorandum®)

There for the first time Atlas @lkained its contention that the Frame Element did not require the
transmission of two separate pieces of information in order to allocate tssr@mopportunities

(1) between the hub and the remotes as a group and (2) among each of the individual remotes
"[w]hen there is only one additional communicator [beside the hub], such as witictsea
instrumentalities" (DisMem. 5). In that configuration, Atlas argued, supplying the first piece of
information necessarily and adequately supplies the secorad 28). Atlas similarly

contended that when a lonesome Smart Meter turns off its receiver while tramggntgtin

receiver is off at all times other than when it can expect a transmission fromagsAoint and

thus practices the Power Elemeidt at 56).



This Court granted ComEd's motion to dismiss on May 17 and denied leave to amend
(Dkt. No. 34). In the course of the May 17 Opinion this Court noted that even on the basis of the
Dismissal Memorandum's defense of Exhibit B's allegatibvesewould be no infringement
where multiple Smart Meters were part of the same beigiood area network, whic¢his
opinion followsAtlas in calling ita "multi-remote system."

Consequentlytlas' claim for relief rested atiiree untenable propositionsird, where
Claim 1 plainly disclosedraMAC protocol that could govern both singkemote and
multi-remote systems (a "flexibl@etwork protocol”), the Dismissal Memorandum required that
Claim 1 cover a MAC protocol that was wholly incapable of coordinating communications
among a hub and more than one rematgairedcommunicator protocol"). Second, evén
Atlas' pairedcommunicator protocol theowere acceptedhe SAC had failed to allege that the
communication cycles repeatedntinuouslywithout significant gapsas required bthe
Repeating Cycle Element. Lastly, the Dismissal Memorandum's represe it the Network
Products were always placed in singéerote systems contradicted the SAC.

ComEd filed this motion for attornesyfeeson May 31 (Dkt. No. 39) Atlasthen
appealed thgudgment against @Dkt. No. 42). That appeal is still pending.

Exceptionality of the Case

This Court was troubled by Atlas' Dismissal Memorandum, whatetheimpressiorof
someone trying to bang a square peg into a round Baikit is also troubled by ComEd's
memorandum in support of iesenmotion for fees, which likewise seems to threvery
argument counsel could think of against the wall and see what sfibksopinionwill

consequently consider only those arguments that Comdkes expressly, treating others as



having beerforfeited. Andfor the same reason thapinionwill explain the deficiency of those
arguments in more detail than th@yght otherwise warrant.

Atlas' Conduct During This Litigation

ComEd rattles off in ten bullet points examples of what it alleges to be Atlas'
unreasonable litigation conduct (C. Mem. 10-1Those are presented as distinct from what
made Atlas' case unusually weak as a substantive mBitein the main ComEd recounts a tale
in which every ordinary attempt to gain an allowed advantage in an adversast ¢onte
successes and missteps akkrms a tile in a mosaic depicting extraordinarily unreatena
lawyering. That will not do.

Restatement is often enoughshow how ill-conceived most of ComEd's accusations are.
Thus ComEd blames Atlas for suing ougringement that allegedly occurred while Patent '734
was valid and before the limitations period had-ruput after tle patent itself had expired
(C. Mem. 10). It accuses Atlas of filing a Complaint that contained more information than the
Rules required on the day it was filed, but that wadisnately prove to be insufficient with the
abroation of Form 18 (id. It wantsAtlas pilloriedfor filing two suits in separate jurisdictions
to obtain relief from distinalefendantssubject to the personal jurisdiction of different courts,
for conduct arising from separate (but similar) transastmr occurrencesd;). ComEd seeks to
recover its own legal fees for the entire action because Exeldrich was dismissed early in
the case precisely because itnseatity distinctfrom ComEd-- mightonce have been able to
seek sanctions to recoufat it expended before that early dismisgh).(

As a further alleged example of Atlas' unreasonable conduct duringit@idi,

ComEd points to the fact that it sued on Claim 1 with no means of distinguishing it from the

Invalidated Claims (C. Ma. 10. And it points to Durie's letter tmult Atlas for not having
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dropped this action after having been told that its allegations were merdlgs8(t this Court
made no finding of invalidityandComEd has not presented any reason (as opposed to
insinuations) to conclude that Claim 1 would ultimately have been invalidated, let lzddtiect
battle would have been so one-sided that Atlas should nevejdiaee it. Lacking a record due
to this action's timely dismissal, this Coalsocannotconclude that Atlas' case was factually
deficient in what should have been a readily ascertainable mafinéitlas’ refusato accept
that it hadno case based solely on opposing counsel'sfecturt representations is not
unusually unreasonabli it is unreasonable at all.

ComEd's attempts to lock Atlas into a litigation position on the basis of Summerfield's
e-mail appear to exceed the bounds of expected attorney argumentatiordaed,mayborder
on outrightmisrepresentationSummerfield hadesponded to Durie's letter with the argument
that the Frame Elemedtstinguished Claim 1 from the Invalidated Clainis.the Dismissal
Memorandum, by supposed contrast, he argued that in semgl@esystemshe information
described in the second half of the Frame Element would be redundant with théiediesctine
first half. But ComEd tendentiously summarizes thasgumentss first insisting on the
importance of the Frame Element and then asserting that the elememiatsattirely
redundant (C. Mem. 8; 10) Similarly, ComEd attempts to transmute Summerfield's reference
to "other devices" in describing the content of the IEEE 802.15.4g protocol and his quotation of
the Frame Element, which contains the phrase "each remoted' dietiniteand fully articulated
statement that he somehow contradicted in arguing that the Network Produasautiliz
pairedcommunicator protocol (C. Mem. 4, 11).

And evenf Summerfield altered his theory of the case in the mahseggests, ComEd

advances nbing resemblin@n estoppel argumenBut litigants do not somehow get
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irrevocably committed tpositionswhere no speciesf estoppel is availablemerely because the
standards governing Sections 285 and 1927, being discretionary, are amorphously phrased in
terms of "unreasonable" conduct.

ComkEd similarly seeks to expand the scope of the dimgeRules layn counsel by
indicting Summerfield's failure to respond to Durie's follow-umaH (C. Mem. 1). Butunder
Rule 33(a)(1ComEd is entitled tpose only 2%nterrogatories before it must seek leave of the
Courtfor more and so it is not unreasonable for Summerfieldatoe ceaskproviding freebies
or tohave left off arguing his client's case déynail when there is zero chance of persuading his
interlocutor.

In only two respects does ComEd point to conduct that might stand teatnisof
unreasonableess Atlas filed the FAC knowing the arguments ComEd would make for its
dismissal- ComEd had already lodged them against the Compldmit without any intention
of meeting those arguments, instead withdrautsg§AC and theraddresmg in the SAChe
concernghatComEd had raised about the Complaint (C. Mem. 11). Even then Atlas did not
proffer itspairedcommunicator protocdheory in tle SAC, instead raising it for the first time in
arguing why Exhibit B's account of how the Network Products allegedly inttiGggm 1 did
not in fact plead it out of court (id.

This Courtseesno explanation for that conduct other than that Atlas filed this action
without adequate investigatioms for the late appearance of the paiemmunicator protocol
theory in particular, it seems clear that Atheas extemporizing in response to a wesdathat
ComEd had identifieth its still greentheory of the caseather than presenting arguments it had
considered in the leaap to litigation. And Atlas continues to do so nofigating anattempted

explanation for how the Network Produatgght practice the Repeating Cycle Element for the
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first time in its memorandum opposititge currentmotion (A. Mem. 9-11gafter that lacuna was

pointed out to it in the May 17 Opinion. And filing suit with such a poorly thought-out
conception of how the accused products might actually infringe is certainly ananakeles
course of actionworthy of invoking Section 28% lay the costs of this action at Atlas' doorstep

Relative Weakness of AtlasCase

ComEd points to no way in which Atlas' case was unusually weak that was nissdisc
in the May 17 Opinion (see C. Mem. 10). Of course that opinion was litoiteat was
alleged in the SAC, withll reasonable inferencesawn in Atlas' favor.

Even conceding those advantages to Atlas, however, the impligysibihe claim
construction on which its case hinged was readily appaBaritthis is not to concludthat its
claim construction was frivolous, and ComEd does not list the Dismissal Memoranduimis ha
offered it as grounds for sanctioning Atlas' attorneys under Section 182Ris £ourt will not
weigh it against that standard.

But unquestionably it was a tough row to Haea minimum) for Atlas to argue that a
MAC protocol designed to prevent destructive interference among numeroussertitg sort
of function performed by routers without regard for the content of the communicatisosld
cover all halfduplex communicatioany timetwo partiesexchangedligital messages of
predictable lengthAtlas was not aided by the fact that Claim 1 was phrased in terms of multiple
remotes.And even putting that problem asidiee pairedcommunicator protocol theory could
not be squared with the factual allegations to which Atlas had already commitifedTitese last
difficulty is probablyexplained by the fact théitlas appears to have filed this lawsuit thinking
that the presence of communication modules built to the IEEE 802.15.4g staadatself

sufficient tosignal an infringing product a pcsitionthatit has not advanced in this actiom all
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likelihood with good reason. But regardless of whethisraction was filed with a different
theory of infringement in mind avith no theoryin mind at al] the wobbliness of itsltimate
theorywassevere enough to justify making Atlas liable for the expense of defendingsagai

As a ripostéAtlas faults ComEd for seeking an award of attornf®es on the basis of
the pairedcommunicator protocol theory's substantveakness, when ComEd itspbinted to
the flaws in that theorgnly in a reply memorandum filed ots third motion to dismiss
(A. Mem. 56, 13. Butthat is wholly understandable (and entirely reasonatoledf course
Atlas did not raise thaheory in any discernable form until its own response to that motion, and
the theory is so contrary to the tenor of Patent '734 thatiEitemere a defensible construction
(as it is not)ComEd could hardly be blamed for not having divinddteverole it allegedly
had in shapingny ofAtlas' three complaints.

On that score Atlas noimsiststhat its allegationsad always coverdabthsingleremote
and multiremote system@. Mem. 4-5, 1% But that retort involvea flat misrepresentation of
the May 17 Opinion's argument, and thus Atlas' ability to point to its pleadsgsf the
phrases "at least one devlcéa smart meterand "the smart meter" does not stand against this
opinion's conclusion that Atlasiprovisedthe pairescommunicator protocol theory for the
Dismissal Memorandum

Forwhile a flexiblenetwork protocol can facilitate communications in both
singleremote and mukremote systems, a pairedmmunicator protocol is incapable of
handling multi-emote systems, and what was at isstu@e timevas whetler Claim 1 could
cover a pairedommunicator protocol in addition to the flexible-network protocols toward
which it was obviously directed not whether Claim 1 could cover an MAC protocol that

happened to be utilized by a singlemote systemln that regardhe fact thathelanguage ofat
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least one devicah Complaint 13, FAC { 11 and SAC fdricompassesituations in which
there is just ondeviceis entirely irrelevant, for that paseunquestionably connotésometimes
more than oné while the Dismissal Memoranduntiseory of infringement requires statement
to the effect of'never more than one."

As to Atlas' emphasis on its use of singular indefinite and definite articlesrefeeimg

to Smart Meter# its pleadingsBaldwin Graphic Sys., Inc. v. Siebert, Inc., 512 F.3d 1338, 1343

(Fed. Cir. 2008) stated a genemale of Englishusagerather thanusta technical maxim of
claim constructiorwhen it said:
[T]he use of a definite article ("said" or "the") to refer back to an initdéfinite
articles does not implicate, let alone mandate the singBlcause the initial

definite article ("a") carries either a singular or plural meaning, anyrisfterence
to that same claim element merely reflects the same potential plurality.

And so again Atlas engages in revisionist historyrgingthat its allegationthat antedated the
Dismissal Memoranduraver suggested that the Network Products were necesseaaitgad in
a manner that would satisfy pairedcommunicator protocol theory.

Unreasonable and Vexatious Multiplication of Proceedings

ComEd further seeks to hold StadheinG&earjointly and severally liable fats legal
fees Summerfield's firm, rdter than Summerfield himsel§ the target identified iboth
ComEd's motion (Dkt. No. 39 at 1) and its memorandum (C. Mem. ]18eg4also C. Reply)2
But it does not matter th&laiborne, 414 F.3d at 723 teaches that only Summerfield himself
could be sanctioned under Section 1823t ComEd does not persuasively make the case that

anyone should be sanctioned under that statute for the conduct it impugns.

 Two other attorneys entered appearances on Atlas' behalf, but one of those seems to
have done nothing other than fda appearancehile the other exceeded that level of
(continued)
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ComkEd identifies five reasons thatght, it averssupport an award of sanctions under
Section1927. In part it contends thtis actionshould not have been filed at atlblames
Summerfield for filing it the day before Form 18 was abrogateditasserts that he should not
have advised Atlas to continue its suit in the face of St. Judeaviddurie's letter
(C.Mem. 13). It further points t&ummerfield's havin@ailed to include the
pairedcommunicator protocol theory in any of the pleadings he filed on Atlas' beh&dfdns
raising it for the first time in response to ComEd's thirdiomoto dismiss (id.). Finally,

C. Mem. 13 argues:

[A] fee award under Section 1927 is particularly appropriate because Atlas m

be judgment-proof, as it appears to be a p@tticing entity and the extent of its

non-patent assets is not currently known. Holding Stadheim & Grear jointly and
severally liable would ensure that ComEd is compensated for its losses.

All that ComEd offers to support sanctioning Summerfield for bringing thisicdke
first place, however, is a quotation from the May 17 @pircharacterizing the case as a whole,
which is not an argument for placing the blame on him rather than or in addition torts clie
This opinionhas alreadyisposed of ComEd's contentiahsit it wasunusually "unreasonable
within the meaning oDctane Fitnessl34 S. Ct. at 175@) to file acomplaint that exceeded
what the Rules then requiradd (2) to persist in the face of Durie's let#ra fortiori those
actionsdo not qualify for the higher standard of sanctionable misconduct. And Faving
judgment-proof client is not a ground for sanctions.

So the onlycolorableground forsanctiomng Summerfield that ComEd articulates would

be the fact that he offered the pai@mmmunicator protocdaheory late in the gameBut just as

(footnote continued)
participation only in having his name listed second\tas' response to this moti.
Accordinglythey will be ignoredere
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there is no need to "anticipate or attempt to defuse potential defenses" asile ptismative

defensegseeU.S. Gypsum Co. v. Ind. Gas Co., 350 F.3d 623, 626 (7th Cir. 2003)), there is no

obligation to anticipate ordinary defenses to liab#itierhaving stated a claimwhile the SAC
was certainly flawed, ComEd does magterthat it was so lacking in detail as to be sanctionably
flawed. Nor does it argue that the Dismissal Memorandum was itself sanctionable forgpffe
the pairedcommunicator protocol theariet alone why offering aupposedlyganctionable
argument 19 days before judgment was entered in this action should triggey liabtlhe costs

of the entire action Consequently, ComEd's memorandum does notrstasens sufficienor
imposing sanctions on Summerfield under Section 1927.

Conclusion

ComEd's motion for attorneys' fees and costs under 35 U.S.C. § 285 (Dkt. No. 39) is
granted, but its contemporaneous request to &taidheim & Greajointly and severally liable
under 28 U.S.C. § 1927 is deniedomplicating matters,dwever, ComEdhas failedo include
along with its motiorboth (1) a statement of the amount sodgirh Atlasin attorneysfees (or
a fair estimate of it) as required Byle 54(d)(2)(B)(iii)and(2) ajoint statemenas to whether
anyother mattersemain in dispute and, if so, an identification of those disptite his
District Court'sLR 54.3¢) and f). Consequently a status hearing is ordered to beaheld

8:45 a.mJuly 29, 2016.

Milton 1. Shadur
Senior United States District Judge
Date: July 22, 2016

-17 -



	Standard of Review
	Exceptionality of the Case
	Atlas' Conduct During This Litigation
	Relative Weakness of Atlas' Case

	Unreasonable and Vexatious Multiplication of Proceedings
	Conclusion

