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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

ELIZABETH BERG as trustee for the )
bankruptcy estate of John Wiesner, )

Raintiff,
15C 11534
V.

)
)
)
)
) Judge Charles P. Kocoras
CIINVESTMENTS,INC., )
)
Defendant. )

MEMORANDUM OPINION

CHARLES P. KOCORAS, District Judge:

Now before the Court is Defendant CI Investments, Inc.’s (“CI”) motion for
partial summary judgment o@ounts V-V of Plaintiff Elizabeth Berg’'s (“Berg”)
Second Amended Complaint pursuant to Federal Rule of Civil Procedure 56; Berg’'s
motion to strike certain paragraphs of @euBufi’'s (“Bufi”) Declaration pursuant to
Federal Rule of Civil Procedure 12(f); Cirsotion to strike Berg’'s Local Rule 56.1
Materials pursuant to Federal Rule of Civil Procedure 12(f); and CI's motion to strike
the affidavit of lan Hamilton (“Hamilton”) red additional statements 46-48, which
rely on the affidavit pursuant to Federall® of Civil Procedure 12(f). For the

following reasons, the Court gris in part and denies in pdne motions presented.
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BACKGROUND

The following facts taken from theecord are undisputed, except where
otherwise noted. CI, a Canadian corpamtiruns one of the largest investment fund
companies in Canada. In 2009, CI beganeloping a new linef funds called the
G5|20 mutual funds which were the firsttmal funds of their type in Canada. The
G5]20 funds were unique because they gueeal to pay out for nty years and that
guarantee was backed by the Bank of Mealtr(“BMO”). To reduce the cost of
obtaining the guarantee from BMO, CI| did to contract with a third party to
provide risk management overlay services ¢thiag services”). fis reduced the risk
that the fund’s net assets woudcline to such an extent dicemarket volatility so as
to trigger a transfer of the fund’s assktan Cl to a protectio portfolio managed by
BMO. The head of the G5|20 fund projegas Claudio Bufi, Vice President of
Product Development and management at Bufi began discussions in 2009 with
Charles Gilbert (“Gilbert”), founder and co-owner of Nexus Risk Management, Inc.
(“Nexus”), regarding the possibility of engjag Nexus to provide hedging services
for the G5|20 fund. In 2011, Nexus maskeveral presentations at Cl's offices
regarding its ability to provide the hedgiservices for the G5|20 fund and in late
2011, CI decided to go forwawith Nexus. At the tim Cl decided to go forward
with Nexus, Nexus’s risk management hedgstrategy was not tailored to the G5|20

fund’s requirements and required extenswedification. The first G5|20 fund went



live on October 1, 2013. The G5|20 fund that launched October 1, 2013, was the first
fund in the G5|20 fund series. A new fund in the series was created each quarter.
A.  Wiesner's Involvement with Nexus

Gilbert met John Wiesner (“Wiesner”) late 2008 or in 2009. At the time,
Wiesner was a risk management stratefgisthe Chicago Boar Options Exchange
("*CBOE”"). On March 17, @10, Nexus contacted Wiesnfer his expertise on an
hourly payment basis as an independemitractor. Parties dispute when Wiesner
became a Nexus employee. AccordindgCip Wiesner became a Nexus employee in
November 2010. However, Berg camiis that Wiesner was an independent
contractor for Nexus from March 2010,tiidugust 24, 2012, andid not become an
employee until August 24, 2012 — when Wieassigned an employment contract with
Nexus. Berg further claims that Wiesner stopped working for Nexus and focused only
on his work as an independent contradtorthe CBOE in late October or in early
November 2012. According to Berg, &¢ner returned to his employment at Nexus
on February 28, 2013. CI disputes Bertiyseline, and maintains that Wiesner was
an employee from November 2010 unts bérmination from Nexus on November 12,
2013.

Wiesner had many different duties at Negusl he worked owarious software
programming projects for several Nexus mig including Cl. Some of the duties
Wiesner engaged in, aside from programmingluded preparing presentations for

potential clients, and creag materials for hedging amgk management courses that
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Nexus taught. Wiesnens president of Nexus's Chicago office and managing
director, negotiated, drafted, and signseéveral contracts on behalf of Nexus
including the lease for Nexus’s Chicago odfj errors and omissions insurance (“E&O
contract”), and contracts with data piders. Parties disagree over Wiesner's
involvement in negotiatingral drafting contracts between Nexus and CI, such as the
January 2013 Loan Agreement and the parfiase 2013 Sub-Advisory Agreement.
B. Development of the Hedging Strategy and Nexus Software

From 2011 through October 2013, Wies worked to develop the hedging
strategy and software. Wiesner was jdime his efforts by various Nexus employees
including Gilbert, Jonathan Hede, Patri@kunham, and Gilbert LaCoste. ClI
employees Bufi, Ryan Son-Kee, and John Murray also worked on the project. The
parties dispute the type sftware created and when it was created. CI claims
Nexus, including Wiesner, created software that consisted of a C++ software program
and several Excel spreadsheets knowrthas “Giant Spread#et,” the “Realized
Historical VIX,” the “Weez-a-Tron,” the “dlidation Tool,” and the “Live Trading
Sheet” (the C++ program andrepdsheets are referreddollectively asthe “Nexus
Software”). According to ClI, the Giant &adsheet was created in March 2011. It
contained the hedging stratefyy the G5|20 fund and served as the first prototype of
the Nexus Software. Beginning sometibbetween March 2011 and June 2012 and
continuing until the launch of the G5|2nty CI received a prototype of the Nexus

Software. Nexus would make changes to shéware based on Cl's response and
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send it back to CI for further testing and feedback. Nexus and Cl employees held
telephonic or in-person memgs nearly every week tdiscuss the software and the
changes needed to make the hedging glyatsseable. Wiesnexorked on the CI
project at Nexus'’s offices at least part of the time and communicated with CI through
his Nexus email account.

In June 2013, Cl and Nexuseexited the Sub-Advisory Agreement which
memorialized the terms of CI's engagemef Nexus and set forth each party’s
obligations and representations. The paripent more than six months negotiating
and drafting the agreementWhile the parties disput®/iesner’'s involvement in
drafting and negotiating theuB-Advisory Agreement, it isot disputed that Wiesner
signed the Sub-Advisory Agreement on Nexus’'s behalf. The Sub-Advisory
Agreement expressly represented that Nexused the Nexus Software. CIl contends
that the agreement also dissed the parties’ Softwaldcense Agreement, which
granted CI a license to use the softwarergBéisagrees. laddition to executing
these documents, Cl received a copy ef Nexus Software source code. Providing
Cl with the software license was meant teyant interruption in hedging services and
ensure that the G5|20 would continue to irezsuch services if Nexus was unable to
provide them in the future. CI argues tthgiesner raised no objections to these
documents or providing ¢hsource code to CI.

In August 2013, Wiesner prepared atedivered the final pieces of the Nexus

Software to Cl in the form of two Excspreadsheets known #ee “Validation Tool”
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and “Live Trading Sheet.” Ctlaims the Validation To& only use occurred in
August 2013 when Wiesner usido identify differencedetween the hedging trades
called for by the C++ program and those caftadoy the Giant Spreadsheet. Nexus
used the Live Trading Sheet in conjunction with the C++ program to verify the trades
it made each day. Nexus would send pycof the Live Tradig Sheet to Cl each day
after the G5|20 fund went live so that €buld verify that Nexus had properly
executed the hedging strategy.
C.  Wiesner Terminated From Nexus

Wiesner and Gilbert’s relationship begardeteriorate in the latter part of 2012
and ultimately resulted iftNexus terminating Wiesner iNovember 2013. In late
2012, Wiesner sought to renegotiate his seemith Nexus. The parties disagree as to
the terms of any deal they reached duringrthasiness relationship. According to
Berg, on July 9, 2013, Wiesner, Gilbert, and Hede executed a “Memorandum of
Understanding” under whiic Wiesner would receive 20 ownership in Nexus in
exchange for the use of his intellectual propein contrast, Cl claims that in early
2012, Gilbert, Hede, and Wiesner had ateged an agreement to make Wiesner a
20% co-owner of Nexus in exchange for $ugeat equity and angtellectual property
he owned that Nexus used in its busine€d.further claims that Wiesner opted to
receive options for his 20% of Nexus insteddan immediate omership interest for
tax purposes. By taking tpns, he could delay pay taxes on the ownership

interest until Nexus began earning fees fil©hafter the launch of the G5|20 fund.
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According to ClI, by September 2013, &8ner had unilaterally decided to form
his own company and reclaim his intetlegal property from Nexus. Wiesner then
drafted a purported license agreement liaemsis intellectual property to Nexus for a
fee. He signed the purported licenagreement for both Nexus and himself.
However, Gilbert never agreed to the tise agreement that Wiesner signed on his
behalf. CI maintains they were unawaraNiesner’s claim to own part of the Nexus
Software at this time. CI argues that thist time they learned Wiesner claimed to
own any part of the Nexus Software wasSeptember 19, 2013, in an email Wiesner
sent to Bufi. This email came a yeateafdelivering the first prototype of the
software to Cl and a month after deliveritige final pieces of the software. On
November 12, 2013, Gilbert terminated Wiesner.

D. CIl Terminates Nexus

Cl and Nexus’s relationship also begarst@in. In January 2013, Cl made a
$500,000 loan to Nexus dd¥exus could pay its employeesd overhead costs to
finish developing the hedginstrategy and software. In January 2014, Cl made a
$1.75 million purchase of Nexus stock ttoal Nexus to remain wble. During this
time, the quality of Nexus’s servicesalleed and Cl becamdoubtful that Nexus
could remain solvent. For that reason,detided to replace Nexus. In November
2014, Cl terminated Nexus'’s services for the G5|20 fund.

As part of the termination, and iddition to the monthly risk management fees

that CI paid Nexus, Cl paid Nexus a $100,6&0nination fee. CI also acquired the
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Nexus Software as part of the terminatiompart, for accounting purposes so that Cl
could treat its $2.25 milliofinancing of Nexus (the £®,000 loan and $1.75 million
stock purchase) as an asset purchase tanb@tized over a period of ten years—
instead of recognizing the entire $2.25 millias a loss in the fourth quarter of 2014.
At the same time, ClI licensed the software back to Nexus for $1.

LEGAL STANDARD

l. Motion to Strike

A motion to strike is governed by FedeRalle of Civil Procedure 12(f). Under
Rule 12(f), upon a motion by a party auct may strike from any pleading “any
insufficient defense or anydendant, immaterial, imperting or scandalous matter.”
Granting a motion to strike is a drastic measieDowell v. Morgan Stanley & Co
645 F. Supp. 2d 690, 693 (N. D. Illl. 2009kurthermore, a motioto strike at the
summary judgment stage is disfavored gederally unnecessarpecause the Court
may only consider admissible evidenwedien ruling on a motion for summary
judgment.Gunville v. Walker583 F.3d 979, 985 (7th Ci2009). For those reasons,
Courts generally do not gramotions to strike unless tltkefect in the pleading causes
some prejudice to the pgrbringing the motion.See Affiliated CapitaCorp. v. Buck,

No. 1994 WL 691189, at *4 (N. Dll. Dec. 2, 1994).



[I.  Summary Judgment

A motion for summary judgment requiregt@ourt to construe all facts and to
draw all reasonablénferences in favor of the non-movantAnderson v. Liberty
Lobby, Inc, 477 U.S. 242, 255 (1986). Summgudgment is appropriate “if the
movant shows that there is genuine dispute as to any t@aal fact and the movant
Is entitled to judgment as a matter of lawked. R. Civ. P. 56(a). A genuine issue of
material fact arises where a reasonghhky could find, based on the evidence of
record, in favor of the non-movan&nderson477 U.S. at 248In ruling on a motion
for summary judgment, the Court considers the whole receee. [dat 255-56.

Northern District of Illinois LocalRule 56.1 requires the “party moving for
summary judgment to include with that moti@nstatement of material facts as to
which the moving party contendbkere is no genuine issuand that entitles the
moving party to a judgement as a matter of lawAinmons v. Aramark Unif. Servs.,
Inc., 368 F.3d 809, 817 {7 Cir. 2004) (quoting N.D. llIR. 56.1(a)(3)). “The movant
bears the initial burden of showing that nagiee issue of material fact exists.”
Genova v. Kellogg2015 WL 3930351, at *3 (N.DIlIJune 25, 2015). “The burden
then shifts to the momoving party to show through specitvidence that a triable
issue of fact remains on issues on whibe movant bears the burden of proof at
trial.” Id. The non-moving party must respond to the movant’'s Local Rule 56.1(a)(3)
statement and may not rest upon mere dllegs in the pleadings or upon conclusory

statements in affidavits. N.D. lll. R. 56.1(Isge Celotex Corp. v. Catre¢t77 U.S.
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317, 324 (1986). The non-movant mgsipport her contentions with documentary
evidence of specific facts thalemonstrate that there & genuine issue for trial.
Celotex 477 U.S. at 324.

DISCUSSION

l. Motions to Strike

We first address the various motions tikst as their resotions will affect the
universe of facts available for our consideration.
A. Berg’s Motion to Strike Certain Paragraphs of Claudio Bufi's Declaration

Berg moves to strike paragraphs 4,14, 13, 15, 16, 17, 2426, 28, 29, 30, 31,
32, 33, 34, 35, 38, and 44 from Bufi'se€laration. According to Berg, this Court
should strike these paragraphs becatisey: (i) contradict Bufi's deposition
testimony; (ii) state legal oelusions by referring to Wiasr as a Nexus employee; or
(i) constitute conclusory opinions. Astated at the December 22, 2016 motion
hearing, Bufi's two varying statementseate a “credibility issue” for the Court.
Instead of striking Bufi’'s sitements, the appropriate course of action is for the Court
to examine the evidence and make a detertioimdwhether or not one or another is
true or whether they are incompatible @ympatible.” Additimally, while Berg
disagrees with Bufi’'s categorization of ¥éner's employment status, she has had an
opportunity to challenge those assertiom$er response brief and Local Rule 56.1
materials. The Court will examine the faptesented and decide if Bufi’'s statements

regarding Wiesner's employment status anepsuted or contradicted by the record.
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Because these are not circuamsies that merit the drastielief that Berg seeks, the
motion to strike is denied.
B. CI's Motion to Strike Berg’s Local Rule 56.1 Materials

Cl requests this Court to disregardrgge Local “Rule 56.1 materials entirely
and decide the motion on ClI's statemertnal” CIl contends, “Berg denies facts
without properly supporting the denials with evidence r@hies on legal conclusions

and misstatements of evidence to support hditiadal ‘facts.” CI is correct that
Local Rule 56.1 is designet assist the Court in digling a motion for summary
judgment by requiring the parties to identifndisputed facts, organize the evidence,
and demonstrate specifically how each gmleposes to prove disputed facts using
record evidence.Bordelon v. Chi. Sch. Reform Bd. of Truste#&3 F. 3d 524, 527
(7th Cir. 2000). However, the Seventhrc@it has repeatedlizeld that courts are
allowed “considerable deference” in interpreting local rufese Stevo v. Fraso62
F.3d 880, 887 (7th Cir. 2011). While veggree that Berg could have written with
more clarity and organization, we dotniind that reason enough to impose the
extreme sanction Cl is requesting. Theref@iés motion to strike Berg’'s Local Rule

56.1 Materials is denied.

C. Cl's Motion to Strike the Affidavit of lan Hamilton and Additional
Statements 46-48, which Rely on Affidavit

Cl argues this Court should disregafdmilton’s affidavit because Berg did

not previously disclose Hamih’'s opinion, in violationof Rule 26. Under Rule
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26(a)(2), a party cannot rely on an unthsed expert opinion to oppose summary
judgment. Mannoia v. Farrow 476 F.3d 453, 456 (7th Cir. 2007). Furthermore,
“Rule 37 provides that “[i]f a party fails tprovide information or identify a witness
as required by Rule 26(a) or (e), thetpas not allowed tause that information or
witness to supply evidence on a motion, atarlmg, or at a trial, unless the failure
was substantially justified or is harmless.” Fed. R. Civ. P. 37(c)(1).”

Berg contends that its disclosuresnaot untimely because there was no date
set to disclose experts due to the partiesrieigténto an abnormal discovery schedule.
The Agreed Order signed by Magistrate JuGgée on January 28, 2016 clearly states
that “the parties have opted out of Ruled2éclosure requirements.” For that reason,
Berg and Cl had no duty to exchange Rule 26(a) disclosures as Cl now claims.

Cl also argues we should strike HHon's affidavit because it fails to meet the
requirements of an expedpinion. Specifically, Clmaintains that Hamilton’s
affidavit “offers only vague opinions witlut explaining the bases or methodology
used to arrive at them.” We agree. eT®eventh Circuit has “said over and over that
an expert’s ipse dikiis inadmissible.” Wendler & Ezra, P.C. v. Am. Int'| Grp., Inc
521 F.3d 790, 791 (7th Cir. 2008). IRWb6(e) of the Rules of Civil Procedure
provides that affidavits supporting aogposing motions for summary judgment must
do more than present somietp that will be admissilel into evidence. Expert
affidavits must “set forth facts” and @rocess of reasoninigading to the experts

conclusion. Mid-State Fertilizer Co. vExch. Nat. Bank of Chicag877 F.2d 1333,
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1339 (7th Cir. 1989). *“Iwill not do to say thatt must all be left to the skill of
experts. Expertise is a rational pregseand a rational press implies expressed
reasons for judgment.td. (quotingFPC v. Hope Natural Gas Ca&320 U.S. 591, 627
(1944)). “An expert who faplies nothing but &ottom line supplies nothing of value
to the judicial processMid-State Fertilizer Co. v. Exch. Natl. Bar8¢7 F.2d 1333,
1339 (7th Cir. 1989); see Story v. Latto702 F. Supp. 708709 (N.D. Ill. 1989)
(“[A]ln opinion, even if rendered by arxgert, does not create genuine issue of
material fact unless the expert sets falecific facts to support his opinion.”).

Here, Hamilton’s affidavit simply statélat, based on the review of undefined
“source material” and “intellectual propentyeated by John Wiesner,” he “concluded
that the material produced by CI Investits Inc. contains a Skewed Volatility
Formula that is substantiglisimilar to a Skewed Voldily Formula identified by
John Wiesner as being created by him in 2001.” Hamilton fails to identify any of the
specific facts or steps indreasoning that led him tbe conclusion. He does not
identify the “source material” he reviewetie does not articulate how the two
formulas were alike or what degree of similarity was necessary to deem them
“substantially similar.” Berg attempts fwreserve Hamilton’s affidavit by imploring
the Court to consider Hamilton’s experen not his findings. Offering up Hamilton’s
curriculum vitae rather than specific factlepicting how Hamilton arrived at his
conclusions will not sifice. For that reason, the affidavit and related statements 46-

48 are stricken.
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[I.  Summary Judgment
A.  Count IV — Copyright Infringement
1. WorkFor Hire

Cl contends that Berg does not owoopyright in the Giant Spreadsheet under
the “work made for hire” theory. Accordjrto ClI, since Wiesner was an employee of
Nexus when the Giant Spreadsheet wasited, he cannot claim ownership of that
property. In contrast, Berg claims thtae evidence shows that Wiesner was not a
Nexus employee during the entirety of the development of the Giant Spreadsheet.
Thus, Nexus cannot claim ownership uniher work made for hire theory.

Generally, copyright owneng initially vests in theauthor or authors of the
work. 17 U.S.C. §8 201(a). “In the caska work made for hire, the employer or
other person for whom the work was prepaiedonsidered the &wor of this title,
and, unless the parties have expresslyemhotherwise in a written instrument signed
by them, owns all of the rightsomprised in the copyrightld. at 8§ 201(b). The
creator of the property is the owner, es8 he is an employee creating the property
within the scope of his employmengchiller & Schmidt, Inc. v. Nordisco Cor®69
F.2d 410, 413 (7th Cir. 1992). To detene whether a work was made within the
scope of employment, a court mustpgpthe general law of common agency.
Community for Creative Non-Violence v. Rel80 U.S. 730, 751 (1989). Under the

general common law of agency, the court $thaonsider the hirig party’s right to
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control the manner and means biieh the product is accomplishetd. Additional
facts relevant to this inquimpnclude: the skill required toreate the work; the source
of the instrumentalities and tools; thecation of the work; the duration of the
relationship between the parties; whethiee hiring party has #right to assign
additional projects to the t@d party; the extent of therbd party’s discretion over
when and for how long to work; the method paEyment; the hired party’s role in
hiring and paying assistants; whether the wisrkart of the regular business of the
hiring party; whether the hiring party i® business; the pvision of employee
benefits; and the tax treatment of the hired paldyat 751-52. None of these factors
alone are determinatived.

Both parties agree that Wiesner waNexus employee fromugust 24, 2012
to October 2012 and from Briary 28, 2013 until kitermination on November 12,
2013. However, the parties disagreeowtb Wiesner's employment status from
November 2010 until August 24, 2012da@ctober or early November 2012 until
February 28, 2013.

Cl maintains Wiesner was a Nexus employee beginning in November 2010. In
support of its claim, CI directs this Couo an email from November 17, 2010 with
the subject line “New Nexus Team Membetiri the email, Gilbert, writing to Nexus
staff members, states “that John Wiesna&[d] joined Nexus effective immediately.”
By the end of November Nexus had yided Wiesner with a computer, a Nexus

email account, and access to Nexus’ compuetwork. Wiesner received a Nexus
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business card in January 2011. Durihi fperiod, Wiesner was also provided with
software, and subscriptions to Bloombérgrminal and Active Financial. Nexus
listed Wiesner as “President and Managing Director, Nexus Risk Management LLC
(Chicago)” in a written presentation and besis plan provided to Cl in December,
2011. Also, in December 2011Wiesner sij@elease on behalf of Nexus for office
space in Chicago.

In contrast, Berg asserts that Wiesner was an independent contractor for Nexus
from November 2010 until August 24, 201Berg, like CI, directs this Court to
emails from November 201@ explain the parties’ business relationship. On
November 16, 2010, Gilbeand Wiesner discussed Wiesner’s role within Nexus. In
the emails, Wiesner states that he “wsefkjor Nexus on [c]ontract.” The emails
further state that Wiesner is a “shédreesource by CBOE and Nexus.” When
discussing Wiesner's pay, Wiesner toldib@rt that “[h]Javing some assurity of a
minimum of $60k decreases my need to fiotther outside consulting work.” In
response, Gilbert writes that Nexus “gudege[s] a minimum o012 weeks per year at
USD 5,000 per week.” Furthermore, tkenails show that Wiesner, not CI, had
control over when and for how long to wofor example, Gilbert writes to Wiesner
asking if Nexus would like more of Wiesner’s time:

[s]ay one month we want more of your time but you can only give us one full

dedicated week. Can vpay you 10,000 for that month with the understanding

you will be doing a total of 2 weskvork spread out over the month —
1 week blocked off and thether week as you are able to find the time?
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Additionally, while CI claims that Wie®r being provided with a computer, email
address, and business card shows thstiWresas an employee, the emails between
Gilbert and Wiesner paint a different picture. Gilbert simply asks Wiesner if he
wanted a “@nexusrisk.com email accountl drusiness cards.” Wiesner was not
required to use these resources, and weestly turn them down. Further establishing
that Wiesner could have been an independentractor is the fact that during 2010
and 2011 Nexus did not provide Wiesnethvhealth insurance or a W-2 form.

Based on the above facts, there is a genissue of material fact that cannot be
answered based solely on #nadentiary material set forthy the parties. Therefore,
CI's motion for summary judgment on this ground is denied.

2. Implied License to Use tieopyrighted Materials

According to CI, Wiesner's actiongnd inactions, granted Cl an implied
license to use Wiesner’s intellectual properBerg argues that an implied license did
not exist between Wiesnaand Cl because CIl did haoequest the creation of
Wiesner's intellectual property.Additionally, Berg assestthat even if an implied
license existed between Wiesner and CI, there is a genuine factual dispute as to if and
when that license was revoked.

A copyright owner may transfer his euslve rights in a copyright only in
writing. 17 U.S.C. § 204(a). Only nondusive licenses may bieansferred without
being reduced to writing. 14.S.C. 8 101. An exclusive license permits the licensee

to use the copyright protected materiat # specific use while at the same time
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promising that permission wittot be given to othersMuhammad Ali vFinal Call,
Inc., 832 F. 3d 755, 762 (7th 1ICi2016). An implied nonexclusive license does not
transfer ownership of the pgright to the licenseeld. Rather, the copyright owner
simply permits the use of a copymigd work in a specific manneld.

An implied license is found to be gradterhen (i) a person (licensee) requests
the creation of work; (ii) the creator (licemsmakes that particular work and delivers
it to the licensee; and (iithe licensor intends that tHieensee-requestor copy and
distribute his work.ld. Berg only contests the first element of an implied license.

Berg argues Wiesner did not create wwopyrighted works at Cl's request
because Cl never expressly requested ioreatf the Copyrighte®preadsheets. We
disagree. CI needed a hedging servicetecefor their G5|20 fund. CI specifically
contracted with Nexus to provedsuch a platform. Wiesner either as an employee or
an independent contractor was paid to iddxus create the Nexus Software for ClI's
requested need. Wiesner testified & deposition that the Giant Spreadsheet was
created “specifically for the Nexus project with CI.” In addition, Wiesner helped
create the other elements of the softwarssate for Cl. Wiesner created a Modified
Black-Scholes formula similar to the one in the Weeza-tron for the software. Wiesner
also created a table of closing prices of the VIX and SPX indices similar to the one
found in the Realized Historical VIX spadsheet. While Wiesner may have

borrowed ideas from these Copyrighted Spreadsheets, the evidence suggests that the
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actual formula and table of closing prices the Nexus Software were created
specifically for the CI project.

Additionally, the SeventlCircuit has “recognized tha nonexclusive license
may be implied from conduct.”LA.E., Inc. v. Shaver74 F.3d 768, 775 (7th Cir.
1996). Here, Wiesner never objected to @ke of the software during the two years
of its development and even participatedNexus’s licensinghe software to Cl.Id.
(“[L]ack of objection is also equivalent t@ nonexclusive license.”). On June 28,
2013, Nexus, by Wiesneand CI signed a Sub-AdvisoAgreement which licensed
the software created by Nexus to Cl. eTBub-Advisory Agreement represented that
Nexus owned the Nexus Softea Additionally,and contrary to Berg's assertions,
the overwhelming evidence shows that Wieshd not hold out tdCl that he owned
any part of the software until after itseation and delivery. Wiesner even suggested
in an email to Gilbert and Hede that Nexshould charge Ca fee to license the
software. The facts demonstrate thattle¢ time the software was created and
delivered, Wiesner did not intend for Cl $ecure any additiondicense to use the
software. Therefore, Cl has an implied license to use the copyrighted materials.

Berg argues that even if Cl did veaan implied license, it was revoked.
According to Berg, the implied license sveevoked because: (i) any implied license
included a condition precedt that was never satisfieshda(ii) Wiesner’s letters to ClI
after his termination served as revocatairthe implied license. We agree with ClI

that “[n]either argument has any merit.”
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First, use of the copyrighted mat was not subject to any condition
precedent. Berg's contentidhat a condition precedeekisted finds no support in
the record. A condition precedent is sonmh‘which must occur or an act which
must be performed by one party to an &g contract before the other party is
obligated to perform.Beal Bank Nev. v. Northshore Ctr. THC, LL&2 N.E.3d 201,
207 (Ill. App. 2016) (tation omitted). They “are disfared and will not be read into
a contract unless required Ipjain, unambiguous languagd.A.E., 74 F.3d at 778
(citation omitted); See Navarro v. F.D.I.C 371 F.3d 979, 981 (7th Cir. 2004)
(“Conditions precedent are generally disfeed” while interpretations that do not
include them are favored.). “In lllinois, tlteurts do not construe a contract to have a
condition precedent unless thas language in the insment that is unambiguous or
the intent to create suchcaandition is apparent from thice of the agreement.”
Homeowners Choice, Ing. Aon Benfield, Ing 938 F. Supp. 2d 749, 758 (N. D. Ill.
2013), aff'd 550 F. App’x 311{7th Cir. 2013) (citation oitted). The party alleging a
condition precedent “bears the burden dfakkshing that theparties intended to
create a condition at the timbe contract was madeld. (quotingMCM Partners,
Inc. v. Andrews—Bartlett & Assocs., Int61 F.3d 443, 447 (7i@ir. 1998)).

Here, Berg has not shown that a coiditprecedent existed, or that Nexus
unambiguously intended to make it part ofitlagreement. The emails discussing the
agreement do not mention any such condijwecedent. Likewise, the July 2013

memorandum of understanding, which modifile original agreement, contains no
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such condition precedentiomeowners 938 F. Supp. 2d av58 (proponent of
condition precedent must eBligh an unambiguous interid create the condition
precedent at the time of coatting). And despite knowgnthat Cl and Nexus were
using the software throughoits development, there is no evidence Wiesner ever told
anyone at Cl that such us&as unauthorized becsel he had not yet received his 20%
interest in Nexus. See, e.g., LAJE74 F.3d at 778 (rejecting condition precedent
because “nothing in the coatt or in [plaintiff's] laterletter indicates that full
payment was a condition precedent to the udesofirawings.”). Th facts, including
Wiesner's own words, shoWiesner opted to take optiofm his 20% stake in Nexus

— seemingly for tax purposes. In emailg B8O application, and in his deposition,

”

Wiesner admits that he had “warrants on 20% of Nexus, Inc.” Furthermore,
Wiesner’s decision to wait until after the |26 fund was launchetb exercise his
option is reflected in emails and the mmandum of understanding. Therefore,
Berg’'s argument is not only unsupportedfagts, but it is contradicted by Wiesner's
admissions.

Berg’s second argument that Wiesner’s letters to CI after his termination
served as revocation of the implied license. However, a review of those letters and
Wiesner’s testimony refute this argumem. his letters, Wiesner threatens to revoke
Nexus and ClI's ability to use his supposettllectual property if the parties do not

work out a deal to compensate him. Whiie letters threaten revocation, they did not

actually revoke the implied license. Berffjeos no evidence that Wiesner ever took
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future action after sending the emailsAdditionally, Wiesner testified at his
deposition that he never attempted toole acceptance in wing and could not
identify any attempt to do so orally. For example,

Q: And when did you revokand take your IP out dhe partnership? When

did you revoke that and take your IP out?

A: | did not take it out yet.

Q: What?

A: | have not taken it out yet. They still have it.

Q: Did you ever tell [Cl] that you had revoked the IP?

A: I don’t think so.
Thus, there is no evidence that Wiesner kedothe implied license. For that reason,
the motion for summary judgment on Count IV is granted.
Count V- Unjust enrichment

Cl argues this Court should enter sumynadgment in Cl’'sfavor on Berg's
unjust enrichment claim becausés preempted by the Copght Act andthe lllinois
Trade Secrets Act (the “ITSA”). In resmm Berg claims that Cl has been unjustly
enriched by receiving the benefits of &¥ner’s intellectual property without proper
compensation.

The purpose of the ITSA was to cfydthe various common law remedies for
theft of ideas.Learning Curve Toys, L.R. Playwood Toys, Inc1999 WL 529572,

at *3 (N.D. lll. July 20, 1999). For thatason, the ITSA “abolished all common law
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theories of misuse of . . . information.ld. (quotingComposite Marine Propellers,
Inc. v. Van Der Wouded62 F.2d 1263, 1265 (7th Cit992)). Thus, the ITSA
preempts Berg’'s unjust enrichment claimSee Spitz v. Proven Winners N..Am
LLC, 759 F.3d 724, 733 (7th Cir. 2014).

Similarly, Section301(@) expressly preempts state common law claims based
upon subject matter and rights equivalenthimse addressed in the Copyright Act. 17
U.S.C. 8§ 301(a). A state law claim may beiigglent to a copyright claim even if it
requires additional elementd the additional elementdo not differ in kind from
those necessary for the copyright clairBaltimore Orioles, Incv. Major League
Baseball Players Ass 1805 F.2d 663, 677—78 (7th Cir. 1986). To avoid preemption,
a state law claim must allege conduct tkaqualitatively different from that governed
by federal copyright lawToney v. L’'Oreal USA, Inc406 F.3d 905, 910 (7th Cir.
2005). Berg has failed to dbat. To the contrary, Bg expressly incorporated her
copyright infringement claims into hemjst enrichment claim. The only new
allegation she brings forth under Count Mhat Cl was unjustly enriched because it
“undervalue[ed] and underpay[ed] for Wiessework.” However, Berg offers no
evidence that CI determined Wiesner'smpensation. As CI correctly notes,
“Wiesner’s belief that he was undercompeeaddbr his work has nothing to do with
Cl; it is an issue between him and his fermremployer, Nexus.” Therefore, Count V

is preempted by the Copygtit Act and the ITSA.
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CONCLUSION

For the aforementioned reasons, Cl's motion for partial summary judgment
on Counts IV and V of Berg’s Second Amended Complaint is granted. CI's
motion to strike the affidavit of Hamilton and additional statements 46-48, which

rely on the affidavit, is also grantedAll other motions are denied. It is so

Dated: 4/7/2017 Charles P. Kocoras
UnitedState<District Judge

ordered.

24



