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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION
LHO CHICAGO RIVER, L.L.C,,
Raintiff,

V. 16C 6863

N—r
N N N Nt

ROSEMOOR SUITES, L.L.C, )
PORTFOLIO HOTELS & RESORTS, )
L.L.C, and CHICAGO HOTEL, L.L.C,)

)

Defendants. )

MEMORANDUM OPINION

CHARLES P. KOCORAS, District Judge:

This matter comes before the CourtRlaintiff LHO Chicago River, L.L.C.’s
(“LHO”) Motion for Preliminary Injunctim against Defendants Rosemoor Suites,
L.L.C.; Portfolio Hotels & Resorts, L.C.; and Chicago Hotel, L.L.C. (collectively,
“Defendants”) pursuant to Federal Rule of Civil Procedure 65. For the following
reasons, the Court denies LHO’s Motion.

BACKGROUND

The subsequent facts are adopted fMagistrate Judge Susan E. Cox’s Report
and Recommendation. Additional facts #éa&en from the Complaint, the parties’
briefs, and the evidentiary hearing hélefore the Court on November 17, 2016 (the
“hearing”). The Court relies on sealedhéits in its analysis, and we cursorily

discuss such evidence to protect thefelential information contained therein.
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Both parties claim to own the would-lmeark “Hotel Chicago’ for use with
hotel services.” At the hearing, Josdpérillo (“Perillo”), anautomobile dealer and
owner of the hotel located at 1622 Wéatkson Boulevard in ¢hWest Loop Medical
District neighborhood of Chicago, Illinoithg “Medical District Hotel”), testified that
he contracted for the hotel at “the end26f12.” On or around January 4, 2013,
“Defendants formed a limited liability compy,” (the “L.L.C."), “and ‘filed for the
assumed name of HOTEL CHICAGO’ with tl&nois Secretary ofState.” Perillo
testified that the name of the L.L.C. isHiCago Hotel, L.L.C.,” and “Hotel Chicago”
Is the assumed name that he also secuRstillo stated that on March 19, 2013, he
closed on the hotel. The Medical Distridbtel was first known as Rosemoor Hotel,
which in Perillo’'s words, “@s a flophouse.” He claims that Rosemoor Hotel had
“unsavory customers,” such as “dspushers . . . and prostitutes.”

However, Perillo contends that hébranded the Rosemoor Hotel and started
operating it as “Hotel Chicago” “during soft partial opening period,” beginning in
September 2013. Defendants claim thatjmduthis time, they “organically began
changing signs, andsing HOTEL CHICAGO with . . suppliers, some customers,
and constructors,” as they started “to renevle hotel.” In September 2013, Perillo
claims that he hired an architect andsign company. Perillo testified that he
requested that the sign compaetain the existing signubchange the lettering on it
from “Rosemoor Hotel” to “Hotel Chigw.” Perillo contends that the Medical

District Hotel “kept in business” dung the entire rebranding period.
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“As proof of this rebranding effort” and the Medical District Hotel's operation
as “Hotel Chicago” during 2013, Defenda offered into edence two undated
parking signs that Pdio claims were displayed ad September 2013. They read:
“Parking Only for Chicago HoteGuests” and “All Deliveries in Rear for Chicago
Hotel LLC.” Perillo testified that the lattesign “was in the all and the back door,
so that . . . people who were” making deliveries “weren’t confalsatithey were in
the wrong hotel” since “the sign in the front..still” displayed the “Rosemoor Hotel”
lettering. The former sign, he stated,dsvin the parking lot” since people were
bringing and leaving their cars there “whileey went to . . . @orting events or
concerts” at The United Center. Periflontends that the signs were taken down after
the name “Hotel Chicago” replaced tli®osemoor Hotel” lettering out front.

LHO claims that it began using th&ould-be “Hotel Chicago” mark in
February 2014 when it rebranded Hotel Sax to “Hotel Chicago,” located at 333 North
Dearborn “in the River North neighborhoodl Chicago (the ‘River North Hotel’).”
The River North Hotel has beasing the would-be “Hotel Géago” mark since then.
The River North Hotel is currently the gnhotel in lllinois that is part of the
Autograph Collection of Marriott hotels According to LHO, the Autograph
Collection is “a global enseble of 106 upscale, indepgently-owned hotels, each
selected for its quality and character.HQ claims that “the Autograph Collection is
the lodging industry’s faest growing upscale brand.”The River North Hotel is

marketed with over 4,000 Martiohotels in more than “86ountries and territories.”



Guests of the River North Hotel also “eyjall of the benefits of Marriott Rewards,”
which LHO claims is an “awdrwinning loyalty program.”

Alfred Young (“Young”), the ChiefOperating Officer of LaSalle Hotel
Properties, testified that LHO “spent roughlynillion and a half dollars per year,” or
nearly 4 to 4.5 million dollars over the cearof three years, in general advertising
and marketing of the River North Hotelhi§ figure includes labarosts, trade shows,
and other sales initiatives. dbes not, however, includee “fees paid to Marriott in
connection with the franchise agreememntiich costs around 2.5 to 2.8 million
dollars. This additional sa includes “website presenead internet advertisements;
annual membership in travel associati@m&l resources . . .; investment in hotelier
event management technology; participatiomational trade shows; advertisements
in travel and wedding pubktions and mailers; and email campaigns.” Of these
sums, LHO contributed “$300,000 in bramdareness marketing” of “Hotel Chicago”
specifically.

The River North Hotel & been thriving. Each night, it has “354 rooms
available for sale.” At the hearing, LHCastd that since 2014, the River North Hotel
has booked “approximately 300,000 room ngjhtrepresent[ing] a nearly 20 percent
increase in bookings comparéaf Hotel Sax. At theend of 2013, LHO was around
65-66 percent occupancy, and it predidieat it will end 2016 around 87-88 percent

occupancy.



“On January 28, 2016, Portfolio Hoté&sResorts,” which operates the Medical
District Hotel, “registered the domain namg‘hotelchicagol1622.com.” Defendants
also filed two intent-to-use applicationstiwthe United States Patent and Trademark
Office (the “USPTQ") for the would-be “btel Chicago” mark “in connection with
hotel services.” On February 17, 2016, thed . . . an intent-to-use application . . .
U.S. Serial No. 86/910,60%r registration of the mardOTEL CHICAGO for use in
connection with hotel services in Intermaial Class 43.” On March 2, 2016, they
filed “a second intent-to-use application,SJ Serial No. 86/926(8!, for registration
of the” HOTEL CHICAGO associated dgsi “for use in connection with hotel
services in International Class 43.”

At the hearing, Perillo testified thatetlgrand opening of éhMedical District
Hotel occurred in May 2016, which is wih& HO claims that Defendants first began
using the would-be “Hotel Chicago” marlerillo testified thattoday, the Medical
District Hotel is “a three-star‘boutique hotel.” He statethat “[iJt's not . . . real
fancy, but it’'s a cute hotel, . . . it's very aea . . the people argce, and [it] offer[s]
rooms for the general public around, mostly for the for the people that are convenient
to the medical center and [T]he United Center and all the businesses around there.”

The River North and Medical Distridtotels are approximately three miles
apart. “LHO has documented several ins&mnof guest confim,” where “guests
have arrived at the River North Hotel, orty find out upon checin that . . . their

reservations were at” the Medical District Hotel.



Defendants claim that they “were uraae of [LHO’s] use of the expression
HOTEL CHICAGO until” on or around Jung5, 2016, when they received a cease
and desist letter from LHO. On June 2016, “LHO brought the instant suit.” LHO
“does not own a registration.” Instead, “LH{3serts four claims against Defendants:
federal trademark infringement and unfammpetition under Section 43(a) of the
Lanham Act, 15 U.S.C. § 1125(a); tradmin infringement under lllinois common
law; and deceptive trade gmtices under the lllinoidJniform Deceptive Trade
Practices Act, 815 Ill. Comp. Stat. 51@flsed’

On June 30, 2016, LHO also filedvotion for Preliminary Injunction, which
we referred to Magistrate Judge Cox #oReport and Recommendation. On August
25, 2016, Magistrate Judge Cox recommerntiatithe Court grat LHO’s Motion for
Preliminary Injunction, enjoining Defglants “from using the trademark ‘Hotel
Chicago’ in connection with hotel servicesOn September 8, 2016, Defendants filed
their written objections to the Report aRdcommendation. LHO filed its Response
to Defendants’ written objections on Sepban19, 2016. The Court determined that
it would be prudent to holdn evidentiary hearingSee28 U.S.C. § 636(b)(1) (“The
judge may also receive further evidenceWe did so on Novembe7, 2016. At the
hearing, Young and Mark Deinhart (“Ddiart”), the General Manager of the River
North Hotel, testified for LHO. Jennifé¢noedl (“Knoedl|”), an entrepreneur; Imran
Jivani (“Jivani”), General Manager of the Medical District Hotel, former Director of

Front Office Operations at the River North Hptend teacher of “Hospitality Property
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Management Systems” at Kendall Colleged aPerillo, testified for Defendants.
Based on the record evidence, LHO has diatle meet its burden of demonstrating
that it is likely to saceed on the merits, sgfically, in provng that the would-be
“Hotel Chicago” mark has acquired secondaryaning, rendering it protectable. We
therefore deny LHO’s Motion for Preliminary Injunction.

LEGAL STANDARD

l. Preliminary Injunction

“The purpose of preliminary injunctivelief is ‘to minimize the hardship to the
parties pending the ultimatesadution of the lawsuit.” Platinum Home Mortg. Corp.
v. Platinum Fin. Grp., In¢.149 F.3d 722, 726 (7@ir. 1998) (quoting~aheem—El v.
Klincar, 841 F.2d 712, 717 (7th Cir. 1988)). PAarty seeking to obtain a preliminary
injunction must” demorigate three pointsTy, Inc. v. Jones Grp., In237 F.3d 891,
895 (7th Cir. 2001). Firstt must show that “its cadeas some likelihood of success
on the merits;” second, “no adequate remedy at law exists; and” third, “it will suffer
irreparable harm if the injunction is not grantedd. “If the court is satisfied that
these three conditions have been met, themust consider the irreparable harm that
the nonmoving party will suffer if pliminary relief is granted.” Id. The Court
balances this harm “against the irrepardidem the moving party will suffer if relief
is denied.” Id. “Finally, the court must considerélpublic interest,” or that of non-
parties, “in denying or granting the injunctionltl. “[T]he more likely the plaintiff
will succeed on the merits, the less théabee of irreparable harms need favor the
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plaintiff's position.” Id. “The sliding scale approadt not mathematical in nature.”
Id. Instead, it is “subjectivand intuitive,” ad it allows the Court “to weigh the
competing considerations and mold appropriate relikef.’at 896 (citation omitted).
II.  The Report and Recommendation

The Court “shall make a de novo deteration of those portions of the report
or specified proposed findings or recommeiufes to which objedbn is made.” 28
U.S.C. 8§ 636(b)(1); Fed. R. Civ. P. 72(a) (€Tdistrict judge . . must consider timely
objections and modify or set aside any parthef order that is clearly erroneous or is
contrary to law.”). This “requires the thiet judge to decide the case based on an
independent review of the evidence and arguments withoutggany presumptive
weight to the magistratpidge’s conclusion.” Mendez v. Republic Bank25 F.3d
651, 661 (7th Cir. 2013). Although LHf@kes issue with the arguments and evidence
that Defendants presented for the first time &irtbbjections, a “district judge is free,
and encouraged, to consider all of #wailable information about the casdd. The
Court “may accept, reject, or modifyn whole or in part” the Report and
Recommendation. 28 U.S.C. 8§ 636(b)(1).
lll.  Trademark Infringement

“In a trademark infringement claim, @hplaintiff must demonstrate: (1) the
validity of its trademark; and J2he infringement of that mark.Platinum 149 F.3d
at 726. “The validity of a mark pertaing whether a ‘word, term, name, symbol or

device’ . . . is entitled to protection der trademark law by focusing on whether that
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mark specifically identifies and distinguishes one company’s goods or services from
those of its competitors.”ld. “The infringement of a mark concerns whether the
actions of a subsequent usar a substantially similaor identical mark causes a
likelihood of confusion amongonsumers as to the source of those specific goods or
services.”ld.

“When the identifying ‘word, term, namsymbol or device’ claimed as a trade
name or mark is not regisesr with the” USPTO, “the burdas on the claimant . . . to
establish that it is entét to protection under 8§ 43(a) of the Lanham Adtl”’ at 727;
seeMil-Mar Shoe Co., Inc. v. Shonac Cqarg5 F.3d 1153, 11567th Cir. 1996).
“[T]he general principles qualifying a mafér registration under . . . the Lanham Act
are for the most part applicable intel@nining whether an unregistered mark is
entitled to protection under § 43(a)Two Pesos, Inc. v. Taco Cabana, Jr&)5 U.S.

763, 768 (1992). Since LH®@oes not own a registration bmstead is only asserting
common law rights,” it “does not benefrom the Lanham Act’s[ ] presumptions of
ownership, validity of the mark, and enforcement rightSéePlatinum 149 F.3d at
726-27. Thus, to ultimatelgrevail, LHO must provewnership of the would-be
“Hotel Chicago” mark, that it is entitletb protection, and thhaDefendants’ use of
“Hotel Chicago” is lilely to cause confusio among consumers.Seeid. “The
analysis is the same forahlremaining claims of common law trademark infringement
and deceptive trade practicesSee Tony Jones Apparkic. v. Indigo USA LLCNo.

03 C 0280, 2003 WL 222493, at *5 (N.D. Ill. Sept. 24, 2003).
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DISCUSSION

The notion of fairness lies at the heaf the matter before the Court, and it is
seated between two broad principles. The first is that “a preliminary injunction is an
exercise of very far-reaching power, neveb®indulged in exceph a case clearly
demanding it.” Girl Scouts of Manitou Qmcil, Inc. v. Girl Scouts of U.S. of Am.,
Inc., 549 F.3d 1079, 1085 (7th rCR008) (citation omitted)seeWinter v. Nat. Res.

Def. Council, Inc. 555 U.S. 7, 22 (2008) (maintang that injunctive relief is “an
extraordinary remedy that may only laevarded upon a cleashowing that the
plaintiff is entitled to such relief’). Tdr second stems from fostering competition,
particularly in the realm of intellectugoroperty, as “consumers benefit from
competing products in the marketplace, [therefore] we often want to encourage
copying of products or features of prothigvhich are not protected under the patent
and copyright laws.”Lacour v. Time Warner, IncNo 99 C 7105, 2000 WL 688946,
at *5 n.6 (N.D. Ill. May 24, 2000) (citaitn omitted). We begiwith “[t}he threshold
consideration in a motion for a preliminanjunction,” which “is the moving party’s
likelihood of success on the meri$ the underlying claim.”Platinum 149 F.3d at
726. We disagree with Magistrate Judgex’s conclusion that LHO “is likely to
succeed on the merits” in provitigat “Hotel Chicago” is eitled to protection, which

is fatal to their request for a preliminary injunction.
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l. LHO'’s Likelihood of Success on the Merits

“In the trademark . . . field, thenovant shows a likelihood of success by
establishing that 1) [it] has protectable mark, and 2) thatlikelihood of confusion’
exists between the marks or products of the partiddéridian Mut. Ins. Co. v.
Meridian Ins. Grp., InG.128 F.3d 1111, 1115 (7th Cir. 199%geTy, Inc, 237 F.3d
at 897 (quotingnt’l Kennel Club of Chi., In. v. Mighty Star, In¢.846 F.2d 1079,
1084 (7th Cir. 1988)). The 8enth Circuit has consistentheld that “a ‘likelihood of
success’ exists if the partyedeng injunctive relief showshat it has a ‘better than
negligible’ chance of succdmg on the merits."Meridian, 128 F.3d at 1114eelnt’|
Kennel Cluh 846 F.2d at 1084. “This is an adiedly low requirement, and is simply
a threshold question.Girl Scouts 549 F.3d at 1096.

In concluding that LHO “is likely t@ucceed on the merits,” Magistrate Judge
Cox decided that it has aétier than negligible chance” of proginthat: (i) LHO is
the owner of “Hotel Chicago;” (ii) it hasriority over the mark; (iii) “Hotel Chicago”
IS not generic, whiclwvould mean that it is not entitléd protection; (iv) instead, it is
descriptive; (v) it has acquired secondareaning in the marketplace, rendering the
descriptive mark protectable; and (vi) thmark is likely to cause confusion among
consumers. Although Magistrate Judgexoelieved that “Hotel Chicago’ will
likely be found to be descriptive,” shetad that she “harbors some doubts about
whether LHO will be able to prove secondamganing sufficient to receive protection

for that mark.” We harbor many doubts.
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While we agree with Magistrate dge Cox’s conclusian that LHO has a
“better than negligible chancef proving points (i)-(iv) ad point (vi), wehold that it
has not met its burden of demonstrating thaag a “better than negligible” chance of
proving that the would-be “Hotel Chiga’ mark has acquired secondary meaning,
rendering it protectable. We analyz&i@'’s likelihood of success on the merits
below.

A. Priority

First, Defendants argue that “they were the first to use the ‘Hotel Chicago’
mark,” and therefore, “they own theghts to the HOTELCHICAGO mark as the
senior user,” while “LHO is the junior usef the trademark, and lacks priority or
enforceable rights in the trademark.” LH® contrast, argugethat it “won the race to
the marketplace,” as it “hasontinuously used th&lOTEL CHICAGO mark in
connection with hotel servicesince at least as earys February 2014 when it
rebranded the hotel from the HOTEL SAX. to the HOTEL CHICAGO.” LHO has
a “better than negligible chae” of proving that it has rity rights in and to the
would-be “Hotel Chicago” mark.

“Trademark rights are acquired byomtion and use, ndiy registration.” S
Indus., Inc. v. Sine Age Equip., Inc.12 F. Supp. 2d 796304 (N.D. Ill. 1998)
(citation omitted);seeUnited Drug Co. v. Theodore Rectanus &8 U.S. 90, 97

(1918). Under the common law, “use” is ided as “sales to the public of a product

with the mark attached,” avinning “the race to the magkplace,” and establishing an
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“exclusive right to the mark.”Zazu Designs v. L'Oreal, S,AQ79 F.2d 499, 503 (7th
Cir. 1992). A senior user of a tradeias one who first uses it “in a genuine
commercial transaction.”Stone Agel2 F. Supp. 2d at 805.This “use must be
continuous and bona fide to impart owrgps—de minimus sales, a few shipments, or
pre-marketing tactics that attemptteserve’ the mark will not do."d.

In support of their arguent that LHO is a junior usebefendants first contend
that they “used the mark CHICAGO HE@L/HOTEL CHICAGO” by “form[ing]
CHICAGO HOTEL, LLC,” on January 3, 23, and “secur[ing] the assumed name
HOTEL CHICAGO?” from the lllinois Secretargf State. Here, Defendants cite to an
“Application to Adopt an Asumed Name,” which statédsat Defendants “intend to
adopt and transact business under #issumed name of: HOTEL CHICAGO.”
“Intent is not enough; themmust be actual use of the trademark with the goods and
services to establish trademark rightsSee Zazu979 F.2d at 504 (“Intent to use a
mark, like a naked registratioastablishes no rights at.g). Magistrate Judge Cox
believed that Defendants demonstrated a mere “intention to open a hotel with the
name ‘Hotel Chicago.” We agree; LH@® right in concludig that “Defendants’
Secretary of State filing i8013 does not establish anghts to the mark, as it does
not show that the mark was aatly used in connection witan existing business.”
Sedd. at 504.

Next, Defendants offer into evidence “urethparking lot signage that refers to

‘Chicago Hotel LLC’ and ‘Chicago Hotel,” isupport of their assertion “that they

13



have used the mark ‘CHICAGO HOTHIOTEL CHICAGO’ since 2013.
Defendants argue that if they “prove[ | acemmercial transaction,” they own “rights
in the mark.” LHO, in contrast, claimthat “[tjwo parking signs, marked with
CHICAGO HOTEL, are not engh to allow consumers to associate Defendants’
hotel services with the mark HOTEL @EAGO.” LHO is correct; this “is not
evidence of a ‘genuine commercial tsantion’ sufficient teestablish use.’SeeStone
Age 12 F. Supp. 2d at 805 (“The use mustcoatinuous and bona fide to impart
ownership . . . tactics that attemptreserve’ the mark will not do.”).

LHO argues that before 2016 Defendarfbusiness was still operating as a
single-room occupancy hotel under the naRwsemoor Hotel,” citing a settlement
that Defendants entered intoAugust 2014 when they “aged to pay an undisclosed
cash settlement to” Rosemoor Hotel tenartblO also cites t@ class action lawsuit
that a Rosemoor Hotel tenant filed in January 2015 “against Defendants on behalf of
‘All Rosemoor Hotel guests and otherrgpens lawfully on the premises of the
Rosemoor Hotel who were injuredt sustained danga as a result dhe hotel's Bed
bug infestation from October 31, 2011 to fhresent.” LHO claims that, “[ijn their
Answer, Defendants admitted . . . the naand location of the Rosemoor Hotel.”

LHO further contends that “Defendanadmit that Portfolio Hotel & Resorts
did not register the domain name of ‘hotetago1622.com’ until January 28, 2016.”
Moreover, LHO claims that Defendants alsmimit that on February 27, 2016 and

March 2, 2016, respectively, Rosemoor filed with the USPiR@nt-to-use
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applications . . . to register the HOTEL {@AGO mark and associated design mark.”
Finally, LHO points to the fact that Defenda do not have “anfiotel receipts with
the name ‘Hotel Chicago’ dated prior to 2016.” Thus, LHO argues that “Defendants
did not use the HOTEL CHICAGO mark inrmzection with an exitsig business until
2016 at the earliest, two years after LHO’s date of first use of February 2014.”

Magistrate Judge Cox was unpersuhdeith Defendants’ evidence of the
Medical District Hotel’'s “soft opening” toéhe public, which occurred before 2014,
and analogized it to “the smattering ofesathat the Seventh Circuit rejected as a
genuine commercial transactiondazu” See Zazu979 F.2d at 502—-03 (holding that
sporadic sales of hair products and orde@b¢00 bottles with Kiscreened mark is
“insufficient use to establish priority”).Therefore, she concluded that Defendants’
use prior to 2016 was “not the type of taoous and bona fide use required by other
courts in this district.” See id. Magistrate Judge Cox found “that there is a very
strong likelihood that LHO wilbe able to show that it wéise first party to engage in
a genuine commercial transaction usingréédlevant mark, and that Defendants do not
have priority over the mark.” We hold thHatO has a “better than negligible” chance
of proving that it is the sgor user of the would-be “Hotel Chicago” mark.

B. Ownership

Second, Defendants argue that LHO sloet benefit from a presumption of
ownership, and thatt is unclear whether HEI Hotels, LHO, or LaSalle Hotel

Properties owns the would-be “Hotel Clgcd mark. Here, LHO cited Sarah Gulla’s
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(“Gulla”), Vice President of Asset Management for LaSalle Hotel Properties, which is
the general partner of LHO’s sole membdclaration in suppodf its assertion that

it owns the would-be “Htel Chicago” mark “for use withotel services.” Further, at
the hearing, LHO submitted evidence ofeading agreement. Although the leasing
agreement outlines a complex ownershipcitne, LHO has a “better than negligible”
chance of proving that it is the owr@rthe would-be “Hotel Chicago” mark.

LHO provided sufficient evidence demorading that it is likely to prove that
the River North Hotel “basically [has]laase with” itself, thus, making it the owner
of the would-be “Hotel Chicago” mark. ovng testified that the lease is “a paper
structure” to match the Real Estate Istveent Trust (“REIT”) “laws of passive
income.” LHO is likely to prove the followingFirst, that LaSalle Hotel Properties, a
lodging REIT, owns the River North Hotebecond, that LHO Chicago River, L.L.C.,
the landlord, and LHO Chicago River Less L.L.C., the tenant, have a lease
agreement that addresses “the ownershipssets, including service marks and real
estate.” Under this agreement, LHO Clga&iver Lessee, L.L.C. “is an entity set up
to lease the real and intellectual propdrom LHO River, LLC,” and functions as “a
taxable REIT subsidiary.” “[T]he landldrlease[s] the trademarks and intellectual
property to the lessee.” THessee retains rights inrgee marks. Thus, LHO is
likely to prove that LHO Chicago River, ILC., a subsidiary of LaSalle Hotel
Properties, is “the entity that owns the reald intellectual property” of the River

North Hotel, including the would-be “Hotel Chicago” mark.
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LHO has a “better than negligible cleafi of proving that itvas the first to use
the would-be “Hotel Chicago” mark and that it owns the would-be “Hotel Chicago”
mark. However, it is unlikely to provedhit has a protectable mark, as discussed
below.

C. Typesof Trademarks

“The first step in determining whether anregistered mark or name is entitled
to the protection of the trademark lawstds categorize the name according to the
nature of the term itself.”Int'l Kennel Cluh 846 F.2d at 1085. “The commercial
impression of a trade-mark is derived framas a whole, not from its elements
separated and considered in detail, sslibuld be considered in its entiretyE'state
of P.D. Beckwith, Inc., v. Comm’r of Patenb2 U.S. 538, 545-46 (1920ee
Princeton Vanguard, LLC \Erito-Lay N. Am., InG.786 F.3d 960, 966—67 (Fed. Cir.
2015). Trademarks can be grouped into ohdour categories: (i) arbitrary; (i)
suggestive; (iii) descriptive; and (iv) generigeelnt’| Kennel Cluh 846 F.2d at 1085.
The first two receive full trademark protectiold. However, generic terms may not
be protected, and descriptive terms “niegytrademarked only if they have acquired
secondary meaning.See id(emphasis omitted).

Defendants argue that the would-be “HdIgicago” mark is either generic, or
it is descriptive and “lacks secondamgeaning sufficient to provide trademark
protection.” Magistrate Judge Cox statdaat “it is extremely unlikely that

Defendants will prove that LHO’s traderkars generic.” The burden is not on
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Defendants to prove that “Hot€hicago” is generic, buaither on LHO to prove that
it is not. We find that LHO has a bettitlan negligible chance of proving that the
would-be “Hotel Chicagotnark is not generic.

1. GenericTrademarks

“[A] generic term merely specifies the type, or genus, of thing into which
common linguistic usage cagss that product.”Gimix, Inc. v. JS&A Grp., Inc699
F.2d 901, 905 (h Cir. 1983);H. Marvin Ginn Corp. v. Int'Ass’n of Fire Chefs, In¢.
782 F.2d 987, 989 (Fed. Cir. 1986) (“Armgezic term is the common descriptive hame
of a class of goods or service.”). “Hwef each of the constituent words in a
combination mark is generic, the comdilon is not geneci unless the entire
formulation does not add any meanitogthe otherwise generic mark.Princeton
786 F.3d at 967 (citation omittedCourts consider several factors “when determining
whether a particular mark is generic,” imding “(1) competitors’ use; (2) plaintiff's
use; (3) dictionary definitions; (4) media usage; (5) testimony of persons in the trade;
and (6) consumer surveys.Ty, Inc. v. Jones Grp., Inc98 F. Supp. 2d 988, 994
(N.D. 1ll. 2000).

Defendants argue that becauke Federal Circuit ruled iin re Hotels.com,
L.P.that HOTELS.COM is generic, “no one can own or enforce HOTELS or HOTEL
in association with hotel serviceslh re Hotels.com, L.P573 F.3d 1300, 1301 (Fed.
Cir. 2009). However, the Federalr@iit’'s holding was not so expansiv&ee idat

1306 (concluding, on appellate reviewathhe Trademark Trial and Appeal Board
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“satisfied its evidentiary busth,” and that its finding, “demonstrating that the separate
terms ‘hotel’ and ‘.com’ in combinatiohave a meaning identical to the common
meaning of the separate components . . . was supported by substantial evidence”).

Moreover, while Defendants argue tlia¢ would-be “Hotel Chicago” mark is
not protectable, simultaneously, they dileewo “intent-to-use applications for
registration of the HOTEL CHICAGO mar&nd associated design mark.” Thus,
LHO contends that Defendants have “effiesly admit[ed] that the [would-be] mark
is capable of acquiring secondary meaninglie Court agrees with LHO’s assertion
that Defendants cannot “skirt” these apations. Howard Fine, “an experienced
intellectual property lawyer, who . . . istksl as the attorney of record on over 275
active trademark applications and registratio filed the applications, and Perillo
signed and declared that he, as “the a@apli[,] has a bona fide intention, and is
entitled to use the mark in commerce orniroconnection with thgoods/services in
the application.”

LHO argues that the USPTO “agrdfat the HOTEL CHICAGO mark is not
generic” because it “recently issued an adfiaction on” Defendasit “application to
register the HOTEL CHICAGO word mark itonnection with hotel services.” “In
the office action, the USRI Examining Attorney suggested that the mark was
registerable on the Supplemental Registhus acknowledging that the HOTEL
CHICAGO mark is at leash descriptive mark capable of functioning as a source

identifier.” See 15 U.S.C. 8§ 1091(c) (statinghat marks registered on the
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Supplemental Register “must be capabledistinguishing the applicant’s goods or
services”);Ethicon, Inc. v. Deknatel Inc183 U.S.P.Q. 503, 74 WL 20012, at *3
(T.T.A.B. 1974) (maintming that generic terms areeligible for registration on the
Supplemental Register).

LHO also contends théthe phrase HOTEL CHICAGO is not generic because
HOTEL CHICAGO is not the common name for hotel services,” “[e]Jven if each of
the constituent words, HOTEL and CHICAGO, is genericSee In re K-T Zoe
Furniture, Inc, 16 F.3d 390, 393 (Fed. Cir. 1994)T]he phrase ‘the sofa & chair
company’ is not generic for the servicks which registration is sought, for the
common meaning of the phrase does neady include the specificity of this
particular custom upholsteservice.”). According to LHOS[tlhe combination adds
meaning; it provides informatioas to the location of LHO’Botel services.” Finally,
LHO claims that “a geographically descriptive mark . . . is not generic and is capable
of acquiring secondary meaning3ee S. lll. Storm Shelters v. 4Semo.com, he.
13-0297-DRH, 2014 WL 691573, &4 (S.D. Ill. Feb. 24, 2014)W. Bank v. W.
Bancorporation 47 Or. App. 191, 194 (1980)RBecause the words ‘Western Bank’
are geographically descriptivgords, to prove a protectable interest in the name
plaintiff first had to establish that the name carries a ‘secondary meaning.").

Magistrate Judge Cox concluded ttts# would-be “Hotel Chicago” mark is
not generic. In support of her conclusishg cited “high-profile marks” that consist

of “combination[s] of generic terms,” geo@tac identifiers, or bdt. These include:
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Kentucky Fried Chicken, American Apparelnd Bank of America. We hold that
LHO has a “better than negligible” chamn of proving that the would-be “Hotel
Chicago” mark is not generic. Howevealthough the would-be “Hotel Chicago”
mark is likely descptive and potentiallganacquire secondary meaning, LHO failed
to provide the Court with suffient evidence to demonstrdtet it has a “better than
negligible chance” ofproving that the markhas acquired secondary meaning, as
outlined below.
2. DescriptiveTrademarks

“A term is . . . descriptive if it spdatally describes a characteristic or an
ingredient of a product.”A.J. Canfield Co. vWess Beverages, Inc/96 F.2d 903,
90607 (7th Cir. 1986). A descriptive term is generally not protectabée id.at
907. However, “[bly acquiring secoay meaning,” it “can become a valid
trademark.” Id. “A mark acquires secondaryeaning when it has been ussulong
andso exclusivelyoy one company in assation with its produts or services in that
particular industry that the ‘word, termame, symbol, or device’ has come to mean
that those products or servica® the company’s trademarkPlatinum 149 F.3d at
728 (emphasis added) (citation omittetlesley-Jessen Div. of Schering Corp. v.
Bausch & Lomb, In¢.698 F.2d 862, 865 (7th Cir. 83). Secondary meaning exists
when “there is ‘a mental agciation in buyers’ minds begeen the alleged mark and a
single sourceof the product.” Echo Travel, Inc. vIravel Assocs., Inc870 F.2d

1264, 1266 (7th Cir. 1989) (citation onaif) (emphasis added). “[A] court may
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consider several factors to decide whetbecondary meaning has been acquired or
established: (1) the amount and mannerdsedtising; (2) the sales volume; (3) the
length and manner of us¢4) consumer testimony; and (5) consumer surveys.”
Platinum 149 F.3d at 7285imix, 699 F.2d at 907.

First, in an attempt to undermine LHéxclusive use of the would-be “Hotel
Chicago” mark, Defendants claim that LHOses various modifis and designs to
brand” the River North Hotel, ificluding THE HOEL CHICAGO, HOTEL
CHICAGO DOWNTOWN, and HOTELCHICAGO DOWNTOWN AUTOGRAPH
COLLECTION,” arguing that “[ijnconsistentise does not support a finding of
secondary meaning."See Gimix699 F.2d at 907. Moreover, Defendants contend
that “[tihe mark HOTEL CHICAGO does handicate a singlesource of hotel
services since almost all, riot all, hotels in Chicago ashis expresen to advertise
characteristics of their hotels According to Defendantsn internet “search on or
around July 26, 2016 for the expression HOTEL CHICAGO . . . uncovered multiple
uses of the expression HEBL CHICAGO by various third parties used in connection
with hotel services in Cbago, including for example the AC HOTEL CHICAGO.”
LHO argues that “these hotels do notrked themselves aBlOTEL CHICAGO;
rather, they are marketed under the prefbehname, often a national brand, and use
the suffix ‘Chicago’ as only a geograpaicidentifier.” LHO cites, for example,
“Virgin Hotels,” “The Peninsula,” and “@wne Plaza Chicago Metro.” Similarly,

LHO claims that The AC Hotel Chicagdowntown “is not marketed as HOTEL
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CHICAGO.” Instead, it is “marketed undthe name AC HOTELS,” appending “the
suffix ‘Chicago Downtown’ as “a geogphical identifier.” Thus, LHO maintains
that unlike these hotels, the River North Hag¢eharketed as, and books rooms under,
the “Hotel Chicago” nameMagistrate Judge Cox agreedth LHO. She concluded
that these hotels “are appending the terrmi¢@go’ to their respective marks as a
geographic identifier.” We too agreeHD has a “better than negligible” chance of
showing that it exclusivg used the would-be “Hotel @tago” mark. Regarding
secondary meaning, however, MagistrategéuCox noted that LHO “appears to have
an uphill battle.” This, indeed, is “an uptbattle” for LHO, and it has yet to enlist.
Importantly, Magistrate Judge Cox stathdt “it will be very difficult for LHO
to prove that consumers associate thekmidotel Chicago’ with the River North
Hotel without the appropriate surveysdamestimony.” She elaborated on her
comment, stating that “[t]his is especialiyie given the relatively short amount of
time LHO has been managing the River Ndithtel under its name, and the relatively
weak mark at issue in this case.” LHO diot heed Magistrate Judge Cox’s advice.
It did not provide evidence of factors)(@dr (5)—consumer testimony and consumer

surveys—at the hearirlg.

! Defendants offered evidence in the form ofumscientific survey and video evidence thereof,
conducted by Knoedl and titled “8@t Interviews Chicago, IL Oct. 2016.” The Court placed no
weight on the survey, as we foutit it had no probative valu&ee McNeil-PPC v. Pfizer Inc.
351 F. Supp. 2d 226, 249 (S.D.N.Y. 2005) (“Survesuls are useful and have ‘evidentiary
value’ if the surveys are properly designeu abjectively and fairly conducted—for example,
they employ ‘filters’ to screen out individualshose responses may distort the results; the
guestions are directed ftihe real issues;’ and the quests are not leadingr suggestive.”)A.J,
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“Consumer testimony and consumer gy are the only direct evidence” of
secondary meaning; “[t]he othfarctors are relevant in a mecircumstantial fashion.”
Int'l Kennel Cluh 846 F.2d at 1085 (citation omife “Survey evidence is not
required to establish likelihood of coniois, but it is often the most persuasive
evidence . . . [and] a plaintiff's failure twnduct a consumer survey, assuming it has
the financial resources to do so, may leadroinference that theesults of such a
survey would be unfavorable.Univision Music LLCv. Banyan Entm;tNo. CV 04-
9242 DSF, 2004 WL 5574359, at *3 (C.D. Cal. Nov. 15, 2004) (citation omitted).
LHO’s lack of consumer testimgrand consumer surveys is mur sefatal to LHO.

See Int'l Kennel Club846 F.2d at 1086. However, while LHO claims that it “has
worked so hard and expended so mucladquire” secondary meaning, the record
indicates otherwise. The Court analytes remainder LHO’s evidence, factors (1)-
(3)—the amount and manner of advertising, the sales volume, and the length and
manner of use—below, beginning with the first factor.
a. The Amount and Manner of Advertising
Magistrate Judge Cox concludethat LHO’s *“advertising evidence

demonstrates that LHO has a better thagligible chance of showing secondary

796 F.2d at 907 (“The survey simply failed to derstrate whether or not the public associates
chocolate fudge with [plaintiff].”). The surveyas unhelpful as, among other flaws: Knoedl is

not an expert; she has no traigiin conducting consumer surve¥yerillo providel Knoed! with

a list of questions to ask passersby; LHO eliciknoed!’'s potential fais, as she previously
worked for Perillo; and some answers and questions were omitted from the edited version of the
video that Defendants provided the Court. Mwer, Knoedl was not questioning the target
audience: the interviewees were asked whether they had ever st or searched for a hotel

in Chicago, instead she amntrated on individuals wHivedin Chicago.
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meaning,” as it “has spent [a] significaamount of time and effort advertising the
relevant mark.” We disagree. “Advertigi is relevant because it is the means by
which a manufacturer establishes its traddmin the minds ofconsumers as an
indication of origin from one particular gixe; it is especially persuasive if the
exposure has beemassive” Gimix, 699 F.2d at 907 (quotingS Servs., Inc. v.
Custom Farm Servs., Inc471 F.2d 671, 674 (7th Cir. 1972)) (emphasis added).
“Evidence of advertising andales,” however, is circunasttial, and it “does not
necessarily indicate that camsers associate a mark tlvia particular source,
particularly when the advertisementsdapromotions do not specifically emphasize
the mark.” Platinum 149 F.3d at 729.

LHO claims that it has expended over 4 million dollars in general advertising
and marketing of the River North Hotel. #&te hearing, Deinhart testified that in
2014, LHO spent $1,007,816) 2015, it spent $1,071,85and through the end of
September 2016, it spent $785,248 olesand marketing of the would-be “Hotel
Chicago” mark. These numbers include “total salary and wages, all advertising
promotion, [and] collateral expses.” Further, it hgsaid over 2 million dollars to
Marriott “in connection with te franchise agreement,” which also contributes to
advertising. Finally, the River North Hstis globally marketd with over 4,000
Marriott hotels in over 80 countries and temies. These are sizable contributions

with a widespread reach generaladvertising. However, of the total amount, LHO
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devoted $300,000 specifically to “brand aeness marketing,” or “marketing the
‘Hotel Chicago’ name.”

In their objections, Defendants questioned whether LHO’s advertising
expenditures, and $300,000di=ated to marketing the ‘el Chicago” name, are
sizeable investments. In an attempt to contextualize the $300,000 figure, Defendants
engaged in a rough calculation, which LHi@ not address in its Reply. In sum,
Defendants argue that LHO&xpenditure on “brand awareness marketing” equates
roughly $100,000 annuallyAccording to Defendants, tiiver North Hotel “appears
to be advertised with 333 rooms” availab@efendants multiplied 333 rooms “by the
number of days in the year,” and calculat&®l1,545 night rooms.” They reason that
if each room is booked taan average of $200/night,” the River North Hotel
“generates $24M in revenu@hnually. Thus, Defendant®nclude that $300,000 is
only “a fraction of one percent” of LHO’s anal revenue. They claim that this is a
tiny amount because “experts seem to ssgjghat a 5% marketing budget’ is
acceptable.

LHO asserts that “Defendants’ insinigait that LHO needed to have spent more
than $300,000 in less than three yeardrand awareness marketing . . . is of no
consequence and is contrary to case’latowever, it is relevant to the amouoit
advertising, which is of consequence téedmining secondary meaning, and it is also
in line with case law cited by LHO itselGee Int'l Kennel Clul846 F.2d at 1086—-87.

Indeed, this number starkly contrasts with thatniternational Kennel Clupbwhere
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“[iln its most recent fiscayear, . . . advertising and publrelations expenses . . .
amounted to . . . more than 42 percent ofdn®’s total administrative and operating
expenses,” totaling “more than 25 percefithe club’s total revenues.Id. at 1086;
see AutoZone, Inc. v. Strickb43 F.3d 923, 933 (7th Ci2008) (finding that the
AutoZone mark “has been the subject ohtiteds of millions ofdollars’ worth of
advertising since 1987").

b. TheSalesVolume

Regarding the sales volume, LHO fiergues that it “booked approximately
300,000 room nights at the River Nottotel since February 2014"—nearly a “20
percent increase in bookings compared totdi Sax. Further, LHO’s occupancy has
increased from about 65-66 percent in 2013 to an estimated 87-88 percent in 2016.
These growths, however, do not mirrtiose experienced by the plaintiff &J,
where following an article dcussing his product, plaifitexperienced near “100-fold
times” his prior volume.See A.J.612 F. Supp. 1081, 1084 (N.D. Ill. 1985).

Second, Deinhart testified thahe River North Hotel has 2,043,013
“impressions” on Facebook. Of the greaten 2 million impressins, 2,541 “lik[ed]
what they’re seeing”—#her their “experience at Hotehi¢ago, . . . the product, . . .
the service, . . . location, and others lookaighat saying | like what | just read or
saw.” Finally, “267 of the click[ed] links for” theRiver North Hotel. Dienhart
believed that 2 million impressions is ‘@t and that the amountf “likes” that the

River North Hotel had was “exciting.” THeiver North Hotel also had 1,200 online
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reviews. Deinhart concluded that thisioelchatter means that the River North Hotel
Is “pretty popular and . . . liked and w&hown.” However, the River North Hotel's
popularity on social medigs hardly evidence that masses of people associate the
would-be “Hotel Chicago” mark with LHO.Nor are we convinced that this sales
volume is exceptional. IRlanet Hollywood (Region IV)nc. v. Hollywood Casino
Corporation for example, the Court concludedatidefendants’ sales of over “$195
million in merchandise bearing the Plamllywood marks, which was nearly forty
percent of the annual réict gross revenues from the Planet Hollywood
establishments” in 1997s a “level of sales” that ‘grsuades the Cauboth that the
Planet Hollywood marks . . . have widgculation among theonsuming public, and
that a large number of people have tedi the Planet Hollywood restaurants
throughout the country.” 80 F. Sugid 815, 840 (N.D. Ill. 1999).
C. The Length and Manner of Use

Lastly, and least promising to LHQHO has been using the would-be “Hotel
Chicago” mark for less than 3 yeassjice February 2014. LHO citesltdernational
Kennel Club stating that the Seventh Circuit agd with the District Court “that the
mark International Kennel Club had aogd secondary meaning and thus was a
protectable trademark where the plaintiflh@perated under thaame continuously
for several year§ See846 F.2d at 1086—87 (emphasis added). However, LHO fails
to mention that the International Kennel Club’s “several year” useowes50 years

See id(emphasis added).
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LHO again cites téA.J, arguing that similarly to the plaintiff iA.J, it has
been using the would-be “Hat Chicago” mark for many years, “spent substantial
amounts in advertisg and” promotionand “received nationwide newspaper and
magazine publicity.” See796 F.2d at 907. This case is different frénd. In A.J,
plaintiff “was the only soft drink companysing the label Chocolate Fudge on a
chocolate-flavored soft drink” fat3 years Id. (emphasis omitted and added). This
is more than four times as long as LHG lheen using the would-be “Hotel Chicago”
mark. Additionally, plantiff estimated “that it and iticensees will spend up to $6
million in the nextyear,1985,] in advertising ahpromoting the product.’A.J, 612
F. Supp. at 1084 (emphasis added). Thlasntiff expended up to 6 times the amount
in advertising as LHO during theourse of 1 year. Finallylaintiff's “diet chocolate
fudge soda . . . received nationwide pubjitin an article, “which [wa]s syndicated
in 80 newspapers across the mwy,” and in magazines such ‘&se New York Times
Time andPeople A.J, 796 F.2d at 907. In the fomnonths following the “article,
sales of [plaintiff's] Chocolate Fudge aggregated 50 million caAsT, 612 F. Supp.
at 1084. At the hearing, LHO statedtlsince 2014 the River North Hotel has booked
“approximately 300,0000om nights,” “represent[ing] aearly 20 percent increase in
bookings compared to” Hotel Sax. Howewttis pales compared to near “100-fold
times” plaintiff's prior volume inA.J. There is no such hprecedented success story
here.” See id. Nor is there a particular “uniqueness” similar to plaintiff's “use of

Chocolate Fudge . . . foraarbonated soft drink.1d. In A.J, “[tlhe evidence [wa]s
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sufficient to show that when consumerskhof diet chocolate fudge soda they think
of” plaintiff. A.J, 796 F.2d at 907. That does notchtsue with the would-be “Hotel
Chicago” mark and LHO.

The Case law is not favorable to LHGh Gimix, the Court had doubts about a
five-year time period of us@pting that it “is so brief as to cast serious doubt upon the
very possibility ofhaving established a strong secarydmeaning.” 699 F.2d at 907.
Even inTy, Incorporated where the Court held that although plaintiff used the mark
“Beanie” for only three years, the short@mt of time did “not peclude a finding of
secondary meaning,” plaintiff pointed to surseyhich “indicated that 72.6 percent of
the respondents thought that ‘Beanies’ aneldiie’ either meant or referred to Beanie
Baby/Babies or Ty or referred to a toy manlgout out by Beanie Baby/Babies or Ty.”
Ty, Inc, 98 F. Supp. 2d at 99997. Further, “Beanie®received ‘massive’ publicity
In connection with its toys, ia variety of media including newspapers, magazines,
television and radio.”ld. at 996. The length and mamn& use does not weigh in
favor of LHO.

The instant case is similar ®latinum Seel49 F.3d 722. IrPlatinum
plaintiff asserted common law rights to tiweuld-be “Platinum” mark for mortgage
services.ld. at 725. LHO is alsasserting common law rights to the would-be “Hotel
Chicago” mark for hotel services in Chicagbhe District Court held that “Platinum”

IS merely descriptive, not suggestive, H&n used in connection with” plaintiff's

mortgage services.Ild. at 728. We too hold that “Hotel Chicago” is, at best,
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descriptive. Plaintiff “usedts name for only three yearsid. LHO used the name
“Hotel Chicago” for less than threeams. Neither LHO nor the plaintiff iRlatinum
offered consumer testimony or surveygee id.

The plaintiff in Platinum “was the third largestfferor of government-backed
mortgages in the state of lllinois,” and “[sj@m entering the business” about four years
before the lawsuit, it “closed more th&,900 mortgages tdtag approximately
$700,000.” Id. at 731 (Wood, J., dissenting).Moreover, plaintiff “incurred
approximately $649,000 in promotidnaexpenditures” between 1994 and
approximately 1997, and constructed andintained “a largeanstantly illuminated
billboard on a major highay west of Chicago.'ld. The construction of the billboard
exceeded $150,000, and plaintiff expendear $2,000 monthly to maintain and
operate it.1d. Plaintiff also “advertise[d] througiut the Chicago region, ha[d] a web
site, and appear[edit trade shows.”ld. LHO has booked appxrimately 300,000
room nights at the River NdrtHotel, and its occupancytes continue to increase.
LHO has also globally promoted the Riv&lorth Hotel as part of Marriott's
Autograph Collection, and it claims th&dhe Autograph Collection is the lodging
industry’s fastest growing upsle brand.” The River NditHotel is popular online
and on Facebook, and LHO spends osemillion dollars annually to generally
advertise it.

Finally, in Platinum plaintiff submitted evidencef 25 consumers calling

plaintiff and inquiring about the ratesathwere advertised by defendaritl. at 732,
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Further, defendant admitted to “receivingleast five telephone calls derived from
people seeing” plainti® large billboard.Id. Lastly, professionals “also confused the
two companies, on at leatitree occasions either semgl checks and bills to or
telephoning the wrong firm.”ld. LHO does not contend dh industry experts are
confusing the two hotelsLHO did, however, offer evidence of confusion from at
least 17 consumers, and Defendants admitted that consumers have called the Medical
District Hotel believing that they were s@ay with a representative from the River
North Hotel. Defendants, however, contenalt thith a total numér of 61,596 rooms
booked, LHO only recorded 17 instances arfiftision, yielding 0.02% confusion rate.
They argue that this rates not significant. [D]e minimus evidence of actual
confusion does not necessandgtablish a likehood of consumer confusion.ld. at

729. Further, Jivani, who bavorked in the hotel industfgr 20 years, testified that
based on his personal experiences, caofust hotels is “very common.” He
provided an example of a consumer who arrived at the Medical District Hotel when
the consumer had a reservation in the ity Center on Adams. The Court noted in
Platinumthat plaintiff “did not sibmit any consumer testony or consumer surveys

to support its assertion that it has acedi secondary meaning,” and it held that
plaintiff's “evidence of salesqdvertising, and promotionsyi addition to the fact that

it “used its name for only three years,” iffad] to indicate it could establish that it

has acquired secondary meaningd’ at 729.
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In consideration of all of the facerLHO argues thaits “widespread and
continuous use of the” would-be “Hot€lhicago mark, the amount and extent of
marketing, and the significant number of kimgs demonstrate that hotel guests have
learned to associate the” would-be mark viHO. We disagreeFirst, popularity is
not equivalent to secondaryeaning. Second, the would-fi¢otel Chicago” mark is
weak. “The term ‘strengthas applied to trademarks refeto the distinctiveness of
the mark, or more precisely, its tendencydentify the goods sold under the mark as
emanating from a particular . . . sourceEli Lilly & Co. v. Nat. Answers, Inc233
F.3d 456, 464 (7th €i2000) (quotingSands, Taylor & Wood Co. v. Quaker Oats
Co, 978 F.2d 947, 959 (7th Cir. 99)). “A mark that is strong because of its fame or
its uniqueness, is more likely to be rememdad and more likely to be associated in
the public mind with a greaterdadth of products or services, than is a [weak] mark.”
James Burrough Ltd. v. Sign of Beefeater,,18d0 F.2d 266, 276 (7th Cir. 1976).
LHO’s would-be mark is likely a weak descriptive mark, as acknowledged by
Magistrate Judge Cox. Finally, LHO’s asgartthat “length of tine [of use] by itself
is not a determinative factor” is correcHowever, without evidence of surveys and
testimony, LHO has not demorated that it has a “betténan negligible” chance of
proving secondary meaning. In fact, imernal documents, LHO admitted that a
weakness of the River North Hotel is that it “has yet to establish a real identity in the
market,” while acknowledging that “there ggeat opportunity ahplans in place to

beginthis workin 2015” LHO has failed, at this junigre, to show thait is likely to
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succeed in proving thdhotel guests have learned associate the” would-be “Hotel
Chicago” mark with it.

In its briefs and at the hearing, LHOcused heavily on th&act that it need
only prove that confusion in the marketplacdikely, whereas irthe instant case, it
has evidence of actuaonfusion. Indoing so, however, LHO has placed the cart
before the horse. It is once LHO has esthlgld that it has a protectable mark that it
moves to proving that “likelibod of confusion” exists.See, e.g.Avent Am., Inc. v.
Playtex Prod., In¢.68 F. Supp. 2d 920, 924 (N.D. 11999). In fact, the District
Court in Platinum did not examine plaintiffs “eidence of actual consumer
confusion.” Platinum 149 F.3d at 729. The Sever@ircuit agreed with the Court
below “that consumer confusion does noitsexvithin the scope of an infringement
claim when the mark is not entitled to tealark protection,” and it held that the Court
did not err in its failure to examine itSee id. Nonetheless, it is significant to note
that there are numerous digtilons among the hotels,hich render it unlikely that
consumers would attributeoth hotels to LHO.See Eli Lilly 233 F.3d at 463.

First, while the name “Hotel Chicag® the same for both the River North and
the Medical District hotels, Defendants veaappended the descriptor “lllinois
Medical District” when answering telephone calls and advertising through online
travel agencies. Accordingly, the Medidaistrict Hotel is held out as the “Hotel
Chicago, lllinois Medical District” to consuneer Second, it is true that the parties’

signs outside of the hotdi®th consist of the word “Hatewritten horizontally across
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the top of the sign and the word “Chicagwitten vertically below the word “Hotel.”
This may lead consumers to confuse the “marks;” however, the marks must not
simply be compared by looking at them “siog-side,” but “in light of what happens
in the marketplace.””AutoZone 543 F.3d at 930 (quotingullivan v. CBS Corp385
F.3d 772, 777 (7th Cir. 2004)). In thearketplace, consumers are less likely to
associate the Medical District Hotel with tRéver North Hotel because the latter is
the only Autograph Collection affiliate iHlinois. The River North Hotel proudly
exhibits its affiliation with Marriott’'s Autogaph Collection. & sign displays the
Autograph Collection logo, with the lettet&C” written horizontally above the word
“Hotel.” Thus, the Autograph Collectioaffiliation reduces the likelihood that
consumers would believe that LHO, the gpanted “trademark owner|,] sponsored,
endorsed, or was otherwise affiliatedth” the Medical District Hotel. Sorensen v.
WD-40 Co, 792 F.3d 712, 726-27 (7th Cir. 2015¢eBeefeater540 F.2d at 274.
Likewise, the niceties and amenities tkia¢ two hotels offer are dissimilar.
LHO argues that “[tlhe parties’ serviceme identical: theyboth provide hotel
services,” citing to a First @iuit case. However, the Court need not look to the First
Circuit, as the Seventh Circuit has inforntée lower courts on th matter. At its
most basic, both hotels offer hotel service€imcago. Yet, at a more micro level, the
hotel services are quite differenfThe Seventh Circuit noted Borenserfthat two
restaurants can be so dissimilar abdaessentially different productsld. at 729. To

illustrate, “[a] Michelin-starred Frenchs&urant is wholly different from a Chinese
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take-out restaurant.”ld. While the product inSorensendid not have the same
“ambiance and themes” that restaurants hawldch “are part of its products,” the
River North and Medical District hotels d&ee id. Just as “visiting a restaurant is a
service experience,” 96 visiting a hotel.See id. The services and amenities offered
by the River North and Medical District hégeare so different so as to render them
different products.

Indeed, in its Motion for Preliminarynjunction, LHO states that the River
North Hotel is “an upscale, urban boutiquetel,” which “is known as sophisticated,
stylish and comfortable.” Deinhart ded®&d the River North Hotel as “unique and
individualistic.” The River North Hotel, aording to him, is “aone-of-a-kind hotel,”
where one will not see its “furniture, fixturfgr] finishes” elsewhere. LHO claims
that Marriott selected the River North Hotédr its Autograph Collection precisely
because of thedtel’'s quality andcharacter.” Moreover, thAutograph Collection,
according to Dienhart, exemplifies an “upsgaieduct, great service, [and a] superior
location.” “It is not just thewould-be mark ‘Hotel Chicag that is of value to the
River North Hotel,” instead, “[i]t is the tger picture of the” River North Hotel as
“part of Marriott's Autograph Collection,” [@nhart testified. This includes the
loyalty program that the River North Hoteffers its consumers, which provides
“points for free nights and flights across tjflebe.” These luximus characteristics

and features are quite different from the Madiistrict Hotel, which according to its
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owner, is a “nice” three-stanotel, rebrandedrom the bed bugnfested Rosemoor
Hotel.

Further, the two hotels compete for diverse patrons in distinct areas of Chicago.
Courts consider “whether there is a radathip in use, promatn, distribution or
sales between the goods or services of the partieSdrensen792 F.3d at 730
(quotingCAE, Inc. v. Clean Air Eng’g, Inc267 F.3d 660, 6817th Cir. 2001)). “We
also look to whether the parties use theeahannels of commerce, target the same
general audience, or use diani marketing procedures.’ld.; see alsoMon Aimee
Chocolat, Inc. v. Tushiya LLONo. 15 C 4235, 2015 WL 64758, at *6 (N.D. Ill.

Oct. 22, 2015). LHO contends that thetgs “use the HOTEICHICAGO mark in a
virtually identical area and manner” becaulse Medical District Hotel “is located

only three miles from” the River North HoteM/e agree that thievo hotels use the
same marketing channels. “Popular booksitgs, such a®rbitz, Expedia, and
Priceline, all list both properties in thdiooking listing, andthe Medical District

Hotel appears before the River North Hotel tihe search listing. Also, “guests can

book rooms at” the Medical District Hdtéthrough Portfolio Hotels & Resorts’
website at ‘hotelchicagol1622.com,” a dmm name that is very similar to HEI
Hospitality's domain name of ‘thehotelchicago.com.”

The two hotels are also in direct coripien to the extenthat they are both

hotels in Chicago, lllinois. However, the targeted consumer market is dissimilar.

Jivani testified that, based on his meral knowledge from working in the hotel
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industry, when consumers boakhotel, they pay attentido the location, price, and
loyalty programs. Although thRiver North and Medical District hotels are located
only three miles apart, i€hicago, this places them quite unalike neighborhoods
with different attractions. Indeed, these ao¢ “two neighboring restaurants opening

on the same street with the same name.” The Medical District Hotel targets
consumers with loved ones in the nearby hagpithose who desire to attend sporting
and concert events at The United Center, and foodies who seek to experience the
delicacies on Randolphr8et. The River North Hoteln contrast, targets those who
come to the city to experience the preemineightlife in Chicgo, with the many
four-star and famous clubs, restaurants, and imathat area o€hicago. The two
hotels also lease rooms at different rates] the River North Hotel attracts guests
who seek to “enjoy all of the benefits of Marriott Rewards.”

Lastly, in its Brief in Support of itdotion for Preliminary Injunction, LHO
argues that the Court should simply “infeat Defendants adopted the Hotel Chicago
mark with intent to palm fb their hotel services as dee of LHO.” Since Jivani,
Defendants’ General Manager as of April 2816, is the former Director of Front
Office for the River North Hal, LHO claims that “Defedants cannot reasonably
maintain that they lacked kwledge of Hotel Chicago &HO’s use of the” would-be
“Hotel Chicago” mark. LHO also contendsatiwhen Gulla “reachedut to Perillo on
June 14, 2016, . . . she spoke with Jivamp asked if she was calling in regards to

the ‘similarity’ between the parties’ hdtaames.” However, “Perillo submitted a
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declaration . . . stating that he personallas not aware of” the River North Hotel
“until LHO’s June 15, 2016 cease and desist letter.” Perillo testified to the same at the
hearing. Perillo stated that he waht® call the Medical District Hotel “Hotel
Chicago” because he “wdorn in Chicago,” “raised in licago,” has “ausiness in
Chicago,” “live[s] in Chicago,” and evendi'e-mail address is Chicago guy,” so he
“consider[s] [him]self a true Chicagoan.” fwer, Perillo indicated that after hearing
“the song Hotel California,” he “couldniemember a hotel in Chicago called Hotel
Chicago,” so he asked his attorney whethe can obtain the name “Hotel Chicago.”
Regardless, “[m]ere knowledge of someone’sls®rk is insufficient to show intent

to pass off.” Sorensen792 F.3d at 731.

While Magistrate Judge Cox noted ttithere was “no direct evidence that
Defendants are trying to palm off their hadslbeing managed by LHO,” the evidence
presented at the evidentiary hearing dertratesd that Defendants are not attempting
to do so. Perillo testified, in part, as follows:

[tlhe name of the hotel in itself is important to me . . . . This is an attack

on my name and my reputation. ddeverything corretly in choosing

this name. | had . .. my attorney do a search to see if that was available.

Had | seen the plaintiffaame on that hotel, | wouldn’t dare put my sign

up. But it was available. | did it lelja. . . . | had him file the papers

with the Secretary of State . . . . I'small, they big . . . . I'm a pretty

fair-sized automobile dealer. [I'mne of the biggest . . . privately

own[ed] . ... My ... family name is on all of them, Perillo. If | like the
name of a dealer that just went up and he was small, and | thought

Luxury Motors, maybe I'll put Pdto Luxury Motors, I'm bigger than

he is, I'll just spend a lot of money a@tll take his name, and if he takes

me to court, I'll tell him, ‘I spend nre money than him. And if | could
win, that would be terrible . . . . So, what it means to me, taking a sign
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down, | would rather them come anaytthe sign from me before | put it

up. But now that it's up, if I'm forced to take that sign down, your

Honor, that's attack on me and nmgegrity . . . My parents came to this

country, my grandparents, . . . they came penniless. I'm living their

dream . . . . And for me to have article put in my paper that | did

something wrong . . . and | was fordedake it down is an attack on my

name and my integrity.
Perillo’s testimony revealed that Defentisl actions are riall-intentioned. See Eli
Lilly, 233 F.3d at 465.
[I.  No Adequate Remedy at Law and Irreparable Harm

Once Magistrate Judge Cox concludeatthHO has a “better than negligible
chance” of succeeding on the merits, shentfound that LHO: Jidoes not have an
adequate remedy at law, and (ii) will suffereparable harm sluld the injunction be
denied. These two requirements are fically presumed: (i) “[b]Jecause of the
difficulty in assessing théoss of goodwill associated with trademark infringement,
courts regularly hold that theis no adequate remedyiatv for a victim of trademark
infringement,” seePromatek Indus., Ltdv. Equitrac Corp. 300 F.3d 808, 813 (7th
Cir. 2002), and (ii) “it isgenerally understood that trademark infringement . . . will
cause irreparable injury.’See id. Processed Plastic Co. Warner Commc’ns, Ing.
675 F.2d 852, 858 (7tlir. 1982). Thus, she found that LHO proved “irreparable
harm for which no adequate remedy at lavavailable.” Because we do not believe
that LHO has a protectable mark, we do fiod that it lacks an adequate remedy at

law nor do we believe that it will sufferreparable harm awaiting a full trial on the

merits.
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lll. Balancing of Hardships

The balance of hardships does not favor LHO. The Court balances “the
irreparable harm that [Defendants] will suffé preliminary relief is granted . . .
against the irreparable harm [LHO] will suffer if relief is deniedy, Inc, 237 F.3d
at 895. Using a “sliding scale” approattie more likely [LHO] will succeed on the
merits, the less the balance of irreparablensaneed favor” its poson, and “the less
likely [LHO] is to win, the morat must weigh in” its favor.ld.; Turnell v. CentiMark
Corp, 796 F.3d 656, 662 (7th Ci2015). In balancing thaterests of the parties,
Magistrate Judge Cox operated under desumption “that LHO has a very strong
likelihood of succeding on the merits,” and thatH# only close call is whether . . .
LHO can show that its mark has gained secondary meaning.” Establishing secondary
meaning is key for LHO, and based on thalerce of record, it is unlikely to prove
this on the merits. This chargeur “sliding scale” analysis.

In its Brief in Support of its Motiorior Preliminary Injunction, LHO argues
that its “several examples of actual confusi@sulting in distraught and disappointed
guests and prospective guestllustrates the losof goodwill resulting from
Defendants’ infringement of the HOTECHICAGO mark.” While goodwill is
illusive, LHO is not suffering tangible harm: its grossfjis totaled $6.5 million in
2014; $9.1 million in 205; and $10.8 million in 2016Thus, its profits continue to
increase, irrespective of the existence of Medical District Hotel. It is true “that

‘the owner of a mark is damaged by a faise of a similar nmr& which place[s] the
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owner’s reputation b@nd its control,though no loss in business is shgivrnt!l
Kennel Club 846 F.2d at 1091 (quotirBeefeater540 F.2d at 276), but LHO’s own
acknowledgment that the River North Hatethe one and only #tograph Collection
hotel in Illinois cuts against its arguntethat its reputation W be harmed by the
Medical District Hotel. LHO alleges that Defendants’ harm is not irreparable,
claiming that they “maystill own and operate a hotel in downtown Chicago.”
However, if the Court grants the Motidor Preliminary Injunction, Defendants will
have to rebrand the Medical District Hotdf. Defendants win at trial, they will have
to rebrand again, which ot inconsequential.
V. The Public Interest

Neither does the public interest mitigatdamor of granting the instant Motion.
“A court when weighing the interests of tipeivate parties and the public interest
should try to ‘minimize the costs of being mistaken.Ty, Inc, 237 F.3d at 902
(citation omitted). “[T]he protection afforded to a trademark attempts to prevent
consumer deception and casion,” but “trademark prettion should not interfere
with the traditional policies of a compet# market, and courts have generally
recognized that the publisubstantially benefits from competition.Platinum 149
F.3d at 726seeChampion Roofing, Inc. v. Charopi Window Mfg. & Supply Co.,
LLC, No. 13 C 5478, 2013 WL 6669476, at *6.IN lll. Dec. 16, 2013). Magistrate
Judge Cox concluded that, because Lb{O’s “anecdotes of actual customer

confusion,” “a preliminary ijunction ‘will preven, rather than cause, harm to the
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general public through the eliminat of potential confusion.””SeeTy, Inc, 237 F.3d
at 895;Meridian, 128 F.3d at 1121.

However, in their objections, Defermda argue that “mismderstandings
between the multitude of hotels in Chicago are commonplace in the industry.” They
offer Stanley Wozniak’s, an individual whasited several hotels in the Streeterville
and Gold Coast areas of Chicago t@®ap with the employees at the front desk,
declaration in support of this contentiod/ozniak “spoke with hotel employees who
informed him that misunderstandings amohgtel customers” occur regularly.
Defendants provide proof that another Chadgtel unrelated to this matter “has at
least one customer per week” arrive libeing that he or shas actually booked a
room at” the River North Hotel. Defendants conclude that LHO'’s “evidence of actual
confusion is hardly evidence that a prehary injunction” woutl serve the public
interest. We are not convinced that the mblinterest in remaining confusion-free
will be served should the injunction igsu Consumers appear to be confused
regardless of whether there are two “Hdiblicagos,” given mass appendages of the
terms “Chicago” and “Hotelby other hotels throughoutehcity to their own hotel
names. Moreover, LHO’s instances aintusion have decreased in recent months,
which may be due to the Medical Districotél’s addition of the descriptor “lllinois
Medical District” to its name when adveitig through online travel agencies and in

introducing itself to ptential consumers.
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We also consider “the consumer'sterest in not being deceived about the
products they purchased.Platinum 149 F.3d at 734 (Wood,, dissenting) (quoting
Int'l Kennel Club, 846 F.2d at 1092 n.8)). Becaauof the Rive North Hotel's
attractive affiliation with Marriott’s Autogaph Collection—the only one in the entire
state—targeted consumers, those who seefk Banefits, are unlikely to be deceived.
We do not find that that the public interesivdd be served should the Court grant the
injunction, nor will it be disserved by odenial. Thus, at this time, we deny LHO’s
Motion for Preliminary Injunction.

“It may be that after a full trial . . . ¢hrecord will support [LHO’s] claim; the
current record does not.See id.at 730. At the evidentia hearing, Perillo stated,
“[a]ll 'm asking the Court is if | could lave that sign up until a jury tells me | did
something wrong.” In spite of some DBlefendant’s rather puzzling arguments in
Response, LHO simply has not provided @aurt with sufficient facts to establish
that it is likely to succeedn the merits in demonstragy that the would-be “Hotel
Chicago” mark has acquired secondargamng. At this time, the Court will not
prevent Defendants from calling the Medi€astrict Hotel “Hotel Chicago” or from
using the would-be “HoteChicago” mark in connection with hotel services.

CONCLUSION

For the aforementioned reasons, we deny LHO’s Motion for Preliminary

Injunction. Defendants are not precludeanirusing the would-be “Hotel Chicago”
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mark in connection with hotel services pemglia full trial on the merits. It is so

ordered.

Dated: 2/3/2017 Charles P. Kocoras
UnitedState<District Judge
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