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UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION
REDBOX AUTOMATED RETAIL, LLC,
Plaintiff/Counterbefendant 17 C 5596
VS. Judge Gary Feinerman

XPRESS RETAIL LLG

N N N N N N N N N

DefendaniCounterPlaintiff.

M EMORANDUM OPINION AND ORDER

Redbox Automated Retail, LLC broughiis suitagainst Xpress Retail LLC
(“DVDXpress”), alleging trademark infringement and false advertisingolation of the
Lanham Act 15 U.S.C. § 105&t seq. andlllinois law. Doc. 1. DVDXpressanswered, asserted
nine affirmative defenseand brought two counterclaims, including ameler Illinois lawfor
tortious interference withontract. Doc. 29. Redbox movés dismiss thatounterclaimunder
FederaRule of Civil Procedur&2(b)(6)andto strike five of the affirmative defensaader Rule
12(f). Doc. 39. The motion to dismiss is denied, and the motion to strike is granted in part and
denied in part.

Background

In considering Redbox’s Rule 12(b)@)d12(f) motiors, the court assumes the truth of
the counterclaim’s and affirmative defenses’ factual atiegs, though not thelegal
conclusions, and draws all reasonable inferences in DVDXpress’s fageEmoke Shop, LLC
v. United States/61 F.3d 779, 785 (7th Cir. 2014)nited States v. 416.81 Acres of Labdl4
F.2d 627, 631 (7th Cir. 1975) (Clark, J.). The court must also consider “documents attached to

the [counterclainand affirmative defenses], documents that are critical to the [counte ahal
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affirmative defenses] and referred to in [thear}d information that is subject to proper judicial
notice,” along with additioridacts set forth in DVDXpress'srief opposing dismissal, so long
as those facts “are consistent with the pleadinghillips v. Prudential Ins. Co. of Apniz14

F.3d 1017, 1020 (7th Cir. 201@nternal quotation marks omittedps required orRule

12(b)(6) and 12(f) motionghe facts are set forth as favorabl\pidDXpressas those materials
allow. SeeMeade v. Moraia Valley Cmty. Coll.770 F.3d 680, 682 (7th Cir. 2014} setting
forth those facts, the court does not vouch forr thecuracy.SeeJay E. Hayden Found. v. First
Neighbor Bank, N.A610 F.3d 382, 384 (7th Cir. 2010).

Redbox and DVDXpress both operate DVD rental services through automated vending
machinegalledkiosks. Doc. 29 at pp. 1-2, { 1. According to Redboxvast majority of its
kiosks feature the word mark REDBOX and are branded with distinctive red gotariheir
face and sidesDoc. 1 at 18. Redbox hasgistered trademaskor its word mark and for the
kiosks’ color scheme Docs. 1-1, 1-2, 1-3, 1-4, 1-5.

Redbox filed this suit on July 31, 2017. Doc. 1. The compddieges thaDVD Xpress
recently began using kiosks that are entirely red in color, making them conyusimitr to
Redboxs kiosks and infringingts registered trademaskand common law trade dress rights, in
violation of 15 U.S.C. 88 1114(1) and 1125(@&spectively Id. at 1134-35, 72-98. Redbox
further allegs that DVDXpress'’s use of red kiosks violates the lllinois Uniform Deeeptiade
Practices Act (“UDTPA”), 815 ILCS 510/2oc. 1at{ 126-138.Redbox also alleges that
DVDXpress infringedts word mark in violation of 15 U.S.C. § 1114(1)y including the term
“redbox” in the metadata for its website, in an attempt to capture search rexjiRstdbox’s
expense.ld. at 1169-70, 105. Finally, Redbox alleges tbAtDXpressfalsely advertisethat

customers carent movies through DVDXpregwentyeight days before the same movies



become available through Redbox, in violation of the Lanham Act, 15 U.S.C. § 1125(a), the
UDTPA, and the lllinois Consumer Fraud and Deceptive Business Practices Act, 815 ILCS
505/1et seq Doc. 1latf142-63, 114-144.

DVDXpresss counterclaim alleges that Redbimxtioudy interferedwith DVDXpress’s
contractual relationship with Weis Markets, Ineretail grocery chainDoc. 2%at pp. 57-
60, 7126-61. According to DVDXpress, Weis signed a DVD Rental KiogkeAment with
DVDXpress in July 2017 and accordingly asked Redbox to remove its kiogk$\feas’s
stores Id. atpp. 58-591141, 45. The agreememrovided that DVDXpress would be Weis'’s
“exclusive provider of DVD rental kiosks” and woudidstall its kiosks in stores currently
containing Redbox kiosks, or other active movie kiosks by September 25.” Doc. 4@t 8.
August 4, 2017four days after Redbox filed this suRgedbox’s general counsel, Frederick
Stein, sent a letter to Weis statithgit Redbox would not remove its kiosk® Weis’s requested
schedule.” Doc. 2atp. 59,1149-50. The letter also stated that Redwas seeking an
injunction against DVDXpress and that Redbox “would be concerned if more red DV&Xpre
kiosks began to appear in the marketpladd.”atp. 59,7151-53. Redbox ultimately removed
the last of its kiosks from Weis’s stores in late October 2aftér DVDXpress filed its
counterclaim Doc. 47 at 8 n.12; Doc. 48 at 3-4.

Discussion

Motion to Dismissthe Tortious I nterference Counterclaim

“To state a claim under lllinois law for tortious interference with corfiraatplaintiff
must demonstrate: (1) the existence of a valid and enforceable contract betyalemtif and
anotherj2) the defendant’s awareness of this conti@atelation; (3) the defendaatintentional

and unjustified inducement of a breach of the contract; (4) a subsequent breach by the other



caused by the defendasmtivrongful conduct; and (5) damagesiéalyv. Meto. Pier &
Exposition Auth.804 F.3d 836, 842 (7th Cir. 2018)Vhile “a subsequent breach by the other”
would appeato requirean allegation that the tortious interference plaintiff's contractual
counterparty breached the contrdice breach element alsencompasses the situation in which
the defendant prevents the plaintiff from performing the contract” by makifgrmance
impossible.Havoco of Am., Ltd. v. Sumitomo Corp. of A71 F.2d 1332, 1344 (7th Cir. 1992)
(quotingScholwin v. Johnse@98 N.E.2d 249, 255 (lll. App. 1986)).

Redbox contendhatthe counterclaim should be dismisdeelcausét fails to allege that
Weis breached its contract with DVDXpress or that Redbox made DVDXpresg&smpance
impossible Doc. 41 at 3-5; Doc. 4& 26. Redbox’s contention fails to persuade. True, the
counerclaim does nagxplicitly allegethat Redbox’s delay in removing its kiosks from Weis’s
storescaused Weis to breach the contract or made it impossible for DVDXpress tampeBat
such arexplicit allegation is unnecessar{[.T]he Federal Rules of Civil Procedure ... require[]
plaintiffs to pleacclaimsrather than facts corresponding to the elements of a legal theory.”
Chapman v. Yellow Cab Coo75 F.3d 846, 848 (7th Cir. 2017). “It is enough to plead a
plausible claim, after which ‘a plaintiff receives the benefit of imaginatiofgrepas the
hypotheses are consistent with the complainbid. (quotingBell Atlantic Corp. v. Twombly
550 U.S. 544, 563 (2007)YBecause complaints need not identify the applicable law, it is
manifestly inappropriate for a district court to demand that complaints cotiteigad elements
(or factors) plus facts corresponding to eadtid. (citations omitted).

It is, at the very leasplausible that theontinuedporesence oRedboxs kiosksatWeis’s
storesthrough late October caused Weis to breach the cowtrachde it impossible for

DVDXpressto perform DVDXpress identifies two provisions of teentract that allegedly



werebreached.First, by leaving its kiosks in place, Redbox may have caused Weis to breach the
contract’s provision that DVDXpress would be Weis’s “exclusive provider of Défidat

kiosks.” Doc. 47 at 8. And, second, Redbox may have made it impossible for DVDXpress
install its kiosks in stores currently containing Redbox kiosks, or other active kiosks by
September 25.'bid.

Of course, as Redbox points oitiis theoretically possible th&tosks from different
vendas can coexist in the same store. Doc. 48 ddfawing all inferences in DVDXpress's
favor, however, it would appear that Weis was transitioning from one “exclusive pfaside
DVD-rental kiosks to another. Doc. 29 at p. 59, § 47; Doc. 47 at 8. iThauplausible that the
Redbox machines already occupador most)available positions for DVD-rental kiosks in
Weis's stores. If there wamwhere for DVDXpress to put itlsachinesther than the locations
occupied by Redbox’s kiosks, then the continued presence of Rediomsks after September
25 made it impossible for DVDXpress to install its kiosks as the contract requinesiwduld
be true impossibility-there was simply nowhere for DVDXpress to install its kiesket mere
“impossibility of performance as intended?ECO Pallet, Inc. v. Nw. Pallet Supply C2016
WL 5405107, at *13N.D. Ill. Sept. 28, 2016)internal quotation marks omitted)

Redbox also suggedtsatit cannot plausibly be inferred from theunterclains
allegations that Redbox’s conduct was wrongfuliojustified Doc. 48 at 5. In support, Redbox
emphasizes th@VDXpress alleges that Stein informed Weis that Redbox “would not remove
[its] DVD rental kiosks on Weis’s requested schedule,” not that Redbox refuseertemove
its kiosks. Doc. 2@tp. 59, 1 50. But thiact that Steirpromised delay rather thaotal
noncompliance does not make it implausible that Redbox’s action was motivated by &odes

harm DVDXpress Intentional @&laycanbe just as malicious asitright refusal. And in any



event thecounterclaimalleges facts-specifically, that Stein informed Weis that Redbox was
seeking an injunction against DVDXpress and “would be concerned if more red DVBXpres
kiosks began to appear in therketplace,”id. at p. 59, 1 53+ndicatingthat Redbox’sailure to
comply with Weis’s requested schedule stemmed not from some independdidabgis
difficulty, butratherfrom Redbox’s desire tstop(or at least slowjhe expansion of
DVDXpress’sbusiness.

For these reasons, the tortiounfgrence counterclaim survives dismissal
. Affirmative Defenses

Under Rule 12(f acourt may “strike from a pleading an insufficient defense or any
redundant, immaterial, impertinent, or scandalous matteed. R. Civ. P. 12(f)*Affirmative
defenses will be stricken only when they are insufficient on the face of tdinms.” Heller
Fin., Inc. v. Midwhey Powder Co., In@83 F.2d 1286, 1294 (7th Cir. 1989).

A. Acquiescence

Thesecond affirmativelefense alleges that Redbox’s trademark claims are barred by the
acquiescencdoctrine. Doc. 29 at p. 48, 1 4A]cquiescence is an equitable doctrine that
permits the court to deny relief in an action for trademark infringement évidence shows
that the owner of the mark has, through its words or conduct, conveyed his consent to the
defendant’s use of the markHyson USA, Inc. v. Hyson 2U, Lt821 F.3d 935, 940 (7th Cir.
2016). Redbox argues that DVDXpresatgjuiescence affirmative defense is deficient because
it fails “to plead ative consent.” Doc. 41 at 5.

Again, parties need not “plead facts coresponding tohte elements of a legal thedry
Chapman875 F.3d at 848. And according to DVDXpress, Redbox has been aware since 2002

of DVDXpress'’s use of the color red on its kiosks. Doc. 29 at pp. 4647Af the latest,



DVDXpress alleges, Redbmhould have known of DVDXpress'’s use of red kiosks by 2007,
when DVDXpress and Redbox were temporarily merged under then-parent compangrCoinst
Inc. Ibid. One can reasonably infdrat, whie the two companies were mery Redbox
affirmatively approvedVDXpress'’s use of the red color scheme on its kiosks. That plausible
scenario is sufficient for the acquiescedeéense tsurvive at the pleading stage.

B. Secondary Meaning

The fourth affirmative defense, directed at Redbox’s claim that DVDXgress kiosks
infringe Redbox’s trademark and trade dress rights, alleges that Redb®wfthe color red
lacks secondary meaning. Doc. 29 at p. 49, 1 7. Redbox argusgdatense simply disputes
the meritsof Redbox’s infringement claim and should therefore be stricken as reduibaamt.

41 at 6.

The ourt has “considerable discretion” when ruling on a motion to stnikieer as
redundantimmaterial, impertinent, or scandalouSee PIC v. Giannoulias918 F. Supp. 2d
768, 771 (N.D. lll. 2013) (quoting 5C Charles A. Wright & Arthur R. Milleederal Practice &
ProcedureS§ 1382 (3d ed. 2005 As a general rule, such motions should be dehirlkss the
challenged allegations ... may cause some form of significanidicejto one or more of the
parties.” Ibid. (quoting Wright & Miller,suprg 8§ 1382). Redbox identifies no prejudice caused
by the allegedly redundant secondary meaning defense. To the cadrBXyDXpress points
out, the defense puts Redbox “on notice” of DVDXpress'’s argument. Doc. 47 at 11.
Accordingly, Redbox’s motion to strikine secondary meaning defense is denied.

C. Fair Use

The sixth affirmative defense alleges that, to the extent DVDXpress useala@hy

trademark owned by RedbdVDXpressis protectedrom liability by the fair useloctrine.



Doc. 29 at p. 50, 9. In a trademark suit,fdneusedefense is available to a defendatiose
“use of the name, term, or device charged to be an infringement is a use, othemee dh
mark ... of a term or device which is descriptive of and used fairly and in good faith only to
describe the goods or services of such party.” 15 U.S.C. § 111588¢4KP Permanent Make
Up, Inc. v. Lasting Impression I, In&43 U.S. 111, 118 (2004).

Redboxargues thatDVDXpress's fair usalefense should be strickaa insufficient In
so arguing, Redbox does rsatbmit hat the fair use defenseimcompatiblewith thepleaded
facts just that itis “unsupportedy facts.” Doc. 41 at §emphasis added)But, for a third time,
parties need not “plead. facts corresponding to the elements of a legal thed@pdpman 875
F.3d at 848. It is plausible that, when DVDXpress included the term “redbox” in the taetada
for its websiteDoc. 1 at 1 69-7® did so “fairly and in good faith ... to describe” its own
kiosks, 15 U.S.C. § 1115(b)(4). Redbox’s motion to strikdaimaise defense is therefore
denied.

D. Unclean Hands

The seventh affirmative defense alleges that Redbox’s claims are barred)enowim
part, by the unclean hands doctrivecause Redbadiself has engaged in deceptive advertising
by falsely promising “no late feesindBlu-Ray quality discs, aniy falsely assertinghat
certain DVDs would be available at Redbox kiosks on their release dates. Rop.20, § 10.
Redboxargues that this defense should be stricken because the condatlioDVDXpress
complains is not sufficientlgelated to thesubject matter of this lawsuiDoc. 41at 7-10.

“The doctrhe of ‘unclean hands’ .means that equitable relief will be refused if it would
give the plaintiff a wrongful gain.’Scheiber v. Dolby Labs., In@Q93 F.3d 1014, 1021 (7th Cir.

2002). The equivalent defense for an action at law igari delicta SeeSchlueter v. Latel683



F.3d 350, 355 (7th Cir. 2012) (“When the plaintiff is asking for equitable relief, tirepari
delictodefense is referred to as the unckeéands defense. But the &lmloesn’t matter and the
doctrines were equated McKennon v. Nashville Banner Publishing Cail3 U.S. 352, 360-61
(1995) ...."). “Properly applied, thenaximis to prevent ‘a wrongdoer from enjoying the fruits
of his transgressiori.’ Packers Trading Co. CFTC, 972 F.2d 144, 149 (7th Cir. 1992)
(quotingPrecision Instrument Mfg. Co. v. Auto. Maint. Mach.,3@4 U.S. 806, 815 (1945));
see alsdVilliams Elec. Games, Inc. v. Garrity66 F.3d 569, 574 (7th Cir. 2004) (“The defense
of in pari delictois intended for situations in which the victim is a participant in the misconduct
giving rise to his claim.”)Jackson v. Bd. of Election Comm’8¥5 N.E.2d 583, 590 (lll. 2012)
(“[The doctrine] is based on the principle that litigants should not be permitted totlealesd of
a court of equity to further their fraudulent or unlawful purposes or take advantdge avin
wrongdoing.”).

Significantlyfor present purposesigunclean hands atrine applieonly “to one tainted
with inequitableness or bddith relative to the matter in which he seeks relid?ackers
Trading Co, 972 F.2d at 148 (quotirgrecision Instrument Mfg324 U.S. at 814)emphasis
added) see alsdNolfram P’ship, Ltd. v. LaSalle Nat'l Bank65 N.E.2d 1012, 1024ll( App.
2001) (noting that the doctrine applies to “a party who has been guilty of misconduct agounti
to fraud or bad faith connected to the subject matter of the litigation”). For the migi@se
unclean hands defenseplaintiff's misdeeds considered urelated to the litigatios subject
matter“when the right for which the plaintiff seeks protection in the injunction suit did not
accrue to him because of the misdeed€éstatement (Second) of Tdt940, cmt. ¢ (1979kee
also Republic Molding Corp. v.\®. Photo Utils.319 F.2d 347, 350 (9th Cir. 1963) (“Unless

the secondary meaning was acquired by virtue of Republic’'s misrepresentagdired no



significant connection between that misrepresentation and Republic’s dsggrteo be free
from urfair competition.”).

It also bears mention thdta unclean hands defense is disfavavbdrea plaintiff seels
to enforcdaws, such aafalse advertisingrohibition, that protect the publiSeeMcKennon
513 U.S. at 360 (noting that “[w]e have rejected the unclean hands defense where ayirivate s
serves important public purposes,” as in antitrusss(@iternal quotation marks omitted);
Republic Molding319 F.2d at 350 (“In the interests of right and justice the court should not
automatically condone the defendant’s infractions because the plaintgbiblameworthy,
thereby leaving two wrongs unremedied and increasing the injury to the pyblid@dhomas
McCarthy, 6McCarthy on Trademarks & Unfair Competiti@i31:53 (5th ed.[‘'[W]here the
law invoked by plaintiff is really for the protection of the public, unclean hands isdefease.
That is, if the evidence shows that plaintiff is engaging in inequitable pradbigcedefendant is
also guilty of theunfair competition charged, an injunction should be grantet)..And the
defensas particularly disfavored where the defendant could challenge the plaicoifiduct
through a counterclaim @eparatsuit. See Rstatement (Third) of Unfair Compétit § 32
(1995) (‘1f a failure to enjoin the defendant’s infringement would subject the public to a
significant risk of harm, even substantial misconduct by the plaintiff will rextlpde an
injunction, particularly when the plaintif’'misconduct can be challenged directly through a
counterclaim or an independent actipn.

As noted DVDXpress identifies three mileeds by Redbox as groundsifeunclean
hands defense: (1) falselygmnising not to charge late fe4g) falsely promising tgrovide
“Blu-Ray quality disc§ and (3) falsely assamng that certain DVDs would be available in

Redbox kiosks on their release dates. Doc. 29 at p. 50, Thedfirst two clearly have nothing

10



to do with the allegedly false adwsing at issue in this casBVDXpress'’s assertiathat its
kiosks had certain films available twergight days before Redbox.

The third—Redbox’s allegedly false assertsthat its kiosks had certain DVDs available
on their release datesds closer to the mark, but still miss@hosefalse assertions are not
sufficiently related to the subject matter of this litigation because they did ndRadhpx
acquirethe right(to enjoin DVDXpress’s assertions that its kiosks have certain movezgy-
eight daysdefore Redboxthatit seeks to enforce her&ee Republic Moldin@19 F.2d at 350
(rejecting an unclean hands defense because the plaintiff's claim was not “abguirdgde of
[its] misrepresentatiorisleaving “no significant connection between that misrepresentation and
[the daintiff's] asserted righ)! DVDXpress'’s allegedly false advertising was completely
independent of Redbox’s. Redbox’s alleged misrepresentations about thibalaietain
DVDs became available at its kiosks did not force DVDXpress to respofadlénedly)falsely
adwertising that its own kiosks haweany DVDs twentyeight days before Redbox’s kiosks do.

If DVDXpress felt the need to respond to Redbox’s misrepresentations, it should haegedorr
Redbox’s claimshrough truthful advertisingral a Lanham Act suibr counterclaimnot by
engaging in its owallegedlyretaliatory false advertisingSee Campagnolo S.R.L. v. Full Speed
Ahead, Inc.258 F.R.D. 663, 666-67 (W.D. Wash. 2009) (striking an unclean hands defense
based on the plaintiff's pastisnepresentations about “the weight of its own crankset,” where the
plaintiff accused the defendant of misrepresenting “the stiffttegasight ratio of [plaintiff's]
crankset”).

DVDXpressincorrectly argues th&ackers Trading Ccestablishes that thendlean
hands defense “is not restricted to conduct that occurred in connection with the vestivans

being considered in this instance.” Doc. 47 at 15 (internal quotation marks omitted). In

11



addressing the Supreme Court’s decisioRnecision Instrument Manufacturinthe Seventh
Circuit in Packers Tradingioted that, “[p]roperly applied, the maxim is to prevent ‘a wrongdoer
from enjoying the fruits of his transgression,” and[®apreme] Court adds in some cask®
to avert injury to the publi¢ 972 F.2d at 149 (quotingrecision Instrument Mfg324 U.S. at
815) (emphasis addedDVDXpress reads the italicized phrase as creating an additional,
independent basis for the unclean harefermse. But this reading inconsistent withPrecision
Instrument Manufacturingvhich observed that “if an equity court properly uses the maxim to
withhold its assistance ... ot onlyprevents a wrongdoer from enjoying the fruits of his
transgression but averts an injury to the public.” 324 U.S. a(88hplasis added)Thus, tre
Supreme Court iRPrecision Instrument Manufacturirend Seventh Circuit iRackers Trading
merely hetl that,if a court properly upholds an unclean hands defense because the plaintiff
acquired the right it asserts through misconduct, the calgtision willalso have the benefit of
averting an injury to the public. In so holding, the courts dicsagtthatreefloating equitable
considerations about the public interest and the need to punish past misconduc cae to
an unclearmands defense. In fact, the Supreme Csaidthe opposite: “[E]quity does not
demand that its suitors shall have led blameless lives” only that “theyhakallcted fairly and
without fraud or deceit as to the controversy in issi&&cision Instrument Mfg324 U.S. at
814-15 (citations and internal quotation marks omitted).

DVDXpress does cite two district court opinionStekelyvVan Camp Inc. v. Coca-Cola
Co, 646 F. Supp. 2d 510 (S.D.N.Y. 2009), &rdcter & Gamble Co. v. Ultreo, Inc574 F.
Supp. 2d 339 (S.D.N.Y. 2008)that recognize annclean hands defense wathe plaintiff did
not acquire the rights asserted by virtug®élleged misconduct. In both cases, the plaintiff

companies had made claims in advertising that wereually identical” to claims later made by

12



their competitors, which the plaintifteenalleged to constitute false advertising under the
Lanham Act. See Stokelwan Camp646 F. Supp. 2d at 53Brocter & Gamble574 F. Supp.
2d at 355. In both decisions, the courts denied preliminary injunctions in partttiee to
plaintiffs’ unclean handsSee Stokelyan Camp646 F. Supp.2d at 532-3Rrocter & Gamble
574 F. Supp. 2d at 353-56.

This court respectfully disagrees with that aspect of those decisions. No dobis the
obvious hypocrisy in one company suing a competitor for doing the very same thing it did in the
past (and got away with). But as objectionable as such opportomgmbe it does not
warrant denying an otherwise merited injunctowther relief especially when theelief would
end a deceptive practice that is harmful to the public. The unclean hands doctrine prevents
plaintiffs from profiting from their own misconduct; it does not prevent them fromibgng
claims against other pgags who have independently engaged in similar misconduct. Because
Redbox’salleged misconductike the alleged misconduct of tp&intiffs in StokelyVan Camp
andProcter & Gamblewas independent of and in no way caud® Xpresss alleged
misconduct, the unclean hands doctrine should not be aactebss relief

Even ifRedbox’s alleged false advertising factored into the court’'s ana)gidXpress
does not explain whgquitywould favor an unclean hands defense inpligicular case. If
anything, assuming that Redbox’s claims have merit, upholding the defense would “leav[e] tw
wrongs unremedied and increase[e] the injury to the pubRepublic Molding319 F.2d at
350. That outcome woulae especially perverse when Redboxtengs could potentially be
remedied if DVDXpress simply brougits own false advertising claiagainst Redbox.

In sum, none of the alleged Redbox miscondientified byDVDXpressis sufficiently

related to the subject matter of this litigation aipgort an unclean hands defense. Redbox’s

13



motion to strike the unclean hands defense is therefore granted. This dispositionitrenders
unnecessary to address Redbox’s other arguments for striking the defense.

E. Abandonment

The ninth affirmative defense alleges that Redbox’s trademark claims are batihed b
abandonment doctrine. Doc. 29 at p. 51,  12. “[U]nder 15 U.S.C. § 1127, abandonment of a
mark is an affirmative defense to a trademark infringement actRast Env’t & Infrastructure,
Inc. v.Teunissenl31 F.3d 1210, 1214 (7th Cir. 1997). A mark is deemed abandoned “[w]hen
its use has been discontinued with intent not to resume such use.” 15 U.S.C. § 1127.

To ground its abandonment deferiB¥DXpress alleges only that “Redbox has
discontinued its use of the color red on its kiosks in the ordinary course of business, &itleas
regard to certain locations, namely at Walmart retail stoaesl that “Redbox has allowed a
number of their kiosks to fade to a color that could better be described as pink.” Doc. 29 at
p. 51, § 12. The fact that Redbox may have some blue and pink kiosks dimeanyotvay
suggest that it has discontinued use of the red kiosks covered by its trademark.ifrtac
same picture that DVDXpress uses to demonstrate that some of Redbox’s kioskslédve fa
pink, a red kiosk sits right alongside the “pink” orlbid. Redbox’s motion tatrike the
abandonmendefense is granted.

Conclusion

Redbox’s motion to dismiss the tortious interfere counterclains denied. Redbox’s
motion to strike is granted only as to DVDXpress'’s seventh (unclean hands) and ninth
(abandonmentaffirmative defenses, which are strickeBy agreement, Doc. 47 at 3 n.2,
DVDXpress's reservation of defenses, Doc. 29 at p. 52, is also stribRébXpress has until

March 13 2018 to replead its stricken affirmative defenggg.Runnion ex rel. Runnion v. Girl

14



Scouts ofreaterChi. & Nw. Ind, 786 F.3d 510, 519 (7th Cir. 2015) (“Ordinarily, ... a plaintiff
whose original complaint hdmeendismissedunder Rule 12(b)(6) should be given at least one

opportunity to try to amend her complaint before the entire action is dismissed.”).

United States District Judge

February 202018
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