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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF INDIANA
FORT WAYNE DIVISION

DARRYL D. AGLER,
Plaintiff,
V. Case No. 1:14-CV-099 JD

WESTHEIMER CORPORATION,

Defendant.

N N N N N N N N N

OPINION AND ORDER

This is a trademark infringement action o#&o marks associatewiith Stratotone
guitars, which were originally sold by tik&rmony Guitar Company beginning in 1953. That
company ceased its sale of those guitars and@of the marks in the 1960s, and neither of the
parties in this case attempt to trace their claiméanlarks back to that original use. Rather, they
each claim that they appropridtthe marks for themselves through their own more recent sales
of Stratotone guitars that they producedtheir own—Westheimer Corporation, through a
predecessor’s short-lived sal#sthe guitars around 2001, abarryl Agler, through his own
sales beginning around 2008. Currently, both pagie selling Stratotorgitars bearing the
marks in question. Because the marks and the pt®daovhich they are ed are identical, or
nearly so, there is no dispute tlogie party is infringing on the othg rights; the sole question is
which. Mr. Agler moved for summary judgmenthis favor, contending that Westheimer’'s
predecessor either neverdhaghts in the marks or thatabandoned them, such that the marks
were back in the public domain by the time. Mgler began using them. Westheimer argues
that genuine factual disputes preclude sumymatgment on those questions. For the following

reasons, the Court graritee motion in part and denies it in part.
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I. FACTUAL BACKGROUND

In 1953, the Harmony Guitar Company, onghaf country’s major producers of guitars,
began selling a line of guitakmown as Stratotones. That naapmpeared on the head of the
guitars, and below that appeametbgo resembling an atom with a music note in the middle (the
Atom mark). Those two marks, as they apmeaMr. Agler’s recreations of the guitars, are

shown in this picture:
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The Harmony Guitar Company ceased its salbage guitars in the mid-1960s, and it went out
of business in the mid-1970s.

In 2000 or 2001, a company named M.B.Tietnational acquiredle&cense to market
reissues of instruments oinglly sold by the Harmony Giar Company, including the
Stratotone. Thomas Malm wtse Vice-President and Genekénager of the Harmony product
line at MBT at the time. He testified that MBT wias‘the very early stages of a slow ramp up”
of sales, but that Harmony guitars including St@tes were being shippéa retailers and were
being sold to the public. [DE 41-3 p. 43]. Thas some dispute as to who licensed those
products to MBT, though. Mr. Malm testifiedahMBT licensed the products from a company
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that belonged to Charles Subeaho was the president of Harmony Industries, Inc.—an entity
distinct from the Harmony Guitar Company. Otkeidence indicates that MBT'’s license was
from a company named Global Musical Instrum@ampany, Inc., which had purchased certain
assets from the Harmony Guitar Company when it went out of business.

In either event, MBT’s sales of the guitavere rather short-lived, as it terminated its
license and ceased its sales at some po2@@i, or possibly 2002. After MBT terminated its
license, Mr. Subecz and Mr. Malm, who left MBTJualy 2001, began working together to bring
the guitars back to the markat their own. They developed samples of the guitars and worked
with manufacturers on producing them, and wezarly ready to begin selling the guitars. At
that point, however, MBT sent a cease and degistr and threatened suit, claiming that it
owned certain artwork associateth the guitars. Mr. Subedmd previously spoken to Mr.
Malm about his experience being involved ilaasuit over a brand, and said that “if anything
like that ever happens again, hpidling the plug and he’s hgoing to be involved.” [DE 41-3
p. 35]. Consistent with those remarks, Mubecz dropped the project as soon as MBT
threatened suit, and he and Mr. Malm parted ways in 2002.

Several years later, Darryl Agler, the pi# in this action, became interested in
producing reissues of Stratotone guitars on his own. On March 7, 2006, he filed an application
with the United States Patent and Trademarkd®ffo register “Stratot@i as a trademark based
on his intent to use the mark. He has not, nerdmy other party, appligd register the Atom
mark, though. Mr. Agler then began custom-buitdand selling sever&itratotone guitars a
year, though there is some question as to vihese sales commencedter he successfully
defended his trademark application against aaatigin, the Stratotone mark became registered

to Mr. Agler on the Principal Register thfe Patent and Trademark Office on June 28, 2011.



In the meantime, Harmony Industries resuraetivity relative to the Stratotone brand.
On March 13, 2007, Harmony Industries filed atem-to-use applicatn to register the
Stratotone mark, but that apgation was denied based on Mugler’s earlier-filed application.
In addition, in January 2008, Harmony Industr@nounced its own relse of Stratotone
guitars, and it displayed them at an industagle show. Then, in February 2009, Westheimer
Corporation, the defendanttinis action, purchased all of Harmony Industries’ assets and good
will, which would include any interest it mayvehad in any protectable marks. Westheimer
then began production of Stratotone guitars sown behalf and begaelling the guitars in
2009.

In light of these competing uses of s@me marks on the same products, Mr. Agler
initiated this action on March7, 2014. He filed an eight-couchmplaint against Westheimer,
asserting both state and federal claims arisingpbWestheimer’s use of the Stratotone mark
(but not the Atom mark), including claimsrfonfair competition, trademark infringement, and
trademark counterfeiting, among others. Westlee responded by asserting counterclaims
against Mr. Agler, alleging that he was infringion its rights in both ehStratotone and Atom
marks. Westheimer also sought cancellation af Afler’s registration othe Stratotone mark.
Discovery has now closed, and Mr. Aglexs filed a motion for summary judgment.

[I. STANDARD OF REVIEW

On summary judgment, the moving party bebhesburden of demonstrating that there “is
no genuine dispute as to any madkfact and the movant is ettéid to judgment as a matter of
law.” Fed. R. Civ. P. 56(a). A “material” farst one identified by the substantive law as
affecting the outcome of the sulinderson v. Liberty Lobby, In&77 U.S. 242, 248 (1986). A
“genuine issue” exists with respect to any matdact when “the evidence is such that a

reasonable jury could return a verdict for the nonmoving patty.”"Where a factual record
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taken as a whole could not leadational trier of fact to finébr the non-moving party, there is
no genuine issue for trial, and summary judgment should be grdéestishita Elec. Indus. Co.
v. Zenith Radio Corp475 U.S. 574, 587 (1986) (citirBpnk of Ariz. v. Cities Servs. C891
U.S. 253, 289 (1968)).

In determining whether a genuirgsue of material fact exss this Court must construe
all facts in the light most favorable tcethon-moving party and aw all reasonable and
justifiable inferences in that party’s favdackson v. Kotter541 F.3d 688, 697 (7th Cir. 2008);
King v. Preferred Tech. Grpl66 F.3d 887, 890 (7th Cir. 1999). However, the non-moving party
cannot simply rest on the allégms or denials contained its pleadings, but must present
sufficient evidence to show the existence of edement of its case on which it will bear the
burden at trialCelotex Corp. v. Catretd77 U.S. 317, 322-23 (198&pbin v. Espo Eng’g
Corp., 200 F.3d 1081, 1088 (7th Cir. 2000).

1. DISCUSSION

Mr. Agler has moved for sumemny judgment on Counts | through IV of his complaint,
which assert claims under the Lanham Act for urdampetition and false designation of origin,
trademark infringement, and trademark coueiéng, and a claim under common law for unfair
competition and trademark infringement, all ofig¥hrelate to the Stratotone mark only. Mr.
Agler also moves for summamnyggment on all of Westheimert®unterclaims, which include
reciprocal claims against him as to both thetStome and Atom marks, plus a claim to cancel
his registration of the Stratotone mark. Is motion, Mr. Agler does not differentiate among the
various claims, but asserts that he can pre@ragach of his own claims at issue by establishing
that he owns a protectable mark and that Westheimer’s use of the mark is likely to cause
confusion. He further asserts that Westheimeoisnterclaims each fail because Mr. Agler has

priority to each of the marks. Westheimer sloet challenge those premises, nor does it dispute
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that the marks are protectabletioat competing uses of the marére likely to cause confusion.
Accordingly, the sole question is whether Mr. Agbe Westheimer has priority to the marks in
guestion. Because the facts diffiera critical way beveen the Stratotone mark and the Atom
mark, the Court considers each in turn.

A. The Stratotone M ark

Both parties claim ownership of the Stratotom&rk. Where two partseeach assert rights
in the same mark, “[tlhe party who first apprapes the mark through use . . . acquires superior
rights to it.” Johnny Blastoff, Inc. v. Los Angeles Rams Football 188 F.3d 427, 434 (7th Cir.
1999);see also United Drug Co. v. Theodore RectanusZ@& U.S. 90, 100 (1918) (“[T]he
general rule is that, as betweamflicting claimants to the right tease the same mark, priority of
appropriation determines the question.”). As particularly applicable thenggh, if an owner of
a mark abandons it, the mark “returns tophélic domain, and may be appropriated anew.”
Specht v. Google Incr47 F.3d 929, 935 (7th Cir. 2018&ands, Taylor & Wood Co. v. Quaker
Oats Co, 978 F.2d 947, 954-55 (7th Cir. 1992) (“Becatmademark rights derive from the use
of a mark in commerce . . ., the owner of a maitklose his exclusive rights if he fails to
actually use it.”). The Court musierefore consider when eggairty began using the mark and
whether the mark was subsequently abandoned.

Beginning with Mr. Aglers priority date, it is undisputatiat Mr. Agler filed an “intent-
to-use” application to registéine Stratotone mark on March 7, 200Bursuant to 15 U.S.C.

8§ 1057(c):

Contingent on the registration of a mank the principal regist provided by this
chapter, the filing of the application to register such mark shall constitute

L Mr. Agler’s reply brief appear® have transposed the numbers in the date, as it consistently
references “March 6, 2007.” The exhibits shibvat Mr. Agler’s interdto-use application was
submitted March 7, 2006, though, and since Milefg opening brief (upon which Westheimer
based its response) was accurate, the Court addepts 7, 2006 as Mr. Agler’s priority date.
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constructive use of the markonferring a right of prioty . . . against any other
person except for a person whose makinat been abandoned and who, prior to
such filing--

(1) has used the mark;

(2) has filed an application to registeetimark which is pending or has resulted in
registration of the mark; or

(3) has filed a foreign applitian to register the mark ahe basis of which he or
she has acquired a right pfiority, and timely files an application under section
1126(d) of this title to regter the mark which is peing or has resulted in
registration of the mark.

15 U.S.C. 8§ 1057. The Stratotone mark becametezgid on the principal register on June 28,
2011, and no other party had filed a@pplication to register the mark as of the date of Mr.
Agler’s application. Accordingly, Mr. Agler has ahit of priority againsany other party except
for one that had used the Stratotone maidrpo March 7, 2006 and who had not abandoned it.
As to Westheimer’s priority date, Westheingires not claim to have used the Stratotone
mark itself until well after 2006. However, itumdisputed that around 2001, Stratotone guitars
were sold under a license by a third party, MBEaming that rights to the mark accrued at that
time to the licensot In addition, Westheimer purchased any rights that Harmony Industries had
in the Stratotone mark in 2009. Therefore, for \Wessher to have priority over Mr. Agler to the
Stratotone mark, Harmony Industries must hia@en the licensor of the MBT sales, and
Harmony Industries must not have thereaftendbaed the mark. If those two facts are true,
then Harmony Industries would have had prioower Mr. Agler due to itprevious use of the
mark, and Westheimer would have acquired phetrity through its léer purchase of Harmony

Industries’ assets.

2 Mr. Agler’s opening brief denighat any rights to the markured to thdicensor through
MBT's sales, but he concedetherwise in his reply brief.
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On the first question, the Court finds a gendadual dispute as to whether the sales by
MBT were under a license from Harmony IndustriSubstantial evidence, including testimony
from Westheimer’s own repredative and its own written discomeresponses, indicates that
MBT actually licensed the mark from Global, ficim Harmony Industries. Since Westheimer
declined to pursue any argument that Harmony lindisspurchased the righto the mark from
Global, [DE 40 p. 10], that would mean thatrkany Industries never acquired any interest in
the Stratotone mark. However, there is o#hadence in the record suggesting that Harmony
Industries was the licensor. Thomas Malm, wiavked at MBT into 2001, testified that MBT’s
license was with Charles Subecz’s compan¥ f1-3 p. 22, 33, 47]. While Mr. Malm could not
recall the name of that company, other docushegfer to Mr. Subecz as the president of
Harmony Industries. [DE 38-10 p. 4; 38-15 ps&e alsall-3 p. 39]. A jury could therefore find
that Harmony Industries licensectBtratotone mark to MBTnd thus acquired rights in the
mark at that time, which precludssmmary judgment on that basis.

Therefore, to receive summary judgmenhis favor, Mr. Agler must show that Harmony
Industries abandoned the Stratotone mark. “A trademark is abandoned if its ‘use in commerce’
has been discontinued with no intent to resume its &getht 747 F.3d at 934; 15 U.S.C.

§ 1127. The party asserting abandonment—hereAller—bears the burden of establishing

both non-use and intent not to resume UBE.Ltd. v. Punchgini, Inc482 F.3d 135, 147 (2d

Cir. 2007);Zelinski v. Columbia 300, Inc335 F.3d 633, 639 (7th Cir. 2003)ision Ctr. Nw.,

Inc. v. Vision Value, LL3673 F. Supp. 2d 679, 686 (N.D. Ind. 2009). “Intent not to resume may
be inferred from the circumstances. Nonuse foor&ecutive years shall be prima facie evidence
of abandonment.” 15 U.S.C. § 1127. Once a prgsiom of abandonment has been triggered by

three years of non-use, a party may rebutphesumption “with eidence excusing the nonuse



or demonstrating an intent to resume uSpécht747 F.3d at 934Zelinski 335 F.3d at 639.
“But the intent to resume use in commerce nwestormulated within the three years of nonuse.”
Specht747 F.3d at 934.

Here, the evidence shows that actual saléseo6tratotone guitars ceased when MBT
terminated its license, though there is some uairgy as to when that occurred. Mr. Malm
testified that he left MBT around July 2001, and tM&T did not continueselling the guitars for
“very long at all, if at all, after he left. [DE 41-3 p. 37, 39]. Westheimer also submitted
advertisements for the guitars that MBT placed in Guitar Player magazine, the last of which
appeared in the August 2001 iss{DE 40-7]. The precise date is unimportant, though, as at
least initially after MBTceased its sales, there was an intemésume use. Mr. Malm testified
that he and Mr. Subecz planna bringing Stratotone guitars back to the market once MBT
terminated its license. [DE 41-3 p. 24-25, 34-36, 45-#A&y put together a plan to continue
the sales that MBT had begun, and got aasawrorking with manucturers and producing
samples. [DE 41-3 p. 36]. Mr. Malm testifiechttfwithout a doubt,” hend Mr. Subecz planned
on bringing the Stratotone back at tpatnt, which was in 2002. [DE 41-3 p. 3&e alsdDE
40-6 (in an article dated November 1, 2002, annimgnglans by a “new company,” presumably
referring to Harmony Industries, pvoduce Stratotone guitars)]. Itasso fair to infer that Mr.
Subecz was acting on behalf of Harmony Industr¢hich was his company and which owned
the mark, such that those plans are attributabléarmony Industries tshow its intent to
resume use of the mark.

Before that happened, though, MBT threatesgtiover some of the artwork associated
with the guitars, which brought an endtheir plans. As Mr. Malm testified:

A. | haven’t had a conversation with &he [Subecz] since we parted companies
in 2002.



Q. And if we talk about that, in 2002sounded to me like you and Charlie were
going to take the Stratotone brand &mel entire Harmony line and start your own
company?

A. ....[Y]es, that was what our intention was.
Q. And what happened to that intention?

A. MBT decided that they were going to -- they -- their attorneys sent him a cease
and desist letter. And he ceased and desisteduse he didn’'t want to go through
another ugly courbattle with anybody.

Q. So that ended your partnership?

A. That ended our partndrip. And it happened all the same day it happened

was the day that samples ardvieom Korea for us to taka look at to see if they

were what we needed to go to market with.

[DE 41-3 p. 45-46]. Mr. Malm furthexxplained by way of background:

... Charlie, when we got the agreement in the very firs the firstday, the very

first meeting we had with Charlie; befose ever signed any pars and everything

else, he had talked about his experienceslawsuit before over the brand, that he

eventually won, that wore him out. And kaid if anything likethat ever happens

again, he’s pulling the plug and’a@ot going to be involved.

And pretty much once MBT decided thatyhwere going to take some action, for

whatever reason, it probablyouldn’t have any grounds win on it, but as soon

as they said they were going to take sawieon | didn’t heafrom Charlie anymore.

[IDE 41-3 p. 34-35].

After that point, the record falls silent asaioy use of or intent tose the Stratotone mark
by Harmony Industries until March 13, 2007. On that date, Harmony Industries filed an intent-
to-use application to register the Stratotarak. [DE 38-11]. There is absolutely no evidence
about what occurred during théenm, as the record contains no testimony from Mr. Subecz or
any sort of evidence from Harmony Industrddsut that period. Thus, given Mr. Malm’s
testimony that his and Mr. SubesZand thus Harmony Industries’) plan to bring the Stratotones

back ceased in 2002, there is a pefvithout any use or any evidenzieintent to use from at

least January 1, 2003 through March 13, 2007—a pefioger four years. In addition, though
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Harmony Industries’ application may show an mt® use the mark at that point, the first
evidence of any actual use of the markemmerce occurred in January 2008 when Harmony
Industries displayed Stratotogaitars at an industry tradecsh, at least fre years after
dropping the earlier project.

That period of non-use triggeaspresumption of abandonme8pecht747 F.3d at 934,
15 U.S.C. § 1127. To rebut that presumptionstifeimer must produ@vidence “excusing the
nonuse or demonstrating an intent to resume &Eetht747 F.3d at 934. Westheimer has
produced no such evidence here. As just nakeale is no evidence for an over-four-year period
as to Harmony Industries’ use of or intent to use the Stratotone mark, and an even longer period
without any use. The intent-to-use appiica that Harmony Industries filed on March 17, 2007
suggests that at some point, it fafated an intent to resume usiethe mark. But recall that “the
intent to resume use in corence must be formulated within the three years of non&getht
747 F.3d at 934see also Punchgini, Inc482 F.3d at 149 n.9 (“An intent to resume use of the
mark formulated after more thamree years of non-use cannotilmeoked to dislodge the rights
of another party who has commenced use ofitack—thereby acquiring farity right in that
mark—after three years of non-u3elt would require pure spetation to say that the March 17,
2007 application shows that Harmony Industries el that intent byanuary 1, 2006, over a
year earlier. Likewise, Westheimer’s assartihat Harmony Industries always intended to
resume its use of the mark, despite the periatbofuse, is insufficient teebut the presumption
of abandonment, and is unsupported by the evid&GemZelinski335 F.3d at 639 (holding that
a trademark owner’s “mere statement that he’dabrandon his mark is insufficient” to rebut a

presumption of abandonment).
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Finally, Westheimer argues that Harmony Irtdas intended to resume its use of the
Stratotone mark after the saley MBT, but that its “[p]lansvere delayed when a dispute
occurred with MBT over the ownership of tadvertising artwork.” [DE 40 p. 13]. Though risk-
avoidance during litigation could pgbly explain a period of non-uséelinski 335 F.3d at 639,
Westheimer has not shown that that was the lsase First, Mr. Malm’s testimony was not that
Mr. Subecz wanted to wait out any litigation to mitigate his exposure,Zdinski Rather, Mr.
Malm testified that Mr. Subecz had no intentadrbeing involved in a project that was the
subject of litigation, and that lvealked away from the Stratotopeoject as soon as that prospect
emerged. [DE 41-3 p. 34-35, 45-46]. Thus, far fexplaining a period of non-use so as to
avoid abandonment, this testimony indicated Mr. Subecz and Harmgnndustries expressly
intended to—and did—abandon the pajat that time. There &éso no evidence of any steps
that Harmony Industries took after thgtint to use the mark in ways that would not be subject to
the dispute or to prepare to resume usth@imark once any dispute concluded, further
distinguishing these facts frogelinski Moreover, there is no information in the record as to
how or when any dispute between MBT and Harmiowlystries was resolved or, in particular,
why a dispute that related only advertising artwork, not the mkaor the products themselves,
would cause over five years of non-ugellowbook Inc. v. Brandeberry08 F.3d 837, 848 (6th
Cir. 2013) (rejecting pending litigation as an esetior six years of non-use because “there is
only sparse evidence about thevgait in the record, and thistrict courtshould not deny
summary judgment on such speculative groundsigordingly, this reasn does not explain the
period of non-use, either.

The Court therefore findsdhthere is no genuine giste that Harmony Industries

abandoned any interest it may have had in theg@bne mark by the time Mr. Agler filed his
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application on March 7, 2006. SincerA®ny Industries’ abandonment of the mark returned it to
the public domain, Mr. Agler’s integ-to-use application gave himigrty to the mark, and gave
him rights superior to any that WestheimemHarmony Industries may have acquired through
their own later uses of the mafkpecht 747 F.3d at 935. Because Westheimer’s entire defense
to the motion for summary judgment is predicatedhe existence of a dispute as to which party
has senior rights in the mark, the Court grdmtsAgler’s motion as to each of the claims and
counterclaims in question insofar asyrelate to the Stratotone mark.

B. The Atom Mark

Both parties also claim ownership of the Atamark, which is the subject of certain of
Westheimer’s counterclaims. However, unlike the Stratotone mark, neither party has filed an
application to register the Atomark. Accordingly, their priority must be based on the dates
they began actually using the mark in commedolnny Blastoff188 F.3d at 434 (“The party
who first appropriate the mark through use, and for whora thark serves asdesignation of
source, acquires superior rights to it.”). “Arfyamay acquire a protectable right in a trademark
only through use of the mark @onnection with its productld. at 433. “The party seeking to
establish appropriation af trademark must show first, adoption, and second, ‘use in a way
sufficiently public to identify or distinguish thearked goods in an appropriate segment of the
public mind as those of [the adopter of the markfl:"at 433-34 (quotinglew W. Corp. v. NYM
Co. of Cal., Inc.595 F.2d 1194, 1200 (9th Cir. 1979) (&dt®yn in origind)). “Evidence of
actual sales is not necessary to establish ownerstiat 434.

Here, the evidence shows that Harmony Industregan using the Atom mark as early as
January 2008, when it displayed $satotone guitars (presumaltigaring the Atom mark) at an
industry trade show. [DE 40-9 B, 9; DE 38-7 p. 9]. Harmonydustries’ website at the time

also announced its release of gugtars, and invited dealers¢ontact it through the website or
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to visit it at the trade show for more infaatron. [DE 40-9 p. 9]. Thus, at least for summary
judgment purposes, Westheimer’s priority datéhe Atom mark is January 2008. As to Mr.
Agler’s priority date, Mr. Agler submitted four handwritten receipts he wrote for sales of
Stratotone guitars, the first of veh is dated in 2007. However, Migler also testified that he
sold his first Stratotone in 2008—not 2007—andlitenot specify when in 2008 that occurred.
[DE 40-3 p. 5; DE 40-2 p. 6]. Moreover, the Stagetnof Use that Mr. Agler submitted for his
registration of the Stratotomeark (the specimen for which also contains the Atom mark)
declares that the Stratotone mark was “firgtdis&i commerce at least as early as 01/00/2010.”
[DE 40-10]. Though that is not necesbainconsistent with the mark having been first used in
2007 or 2008, Mr. Agler has provided no explanatmmwhy he would not have provided those
earlier dates if he had actualiged the mark in 2007 or 2008. Therefore, because the evidence
does not unequivocally show that Mr. Agler usieel Atom mark prior to January 2008, when
Harmony Industries (and thus Westheimer) amglits priority, the Court must deny Mr.
Agler’'s motion for summary judgment as to the Atom mark.

V. CONCLUSION

Mr. Agler's motion for summarjudgment [DE 36] is GRANED in part and DENIED
in part. The motion is granted in favor of Mr. l&gas to Counts | tough 1V of Mr. Agler’s
complaint, and as to each of Westheimer’s coutaens insofar as theylege to the Stratotone
mark. The motion is denied as to Counts | throlligbf the counterclaims sofar as they relate
to the Atom mark.

SOORDERED.

ENTERED: October 28, 2015

/s/ JON E. DEGUILIO

Judge
United States District Court
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