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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF INDIANA
FORT WAYNE DIVISION
AGRI-LABS HOLDING LLC,
Plaintiff,
V. CAUSE NO.:1:15CV-26-TLS

TAPLOGIC, LLC,

Defendant.

OPINION AND ORDER
This matter comes before the Cooint Motions for Summary Judgment [ECF Nos. 129,
131] filed by Defendant Taplogic, LLC, and a Motion for Summary Judgment [ECF No. 142]
filed by Plaintiff Agri-Labs HoldingLLC. The Defendant has movéat summary judgment on
non-infringement, invalidity, and lack of personal jurisdiction and venue. The Plairgiff ha
moved for summary judgment on infringemerteseMotions are now fully briefed and ripe for

review.

BACKGROUND
On January 22, 2015, the Plaintiff filed its Complaint [ECF No. 1] against the Defendant,
alleging that the Defendant infringed tR&intiff's U.S. Patent No. 8,286,857 (“the '857
Patent”) regarding a “Soil Sample Tracking System and Method.” The Defendardradon
February 17, 2015 [ECF No. 11], alleging numerous affirmative defenses and caumiarcgl
for a declaratory judgment that it has not infringed the '857 Patent and that the '8%7i$ate

invalid.
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The '857 Patent involves a method aydtemdirected © soil sampling to determine
nutrient levels across various areas in fields. After samples were colléetedotld then be
tested to determine any nutritional deficiencies. The test results would Hereohso a
fertilizer applicator, which would adjust the flow of nutrients according to decbgeographic
positions. Previously, farmerwho wanted to evaluate the nutritional needs of soil would collect
soil samples from various places and mark the containers into which the saengpkiced
with individual identifiers to memorialize the preceographic positiofrom which each
sample was collectetandwrittenidentifiersandpre-printed labelsvere two common methods
for marking sample containendowever, both of these methods were time-consuming and prone
to errors.Technicians could misread handwritidentifiersin a lab They could also incorrectly
enterthe information on the pnerinted labelsnto a computer. The ‘857 Patent purported to
solvetheseissues.

There are two independent claims at issue. Independent Claicitels

A method comprising: generating a plurality of soil sample containersheaaig

a unique identifier associated therewith; manually pulling at least one soilesamp

from a field and placing said at least one soil sample in a respective one of said

plurality of soil sample containers; scanning said unique identifier assburdte

said soil sample container containing said at least one soil sample with a handheld

remote terminal, wherein said handheld remote terminal includes a handheld

remote terminal sampling application, wherein said handheld remote terminal
sampling application is configured to allow a sample taker to enter a farm/client
name and a field idenidr, and whegin said handheld remote terminal sampling
application includes a handheld scanning application configured to allow said
sample taker to scan said unique identifier with a scanner on said handheld remote
terminal; obtaining a geographic coardie reading associated with a location in
said field from where said soil sample is obtained; and associating said soil sample
with said unique identifier and said geographic coordinate reading.

Independent Claim 1&cites

A system, comprising: a pldigy of containers each containing a unique identifier;

a handheld remote terminal including a device operable to read said unique
identifiers and geographic position sensor, wiiara plurality of soil samples are



manually taken from a field and as eaaldssoil sample is placed in said container

said handheld remote terminal includes an application operable to read said unique

identifier and associate said unique identifier and thus said contathesand soil

sampe, wherein said handheld remote terminal is operable to automatically use

said geographic position sensor to obtain a position reading in said field and further

associate said soil sample with said geographic position, wherein said unique

identifier and said geographic position are storeddatabase; a second application

on said handheld remote terminal operable to sync the contents of said database to

a lab device, wherein said lab device is operable to read said unique identifier upon

receipt of said containers; a test instrument opetablest said soil samples and

generate one or more test results as a function of said soil samplenvshaat test

results are uploaded to said unique identifier.

The productccused of violating the claimed method and system is called the AgPhD
Soil Test applicatiorf“the AgPhD App”),developed by the Defendafior use with smartphones.
The Plaintiff accuses the Defendant of infringement because whendhsersof the AgPhD
App use the smartphone app for its intended purpbedlaintiff asserts thabth the method
and system claims of the '857 Patent are infringed.Plamtiff argues thathe Defendant is
liable for this infringement because all of the relevant steps of the method ahthall
components of the systemreaattributable to the Defendaiitie Plaintiffassertshat the

Defendant is liabl®oth for direct and indireahfringement.

JURISDICTION AND VENUE
First, the Court will address the Defendant’s arguments regarding pejisasdittion
and improper vame As to jurisdiction, he Plaintiff argues that the Defendant waived its right to
challenge persondlrisdiction when it appeared, answered, and asserted counterclaims against
the Plaintif. The Court agrees. “[B]y asking the court for relief, [the Defendant] coedeat
jurisdiction in the same way a plaintiff consents to jurisdiction by filing an actittmaixcourt.”
Mallard v. Mallard, No. 90 C 3335, 1992 WL 47998, at *5 (N.D. Ill. Mar. 4, 1992) (cithaam

v. Saenger303 U.S. 59 (1938)). “[E]Jven when a valid personal jurisdiction defense exists, the



defense is waived if the objecting party . . . proceeds to litigate the casermriits”
Blockowicz v. Williams630 F.3d 563, 566 (7th Cir. 2010) (internal citation omittseh;also
Continental Bank, N.A. v. MeyelO F.3d 1293, 1296-97 (7th Cir. 1993) (finding that despite
raisingthe defense in its answer, ttiefendant consented to the court’s jurisdiction by failing to
argue the point until summary judgment). In this case, the Defendantatffiely requested
declaratory relieflitigated this case on the merits for nearly three yeard only now, at
summary judgment, argues the point. Therefore, the Defendant has waived this, Gefdribe
Court has personal jurisdiction over the Defendant.

Venue in patent actions is governed exclusively by 28 U.S.C. § 1400(b), which provides:
“Any civil action for patent infringement may be brought in the judicial district eltiee
defendant resides, or where the defendant has committed acts of infringethkas @ regular
and established place of business.T@ Heartland LLC v. Kraft Foods Group Brands LLiGe
Supreme Court affirmed that the “residence” of a domestic corporatidimef@urposes of
§ 1400(b) is where the corporation is incorporaldy¥ S. Ct. 1514, 1515 (201 7Mhus,the
Defendant arguesn this case, venue is improper because the Defendant resides in Kentucky and
has no “regular and established” place of business in Indiana. The Defendargatss that it
has not waived its righo challenge venue because of tiesent change in carolling law.

Resolving a split among the district courts, the Federal Cirecéintlyheld that venue
challenges based arC Heartlandwere notpreviouslyavailableto defendantsinderthe
meaning ofRule 12(g)(2) and, thus, were not waived under R2{B){1)(A).In re Micron
Tech., Inc.875 F.3d 1091, 1099-1100 (Fed. Cir. 2017). However, the Federal Circuit also noted
that “Rule 12(h)(1) is not the sole basis on which a district court might, in various sieswes,

rule that a defendant can no longeesent a venue defense that might have succeeded on the



merits.”ld. at 1100Rather, ‘Congress has providedmess statutory confirmation of judicial
authority to consider the timelineasd adequacy of a venue objectiola.”"Under 28 U.S.C.

§ 1406(h), “[n]othing in this chapter shall impair the jurisdiction of a district court in anyema
involving a party who does not interpose timely and sufficient objection to the venue.” fidus, t
Federal Circuit found it “clear that, apart from Rule 12(g)(2) and (h)(1¥i&dict courts have
authority to find forfeiture of a venue objectiohd:.

However, the Federal Circuit has not “provided a precedential answer to the gaéstion
whether the timeliness determination may take account of factors othehéhstmeer time from
when the defense becomes available to when it is asserted, including factors swemearhs
the trial, which may implicate efficiency or other interest of the judicial systemfasttiey
participants in the caseld. at 1102.Rather, the Federal Circuit explicitly declined to “explore
the contours of timeliness outside Rule 12(g)(2) and (h)(1)(A) or how to assess whiaitesns
consent to venue or what if any other considerations could justify a finding ofdcefeiten
when the defendant has not waived its objection under Rule 12(g)(2) and (h)(Ig(Ah&
Federal Circuit reiterated that the Federal Rules of Civil Procedure “are patathpassing”
and that there arestandard procedural devices trial courts around the country use every day in
service of Rule 1's paramount command: the just, speedy, and inexpensive resolution of
disputes.”ld. at 1100 (quotindpietz v. Bouldin, In¢.136 S. Ct. 1885, 1891 (2016)). “[A] district
court possesses inherent powers that are ‘governed not by rule or statutehlieutdntrol
necessarily vested in courts to manage their own affairs so as to achieveettiye and
expeditious disposition of casedd. (quotingLink v. Wabash R. Ca370 U.S. 626, 630-31

(1962)). However, the Coust“exercise of an inherent power must be a ‘reasonable response to



the problems and needs’ confronting the court’s fair administration of judticéduoting
Degen v. United StateS17 U.S. 820, 823-24 (1996)).

PerIn re Micron the Defendant has not waived its objection to venue based on Rules
12(g)(2) and (h)(1)(A)Neverthelessthe Court finds that the Defendant’s objection is not timely
given the circumstances of the caBlee district courts that have had the opportunity to consider
whether to deny a motion to dismiss for improper venue on grounds other than under Rules
12(g)(2) and (h)(1)(A) have taken into account impendiiad) diates seeTreehouse Avatar LLC
v. Valve Corp.No. 15-427, 2017 WL 5564153, at *3 (D. Del. Nov. 20, 2017) (granting motion
where trial date not semntil 2019), and other consideratiosigch aghe defendant’tigation
conduct posTC Heartland judicial resources already expended, and prejudice to the plaintiff in
“reopening a dormant venue disputsgéintellectual Ventures Il LLC v. FedEx CorplO.
2:16-CV-980, 2017 WL 5630023, at *3 (E.D. Tex. Nov. 22, 2017) (denying meilwre the
Defendant waitednore than two months aftéC Heartlandwas decided to seek dismissal and
had “continuedadively litigating this case”).

In the instant casehé Defendanadmittedlyraised its objection to venue only a month
after the Supreme Court’s decisionTC Heartland However, granting the Defendant’s motion
at this late stage in the case would not promote the just, speedy, and inexpensiverresdhe
dispute. This case has been pending for nearly three years. The Defendant’s vetioa elgs

filed concurreny with its Motions for Summary Judgmehandsignificant judicial resources

! The Defendant’'s Motions were filed over four months before the dis@osotion deadlin@nd as part of its
Summary Judgment Motions, not as a separate motion as required by thelésc8keeN.D. Ind. L.R. 71(a).The
Court finds this continued, active litigation relevant to the Court’s oiétation that the Defendant’s Motion is not
timely.



have already been expad. Thus, the Court finds thatder the circumstances of this Gaaed
Rules 12(g)(2) and (h)(1)(A) notwithstanding, the Defendant’s motion is nottimel
Accordingly, the Courwill not dismissthis actionbased on a lack of personal

jurisdictionor improper venue.

STANDARD OF REVIEW

Summary judgment is proper where the evidence of record shows that there is ne genui
issue of material fact and that the moving party is entitled to judgment as a matter of la
Celotex Corp. v. Catretd77 U.S. 317, 322—-23 (1986). The moving party bears the initial burden
of informing the Court of the basis for its motion and identifying those portions of thel riec
believes demonstrate the absence of a genuine issue of materilal. fac823. The burden then
shifts to the non-movant to “go beyond the pleadings” to cite evidence of a genuink factua
disputethat precludesummary judgmentd. at 324. “[A] court has one task and one task only:
to decide, based on the evidence of record, whether there is any material dispcttéhat
requires a trial. Waldridge v. Am. Heochst Cor24 F.3d 918, 920 (7th Cir. 1994). If the non-
movant does not come forward withidence that would reasonably permit the finder of fact to

find in its favor on a materiagsue then the @urt must enter summary judgment againgdit

ANALYSIS
A. Whether the '857 Patent is Directed to a Patenrlneligible Concept
The Defendanargues that the '85Patentis directed to an abstract idea, which is

ineligible for patent protection under 35 U.S.C. § 101. Whether a patent is invalid under 8 101 is



a question of lawCyberSource Corp. v. Retail Decision, |854 F.3d 1366, 1369 (Fed. Cir.
2011);In re Bilski 545 F.3d 943, 951 (Fed. Cir. 2008) (en banc).

In evaluatingwvhethera patents directed to ineligible subject matwender 8101, the
Court “must distinguish patents that claim the building blocks of human ingenuity, which a
ineligible for patent protection, from those that integrate the building blocks imetlsmg more
thereby transforming them into a patefigible invention.”Alice Corp. Pty. Ltd. v. CLS Bank
Int’l, 134 S. Ct. 2347, 2350 (2014) (internal quotation markitted) (citingVlayo
Collaborative Servs. v. Prometheus Labs.,,Ih82 S. Ct. 1289, 1297 (2012)). This requires a
two-step analysis. The Court mu4) (deternine whetherthe claims atdsue are directed to a
patentineligible concept and Q) ask“whether the claim’s elements, considered both
individually and as an ordered combination, transform the nature of the claim intmia pate
eligible applicatior? 1d. at 2357(internal citations omitted).

“[A]n invention is not rendered ineligible for patent simply because it involves an
abstract conceptld. at 2347. Rather, “all inventions . . . embody, use, reflect, rest upon, or
apply laws of nature, natural phenomena, or abstract iddaatf’2354 (quoting/layo
Collaborative Servs132 S. Ctat1293). Thus, application of abstract concepts “to a new and
useful end” are still patent eligiblalice, 134 S. Ct. at 2354 (quotirggottschalk v. Bensod09
U.S. 63, 67 (1973)). However, “[s]imply appending conventional steps, specified at a high leve
of generality,” to a method already ‘well known in the art’ is not ‘enough’ to supply
‘inventive concept’ needed to make this transformatitoh.at 2350 (quoting/layo
Collaborative Servs132 S. Ct. at 1294).

The Defendant argues that “soil sampliwvas weHknown to be a way of assigning a

unique identifier to a soil sample, keeping a record of the unique identifiemiagsiglocation



to the unique identifier, adding additional information to the unique identifier like a fafieidbr
name, seding it to a lab, and receiving results as a function of the unique identifier.” BRef
5-5, ECF No. 26.) The Court agrees with the Defendant that soil sampling for the purpose of
evaluating the nutritional deficiencies in a field is an abstract ldeaever, the Court does not
agree that method for performingoil samplings necessarily abstract.

Claims directed to a “new and useful technique” for performing a particukaatasot
directed to an abstract idegee Diamond v. Dieh#50 U.S. 175 (1981) (method for calculating
optimal cure time for rubber};hales Visionix Inc. v. United Stat&$0 F.3d 1343 (Fed. Cir.
2017) (“new and useful techniques for using sensors to more efficiently track an olgect on
moving Platform”);Rapid Litig.Mgmt Ltd. v. Ce!zDirect, In¢.827 F.3d 1042 (Fed. Cir. 2016)
(“new and useful laboratory technique for preserving hepatocytes”). Thethsalogical
inventions that improve upon existing processes to come to the same result memtlgfoci
more accurately are pategligible subject matteSee Diehr450 U.S. at 184 n.7. Wlice, the
Supreme Court reiterated that the computgrlemented process for curing rubbeDiehr was
patent eligible, not because it merely “involved a computer,” but rather bectaumsprved an
existing technological proces®lice, 134 S. Ct. at 2358 (noting that, even though the invention
in Diehr made use of a weknown mathematical equation, the invention accomplished
something “the industry had not been able to objaln"DDR Holdings, LLC v. Hotels.com,
L.P., the Federal Circuit found that the claimed system “amount[ed] to an inventive ctorcept
resolving [a] particular Internatentric problem.” 773 F.3d 1245, 1258-59 (Fed. Cir. 2014).
Similarly, inBascom Globalnternet Servicednc. v. AT&T Mobility LLCthe Federal Circuit
noted that the invention at issue was “a technical way to satisfy an existinghrpble . a

technology-based solution (not an abstidetbased solution implemented with generic



technical components in a conventional way) to [achieve the desired result] that overcome
existing problems with other [methods of achieving the desired result].” 827 F.3d 1341, 1351
(Fed. Cir. 2016).

The '857 Patent is direetl toaspecific techniqueegarding soil sampling. It is the
technique that the ‘857 Patent claims, not the overall concept of soil sampling toeettaduat
nutritional needs of a field. The '857 Patent purports to solve issues associatedstiity ex
techniquedy coming to the ed result more efficiently and accurately. Therefore, the Court does
not find that the '857 Patent is dited to an abstract idea that is ineligible for patent protection.

But, even if the Court were to find that the ‘857 Patent was directed to an hiok&sac
the Courtwould still have tqroceed to the second step in the analysis, whichdstermine
whether there is an “inventive concept.”

The cases to which the Defendant cttesupport its argument that the ‘857 Patent is
directed to an abstract concept with no inventive step are distinguishableafgplexin
Fairwarning IP, LLC v. Latric Systems, Inthe Federal Circuit found the subject matter to be
abstract because it “merely present[ed] the results of abstract proaesskscting and
analyzing information, without more (such as identifying a particular tool &semtation.” 839
F.3d 1089, 1093 (Fed. Cir. 201@)ternal quotations omittedhn Electric Power Groupl.LC v.
Alstom S.A.the Federal Circuit found the subject matter of the invention at issue to betabstrac
where the claimed “advance” was “a process of gathering and analyzing inforwfadio
specified content, then displaying the results” rather thap particular assertedly inventive
technology foperforming those functions.” 830 F.3d 1350, 1354 (Fed. Cir. 2016)-a&tieral
Circuit noted with approval the district court’s invocation of “an important comasmse

distinction between ends sought amdtggular means of achieving them, between desired results

10



(functions) and particular ways of achieving (performing) thdoh.at 1356. That is because
“there is a critical difference between patenting a particular concrete sotutigpr@ablem and
attenpting to patent the abstract idea of a solution to the problem in gendr&h’Secured

Mail Solutions LLC v. Universal Wilde, Inehe Federal Circuit invalidated a patent as abstract
because the patents were “not directed to specific details ohtbede or the equipment for
generating and processing it” and was “not limited to any particular tegyhol@enerating,
printing, or scanning a barcode, or sending a mail object, or of sending the regjieific
information over a network.” 873 F.3d 905, 910-11 (Fed. Cir. 2017). The Federal Circuit, and
the district court below, took issue with the fact that the patent failed to “cijggafic way to
solve a specific problem. ..” Id. at 912.The 857 Patent, however, provides a specific way to
solve a specific problem. The 857 Patent does not claim the ends sought, but rattsethela
means of achieving those ends.

Prior to the invention claimed in the '857 Patent, several different techniquesdexist
still exist today, for soil samplg. One such technique involves the use of a computer to guide
thehuman sampler to a location in a field where, upon arrival, a sample would be obtained and
placed into a container. The sampler would then handwrite information on the container to
identify the container, suclisa farm name, a field name, and a method of identificglii@a
number. This method was time consuming and prone to errors caused by mislabeling or
misreading the information. Another technique involved pre-printing laloetis techniquea
samplemwould placea preprinted labebnto acontainerafter obtaining the sampl&his
technique was alsime consuming and also vulnerable to ersush as misplacinigbels. Both
techniques were also vulnerable to errors in the laboratory; the identifiers counldrbad or

incorrectly entered into a computer. Others sought to solve these problem witlexxompl

11



machinery that was expensive to purchase and to fix. The invention embodied in the '857 Patent
improves the technological process of soil sampling and the manner in which gué sam
containers are tracked and associated with the geographic location in thefreldifere the
samples are obtainedlhe method and system claimed in the ‘857 Patent therefore accomplish
something the industry had not previously been able to accomplish and resolve a particula
problem related to the collection of soil samples.

The Defendanalsoargues that the Plaintiff has done no more dhageneric
computer to a method conventionally knoinrthe art.In Multimedia Plus, Inc. v. Playerlync,
LLC, the court noted that “[flor a computer to ‘impose a meaningful limit on the scope of a
claim, it must play a significant part in permitting the claimed method to be perforatieet, r
than function solely as an obvious mechanism for permitting a solution to be achieeed mor
quickly, i.e., through the utilization of a computer for performing calculations.” 181pp. 3d
264, 271 (S.D.N.Y. 2016) (finding that “the patent [did] not disclose any sizecial
programming or other specific technology for accomplishing [the claimed]idmst} (quoting
SIRF Tech., Inc. v. Int'l Trade Comm®01 F.3d 1319, 1333 (Fed. Cir. 2010y)Burnett v.
Panasonic Corp. of N.Athe court found thatvherethe computein the patent was “used only

to complete the process of converting alphanumeric into natural nufnbesas “‘merely as a
tool’ in the conversion process.” No. PX 17-00236, 2017 WL 4947013, at *6 (D. Md. Nov. 1,
2017). For the use of a computer to Vsaje an otherwise pateimeligible process, [it] must be
integral to the claimed invention, facilitating the process in a way that a persorgmakin
calculations or computations could nddancorp Servd..L.C. v. Sun Life Assur. C&87 F.3d

1266, 1278 (Fed. Cir. 2012). The '857 Patent does just that. The application on the smartphone is

integral to the claimed invention, and it permits the user to accomplish the prosess of

12



sampling in a way that a person making calculations or computations couBka@iRF Tech.
601 F.3d at 13323 (finding that “the presence of the GPS receiver in the claims places a
meaningful limit on the scope of the claims” because “the use of [the] GPS rdoeisgr
essential to the operation of the claimed methods$i¢. 857 Patent does not just employ
computer technology to achieve a normal function more quickly, such as performing a
calculation.The '857Patentinstead puts specific limitations on what the smartphone must be
able to do, such as “scanning” a unique identifier, which isin@ction‘equivalent to those one
could take in the physical worldMultimedia Plus 198 F. Supp. 3d at 270.

The '857 Patent also, contrary to the Defendant’s argument, is not simply a method of
classifying and organizing data thaher courts have held to be abstr&se e.g, SkillSurvey,
Inc. v. CheckstellLC, 178 F. Supp. 3d 247 (E.D. Pa. 20I8)emethod and system claimed in
the 857 Patent is an improved technique that prevents errors associated wahsgneeihods
of recording and using data. The simplicity and precision of the claimed method amd syst
something the industry had not been able to obtain. Thus, the Courihfdise’857 Patent

introduces an “inventive stepihd, as a matter of lawg not invalidunder 35 U.S.C. § 101.

B. Whether the 857 Patent is Obvious

The Defendant alsargues that the '857 Patent is invalid for obviousneagents are
entitled to a presumption of validity, and the padgkingto invalidate the patent must present
clearand convincing evidence to the contrary. 35 U.S.C. § @8&psoft Corp v. i4i Ltd.
P’ship, 564 U.S. 91, 95 (2011). Under B5S.C. 8103, a patent is invalid if “the differences
between the subject matter sought to be patented and the prior art ateastiod subject matter

as a whole would have been obvious at the time the invention was made to a person having

13



ordinary skill in the art to which said subject matter pertaikSR Int'l Co. v. Teleflex Inc550

U.S. 398, 406 (2007). This question lends itself to factual inquiries: “the scope and content of the
prior art”; “the differences between the prior art and the claims at issue”{liaridvel of

ordinary skill in the pertinent artGraham v. John Deer Co. of Kan. Gi883 U.S. 1, 17 (1966).

It is “[@]gainst this background [that] the obviousness or nonobviousness of the subject matter is
determined.’ld. The Court may also consider secondary considerations such as “commercial
success, long felt but unsolved needs, failure of others,létdti making a determination about
obviousness, courts may not “reach a conclusion of obviousness before consideriayaait rel
evidence, including evidence of objective consideratidns:é Cyclobenzaprine Hydrochide
ExtendeeRelease Capsule Patdntig., 676 F.3d 1063, 1077 (Fed. Cir. 2012). This is because
“objective considerations, when considered with the balance of the obviousness evidence in the
record, guard as a check against hindsight bidsat 1079. “[T]emptation to read into the prior

art the teachings of the invention in issue . . . is precisely why fact findetsuitiuisold

judgment on an obviousness challenge until it considers all relevant evidenoginigchat

relating to the objective considerationkl”

A party seeking tinvalidate a patent on obviousness grounds must “demonstrate by
clear and convincing evidence that a skilled artisan would have been motivated to debine
teachings of the prior art references to achieve the claimed invention, atitetbkilled artisan
would have had a reasonable expectation of success in doirRyectér & Gamble Co. v. Teva
Pharm. USA, In¢.566 F.3d 989, 994 (Fed. Cir. 2009). “Often it will be necessary for a court to
look to interrelated teachings of multiple patents; the effettiemands known to the design
community or present in the marketplace; and the background knowledge possesgersby a

having ordinary skill in the art, all in order to determine whether there was areappEason to
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combine the knowelements in the fashion claimed by the patent at issue. To facilitate review,
this analysis should be made explicltd” at 418 (citingn re Kahn 441 F.3d 977, 988 (Fed. Cir.
2006) (“[R]ejections on obviousness grounds cannot be sustained by mere conclusory
statemets; instead, there must be some articulated reasoning with some rationalnmdgri
support the legal conclusion of obviousness.”)).

The Defendant’s argument that the ‘857 Patent is invalid is almost excjusbrghined
within adeclaratiod by Chiis Tannersubmitted with its supporting briéfHowever, the
declarations conclusory and does not meet the Defendant’s burden to demonstrate invalidity by
clear and convincing evidencEnedeclarationwas authored by a patent attorney and constitutes
no more than attorney argument. Moreover, an expert’s opinion that is conclusory aalliyfact
unsupported is not sufficierbee ActiveVideo Networks, Inc. v. Verizon Comm’ns,684. F.3d
1312, 1327 (Fed. Cir. 2012).

The Defendant has presented little to no evidence regarding the scope and conéent of t
prior art or the level of ordinary skill in the aBee Motorola Mobility, LLC v. Int’l Trade

Comm’n 224 F. Supp. 3d 851, 866 (Fed. Cir. 2013) (finding fault where party “did not clearly

2The Court notes that, although this submission is characterized aglawigfit is rife with conclusory allegations,
legal argumen(including interpretation ofase law)speculation and statements not made based on personal
knowledge and would thefore likely be inadmissible as an affidawinder Rule 56(c)(4), any affidavit or
declaration “used to support or oppose a motion [for summary judgment] mustdb®mpersonal knowledge, set
out facts that would be admissible in evidence, and showhhaiffiant or declarant is competent to testify on the
matters stated.” On a motion for summary judgment, a court musgdisr parts of an affidavit that fail to comply
with this rule.CooperSchut v. Visteon Auto. Sy3861 F.3d 421, 429 (7th Cir. 29)) Friedel v. City of Madison

832 F.2d 965, 970 (7th Cir. 1987). The following statements do not compiyheitrule and should be disregarded:
“(1) conclusory allegations lacking supporting evidence; (2) legal angiuif® selfserving statements wiblit
factual support in the record; (4) inferences or opinions not grounded ivatiseor other firshand experience;
and (5) mere speculation or conjectutdéltzel v. Dutchmen Mfg., IndNo. 3:06CV-227, 2007 WL 4556735, at *4
(N.D. Ind. Dec. 20, @07) (quotation marks and citations omittethe substance of thestantsubmission is more
characteristic of an expert report, and for the purposes of this syrjudgment analysis, the Court will construe it
as such.

3The Court notes that thieclardion also asserts that the '857 Patent is invalid under 35 U.S.G2 &s anticipated

and under 812 asindefinite. However, the Defendant does not argue these theoriebiieftsand the Court will
not consider them.
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identify the scopand content of the prior art that it was assertingt)yker Spine v. Biedermann
Motech GmbHK®684 F. Supp. 2d 68, 98 (D.D.C. 2010) (finding fault where expert declaration
“did not explain what the level of ordinary skill in the art wa3he declaratiomloes not
reference the level of ordinary skill in the art, much less establish thaittier & a person of
ordinary skill in the art. Without information regarding the level of ordinary iskthe art, “a
district court cannot properly assess obvi@ssrbecause the critical question is whether a
claimed invention would have been obvious at the time it was made to one with ordinary skill i
the art.”Custom Accessories, Inc. v. Jeffdsan Indus, 807 F.2d 955, 962 (Fed. Cir. 1986).
Where a defendathias “failed to identify the level of ordinary skill in the art used to determine
obviousness or demonstrate that such level of ordinary skill is not in dispute,” the defendant’
argument “fails at the stiing gate.”’Advanced Media Networks LLC v. Row W#,, No. CV 12-
11018, 2014 WL 5623951, at *6 (C.D. Cal. Nov. 4, 2014).

Moreover, thadeclaratiordoes not adequately identify pertinent prior art for the Court’s
review. The declaratioprovides a chart purporting to compare common elements between the
'857 Patent and other references, vaguely referrimgfemencedy the last name of the inventor
and the three terminal digits of the patent numbers. Nowhere detharations therefurther
clarification as to what these references are, nor were they provided to the<part of the
summary judgment record. Theclaratioralso vaguely states that “[o]ther valid Prior Art
references for supporting the invalidity of the Covely '8&ims also exist, and are already of
record with this court” without pointing twwherein the record they may be found. (Def. Br. Ex.

4 8, ECF No. 129-4.) It is not obvious to the Court where in the record theses refererices exis
and the Court is under no obligation to “scour the party’s various submissions to pielsertoget

appropriate argumentslittle v. Cox’sSupermarkets/1 F.3d 637, 641 (7th Cir. 1995).
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Aside from not adequately identifying the prior @fierences to which it refers, the
declaationdoes not cite any specific reason to combine any prior art refereAcesxpert that
has “failed to explain how specific references could be combined, which combigptbn(
elements in specific references would yield a predictable result, or howpeeifiscombination
would operat®r read on the asserted claims” is insufficiégshtNot only must the testimony
“bear[] [a] relation tda] specific combination of prior art elements,” it must also “explain why a
person of ordinary skill in the art would have combined elements from specifiowadarehe
way the claimed invention do&gd. (citing KSR 550 U.S. at 418). “[I]t can be important to
identify a reason that would have prompted a person of ordinary skill in the relelcin fie
combine the elements in the way the claimed new invention”d¢88& 550 U.S. at 401This is
so because inventions in most, if not all, instances “rely upon building blocks long since
uncovered, and claimed discoveries alnmestessarilvill be combinations bwhat, in some
sense, is already knownd.

The declaratiorstates that “motivation to combine these various references would exist
due to almost all of them being in the area of agriculture and farming” and that ([&éetteere
are so many valid references and so many differens whgombining them, any of which
would invalidate claim 1, a separate motivation statement for each combination wel seit b

forth herein” (Def. Br. Ex. 4at8.) Thedeclaratiorgoes on to state that “motivation to con#in

“ The report also cites to an amendment to the '857 Patent during its picmsetade to overcome a

prior art reference. The report concludes: “While the Examiner ftiséinendment acceptable, it is not
unreasonable to suggest these amendments would have been obvious to onargfakidiin the art.”
However, whether a conclusion is “not unreasonable” is not the question on suouhgangnt. On

summary judgment, it is the Defendant’s burden to prove that no reasamableould come to any other
conclusion.See Anderson v. Leity Lobby, InG.477 U.S. 242, 248 (1986). Moreover, in this case, the
Defendant’s burdeis to show obviousness by clear and convincing evidence, not by a preponderance of
the evidenceSee Proctor & Gamb|eb56 F.3d at 994.
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[one prior art reference] with other referesseunlikely to be in dispute, as [the prior art
referencgis in the field of soil samples, the exact same field as Covely '857 .Id. dt(14.)

But, the Federal Circuit has rejectddstline of reasoning to show motivation to combine prior
art referencesSee, e.gSecurus Ted, Inc. v. Global Tel*Link Corp701 F. App’x 971, 977
(Fed. Cir. 2017) (affirming finding that “broad characterization” of the priofas both falling
within the same field . . . without more, is not enough for [the appellant] to meet its burden of
presenting a sufficient rationale to support an obviousness conclydborpsoft Corp. v.

Enfish, LLC 662 F. App’x 981, 990 (Fed. Cir. 201@)¥firming finding that where the appellant
“gave no reason for the motivation of a person of ordinary skill to combine [the two refgrence
except that the references were directed to the same art or same techniques,” the fdititioner
not articulate a sufficient mefttion to combine”). “Such shodst logic would lead to the
conclusion that any and all combinations of elements known ihf[éh& would automatically

be obvious, without the need for any further analysBecurusTects., 701 F. App’x at 977.

In its Reply brief, the Defendant for the first timabmitsprior art for the Court’s review
into the summary judgment recoithe Defendant points to U.S. Patent No. 6,947,866 (“the
'866 Patent”) which claimsan“Apparatus and Method For Handheld Samplingd argues
that the specification of the ‘866 Patent statesttiebpparatus could be used with a
smartphone, providing the necessary motivation. Specifically, the '866 Patest Statnother
embodiment (not shown), the latest generation of hybrid cell phones may be used in place of
[personal data assistant] 30 and camera 20, as hybrid cell phones now includenaamika,
web browser, and full-fledged [personal data assistant] capabilities.” '866tPatl. 59-12.

The Defendant then arguesa conclusory fashiothat “all of the steps in claim 1 and most of

5> Thiswould befar from the “expltit” analysis required by the Federal Circ@iee Proctor & Gamb|es66 F.3d at
994 (citingln re Kahn 441 F.3d at 988)).
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Claim 13" of the '857 Patent are present in the ‘866 Patent, tieethe ‘866 Patent is in the
same field as the '857 Pateanhdreiterateghat “almost any patents mentioned have a
motivation to combine as noted in” the Tanner declarateeef. Rep. Br. 10, ECF No. 150.)
But, as discussed above, this is insufficient to meet the Defendant’s burden ob mtomivt
invalidity by clear and convincing evidence

Finally, the Court notes that the Defendant has failed even to mention objective
considerations of nonobviousness. The Defendaatnats to justify this omission, arguing that
the Plaintiff “did not use them in their patent application and has no expert to discossotie
is not necessary for [the Defendant] to do so.” The Court disagrees with thigoas$erst, it is
unclear why a patentee would be requit@tuse” secondary considerations in its patent
application. This is especially sath commercial success, a corgidtion explicitly laid out by
the Supreme Court i@raham which wouldlikely be unknown at the time of patent. Moreover,
the Federal Circuit has made clear that there is no “btsiiéing framework” by which the
Plaintiff must prove secondary considé&ras once the Defendant has made a prima facie
showing of obviousness based only on the priodrare Cylobenzaprinegs76 F.3d at 1079
(reversing where “it [was] clear that the district court assumed that it wasl§inéff's] burden
to disprove the court’s initial obviousness finding”). Thus, the absence of an expertaio expl
these considerations is not fatal to the Court’s consideration of them. In fastalFeulcuit
precedent does not supportagument that expert testimony is requiredrove objective
considerationsSee id(finding districtcourt was “wrong to ignore the n@xpert evidence
proffered on this point”)Without evaluating its weight, the Court notes tihatreé is evidence of

record as least as to the commercial succeseAgPhD App. Thélaintiff's failureto address
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any objective indicia of non-obviousness in response to the Defendant’s arguments daks not ai
the Defendant in meeting its burden to show obviousness by clear and convincing evidence.
Therefore, the Court will deny the Defendant’s Motion for Summary Judgment on

Invalidity.

C. Whether the Accused Product Infringes the ‘857 Patent

Patent infringemenanalysisinvolves two steps.ifst, the Court mustietermine the
scope and meaning of the claims of the patee¢. Markman v. Westview Instrument,,|Bt7
U.S. 370, 388—-89 (1996). The Court previouslyde this determination in its Markman Order
[ECF No. 144]. Second, the pat claims as construed by theutt must be compared to the
accused device or method to determine if infringement edsts Warnedenkinson Co.. v.
Hilton Davis Chem. Cp520 U.S. 17, 29 (1997).

Both parties have moved on the issue of whether the accused AgPhD App infringes the
'857 Patent when used for its intended purp®be. Defendant first argues that it is the wrong
party to the lawsuit because it does not own the AgPhD App. In sugpobefendant states
that another company offers the AgPhD ApplomApp Store and Gagle Play that the
Defendant has never offered the AgPhD Appl@App Store and Google Play, and tha
Defendantdoes not own or control the website agphdsoiltest.com. HowtbeeDefendant
admis that it developed the accused product, dedRlainiff has produced other evidence from
which a reasonable juror could conclutat the Defendant is or was responsible for the sale and
maintenance of the accused product. Basedheset factsa jury could findiability for direct or

indirect infringement
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Aside from its argument that it does not own or control the AgPhD App, the Defendant
argues that it does not directly infringe the '857 Patent because (1) the AgPhD Apmptoe
meet all the limitations of any of the Claims, and (2) no single entity performs all stetheein
the claimed method'he Defendant argues that it does not indirectly infringe because the
Plaintiff has come forward with no evidence of instances of direct infringemdrideccause the

AgPhD App has substantial noninfringing uses.

1. Direct I nfringement

“Except as otherwise provided in this title, whoever without authority makes, ufggs, of
to sell, or sells any patented invention . . . during the term of the patent therefogesfie
patent.” 35 U.S.C. § 271(a). Because § 271(a) is worded disjunctively, a party infringesta pa
if it makes or develops an infringing product even if it never uses or sells that product. An
accused product or process can infringe a patent either literally or threugtottrine of
equivalents.’"Microsoft Corp. v. GeoTag, ¢tr1 817 F.3d 1305, 1313 (Fed. Cir. 2016). “To
establish literal infringement, every limitation set forth in a claim must be found ircaseat
product, exactly.’ld. (quotingSouthwall Techs., Inc. v. Cardinal IG C64 F.3d 1570, 1575
(Fed. Cir. 1995))In this case,d prove direct infringement under2§ 1(a), thePlaintiff must
demonstrate that the Defendgetrformed or used each and every step or element ofainged
method.WarnerJenkinson520 U.Sat 29

The dbctrine of equivalents is available to a party when it cannot prove that every
limitation of the disputed claim is literally met. Under the doctrine of equivalengspduct or
process that does not literally infringe upon the express terms of a gaitentnay nonetheless

be found to infringe if there is ‘equivalence’ between the elements of the dquastkeict or
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process and the claimed elements of the patented inveritio22. “The doctrine of equivalents
prevents an accused infringer from avoiding infringement by changing onby i
insubstantial details of a claimed invention while retaining their essential functyoh8hige
Prods., Inc. v. Devon Indus., Ind.26 F.3d 1420, 1424 (Fed. Cir. 1997). The doctrine of
equivalents will apply where the accused product and the claimed product “do the ke
substantially the same way, and accomplish substantially the same BsEet Tank & Mfg.
Co. v. Linde Air Prods. Cp339 U.S. 605, 608 (1950) (internal quotations omitted).

For a methd claim,“[d]irect infringement under 871(a) occurs where all steps of a
claimed method are performed by or attributable to a single erakgrhai Techs., Inc. v.
Limelight Networks, In¢.797 F.3d 1020, 1022 (Fed. Cir. 2015heTCourt must first determine
whether,as to the method claims, there is a genuine issue of material fact that all of $haf step
the claimed method are, in fact, performed avitkther as to the system claims, there is a
genuine issue of material fact that all of the componahitse claimed system are preseiften
the enduser of the AgPhD App uses the app for its intended purpose. The Court must then
determine whether the performance of each step or the use of each component dantbd att

to the same entity.

a. Method Ghims
1. Independent Claim 1
Independent Claim 1 consists of eight steps, all of which the Plaintiff has ttentiar
demonstrate are performed during the use of the AgPhD App. The first step reqeiresting
a plurality of soil sample containers edwving a unique identifier associated therewith.” In its

Markman Order, the Court construed the term “generate” to mean “deliver or @rodhe
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Court construed the term “unique identifier” to mean “a machine readable reptieseat data,
which may but need not consist of a bar code, relating to the object to which it ischttathe
some point, users of the AgPhD App could order soil sample bags, containing QR codes from
Midwest Laboratories through the agphdsoiltest.com website. The Defendaegtheguhis
limitation is not met because there is no evidence that a QR code is a “uniquerdenti
However, the instructions provided with the AgPhD Soil Test App instruct the end-user to
“[s]can the QR code on the bag . . . to identify the sample location.” From this a reasoeable t
of fact could conclude that the QR cade representation of data that is machine readable that
relates to the object to which it is attach®de Tinnus Enter., LLC v. Telebrands Co8d6 F.3d
1190, 1204 (Fed. Cir. 2017) (“Indeed, this court has previously approved of the use of instruction
manuals to demonstrate direct infringement by customersWe are aware of no case law
prohibiting a court from relying on product instructions to find direct infringement”

The second step requires “manually pulling at least one soil sample frolioch anfile
placing said at least one soil sample in a respective one of said plurality ofrgaié sa
containers.” There are multiple ways to pull a soil sample, both manual ahdmial. A
reasonable trier of fact could find that the instructions provided with the AgPhD&3biApp
instructthe enduserto manually pulkoil samples

The third step consists of “scanning said unique identifier associated wiitbodai
sample ontainer containing said at least one soil sample with a handheld remote terimiisl.”
Markman Order, the Court construed “handheld remote terminal” to mean a “smartgtane
Court construed the term “scan” to mean “to convert into digital form for procgssid
“scanner” to mean “a device that converts information into digital form for psoug” The

Defendant arguethat the AgPhD App merely takes images #rat taking an image with a
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smartphone is not “scanning” under the Court’s definition. 8uéasonable trier of fact could
determine that thpurpose of “taking a photo” of the QR code is to identify the sample and that
using a digital image for identification necessary requlieQR code to be “convert[ed] into
digital form for processi.” Even if this claim limitation is not met literally, a reasonable trier of
factcould findthat it is met under the doctrine of equivalents.

The fourth step requires that the “handheld remote terminal includes a handhet remot
terminal sampling applation.” The AgPhD App is an application that is downloaded and
installed ontssmartphonetor the purpose of aiding in soil sampling.

The fifth step requires that the “handheld remote terminal sampling application
configured to allow a sample takerdoter a farm/client name and a field identifier.” The
Defendant argues that the AgPhD App does not meet this limitation because tiseeoan
also enter the client/farm name on a tablet or a personal computer and cherdse itovia the
website ratkr than the app. But, the '857 Patent does not require that the end-user’s only option
to enter the farm/client name and a field identifieviaeasmartphoneSee, e.gVulcan En¢g
Co. v. Fata Aluminium, Inc278 F.3d 1366, 1375 (Fed. Cir. 2002) (8lirrelevant whether an
element has capabilities in addition to that stated in the claish.”Jglecom, Inc. v. Datapoint
Corp., 908 F.2d 931, 945 (Fed. Cir. 1990) (finding that a party cannot avoid infringement where
“a claimed feature performs not ordg shown in the patent, but also performs an additional
function”); iRadio Steel & Mfg. Co. v. MTD Prods., In€31 F.2d 840, 848 (Fed. Cir. 1984)
(“[A]ln accused device cannot escape infringement by merely adding featurethdrivise has
adopted théasic features of the patent.”) (internal quotations omitted). The F&Xerait
“ha[s] never required that a claim read on the entirety of an accused device i anflandge.”

SunTiger, Inc. v. Sci. Research Funding G189 F.3d 1327, 1336 (Fed. Cir. 1999).
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The sixth step requires that the “handheld remote terminal sampling applicatudes
a handheld scanning application configured to allow said sample taker to scan said unique
identifier with a scanner on said handheld remote terminal.” In its Marknder Qine Court
defined “application” as “a piece of software that performs one or more foactibhe
Defendant argues that the AgPhD App does not meet this limitation becausa@ytose piece
of software, and there is no separate scanner. The Defendant alsalzaitihesQR code is not
a unique identifier but that the QR code is used only to generate the wdgqtiger within the
AgPhD App.As the Court noted above, a reasonable trier of fact could find that taking an image
of a QRcode in order to generate a number falls under the Court’s definition of scannjng, i.e
“to convert into digital form for processing.”

The Defendans assertiorthat the claims requira separate piece of software for the
scanning functioms unpersuasive. “It is settled law, and it is good sense, that one does not
escape infringement by combining into one element what a claim spesiti®s,grovided that
the single element performs the function of both in the same \@lyds v. Triumph Trap Cp.
26 F.2d 312, 314 (2d Cir. 1928). Given the Court’s construction of “application” to mean “a
piece of software that performs one or more functions,” a reasonable trier cddi&tfind that a
single application can perform both steps required by Claim ltlserefor, that this limitation
iS met.

The seventh step requires “obtaining a geographic coordinate reading assaiiat
location in said field from where said soil sample is obtained.” The Defendamtsaitat the
AgPhD App does not meet this litation because the engser can obtain a geographic reading

from anywhere, not just a location in a field, such as a golf course or a yard. &nf,reghing
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in the '857 Patent requirélatthe application permit geographic readiogdyin a field, aml
extracapabilitiesdo not automatically make the app nofringing.

The final step is “associating said soil sample with said unique identifier and said
geographic coordinate reading.” Although the Defendant insists the app does not lave to, i
admitsthat the AgPhD App can associate a unique identifier with a geographic coordinate
reading.

Accordingly, there remain genuine issues of material fact asédher, in the course of
using the AgPhD App for its intended purpose, all of the steps of thedetiClaim 1 are

performed.

2. Dependent Claims-5

Dependent Claim 2 addse limitation: “wherein said unique identifier comprises a
barcode.” At least at some point, the soil sampling bags delivered by Midalestatories
contained QR codes, and the Plaintiff claims that it is akvelivn fact that QR codes are a type
of bar code. The Defendant argubdsitthe only evidencéhat the Plaintiff has offered to satisfy
its burden of proof is a Wikipedia article, which is not typically admissiblgesxe. The
Defendant also argues that the Plaintiff cannot meet its burden of proof on thmswitaput
expert testimony, which it does not have. The Court agrees. QR codes and thamnstefato
bar codes is not something that is within the common and ordinary experience of arlajtjar
Plaintiff has disclosed no experts ims caseand has proffered no other admissible evidence.
Without expert testimony, the Plaintiff cannot meet its burden of proof at trial o thlab the

bags delivered by Midwest Laboratories for use with the AgPhD App msdintitation.
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Claim 3 requires: “The method of claim 1, further comprising storing said unique
identifier and said geographic coordinate reading in a database assodiateaidvhandheld
remote terminal.” The Defendant argues that the Plaintiff needs expert @stinestablish this
limitation, which it does not have. The Court agrees. Although “database” as usedithe ’
Patent may be commonly understood by a person of ordinary skill in the art, it is not cgmmonl
understood by a lay juror. The Plaintiff argues that therd baua database associated with the
smartphone because Claim 4, which depends from Claim 3, requires syncing saicdaithbeas
server, and the Defendant admits that the AgPhD App syncs data located on ttselAppa
serverand that once the datatrensferred to the server, it is stored on a database. However, the
deposition testimony on which the Plaintiff relies for this admission indicatgghail
information is stored in a database associated wst#mnaer not with thehandheld remote
termiral as claimedMoreover, the Court does not find that “syncing” is a term commonly
understood by a lay jurorhus, thePlaintiff lacksexpert testimony to explain, for example, how
a database works, how a database is “associated” with any given device, or wither
databaseare in fact, requiredor syndng to occur.Thus, without expert testimony, the Plaintiff
camot met its burden to show that the “database” limitation is met.

Claim 4 requires‘The method of claim 3 further comprising syncing satbhtdase
associated with said handheld remote terminal with a server.” Because thislefgnds from
Claim 3, and the Plaintiff has not met its burden of proof to show that all of the longadf
Claim 3 are met, the Plaintiff necessarily cannot meditrden of proof to show that Claim 4 is
infringed.

It is not clear whether the remaining Claidependingrom Claim 1 are still at issue. In

its final infringement contentions, the Plaintiff has also asserted infriegeoi Dependent
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Claim 5, whereathe Defendant, in its final non-infringement contentions includes arguments
regarding Dependent ClaimsB. Neither party argued the merits of these Claims in their
briefing. However, each dbependenClaims5-12require the “database” limitation from Claim
3, and therefore, the Plaintiff cannot satisfy its burden of proof to show infringasiemainy of
these Claims

Accordingly, the Court will grant summary judgment of nofiingement as to

Dependent Claims-22.

b. System Claims

The Plaintiff has the burden to prove that when end-users of the AgPhD App use the app
for its intended purpose, all of the components of the claimed systgreasst One of the
limitations in Independent Claim 13 requires that “said unique identifttsaid geographic
position are stored in a database,” where an application is “operable to sync émescohsaid
database to a lab devicéiowever the Plaintiff’'s argument suffers from the same flaws as its
argument regarding Dependent Claim 3.##e Court noted above, “database” is not commonly
understood by the lay juror, and the Plaintiff has no expert witness or other atiesgience
that this limitation is metTherefore, the Plaintiff cannot meet its burden of proof to show
infringement of Claim 13. Nothereforecan the Plaintiff meet its burden of proof as to any of

the Claimsdependhg from Claim 13.

C. Acts Attributable to Same Entity
“Where more than one actor is involved in practicing the steps, a court must determine

whether the ets of one are attributable to the other such that a single entity is respomsthke f
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infringement.”Akamai Techs.797 F.3d at 1022ge also HlLilly and Co. v. Teva Parenteral

Meds, Inc, 845 F.3d 1357, 1364 (Fed. Cir. 2017). An entity is “resipbm$or others’

performance of method steps in two sets of circumstances: (1) where thyadliestiis or

controls others’ performance, and (2) where the actors form a joint enterpkiaenai Techs.

797 F.3d at 1022Vhether a single entity “directed controlled the acts of one or more third
parties is a question of fact” for the juig. “[L]iability under § 271(a) can also be found when

an alleged infringer conditions participation in an activity or receipt of a henpe

performance of a stepr steps of a patented method and establishes the manner or timing of that
performance.’ld. at 1023.

“Alternatively, where two or more actors form a joint enterprise, all can bgethavith
the acts of the other, rendering each liable for the steps performed bydhastheach is a
single actor.ld. To show the existence of a joint enterprise, a party must show “(1) an
agreement, express or implied, among the members of the group; (2) a common purpose to be
carried out by the group; (3) a community or pecuniary interest in that purpas®y &me
membes; and (4) an equal right to a voice in the direction of the enterprise, which giegqaan
right of control.”ld. Whether a joint enterprise exists is a question of fact for thelgury.

There isno genuine dispute that the Defendant itself does not perform all of the steps in
the claimed methodhereis noevidence of record that the Defendant exercises the kind of
direction or control over the end-users of the AgPhD App that wesilblish vicarious liability.

Nor is there evidence of recatttat the Defendant entered into joint enterprises witheaualy
user of the AgPhD App. Thus, even if some acts of direct infringement occurred, there is
evidence that each of the steps @ thethodareattributable to the Defendarithe Federal

Circuit has held that “a party that sells an apparatus capable of performimpieganethod is
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generally not liable for direct infringement if that infringing act comes to. pastead, the direct
infringer would be the party who put that apparatus to use to perform the patented method.”
Koninklijke Philips N.V. v. Zoll Med. Cor®656 F. App’x 504, 521 (Fed. Cir. 2016¢e also
Ericsson, Inc. v. D-Link Sys., In@.73 F.3d 1201, 1221 (Fed. Cir. 2014) (finding that the jury did
not have substantial evidence to find direct infringement even thbhgtsubstantial evidence
to find indirect infringement)Accordingly, the Court will grant summary judgment of no direct
infringement of the '857 Patent.

However the Court finds that completion of all the steps involving the AgPhDcapp
be attributed to the engser. The endises first ordersoil sample containers, which, via the
agphdsoiltest.com website, they can Ineyn Midwest Laboratories. “Contracting” out the
generation of the containers does not shield theusedfrom liability.See Marley Mouldings,
Ltd. v. Mikron Indus., IngNo. 02 C 2855, 2003 WL 1989640, at *2—3 (N.D. Ill. Apr. 30, 2003)
(holding that “[a] party cannot avoid direct infringement merely by having anetttity
perform one or more of the required steps when that party is connected with the entity
performing o or more of the required steps”). The end-users of the AgPhD App canmitiact
one or more entities, such as Midwest Laboratories, to purchase soil sampleecsraad to
test the samples once they have been collected. Therefore, a reasonableatrieronid
conclude that thendusers of the AgPhD App directly infringed the '857 Patent, tradefore,

the Defendant may be liable for indirect infringement.

2. Indirect Infringement
Even if the Defendant did not directly infringe the '8%tdnt, it may still be liable for

indirectly causing third parties to infringe tt8%7 Patent.Under 35 U.S.C. § 271(b)[W]hoever
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actively induces infringement of a patent shall be liable as an infririgedér 35 U.S.C.
§ 271(c):

Whoever offers to sell or sells within the United States . . . a component of a

patented machine, manufactusmmbination or composition, or a material or

apparatus for use in practicing a patented process, constituting a npeteridithe
invention, knowing the same to be especially made or especially adapted for use in
an infringement of such patent, and adtaple article or commodity of commerce
suitable for substantial noninfringing use, shall be liable as a contributangef.

The Defendant primarily arguéisatthe Plaintiff has no evidence direct infringement
by any person or entity, and, absent direct infringement, there can be no indinegemént.
The Defendant also argues that it is not liable for contributory infringemeatibe the AgPhD
App has substantial non-infringing uses and that it is not liable for inducement beéchd sedi
have the specific intent to induce infringement.

“Liability for either active inducement of infringement or for contributory imjement is
dependent upon the existence of direct infringemdot/ Techs., Inc. v. Flakt, In& F.3d 770,
774 (Fed. Cir. 1993)'he Defendanpoints outthat the Plaintiff has not come forward with any
evidence of specific instances of direct infringemémid, hypotheticals that acts of direct
infringement could possibly have occurie@generally nosufficient See Dyneore Holdings
Corp. v. U.SPhilips Corp, 363 F.3d 1263, 1274-76 (Fed. Cir. 20@¢4wever, “[iJt is
hornbook law that direct evidence of a fact is not necessary. Circumstantial eviglent only
sufficient, but may also be more certain, satisfying@@rduasive than direct evidence.”
Metabolite Labs., Inc. v. Lab. Corp. of Am. Holding80 F.3d 1354, 1364—65 (Fed. Cir. 2004)
(internal quotation omitted) (finding circumstantial evidence sufficient to suppy
determination of direct infringement).

In Koninklijke the Federal Circuit overturned a jury verdict of no contributory

infringement that was based on a findthgt the Plaintiff “failed to prove that any of [the
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defendant’s] customers actually performed [the] direct infringem6B6”F. Apfx at522. The
Federal Circuit reasoned that, duette defendant’s market shasereasonable juror could not
“conclude that not a single one of [the defendant’s] customers in this sizable fsih@enarket
used the devices for their intended purpdskels The Federal Circuit has also rejected the
argument that a plaintiff “[can]not rely on the instruction sheets to prove aditecf
infringement by endsers” where the “instruction sheets teach an infringing configuration.”
Golden Blount, Inc. \Robet H. Peterson Co438 F.3d 1354, 1362-63 (Fed. Cir. 2006)
(affirming finding of induced and contributory infringemersge also Tinnus Ente 846 F.3cdat
1204 (“Indeed, this court has previously approved of the use of instruction manuals to
demonstrate direct infringement by customers in the context of induced infiengje . . We are
aware of no case law prohibiting a court from relying on product instructions to fex dir
infringement”); Toshiba Corp. v. Imation Corp681 F.3d 1358, 1365 (Fed. Cir. 2012) (“This is
not the first time we have concluded that where an alleged infringer desigrmuatdor use in
an infringing way and instructs users to use the product in an infringing way jgteifficient
evidence for a jury to find directfmngement.”);Lucent Techs., Inc. v. Gateway, 880 F.3d
1301, 1318 (Fed. Cir. 2009) (finding sufficient evidence supported the jury’s verdict df direc
infringement where the defendant “not only designed the accused products to gdractice t
claimed nvention, but also instructed its customers to use the accused products in an infringing
way.”).

A reasonable juror could find that the instructions for the AgPhD App taught an
infringing use. Thus, the Court fintlsata reasonable juror could nofer that “not a single

one” of the end-users of the AgPhD App directly infringed the Batént
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a. Inducement
“Inducement requires a showing that the alleged inducer knew pataet knowingly
induced the infringing acts, and possessed a specific intent to encourage antthregésment
of the patent.Vita-Mix Corpv. Basic Holding In¢.581 F.3d 1317, 1328 (Fed. Cir. 2009)
“Especially where a product has a substantiatinfnmging use intent to induce infringement
cannot be inferred even when thefehdant has actual knowledipat sane users of its product
may beinfringing the patent.1d. “The mere knowledge of possible infringement by others does
not amount to inducement; specific intent and action to induce infringement must be proven.”
Cleveland Clinic Found. v. True Health Diagnostics L.I869 F.3d 1352, 1364 (Fed. Cir. 2017).
However, {e]vidence of active steps taken to encourage direct infringement, such assadyerti
an infringing use or instructing how to engage in an infringing use, show an affermaent
that the product be used to infring®EMC Elec. Materials, Inc. v. Mitsubishi Materials Silicon
Corp., 420 F.3d 1369, 1379 (Fed. Cir. 200Blt, gving generalnstructions about how to use a
product is insufficient. As #nFederal Circuit has stated:
The question is not just whether instructions “describ[e] the infringing mode,” but
whether the “instructions teach an infringing use of the device such thatwe ar
willing to infer from those instructions an affirmative intent to infringeghtent.”
Merely “describ[ing],” aninfringing mode is not the same as “recomuijerg],”
“encourading],” or “promot[ing],” an infringing use, or suggesting that an
infringing use “should” be performed.
Takeda Pharm. U.S.A. Inc. v. West-Ward Pharm. C@gb F.3d 625, 631 (Fed. Cir. 2015)
(internal citations omittedBut, where the instructions suggest or recommend the infringing use,
a jury may properly find the requisite “affirmative intent” to induce infrmgeat.See, e.qi4i
Ltd. P’ship 598 F.3cat 851-52 (“The jury saw and heard about [the defendant’s] online training

and user support resources, which provided detailed instructions onthsirg¢used

technology].). Not only could a jury find that the instructions taught an infringing use, a jury
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could also give weight to the user support services that the Defendant provided to find
inducement.
The Defendant admits that it knew about the 857 Patent at least as early as December
2014. It is of no matter whether the Plaintifisvthe entity that actually sent the letter that
informed the Defendant of the existence of the '857 Patent, nor does it matter Plairiti#
was not yet the assignee of the ‘857 Patent at the time the letter wdsoséhé purposes of
inducement,
[w]hat matters is not how the putative infringer learned of the patents . . . Iply sim
that the putative infringer has knowledge of the allegedly infringed patentsand it
claims; it is this knowledge of the patent and its claims by a putative infrnger
however obtained-that is essential to a claim for indirect infringement.
Rembrandt Soc. Media, LP v. Facebook,,IBB0 F. Supp. 2d 876, 882 (E.D. Va. 2013). Thus, if
the jury finds that the instructions for the AgPhD App teach an infringinghes@jry could also
find that the Defendant knew or should have known that such use would infringe, that the
Defendant intended to induce infringement, #rat the Defendant therefore indirectly infringed

the '857 Patent. Thus, the Cowll not grant summary jdgment as to the issue of induced

infringement.

b. Contributory Infringement

Under 35 U.S.C. 8§ 271(cwhoever sells an apparatus for use in practicing a patented
method, knowing it to be ‘especially made or especially adapted for use iniaganfent of
such patent, and not a staple article or commodity of commerce suitable for sailbstenAt
infringe use, shall be liable as a contributory infringevita-Mix., 581 F.3cat 1327 (quoting 35
U.S.C. § 271(0Q) Liability stems from “the core notion that one who sells a component

especially designed for use in a patented invention may be liable as budonyrinfringer,
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provided that the component is not a staple article of commerce suitable fonsabsta
noninfringing use.’Ricoh Cov. Quanta Computer Inc550 F.3d 1325, 1337 (Fed. Cir. 2008).
“The drafters of [8271(c)] explicitly recognized that without protection from contributory
infringers, owners of method patents . . . would have no effective protedtioddsh v. Block
Drug Co, 833 F.2d 1575, 1579 (Fed. Cir. 1987).

“Non-infringing uses are substantial when they are not un-usudétédred illusory,
impractical, occasional, aberrant, or experiment4itid-Mix, 581 F.3dat 1327 In assessing
whether a use is substantial, the ffwatiler may consider ‘the use’s frequency . . . the use’s
practicality, the invention’s intended purpose, #melintended market. Toshiba Corp.681
F.3d at 1362 (quotingli Ltd. P’ship 598 F.3d at 851)}Similarly, inefficient and uneconomical
uses are less likely to be deemed ‘substantidibffmann-La Roche Inc. v. Promega Coiyo.
C-93-1748, 1994 WL 761241 (N.D. Cal. 1994)here the [accused] product is equally capable
of, and interchangeably capable of both infringing and substantiahfrorging uses, a claim
for contributory infringement does not ligri re Bill of Lading Transmission & Processing Sys.
Patent Litig, 681 F.3d 1323, 1338 (Fed Cir. 2012). “That practicing the patented method may be
the most logical or useful purpose for [the accused] products does not render thevaltesea
‘unusual, far-fetched, illusory, impracticaccasional, aberrant, or experimentald’ But, “[i]t
does not follow . . . that the inclusion of a component with substantial noninfringing uses in a
product that containsther components useful only to infringe a process patent can or should
defeatliability for contributory infringement under § 271(cRicoh 550 F.3d at 1339-40
(vacating grant of summary judgment of non-infringement where, although tiedagaroduct
was capable of being used in both an infringing andinfsimging manner, thaccused product

contained “at least some distinct and separate components used only to perfolegdaéyal

35



infringing . . . methods”)In fact, the Federal Circuit has “rejected the argument that an
otherwisenfringing product may automatically escajpability merely because it contains a
noninfringingstaple ingredient.Id. at 1339 (citingHodosh 833 F.2d 1575) (emphasis in
original).

The Defendant argues that the AgPhD App has substantiahfimging uses because
the endusercan choose to use the app in shene manner dbe Defendant’Soiltest ProApp—
a product that the Defendant characterizes as -amfianging staple—including manually
recording identifying informatianThe Court finds that the AgPhD App could be used in a non-
infringing manner by manually recordirggunique identifier instead of scanning it. The Court
does not find such use to be “unusual, far-fetched, illusory, impractical, occasionan e
experimental” as both the instructions andscre@ prompts within the app give the easers
this option. Therefore, because the AgPhD App has a substantial non-infringing use, the

Defendanis not liable for contributory infringement under § 271(c).

CONCLUSION

For these reasons, the CoOBRANTS IN PART andDENIESIN PART the Defendaris
Motion for Summary Judgment [ECF No. 13f]noninfringement The Court grants summary
judgment of non-infringement on all claims except Independent Claim 1. The Cougtahts
summary judgment of no direct infringent of Claim 1 and no contributory infringement of
Claim 1.The Court DENIES the Defendant’s Motion for Summary Judgment [ECF Npofl29
invalidity, DENIES the Defendant’s request to dismiss this case foopepvenuand lack of
personal jurisdictiorandDENIES the Plaintiff’'s Motion for Summary Judgment [ECF No. 142]

of infringement.
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SO ORDERED oranuaryl6, 2018.

s/ Theresa L. Springmann
CHIEF JUDGE THERESA L. SPRINGMANN
UNITED STATES DISTRICT COURT
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