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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF INDIANA
SOUTH BEND DIVISION

PHILLIP C. RUEHL and PC RUEHL
ENGINEERING, INC,

Plaintiffs,

V. CAUSE NO.:3:14CV-317-TLS

AM GENERAL LLC,

Defendant.

OPINION AND ORDER

This matter is before the Court on Defendant AM GefsgeBalpplemental Motion for
Partial Summary Judgment [ECF No. 7Bhe motionis briefed ands ripe for ruling.
The case is a dispute over ownership rights to a patent related to vehicular flarrehsi
Amended Complaint [ECF No. 2R)Jaintiff Rueht raises claims against AM General LLC
(“AM General) for patentinfringement and teach ofcontract.AM General filedDefendants
Answer and Affirmative Defenses to Plaintiffsmended Complaint and Counterclaim [ECF
No. 25], denying Rueld’ allegationsraising affirmative defensesising counteslaimsfor
breach of warranty and breach of contract, and askingdeclaratory judgment that it either
owns the patent in question or has an irrevocable license to use it.

LEGAL STANDARD
“The court shall grant summary judgment if the movant shows that there is no genuine

dispute as to any material fact and the movaenititled to judgment as a matter of lafxed. R.

1 Unless noted otherwise, this Order will refer to Plaintiffs Phillip C. Ruehl @Rirehl Engineering, Inc.
collectively as'Ruehl”
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Civ. P. 56(a). [T]he burden on the moving party may be discharged by ‘showitigitis,
pointing out to the district court—that there is an absence of evidence to support the nonmoving
party s casé€. Celotex Corp. v. Catretd77 U.S. 317, 323 (1986). “If the moving party has
properly supported his motion, the burden shifts to the non-moving party to come forward with
specific facts showing that there is a genuine issue for tBaierer v. Rossmaii98 F.3d 502,
507 (7th Cir. 2015). “To survive summary judgment, the nonmoving party must establish some
genuine issue for trial such that a reasonable jury could return a verdict ifayois] Gordon v.
FedEx Freight, InG.674 F.3d 769, 772—73 (7th Cir. 2012).

Within this context, the Court must construe all facts and reasonable infen@moes f
those facts in the light most favorable to the nonmoving plarakes v. Peoria Sch. Dist. No.
150, 872 F.3d 545, 550 (7th Cir. 201However,the nonmoving partyi$ only entitled to the
benefit of inferences supported by admissible evidence, not those ‘supported by only speculati
or conjecture! Grantv. Trs. of Ind. Uniy870 F.3d 562, 568 (7th Cir. 201(€)ting Nichols v.
Michigan City Plant Plannindgept, 755 F.3d 594, 599 (7th Cir. 2014)). Likewise, irrelevant or
unnecessary factual disputes do not preclude the entry of summary jud@areoii.v. Lynch
698 F.3d 561, 564 (7th Cir. 201@jting Anderson v. Liberty Lobby, Inet77 U.S. 242, 248
(1986)).

STATEMENT OF MATERIAL FACTS

When considering this motiothe Court views the facta the light most favorable to
Ruehl as the nonmoving party. The following statement of facts, including footisalescly
guoted from the Coud’March 28, 2017 Opinion and Order [ECF No. 69] denying batligs
Motions for Partial Summary Judgement [ECF Nos. 50, 54]:

1. Mother Necessity



The parties agree Ralf Pionke of AM General contacted his form&odcer Philip
Ruehl in late2004 or early 2005 about consulting with AM General on a project to upgrade the
frame rails for its Humvee line of trucks.
Mr. Pionke sent Mr. Ruehl drawings of the then-current side rail design on February 17,
2015 (via email), and on February 23, 200a UPS). AM General claims Mr. Ruehl admitted
that once he had its print drawings, which he did not receive until February 25, 2005, he looked
at them and wanted to modify the spacers.
2. February purchase order
Mr. Ruehl signed a purchase order on February 26, 2005. The front of this purchase order
says:“This purchase order is issued to cover cost to provide engineering support for HMMWV
frame rail feasibility study.(Feb. Purchase Order, DE-3B at 2.) It ale caps the cost at
$22,500. [d.) It warns:*ACCEPTANCE OF THIS ORDER CONSTITUTES AN
ACCEPTANCE OF THE TERMS AND CONDITIONS ON FACE AND REVERSE
HEREOF” (Id.)
The back of this purchase order says:
1. This order constitutes the entire agreentttveen the parties hereto and the
termsandconditionssetforth hereincannot be modified amendedvithout the
written consent of the Purchaser. No officer, employee or other representative of
Purchasers authorizedo makeanyoral contractof commiiment for the purchase
of materials or to modify or change the terms and conditions of this order unless

such modification or change is in writing approved by Vice President of the
Purchaser.

5. It is understood and agreed the Seller warrantshbaaie or use of the
materialcoveredby this order,eitheraloneor in combinatiorwith other

materials, will not infringe or contribute to the infringement of any patents, either
in the U.S.A. or in foreign countries, and that the Seller covenants to defend every

2 AM General cites page 40, linegt9ough 17, of Mr. Rueh$ deposition (Ruehl Dep., DE 81 at 8). But this
portion of the deposition does not definitively support AM Gengr@dhim of admissian
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suit which shall be brought against the Purchaser or any party selling or using any
of the Purchasé&s products for any alleged infringement of any patent by reason

of the sales or use of said materials, either alone, @ritbinationwith other

materials andto payall expenseandfeesof counselwhich shallbeincurredin
andabout defendinggndall cost,damages and profits recoverable in every such
suit.

9. Information, including but not limited to technical information, drawing and
data,submittedanytime by Sellerto Purchaserelatingto goods oiservices

covered by this purchase order are deemed not to be submitted in confidence
unless otherwisspecificallyagreedo in writing. Any restrictivemarkings

affixed uponany suchinformationfurnishedto Purchaseshall be of noforce or
effect,may bemodified, removedor ignored by Purchaser without any liability to
Seller and the information may be used by Purchaser in any way in the conduct of
its business. Sellarsole rightsvith respecto use ofsuchinformation by
Purchaserit’s [sic] successors, subsidiaries, licenses, affiliates or parents shall be
determined only by valigre-existingpatentrights ofSellerasrelatedto the
manufacture, use or sale of goods or services covered by this order. Seller agrees
to promptly notify Purchaser of any pre-existing patents of any other form of
protection which Seller may hold or know of which relates to the goods or
services to be provided under this purchase order. In connection with the
development of any ideas, inventions, improvement or discoveries, inchitling
relatedinformationandknow-how,relatedto the goods or services to be provided
under this purchase order and for which Purchaser has provigsi provide
supportto Sellerin theform of funding, including but ndimited to paymentsn

whole orpartfor prototype components or tooling, designitegtingor
consulting,Purchaseshallautomaticallybeentitledto andSelleragreedo and
herebyassignsall rights,title andinterestto suchideas,inventions, improvements
anddiscoveriequnlessotherwisespecificallyagreedo in writing andsuchevent
Purchaseshallbeentitledto atleasta nonexclusivg@aid up,irrevocable

worldwide rightandlicenseincluding the righto fully sublicensehird parties
including theU.S. Governmenfor all Governmental purposes to practice and

have practiced for its purpose such invention). Seller agrees to promptly notify
Purchaser in writing of any such idea, invention, improvement or discovery so
developed. T provisions of this clause shall survive termination of fulfillment of
this order and shall incur to the benefit of Purchassutcessors, subsidiaries,
licenseesaffiliates of parents.

(Feb. Purchase Order, DE 51-13 at®8.BIr. Ruehl acknowledges that his signature on this

document commits him to its terms.

3 Some apparent instances of the wiwt! might actually bé&or,” and vice versa. The document is difficult to read
in places.
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3. Original concept sketch: March 5, 2005

On March 5, 2005, Mr. Ruehl sketched the big idea at the heart of this case. But the
parties disagree about the genesis of this idea.

Mr. Ruehl claims in his amended complaint he conceived the idea before signing the
purchase order on February 26, 2005. But he testified on November 19, PBé tefrative
process of inventing the concept was completed on March 5, 2005.” (Ruehl Dep., DE 51-11 at
15.) And on April 14, 2016, Mr. Ruehl signed his declaration stating: “None of my invoices to
AM General incluéd charges for my work inventing my new frame rail concept, which was
completed no later than March 5, 2005 (and, to my best recollection, earlier thanRwah
Decl., DE 55-3 at 2.)

AM General argues there is no evidence Ruehl conceived theattga bigning the
February purchase order other than hissayAM General argues the evidence demonstrates
that the spacer concept was not completed until March 5, 2005, and that the idea continued to
develop after that dat§T]he undisputed evidenceathonstrates that Ruehl, after reviewing
AMG'’s frame rail drawings and signing the February PO, canweithpa spacer concept and
then spent three weeks further refining and developing this concept as part of the imggineer
support he provided to AMG(AM Generdls Br. Oppn Pl.’s Mot. Partial Summ. J., DE 60 at
20.)

Not only do the parties disagree about the genesis of the idea, they also disagree about
what happened to the idea after Ruehl sketched it on March 5, 2005. Ruehl claims the idea never
changed or developed after that date, or perhaps even for some time before. Ruehl claims no one

refined, tested, supported, or funded the idea after that date, or perhaps even fansome ti



before. AM General, however, argues that the idea was subject touszhtiavelopment,
refinement, and testing during the following months.

The parties refer to the idea in various ways. Ruehl refers to it as an invextioprised
of a boxtype frame rail assemblyand as'a much improved means of assembling framiés”

(Am. Compl., DE 22 at 4, 6.) He says the patent, entitled “Boxed Frame Member and Method for
Manufacture’, covers the inventionld. at 7.)
AM General refers to the idea aSspacer concept(AM Generals Br. Supp. Mot.
Partial Summ. J., DE 5t 5.) AM General denies the amended complaikétailed definition
of the invention is accurate, but admits the patent relates to the new fradesigil. Mr. Ruehl
also refers to the idea &my spacer concept” in correspondence. (Email, Dec. 1, 2005, DE 52-7
at 3.) For the sake of simplicity, the Court will Usged to reference the contested intellectual
property.

On March 5, 2005, Mr. Ruehl showed the sketch of the idea to Werner Kraenzler, a
prototype shop owner, who confirmed he believed he could make a prototype of the idea. Mr.
Ruehl did not identify the idea as confidential.

4. "Kick-off” meeting: March 7, 2005

On March 7, 2005, Ruehl met with representatives of Applied Technologies, Inc., and
Mr. Pionke at AM General’s facility in Livonia, Michigan. Ruehl claims he showed tHe AT
representatives his sketch of the idea before Mr. Pionke even entered the room.

At that meeting, after disclosing his idea to the ATI representatives and Ridvike,

Ruehl signed a confidentiality agreement presented to him by AM General. R.J. Gula, a vice
president of AM General, signed it the next day.

5. Confidentiality agreement: March 7, 2005



The confidentiality agreement states:

1. “Confidential Informatiohshall mean any information that has value to the
Disclosing Party and is not generally known to its competitors, including but not
limited to all of theDisclosingPartys tradesecretsdesignsspecifications, ideas,
concepts, plans, formulas, patterns, devices, software, drawiagkjneryand
equipment, productprocessegroceduresmethods, applications, technologies,
financialinformation,customeiinformation (including identity, specific needs
and any of such customsrinformationpossessetly theDisclosingParty)or any
compilationor combination of the foregoirtgatis disclosedo ReceivingParty
andmarked as confidential or proprietary. Any information that is transmitted
orally shall be considered be Confidential Information, providesiich
information is identified as proprietary or confidential at the time of such oral
transmittalandnoticeis subsequently providad writing of its confidential or
proprietarynatureby DisclosingPartyandtransmittedo ReceivingPartywithin
ten(10) days osuchoral transmissionAny informationthathasvalueto the
DisclosingPartyandis notgenerallyknown to its competitors, including but not
limited to Commercial/Military Vehicle Frame Feasibility Study

2. Information of the Disclosing Party shall not be considered “Confidential
Informatiori’ if it:
(a) Is publicly knownto theReceivingparty at thetime of disclosure;
(b) Becomes public knowledge without breach of this Agreement by
Receiving Party;
(c) Is known to Receiving Party at the time of the disclosure and is not
subject to any restriction that would be violated by its disclosure;
(d) Is lawfully obtained, without restriction that would be violated by the
disclosure by Receiving Party, from a third party not affiliated with
Disclosng Party; or
(e) Is independently developed by Receiving Party by employees of
ReceivingParty who havenothadaccesdo the Confidential Information
or by third parties unrelated to Disclosing Party.

11. Nothing contained in this Agreement shall be construed as granting or
conferring to Receiving Party any patent rights or licenses from Disclosing Party
either expressly or by implication.

15. This Agreementeflectstheentireagreemenof CompanyandAMG with
respect to the subject matter hereof and supersedes all prior oral and written
representationsyarrantiescovenantscommitmentsguaranteesand other
agreements about the same subject matter hereof.



20. This Agreement shall be governed by and construed in accordance with the

laws of Indiana without reference to conflicts of law principles, and the partie

agree to be subject to the jurisdiction of the courts of Indiana. Anydetgahto

enforcethis Agreemat shallbe broughtn St. Joseph County, Indiana.

(Mutual Confidentiality Agreement, DE 2RPat 1-3.)

6. Frame rail feasibility study

After the meeting on March 7, 2005, Ruehl worked with AM General and ATI on the
frame rail feasibility study. The parties disagree about whether this wodklettivork on the
idea itself.

On March 24, 2005, Ruehl completed a report summarizing his Werkdentified the
spacer concept as‘'key featuré of his proposed redesigned frame rails. He did not mark the
report, or anything included in the report, as confidential.

On March 28, 2005, he emailed Mr. Pionke drawings, including a drawing ofabersp
concept. Ruehl did not mark the drawing as confidential.

7. Invoices

Mr. Ruehl billed AM General for his work via two invoices dated March 29, 2005. The
first invoice itemizes travel expenses with precision, and totals $2,699.58. (Invoice # 120, DE
51-2 at 2.) The first three items on the list bill for travel on March 6, 2005.

The second invoice does not specify the dates it covers, nor does it itemize the work for
which Ruehl billed. The second invoice indicates he chose not to bill for 3.5 days of work, as a
“Professional Courtesy.” (Invoice # 121, DE 51-3 at 2.) In an email to Mr. Pionke dateld Marc
30, 2005, Mr. Ruehl apparently explained that he reduced the bill to keep it under the budget of

$22,500: “I have adjusted billing to remain within gett but we have exhausted the allocated

funds.” (Email, Mar. 30, 2005, DE 51-9 at 2.) In an attachment to another email, he apparently



sheds further light on the bill: “I pondered the problem for weeks with nothing to show. The
problem is as old as the industry. | could not consider billing for such ‘dreaming’, with high
probability of failure-- in 100 years the problem had not been solved.” (Email, Dec. 1, 2005, DE
52-7 at 4.) The second invoice seeks $19,800.

The combined total of these two invoices is $22,499.58. AM General paid this amount to
Ruehl. Ruehl claims the invoices did not include any time spent conceiving the invention.

8. April purchase order

On April 21, 2005, AM General sent Ruehl a second purchase order for
“ENGINEERING SUPPORT OF FRAME RAIL REVIEW(Apr. Purchase Order, DE 5lI6 at
2.) The April purchase order and the February purchase order carry the sasnenténer
backs. Ruehl signed the April purchase order on April 24, 2005.

Again, the parties dispute the nature of the work Ruehl performed under the April
purchase order. AM General claims Ruehl took an active role in evaluating the apampt
and was instrumental in arranging meetings between AM General and the prototype shop to
produce prototype rails incorporating the spacer concept. AM General claims kis@oded
development of the idea itself. Ruehl denies this, and instead claims that theeifleaditsot
change odevelop during this time period.

Pursuant to an invoice following the April purchase order, AM General paid Ruehl an
additional $15,027.93.

9. Patent

4Invoice # 121, dated March 29, 2005, seems to bill for 20 days of work at $1,200 per dagnasitbsgeduct 3.5
days for“Professional Courtesy(Invoice # 121, DE 5B at 2.) There are natany days between March 5, 2005,
when the idea might have been completed and March 29, 2005, the date of the invoic9Mmaicus 20 days is
about March 9. Did Ruehl work full days and almost all weekends during this period? Maybe. Amlegtsz

work did Ruehl do under the headithBrofessional ServicE® These are the sorts of factual issues the Court cannot
resolve at this stage.



AM General claims that in the fall of 2005, after it had spent money in both phases to
have the spacaoncept developed, defined, tested, and prototyped, AM General concluded that
the spacer concept Ruehl developed for it was patentable. Ruehl argues AM Generdidid not
the spacer concept itself, but only funded its application to AM General’s needs.

On November 1, 2005, Ruehl filed a patent application. On November 7, 2005, Ruehl
requested for the first time that AM General pay him royalties for using tlerspancept.

On February 1, 2006, AM General filed its own patent application. AM General listed
Ruehl as the sole inventor and listed itself as the sole owner.

On July 16, 2013, the United States Patent and Trademark Office issued to Ruehl a patent
covering the ideal his patent, calletBoxed Frame Member and Method for Manufacture,”
embodies the spacer concept.

PRIOR SUMMARY JUDGMENT PROCEEDINGS

The partiepreviously traded motions for partial summary judgment. AM General sought
summary judgment in its favor on both of Ruehl’s claims and on its own declaratory judgment
and warranty counterclaims. AM General argtlet Ruehl contractually assigned to it all rights
to the ‘ided under the portion of paragraph nine of the Febrgamghase ordéistating that
Ruehl ‘assigns all rights, title, and interegbdr whichhe was to provide suppothat if neither
the assignment nor license are effective then Ruehl breached the warranty ichlsguorders;
and that the March 7, 2005 Mutual Confidentiality AgreemeliQA”) (previously referred to
by the Court in the March 28, 2017 summary judgment ruling asctitientiality
agreemerif) did not apply to the information Ruehl claaawasprotected thereunder. Ruehl

alsosought summary judgment on the issues of ownership and confidentiality. Ruehlthegued

5 The remainder of this Opinion and Order will refer to the February purchase siitief purchase ordet.
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the purchase orders did not transfer any rights overidiee’*to AM General and that tHdCA
protectedRuehl’s rights.

On March 28, 2017, the Court issued the Opinion and Order denyingdrtits p
motions. Opinior& Order,ECF No. 69The Court rejected AM Genelslinterpretation of the
clause in paragraph nine of the purchase oaercluding that the assignment clause required
that AM General actually have supportbd development of theded to automatically assign
rights to AM Generalld. at 15 At the same time, the Court rejected Rigehiotion for
summary judgment on the grourttiatthere weregenuine issuesf material fact regarding
whether AM General acillly had supported the development of the jdsawvell as regardin
the“timing, process, and progress of the iddd."at 16—18. The Court’s Opinion and Order did
not reach AM Genera counteclaim for breach of warrantyd. at 22.

The Court’s Order also flagged for the parties that the first portion of paragraptf nine
the purchase ordevas potentially dispositive as it provided that information transmitted to AM
General could b&used by [AM General] in any way in the conduct of its bus&idd. at 18.

AM Generalaccepted the Coustinvitation to brief the issue and brought the instant motion.
ANALYSIS

AM Generalnowargues thatinder pargrgph nine of thgurchase ordeinformation
disclosed tat by Ruehl could be “used by [AM General] in any way in the conduct of its
business.Br. in Supp. Def. AM General’s Suppl. Mot. Partial Sumnat3, ECF No. 75AM
General argues thttis applies to théidea”® which the parties agree was transmitted to AM

General by Ruehl both on March 7, 2005, and on March 28, B)G&.6. If this is correct, and

6 Like the @urt's previous Order [ECF No. 69], the Court will refer to the spacer concept exdbodhe 930
patent as théidea”
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AM General can use tHeded which was the basis for th@30 patent “in any way,then
Ruehl’s claims fail.

AM General argues thate claim for patent infringement would fail becaddé
General cannot infringe on the ‘930 patent if it can make free use of the underlyingadea.
U.S.C. 8§ 271(a) (W]hoeverwithout authoritymakes, uses, offers to sell, or sells any patented
invention, within the United States or imports into the United States any patented invention
during the term of the patent therefor, infringes the patent.” (emphasis addEd))se
paragraph nine would give AM General the authority to useitleel“in whatever way it
wanted, AM General could not infringe on the ‘930 patent by definition under this theory. Ruehl
does not appear to contest the argument that, if paragraph nine of the purchasestisttive
in assigning rights to theded to AM Genera) his patent infringement claim fails.

AM General als@argues thaRuehl’'sbreachof contract claim fails because the
documents transmitting theded to AM General were never marked as the MCA requires
meaning that the MCA did not provide Ruehl with any riggtSFNo. 75 at 12If that were
correct then the documents containing thée'd would not be considered confidential and,
defaulting back to thpurchase orde AM General would be free to tise“ided howeverit
wanted.

However, Ruehérgues thathe MCA superseded paragraph nine of the purchase order,
renderingt inoperative PIs! Br. Oppgn Defs Suppl Mot. Partial Summ. &t 10, ECF No. 87.
Under this theory, his patent infringement claim would survive at a minimum beeaasdf
the MCA did not apply to the ‘930 patent, AM General would not have authorization to use the
“idea’ He also argues that the MCA appltesghe ‘930 patent, meaning that, even if paragraph

nine of the purchase order were still operative, the designation of rights fronCihevguld
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control and the purchase order would not grant AM General any righ#&.11. Ruehtaises
two main arguments as to why the MCA controls. First, heemrghathis signature on the
March 5, 2005 document is sufficient to satisfy the “marking” requirement of the MIC&t.
12. Second, he arguasthe alternative that AM General waived the marking requirement of the
MCA through conductd. at 13. Ruehl also raises other arguments arising from AM Geseral’
counterclaim against him in this matter.
Thus, there are two main issues before the Court. First, does the MCA modify and
supersede paragraph nine of the purchase order? Second, dignurehin all ights to the
“ided under the MCA?
A. Purchase Order andSupersedingEffect of the Mutual Confidentiality Agreement
Ruehl andAM Generaldisagree about the effect of the MCA on fpluechase ordeAM
Generalargues that the purchase orddlowingit to use theitled “in any way,” controls the
parties rights and that the MCA is inapplicabénd thereforeannot supersedbe purchase
order.ECFNo. 75at5. In contrast, Rueldrgues that theection of paragraph nine of the
purchase order allowingM Generaluse of the iled was“rendered a nullity'whenthe MCA
superseded tharovision.PIs!s Sur-Reply Opm Def!s Supp. Mot. Partial Summ. J. at, ECF
No. 92-1.Whether the MCA supersedparagraph nine of the purchase ordgratgentially
outcome determinativéf AM Generalis correctRuehl’s breach of contract claim fails because
the MCA is inapplicable and Ruekbpatent infringement claim fails because paragraph nine of
the purchaserder grantAM Generalthe right to use theded Ruehlsubmittedwithin the
March 5, 2005 drawing.
Because this case involves the contested assignment of rights to a patent, Indiant cont

law applies to the Court’s interpretation of the purchase oracdid Chem. Co. v. Vector
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Corrosion Techs., Ing561 F.3d 1340, 1343 (Fed. Cir. 2009) (“Construction of patent
assignment agreements is a matter of state contratt(tawating Mars, Inc. v. Coin Acceptors,
Inc., 527 F.3d 1359, 1370 (Fedir. 2008))). Because this case involves the interpretation of the
MCA and the alleged breach of that agreemehich is a supplemental stdgav claim, Indiana
contract law also applies to the Court’s interpretation of the M&&&United Mine Workers of
Am.v. Gibbs 383 U.S. 715, 726 (1966).

Under Indiana law, the Court interprets contracts by examining the intent of tless aarti
expressed within the four corners of the contisiciCae Mgmt. Corp. v. Mercs. Nat'l Bank &
Tr. Co. of Indianapolis553 N.E.2d 884, 887 (Ind. Ct. App. 1990). A court should give a
contracts language its plain and ordinary meaning, unless the contract uses a particuiaraerm
manner intended to convey a specific technical conGieens Action Coal. of Indlnc. v.
Duke Enegy Ind, Inc, 44 N.E.3d 98, 108 (Ind. Ct. App. 2015). Within the four corners, the
Court “must accept an interpretation of the contract which harmonizes its provisiopgased
to one which causes them to be conflicting¢Cae Mgmt. Corp.553 N.E.2d at 887 The
contract must be read as a whole when trying to ascertain the 'patges’ OEC-Diasonics,
Inc. v. Major, 674 N.E.2d 1312, 1315 (Ind. 1996].He meaning of a contract is to be
determined from an examination of all of its provisions, not from a consideration of individual
words, phrases, or even paragraphs read al&veri v. Poe & Assocs., In@73 N.E.2d 92, 98
(Ind. Ct. App. 2007).We read the contract as a whole and will attempt to construe the
contractual language so as not to render any words, phrases, or terms ineffective or
meaningles$.Whitaker v. Brunner814 N.E.2d 288, 294 (Ind. Ct. App. 2004). A court should
construe a contratin a way that gives each term independent meaning, rather than rendering

one surplusagePohl v. Poh] 15 N.E.3d 1006, 1014 (Ind. 2014). “In most cases, construction of
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a written contract is a question of law for the court, with summary judgment beirau|aalyi
appropriate.’McCae Mgmt. Corp.553 N.E.2chat 887.

Here, whether the MCA hati¢ potential to supersede paragraph nine of the purchase
order is dependent on if there are conflicting terms between the two corfestkrris v.
Trinkle, 170 N.E. 101, 104-05 (Ind. App. 1936¢e alsdAcequia, Inc. v. Prudential Ins. Co. of
Am, 226 F.3d 798, 803 (7th Cir. 2000)A} new contract with reference to the subject matter of
a former one does not supersede the former and destroy its obligexiosst in so far as the
new one is inconsistent therewitihen it is evident from an inspection of the contracts and from
an examination of the circumstances that the parties did not intend the new corsupersede
the old, but intended it as supplementary thereto.” (applying Idaho law) (q&alteg
Syndicate, Inc. v. Sunshine Mining G811 P.2d 1011, 1020 (Idaho 19)j9%ee also
Restatement (First) of Contracts § 408 (1932) (“A contract containing a tesnmsistent with a
term of an earlier contract between the same patrties is interpreted as geludigreement to
rescind the inonsistent term in the earlier contrdctlf the two agreements can apply
coextensivly, then the question of whether the MCA superseded paragraph ningpaf¢hase
orderis irrelevant SeeRestatement (First) of Contracts § 408 (1932). So the Cegim®bits
analysis by answering the question of whether the documents conflict with each other.

And paragraph nine dhepurchase order and MCA do not contradict each other. The
relevant language of the purchase ordexs follows:

Information, including but not limited to technical information, drawing and data,

submitted any time by Seller to Purchaser relating to goods or services covered by

this purchase order are deemed not to be submitted in confidence unless otherwise

specifially agreed to in writing. Any restrictive markings affixed upon any such

information furnished to Purchaser shall be of no force or effect, may be

modified, removed or ignored by Purchaser without any liability to Seller and the
information may be used by Purchaser in any way in the conduct of its business.
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Purch. Order at 3, ECF No. 51-13.

The relevant language of the MCA is as follows:

“Confidential Informatiohshall mean any information that has value to the

Disclosing Party and is not generally known to its competitors, including but not

limited to all of the Disclosing Party trade secrets, designs, specifications, ideas,

concepts, plans, formulas, patterns, devices, software, drawings, machinery and
equipment, products, processes, procedures, methods, applications, technologies,
financial information, customer information (including identity, specific needs

and any of such customer’s information possessed by the Disclosing Party) or any

compilation or combination of the foregoing that is disclosed to Receiving Party

and marked as confidential or proprietary.
Mutual Confidentiality Agreement at 1, ECF No. 22-1.

Ruehlargues that theanguage of the purchase order tHalrfy restrictive markings
affixed upon any such information furnished to Purchaser shall be of no force or afig¢tiat
documents transmitted to AM General may be “may be used . . . in any way in the conduct of its
business’tonflicts withthe languagef the MCA instructing that informatiofmarked as
confidential or proprietaryivill be considered €onfidential informatiohand instructing that
eachparty maintains its rights to such informati@ut thisinterpretatiorrequires that the Court
interpret thepurchase orddan a way that is not only nonsensical but is also internally
contradictory.

According to the plain language of paragraph nint@fpurchase ordefinformation . .

. submitted any time by Seller to Purchastating to goods or services covered big thurchase
order are deemed not to be submitted in confidence untlessvise specifically agreed to in
writing.” ECF No. 51-13t 3(emphasis added) his makes it clear that the teringparagraph
nine of the purchase ordexgarding transmittal of infmation from Ruehl t&\M Generalare a

default procedure, but that the parties are free to override that default by avagparate

writing. The MCA is such a writing.
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To interpret the purchase ord#herwise and read tlsecondsentencén paragraph nine
regarding the ieffectiveness ofestrictive markingss an absolute, as opposed to a default
statement allowing for the possibility of an alternatecedure by separateitten agreement
renders the purchase ordeternally contradictory. This isecause theecondsentence
regarding the ineffectiveness of restrictive markings hasadifiers and interpreting that
provision as an absolute would dict#tatit apply regardless of whether there was a separate
written agreement as allowed for tine first sentenc&CompareECF No. 51-13&t 3(“Any
restrictive markings affixed upon any such information furnished to Purchaser shatide of
force or effect, may be modified, removed or ignored by Purchaser without any liabiléijeo S
and the information may be used by Purchaser in any way in the conduct of its bysiniks.”
id. (“Information . . . submitted any time by Seller to Purchaser relating to goods or services
covered by this purchase order are deemed not to be submitted in confidence unlesotherwis
specifically agreed to in writing).

Undersuch aninterpretationgither thesecondsentence regarding the ineffectiveness of
restricive markings could be enforceable, or tinst sentence allowing for specific agreements
in writing to control could be enforceable, but not both. And basic law of contracts strongly
discourages an interpretation that causes contract language to be internally aonjr&die
OECGC-Diasonics, Inc.674 N.E.2cht 1315.

A much more reasonable interpretation of the contract ishédirst two sentences of
paragraph nine dhe purchase ordeet the default terms féine transmittal of information from
Ruehl toAM Genera) but also allow for those default terms to be overriddespegific

exceptions, as agreed to in writing. This interpretation renders the purchasaterdaily
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consistent, athe Court is required to do if possibld. It also seems more likely to be the
parties actualintent at the time of exedoh based on the context of the enprechase order

The next question is whether the first two sentences of paragraph tieepoirchase
orderconflict withthe MCA. They do nofThe purchase ordeets the default terms for the
transmissiorof information from Ruehl t&\M Generalbut allows for exceptions that are
“otherwise specifically agreed to in writiidgcCF No. 51-13at 3 When there is information
transmitted from Ruehl tdM Generalthat fits within the terms of the MCA, then the MCA
controls the rights and obligations between the pattiesincludesthe markings having the
effect of rendering the transmitted information confidential and thereby creajing forthe
disclosing partylf the information transmitted does not fit within the tewhshe MCA, then
paragraph nine of theurchase ordeaind its default provision control.

For example, to step outside the confines of this aadespecifically thémarking”
requirement of ta MCA, imagine thaRuehl had submitted #®M Generala document marked
“confidential” containing lyrics frona popular song. Applying the purchase order and the MCA,
the MCA might apply. The document is markaesfconfidential,” so the requirement thateh
document be “marked confidential or proprietais/imet.ECF No. 22-1. And the lyrics could
also hypothetically meet the requirement that the informdktias value to the Disclosing
Party” 1d. But such a document would fail the requirement in the MCA that the information be
“not generally known.ld. Therefore, the MCA would not be applicable, and taeigs rights
would be determined by paragraph nine ofpghechase ordetnder paragraph nine, the fact
that the lyrics were marked asonfidential would have no effect on theagties rights, andAM
Generalwould be able to use the lyrics without regard to Ruehl’s rights to them, notwithstanding

applicablecopyrightsof caurse

18



Similarly, if the MCA does not applyereregarding theitlea” then paragraph nine of
thepurchase ordeapplies. If that is the case, then AM Gengalorrect that it is entitled to
summary judgment on Rueglbreach of contract claim because‘itlea” is not protected by
the MCA. It would also then be entitled to summary judgment on Ruehl’s patent infringement
claim because paragraph nine allows AM Genieraise the information Ruehl submitted to
them, i.e. theitlea) “in any way in the condect of its business ECF No. 51-13at 3 This would
negate théwithout authority” element of the patent infringement claifee35 U.S.C. § 271(a).

Ruehl contendthat, because AM General does not explicitly atiguts opening brief
that the MCA does not supersede paragraph nine of the purchase order, his patemharitinge
claims must survive this motion for summary judgment. ECF No. &291 Hereasonghat his
failure toraise the argumembeans that paragraph nine of the purchase order is inoperative
regardless of whether the MCA appleesd protectshe“idea’ Id. In contrastAM General
responds that it does not matter whether or not the MCA superbedasrthase ordéecause
Ruehl did not mark as “confidentiadit “proprietary the March 5, 2005 drawing ands a result,
the MCA is not applicable. Opp. PI8/ot. Leave File SuReply AM Generdk Reply Brief
Supp. Suppl. Mot. Part. Summ. J. aEGFNo. 95.Both parties are incorrect

When there exists either a modification to a contract that does not contradictipnsy t
or a new contract between the same parties containing consistent terms, thosadiotaaht
prior terms stay in effecAcequia 226 F.3d at 803 [A] new contract with reference to the
subject matter of a former one does not supersede the former and destroy it®obligatept
in so far as the new one is inconsistent therewith.” (qu&itvgr Syndicate611 P.2cat 1020)).

Ruehl’s argument fails because paragraph nine of the purchase order remains operative,

regardless of whether the MCA is a modification or a new agreement, to the katentibes
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not conflict with the MCA. AM General’s argument fails becaifsthe terms of paragraph nine
are actually inconsistent with the MCA, thiie inconsistent terms withpparagraph nine of the

purchase ordewould be superseded by the MCA and could not be operative, regardless of
whether the MCAprovided protection foany particular document.

Therefore, because the MCA does not conflict whih first two sentences of paragraph
nine ofthe purchase ordethe Court concludes that, if the MCA does not apply to itihes"
(discussed in the next section), then paragraph ofithe purchase order gradtM General the
right to use theitled’ contained in the March 5, 2005 drawing “in any way.”

B. Applicability of the MCA

The next gastionbefore the Couiis therefore whether the MCA applidsthe MCA
applies, then paragraph nine of the purctuaderdoes not and AM General does not hthee
right to use theitled under that contract. AM General therefore argues that the MCA does not
apply because the documents containing ithee® were ne@er marked. Ruehl makssgveral
counter arguments. First, he argues that his signature on the March 5, 2005 drawing containing
the“ided is sufficient to satisfy the marking requiremefthe MCA. Second, he argues that,
even ifhis signature does noteet the marking requiremerit,is irrelevant because AM General
waived the marking requirementibie MCA. Third, heraises arguments that are specific to AM
Generak supplemental interrogatory answers. Founthargues that AM Gene'rsl
counterclaim igffectively a“judicial admissioh that the MCA applis to his fdea’” And fifth,
Ruehlargueghat equitable principles prevent AM General from arguing that the MCA does not
apply to the ided because a party is not alloweddisclaim an obligatiolreded byan
agreement at the same time that s/he benefits from it.

1. Marking Requirement
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The next question that the Court will address is whethehlRuHilled the “marking”
requiremenbf the MCA that is necessary for protectionthat agreement.

Again, the relevant text of the MCA is as follows:

“Confidential Informatiofhshall mean any information that has value to the

Disclosing Party and is not generally known to its competitors, including but not

limited to all of the Disclosing Party trade secrets, designs, specifications, ideas,

concepts, plans, formulas, patterns, devices, software, drawings, machinery and
equipment, products, processes, procedures, methods, applications, technologies,
financial information, customer information (including identity, specific needs

and any of such customer’s information possessed by the Disclosing Party) or any

compilation or combination of the foregoing that is disclosed to Receiving Party

andmarked as confidential or proprietary
ECF No. 22-1 (emphasis added).

Theparties do not appear to dispute that the drawings and docusnbntgted to AM
General constituting theded fulfil | the first pars of this paragraph ahe MCA, i.e. that it has
value to Disclosing Party and is not generally known to its competiftie.parties also do not
appear to dispute that theled was"disclosed to AM General within the meaning of the
MCA.

As an initial matter, in the Coustprevious order [ECF No. 69 at 22], the Court noted
that it was'inclined to conclude that the confidentiality agreement required Ruehl to mark his
information as confidential or proprietary in order to satisfy the definition of ‘Cantfele
Informatiori and be protected by the [MCA]AM General argues that this amounts to a legal
conclusion thathe“idea; as contained within the March 5, 2005 drawing, “must have been
marked as confidential or proprietarfigr Ruehl to maintain his rights to ECF No. 75 at 12.
Ruehl appears to challenge this by noting that the order only stated that this wedirsation’

and that, Whether thatinclination amounts to an actual legal finding . . . is, we submit,

unclear! ECF No. 87at 12 However, while Ruehl suggests thia¢ Court’s previous statement
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is not binding as a rule of law, he provides neither argument nor legal authority explaining why
or how the statement is not binding on tlagties. Therefore, the Court will assumighout

deciding, for the purposes of this motion, that the confidentiality agreement requireddruehl
“mark his information as confidential or proprietary” to qualify for protection undei@aA.

As this matter is before the Court on AM Generddotion for Partial Summary
Judgementthe question of whethahe documents transmitt@a fact meet the marking
requirement of the MCAs not before the Court. Instead, the Court is addressing the question:
When viewed in the light most favorable to Ruehl, does the evidence before the Courhestablis
thatno reasonable fact finder could conclude thatdocuments transmitted to AM General
were“marked as confidential or proprietary” within the meaning of the MCA? And when the
guestion is framed in this way the answga conclusiveno.”

Theparties agree, and the evidence supports, that the March 5, 2005 dreasiag
technical document that Ruehl signed and dated andahtdinedhe“idea” The Courts
previous Order already determined that “Mr. Ruehl did not identify the idea as coafident
ECF No. 69 at 5. But the Order expressed no opinion on whether the signature and date could
constitute anark designating the drawing as proprietary under the MCA.

The parties now contest this poi#tM General argues th#te only reasonable
interpretation of the language in the MCA is thie"information must containgérmarking
‘Confidential’ or ‘ Proprietary or, at theveryleast, a synonym to that effecReply Briefin
Supp. Def. AM General’s Suppl. Mot. Partial Summ. J. at 4, ECF No. 90. Ruehl cotitainds
the MCA's marking requirements are set forth ingefieralzed and norspecific way,
rendering the requirement ambiguous, which must then be construed against AM Geheral as

drafter ECFNo. 92-1at 6
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The Court is faced with two possible meanings for the marking requirement. Under AM
Generdls proposed interpretation, to fulfill the marking requirement of the MCA, any document
“must contain the marking ‘Confidentiadt ‘ Proprietary or, at theveryleast, a synonym to that
effect” ECFNo. 90 at 4. Ruehl does not propose a specific interpretation, but does argue that
something less should apply, such that his signature would suffice to fulfill the requir&@ent
No. 92-1at 6

“A basic principle of contract interpretation is that the court will apply definitians fo
defined terms, but undefined terms will be given their plain, ordinary meahiaigyette Life
Ins. Co. v. Arch Ins. Cp784 F. Supp. 2d 1034, 1042 (N.D. Ind. 2011). A court should give a
contracts language its plain and ordinary meaning, unless the contract uses a padiouiard
manner intended to convey a specific technical conG#ens Action Coal. of Ind44 N.E.3d
at 108. If the clause is ambiguous, then Ruehl is correct in that it must be construed dgainst A
General as the drafteéSee Heartland Crossing Found., Inc. v. Dot)iefié N.E.2d 760, 763 n.3
(Ind. Ct. App. 2012). But while that is true in some cases, Indiana law mandates thaéthis r
applies‘only if we cannot ascertain the partiegent from all the ordinary interpretative
guides.”George S. May Int'l Co. v. King29 N.E.2d 257, 260 (Ind. Ct. App. 1994).

As the clausémarked as confidential or proprietargihd the terms withithe clauseare

undefined within the MCA, the Court must go to the “plain, ordinary meamifhie terms’ Id.

”The Court notes that Ruehl, and to a certain extent AM General, focus on the medméntpoft proprietary
mark? But that is aerm of art, referring to a concept that appears to be mainly relevant todaystsiadtibasis
for the modern trademarBeeFrank |. Schechteilhe Rational Basis of Trademark Protectid® Harv. L. Rev.
813, 814 (1927)“The modern trademark has two historical roots: (1) the proprietary mark, which wasadpti
but usually affixed to goods by the owner, either for the benefit of illiteratiesobe in order that in case of
shipwreck or piracy the goods might be identified and reclaimed by the .olimigemark was essentially a
mercharits rather than a craftsmiammark and had nothing to do with the source of production of the goods in
guestion.). Neither party has put forward any argument that the MCA used thé peoprietary mark within that
contract“in a manner intended to convey a specific technical coheeph that the rule fror@itizens Actiorshould
apply. 44 N.E.3d at 108. And the Court is bound to apply ordinary definitions to undefined tezsssthate is
some obvious intent for a¢hnical term to applyd. Because the MCA does not even include the temoprietary
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Unfortunately, there does not appear to be such a plain meaning of thetpataséispositive
Theparties have not provided the Court with a widely accepted definition of how something may
be marked as proprietargnd the Court’s independertsearch has not revealatplain,

ordinary meaningéither.Breaking the phrase down to its individual parts does shed some light
on thematter.

BlacK s legaldictionary define§mark’ as,“A symbol, impression, or feature on
something, usually taentify it or distinguish it from something elséJark, Blacks Law
Dictionary (11th ed. 2019). Based on this definitionragfk; it is certainly possible that
Ruehl’s signature could apply. One example that Roiditsis a signature on pairting. It
does not appear that tharpes truly contest this point.

The real dispute on this issisghe effect of thé marK’ of Ruehl’s signature, i.e. whether
it can be considereakidentifying the documenrds“proprietary.”Black's legaldictionary
defines*proprietary as:“1. Of, relating to, or involving a proprietor. 2. Of, relating to, or
holding as property. 3. (Of a product) sold under a tradendneprietary, Blacks Law
Dictionary (11th ed. 2019)t defines“proprietor” as,”An owner, especially one who runs a
business.’Proprietor, BlacKs Law Dictionary (11th ed. 2019). Inserting the definition of
“proprietor” into the first definition of “proprietary” yields the definition, “Of, aéhg to, or
involving an owner, esp. one who runs a busindds.”

Putting these definitions togethércertainlyappearshatthe phras€émarked as
confidential or proprietary” could reasonably be interpreted to mean that Ruehlsisggna

markedthe documenasproprietary As noted, there is not a genuine dispute about the signature

mark” the Court concludes that at this point there is no evidence of any manifestatiomtfiointee technical
meaning of the term of afproprietary markto apply. Therefore, the partiesnalysis based on the term of art
“proprietary mark is inapposite.
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constituting a fark” only about what kind ofrharK’ is acceptable to qualify a document for
protection under the MCA. Because the signature is unique to Ruehl and was written by his
hand,it is “of, relating to, or involving” him. And he also fits the definition of “proprietor”
because he is the owner of PC Ruehl Engineering, Inc.irati@tcapacity he isengaged in
businesss a consultanTherefore, based on the plain and ordinary meaning of the phtases,
certainly seems that Ruéhkignature could qualify as marking the document as proprietary
under the MCA.

But the analysis does not end there; AM Generaldetified two casethat it claims
are particularly relevant to the dasgtion of this issuéWhile neithercaseis binding or
dispositive, both merit due consideratitmthe first caseCorinthian Mortgage Corp. v.
ChoicePoint Precision Brketing, LLC, thecourt analyzed a clause in a confidentiality
agreement that regeid that confidential information belearly marked as proprietary,
confidential or with other confidentiality notices when disclosed, or . . . is identified as
proprietary, confidential or with other confidentiality notices on disclosure.” No. 1:832V
(JCC), 2008 WL 4276921, at *1 (E.D. Va. Sept. 11, 2088)AM General pmts out, the court
did find that this clause was “facially unambiguoud.”at*5. But the issue before that court
was whether there was any marking requirement at all, not what was needed thdiilfill
requirementld. at *3 (“SouthBanc has not claimed that it marked as confidential any of the
underlying communications.”"Here, the partiéglispute is not over whether a marking
requirement existghe dispute is focused on what specifically is requiredtark’ a document
within the meaning of the MCA. Thu€orinthian Mortgage Corpis not relevant to the instant

dispute.
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The second casBlilssen v. Motorola, In¢is similarly unhelpful963 F. Supp. 664 (N.D.
I1l. 1997). The relevant portion involved a nondisclosure agreement that contained the following
two provisions:

* * Confidential Informatioh was defined a%any device, graphics, written

information or information in other tangible forms that is disclosed . . . and that is

marked at the time of disclosure as being ‘ConfidentialProprietary”

* Information disclosed orally or visually and identified at the time of such

disclosure aSConfidential” was to be considered aSonfidential Informatioh

only if reduced to tangible form, marked “Confidentiaiid transmitted to

Motorola within 30 days of such oral or visual disclosure.

Id. at 668.

That courtheldthatunder these provisions “any disclosure {tfa plaintiff] believed to
be proprietary—includingreviousdisclosures that had not been so marked—had to be in
written form and stampedonfidential.” 1d. at 68L. The court noted that the agreement
“specifically spelled out the only way in whifthe plaintiff] could claim confidentiality as to
any communication.Id. at 68L n.19.

Crucially, in that case thlEanguage of thagreemengxplicitly required that information
be marked “‘Confidential’or ‘ Proprietary” Id. at 868. The fact that the agreementNiissen
both capitalized and put in quotes the words “confidential” @ndgtietary clearly
demonstrated thintent of tlmsepartiesto allow for only those two specific words to fulfie
marking requirementd.®

Here,in contrast, the@xact language of thmrties agreement required that information

be“marked as confidential or gprietary” where no words are capitalized or in parentheses.

8 The Court has identified a third case that is potentially relevant to the instartediBpe cas#axtech Consumer
Products Ltd. v. Robert Bosch TbGorp. involves in relevant part a dispute about trade secrets. 255 F. Supp. 3d
833, 861 (N.D. lll. 2017). But exactly likdilssen, the confidentiality agreement Maxtechrequired the disclosing
party to clearly mark informatiotas' Confidential or ‘ Proprietary’ for the contract to provide protectiond. As
such, the case does not warrant a separate analysis.
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ECF No. 221 at 1 Thislanguageat least potentiallgemonstrates an intent by therfles to
allow for the MCA to apply to informatiotihatis markedother tharstrictly with thespecific
words ‘confidential or “proprietary” creating an ambiguity in the interpretation of the clause.

To supplement its argumeitM Generalcontendghatallowing a signature toonstitute
a proprietary mark under the MCA would subvert the intention behind the marking requirement,
i.e. to allow the receiving party to knomhat informationis covered. ECF No. 90 at 4.
similarly argues thatunder Ruehl$ interpretationanydocument that Ruehl signed would
satisfy the marking regrement’ Id. But while AM General is technically correct about the
marking requirement, the MCA also contains other requirements in order for inforneation t
constitute‘Confidential Information” under the MCA. The information, in addition to being
marked,must also be “not generally known to [the disclosing party’s] competitors, including but
not limited to . . . trade secrets, designs, specifications, ideas, concepts, planssformuénd
so forth. ECF No. 22-at 1 Further, the information musate“value to the Disclosing Party.”
Id. Sao while AM Generals technically correct thaRuehl’s signature on any given document
couldfulfil I the marking requirememif the MCA the other requirementgthin the MCA still
limit and provide notice to the receiving party of what information might be covered and
significantly narrowwvhatinformationthe MCA could apply to.

The marking requirement coulkderefore require thparties to mark documents with the
words ‘confidential or “proprietary in order to qualify for protection, or it could require
something less exacting. Because there is more than one reasonable interpretsiomadfing
requirementit is ambiguousSeeEcorp, Inc. v. Rookshy46 N.E.2d 128, 131 (Ind. Ct. App.
2001) (noting that a contract is ambiguous when reasonable people could come to differing

opinions about its meaning).
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Because the Court has concluded that the marking requirement is ambiguous and could
have more than one potential meaning without reference to outside facts, then@siurt
determinghe meaning of the marking requiremaftien a contract is ambiguous because of the
language within the four corners of the document, and not because of extrinsic evidence, the
meaning of the language is a pure question of law that is appropriate for summarynjudgme
Fresh Cut, Inc. v. Fazli650 N.E.2d 1126, 1133 (Ind. 1995) (“If a contract is ambiguous solely
because of the language used in the contract and not because of extrinsic fatss, then
construction is purely a question of law to be determined by the trial qourt.”

Ruehl argues that the canon of constructiocoottraproferentenshould apply to the
Court’s interpretation of the MCA. ECF No. 87 at 12—-13. Underdéinon of constition,
when other methods have failed to determine the intent ofafieq the Court is directed to
interpretambiguous clauses against the draffere Heartland Crossing Foundcln976 N.E.2d
at 763 n.3. AM General has not argued that other canons of construction should apply, but
simply argued that the contract is not ambiguous. ECF No. 90 at 4. Neither party has argued that
specific canons of construction other tlzamtraproferentenshould apply, and the Court’s
independent research has not urered any alternate interpretative guides.

Here, AM Generais undisputely thedrafter, and so the Court is obliged to interpret the
marking requirement dhe MCAagainst AM General and in Ruehl’s fav8ee Heartland
Crossing Found, la, 976 N.E.2d at 763 n.3. Thus, construing the ambiguity against AM
General, the drafter, tH@ourt conclalesthat the marking requirement does not require trdy
informationbe explicitly markedwith thespecificwords ‘confidential or “proprietary but

rather that something less exacting is permitteeEcorp, 746 N.E.2cat 131.
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Because the MCA marking requirement can be fulfilled by something other than the
words ‘confidential or “proprietary and in light of the plain language defining the terms
“mark’ and “proprietary; the Court holdghatareasonable fact finder could conclude that
Ruehl’s signature was sufficient to fulfthe marking requirement of the MCAf a factfinder
concluded that the signature on the March 5, 2005 document fulfilled the marking requirement of
the MCA, then the operative language in the MCA would control and paragraph nine of the
purchase order would not applherefore AM Generals motion for summary judgment on
both Ruehl’s patent infringement and brea€lontract claims must be denied.

2. Waiver

That does not end the CowreinalysisThe Court will next address the question of
whether, as Ruehl argues, AM General waived the marking requirement. While the Court
conclusion regarding’hat is necessgto fulfill the marking requirement is itself sufficient to
deny summary judgment, the Court will also address the edsuaiver. It does so: écause¢he
parties have invested significant resourceghe issue, including a separate discovery period
specifically on the issuén the interest of creating adfough recordand because what is
required to establish a waiver igjaestionof law for the Court. The questions before the Court
now are whetherl) Ruehl has established waiver of the marking requirement as a matter of law;
2) AM General has established that it did not waive the marking requirement #gerahiaw;
and 3)there is a genuine issue of material fact regarding weé®esGordon 674 F.3d at 772—
73.

The Court concludes thaeither party has established the presence or absence of waiver
as a matter of lawAnd further, there are genuine issues of material fact that stand in the way of

the Court granting summary judgment.
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Contract provisions can be waivetkelntegrity Ins. Co. v. Lindsey#44 N.E.2d 345,
347-48 (Ind. Ct. App. 1983). “Waiver is an intentional relinquishment of a known right,
requiring both knowledge of the existence of the right and intenticelitguish it” Pohle v.
Cheatham724 N.E.2d 655, 659 (Ind. Ct. App. 2000). The party alleging waiver of acagtes
the burden of proof on the mattémion Fed. Sav. Bank v. INB Banking Co.,$82 N.E.2d
426, 431 (Ind. Ct. App. 1991).

Waiver maybe shown either expressly or impliedly, including by condechle 724
N.E.2dat 659. This determination turns on the conduct of the party alleged to have waived such
a right and, unlikenestoppehnalysis is not affected by theeaction or reliancef the non-
waiving party.2444 Acquisitions, LLC v. Fisi®4 N.E.3d 1211, 1217 (Ind. Ct. App. 2017A(*
person who is in a position to assert a right or insist upon an advantage may, by his own words or
conduct, and without reference to any act or condiuttteoother party affected thereby, waive
such right.” (quotind-afayette Car Wash, Inc. v. Bo@82 N.E.2d 837, 839 (Ind. 1972)3ee
also Tate v. Secura In$87 N.E.2d 665, 671 (Ind. 1992]T}here is a distinction between
‘waiver and ‘estoppel.” A waiver is an intentional relinquishment of a known right and is a
voluntary act, while the elements of estoppel are the misleading of a party eatrééddn the
acts or statements in questiordanconsequent change of position to his detriment.” (quoting
Travelers Ins. Co. v. Eviston, Adm37 N.E.2d 310, 314 (Ind. App. 1941))).

The existence of waiver may be implied from the acts, omissions, or conduct of one of
the parties to the contraétm. Standard Ins. Co. of Wis. v. Rogé&i®3 N.E.2d 873, 877 (Ind. Ct.
App. 2003). Waiver by conduct is not accomplished by inadveatgittnbut requires that the
waiving party’s conduatanifest an intertb waive the relevant provisiohlastetter v. Faer

Properties, LLC873 N.E.2d 679, 684 (Ind. Ct. App. 2007)SJilence, inactivity, or
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acquiescence is not waiver unless the party against whom waiver is claimed had aauy to a
speak’); see also J. H. Cohn & Co. v. Am. Appraisal Assdes., 628 F.2d 994, 1000 (7th Cir.
1980) (“Waiver, we pointed out, focuses on intent. If an individual intentionally relinquishes a
known right, either expressly or by conduct inconsistent with an intent to enforce that right, he
has waived it).

Provisions may be waived/en when a contract hasra waiver” clause Am. Standargd
788 N.E.2cat 877 (‘{W]e reject American Standdedcontention that the naaiver clause in the
Policy immunizes it against application of the doctrines of waiver and estgpdéhile AM
General argues thataiver of*no waivet provisions in such contracts requires a higher standard
of proof of clear and convincing evidendehas failed to cite to any Indiana law, the law
governing the interpretation of the MCA, requiringlsa higher standar@eeDef. AM General
LLC’s Suppl. Brief in Supp. Suppl. Mot. Part. Summ. J. at 5, ECF No(citirdy Wis. Elec.
Power Co. v. Union Pac. R.R. €657 F.3d 504, 508-09t(vCir. 2009) (applying Wisconsin
law); Roboserve, Inc. v. Kato Kagaku Co., L#&B F.3d 266, 277 {f Cir. 1996) (applying
llinois law)).® Similarly, while AM General argues that the MG#¢lause restricting
modifications to writing precludes a finding of waiver, provisions may be waived by conduct
even when a contract dictates that it may only be modified in wriihgees v. Bank One, Ind
N.A, 839 N.E.2d 154, 161 (Ind. 2005) (“Even a contract providing that any modification thereof

must be in writhg, nevertheless may be modified oraly:®

9 However, because it does not affect the disposition of this motion, the Cougsmithavithout decidinghat
clear and convincing evidea is required to establish a waiver of a provision in a contract contaitimgveaiver
clause.

10To conclude otherwise would require this Court to determing timatvaiver provisions could themselves be
waived, but'no nonwritten modification’ provisions could not be. AM General has cited to no authority holding
as such.
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Whether a contract provision was waivedysically a question of fact and is therefore
ordinarily not suitable for summary judgmenhnillips v. Green St. Corp237 N.E.2d 590, 595
(Ind. App. 1968). [W]hile the existence of facts necessary to constitute waiver is ordinarily a
guestion of fact, the question of what facts are necessary to constitute iwaiveatter of law.
Pohle 724 N.E.2cht 658. Therefore, if the facts are not in dispute and the only question is
whether such facts constitute a waiver, then whether a party waived a spglatii€ & question
of law and is suitable for summary judgmelatckson v. DeFabj$53 N.E.2d 1212, 1217 (Ind.
Ct. App. 1990).

However, f therelevantfacts are not in dispute but the intent that is inferred from those
factsis in dispute, then the allegedly waiving pastyitent is a question of fact that must be
resolved by the jury unless the conduct unequivocally establishes the S#eriterry v. Int
Dairy Queen, InG.554 F. Supp. 1088, 1095 (N.D. Ind. 1983) (applying Indiana law). To expand:

It is essentially a matter of intention. Negligence, oversight, or thoughtlessness

does not create it. The intention to relinquish the right or advantage must be

proved. Occasionally it is proved by the express declaration of the party, or by his

undisputed acts or language so inconsistent with his purpose to stand upon his

rights as to leave no opportunity freasonable inference to the contrary. Then,

the waiver is established as a matter of law. Commonly it is sought to be proved

by various species of proofs and evidence, by declaration, by acts, and by

nonfeasance, permitting differing inferences, and which does not directly,

unmistakably, or [unequivocallgstablish it. Then it is for the jury to determine

from the facts as proved or found by them whether or not the intention existed.

Id. (quotingWhipple v. Prudential Ins. Co. of AM18 N.E. 211, 213\.Y. 1917)).

The main questions that the Court must address at thisgpeimhether, as a matter of
law, Ruehl has establisthat AM Generalwaived the marking requirement by manifesting the
unequivocal intent to do sor creatd a genuine issue of material faegarding waiver? lfhe

answer to either of these questions is yes, therG&Merals summary judgment motion must

also be deniedn this basis. Ruehl argues both of these pditss. Am. Suppl. Brief inOppn
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Def.’s Seond Mot. Part. Summ. J. at 4, ECF No. 1AM GeneralrespondshatRuehl’s waiver
argument “fails at the threshold and summary judgment in faVj@gi\bfGenerallis
appropriate.’ECFNo. 112 at 9.

Ruehl focuses on conduct surrounding the transmission of documents, specifically of
technical documents which were not marked with either the words “confidenttial”
“proprietary that AM General shared with Ruehl during the development ofitlea” ECF
No. 87 at 15-17. This conduct arguably could manifest an intent to waive the marking
requirement of the MCA if AM General shared documents with Ruehl that thahaenearked
as confidential or proprietary but that AM General still considered to be covered M{Cihe
And that appears to be what happened between the parties.

The Federal Rules of Civil Procedure allow a party, during discovery, to serve a motice o
subpoena on a “public or private corporation, a partnership, an association, a governmental
agency, or other entity and must describe with reasonable particularity thesrfaatter
examination.” Fed. R. Civ. P. 30(b)(6). The receiving organization “must then designate one or
more officers, directors, or managing agents, or designate other persons who conséiyt¢éo te
its behalf” Id.; see also Sanyo Laser Prods. Inc. v. Arista Records,2fhd.F.R.D. 496, 502
(S.D. Ind. 2003)“( Since it is not literally possible to depose a corpordtidrule 30(b)(6)
authorizes litigants to name a business entity as a deponent.” (qQobng) Cartage Co. v.

Nat’l Warehouse Inv. CoNo. IP02071, 2003 WL 118001, *1 (S.D. Ind. Jan 13, 2003))).

Mr. Regis Luther, theepresentativdM General designatedinder this ruletestified
under oatlby affirmationthat AM General considerédll of its technical drawings to be
confidential’and that'if AM General shares its confidential information with a third party, it

expects that third party to keep it confidential.” Dep. Regis Luther 53:20-53:25, ECF No. 108-2
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at 2 Therefore, if AM General transmitted documents to Ruehl that were not marked as
confidential or proprietary buhat itstill considered to be covered by the MCA, then AM
General could have waived thearking requirement of the MCH.

The next question before the Court then is whether AM General transmitted to &ruehl
shared with Ruehl, technical documents (which according to Mr. Luther it considered
confidential) which were not marked as confidential or pedary.There are several categories
of relevant documentsttie largescalé drawing; AMG 677-81; AMG 392 and 44Ghree sets
of technical documents which AM General emailed to Rueld;computer-generated drawings;
an unspecified number of documents which Ruehl had access to during the project within AM
Generdls internal databaseand finally assorted technical documents that were not marked as
“confidential” or “proprietary that wereshared with third parties. Furthermore, there is also
deposition testimony about a conversation that allegedly took place between Ruehl and Pionke,
which Ruehl claims is relevant to his argument that AM General waived the marking
requirement of the MCA.

The Court will first lay out what the evidence shows about eadiesétategoriesand
then analyze the legal implications of edebr eachthe Court will analyze whether there are
genuine issues of material fadtout each document or documents, and then will make a global
determination onvhat the parties have established about AM Gersirsient as manifested
through conduct during the relevant period.

a. Categories of Evidence

11 AM General attempts to avoid the effect of Mr. Lutsateposition testimony by arguing that Mr. Luther testified
that the documents were considetednfidential andnot*“confidential under the MCA.ECF No. 112 at 15. But
while AM Generdls counsel noted that distinction at the time of the deposition [ECF Ne2 ai2], Mr. Luther
never made that distinction in his testimony. And given that at thye tt@ Courtmustinterpret the facts in the

light most favorabléo the nonmoving party, the Court concludes that it must interpret Mr. Lighestimony as a
statement that at least allows for the possibility that AM General coaditte® documents to be covered by a
relevart MCA. At trial this would of course be a contested issue of fact.
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I. Large-Scale Drawing

The first document at issue is refertedy the parties as théatgescale drawing
hereinafter referred to as theSD.” The LSD is aopy of a Very large mechanical drawing of a
Humvee frame rdilthat AM General sent to Ruehl in February of 2005. ECF No. 110 at 9.
Ruehl testified, and AM General does not directly dispute, that the original LS denéehl
was lostDef.s Resp. Plss First Set Posbtay Disc. Regs. &4, ECF No. 92-3t is therefore
unknown whether the origin&alSD sent to Ruehl had any sort of markings that could be
considered “confidentialdr “proprietary; and the parties dispute this question of fadt.

There is conflicting evidence on this poiRirst, John Smreker, anoth80(b)(6)
representative for AMGenera testified that he did not know if the LSD was markead
confidential; he did not know if AM General or a third party produced the copyf A
General produced the copy “[sJomeone would have to physically stam@pétnfidential
Snreker Dep. 169:1ECFNo. 873 at 4 To contrast, AM General, in an interrogatory answer,
submitted thatit was [AM Generals] practice at the time to mark such large scale documents
confidential or proprietary before they were sent to third partt&SFNo. 92-3 at 4 The answer
continued by submitting that when AM General produced the new copy of the LSD that was
disclosed to Ruehl during discover in this case, it “reprinted the draiiiecily from its system
in the same manner that the drawing would have been printed and sent to Ruehl &V2005.
Generals CAD system automaticallyrints the proprietary legend on tlilwing, justasit
would have done in 2005l4.

Obviouslyit cannot be the case thaM General both did and did not print the original,
andthat if AM General did printhe original LSD then itboth did and did not need to be

manually marked as confidential or proprietary before it was sent out. Further, theen if
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original copy of the LSD had not been automatically marked and did need to be manually
stampedas confidential or proprietarit still might have been

In the course of discovery in this case, AM General did produce a new copy of the LSD,
and it is undisputed that the newly made copy is marked “confiderRial."Notice Filing Am.
Suppl. Brief Oppn Def’s Second Mot. Part. Summ. J. Correct Inadvertent Error Re.
Identification Ex. atl, ECF No. 109.This seems to have created an issue which confused the
parties during briefing on this matter. What happened is as follows. First, AM Geisetased
a newcopy of the LSD to Ruehl, and Ruehl represented to the Court that this copy was not
markedas confidential or proprietarfls! Suppl. Brief inOpp n Def!s Second Mot. Part.
Summ. J. at 10, ECF No. 108M Generals counsel reached out to Ruehl’s counsel to discuss
the matter, and Ruehl filed a notice with the Court conceding that the copy of the LSD groduce
during discovery actually was marked as confidential or proprietary. ECF No. 108Mt 1.
General, ints final brief [ECFNo. 112 at 14], misconstruéisis concession. AM General
appears to argue that Ruehl’'s concession was regarding the original copy of the LSD that he
receivedin 2005, and not the copy that he received during discovery in this nge&sCF No.
112 at 14. And viewing both Ruehl’s notice of correction [B&F-109 at 1] and amended
memorandum reflecting the concesgiBCF No. 110 at 9-10], it is clear that Ruehl was only
conceding that the newly produced copy, and not the original copy of the LSD, was marked as
proprietary.

il AMG 677-81

The seconaategoryis aseries odocuments, labeledMG 677-81 thatwassent to

Ruehl by Pionke on February 17, 2005. AMG 677 is an email discussing payment and other

terms of the proposed agreement between the parties and is not ncarkidihtial or
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“proprietary” and the remainder of the documeimntshe bates range were attachments to that
email. AMG 677-81,ECFNo. 93-1at 1:-5. AMG 678-81 are technical drawings of AM
Generabk rail designsld. at 2-5. Of these, only AMG 678 is marked with the wsord
“PROPRIETARY DATA Id. at 2 The other technicalocuments, AMG 679-81, are not
marked with the words “confidentiatir “proprietary.”Id. at 3-5.

iii. AMG 440 and 392

The next documents are labeled as AMG 440 and AMG 392. AMG 440 is a document
entitled“Design Verification Plan & Report,” sent to Ruehl July 7, 200%.B to Second Decl
of Meghan HodgeizCFNo. 93-2.The partiesagree that the phras8M General Confidentidl
is electronically embedded in the documéik.C to Decl Meghan Hodget 1 5(b) ECFNo.

87-8, ECF 110 at 8'hey also agree thah order to see this phrase, the document either has to
be printed or the user has to “turn on” the marlgtegtronically ECF 110 at 8The parties

dispute whether the electronically embedded words are sufficient for the dudorbe

“marked under the MCA.

AMG 392 is also titledDesign Verification Plan & Report,” and was sent from AM
General to Ruehl on July 7, 20@x. C to Decl of Meghan Hodge:CFNo. 87-11. It contains
some of the same information, includiagable labeletiTest Descriptiohthat appears to be
identical on both documentsl. AM General, in an answer to one of Ruehl’s interrogatories,
specifically identified thé Test Descriptiohtable in AMG440 as containing “Confidential
Informatiori pursuant to th&ViICA, even though the same identical table appeared in AMG 392,
a document that both parties agree was unmanithceither of the term&onfidential” or
“proprietary” Def.’s Resp. Obj. PIs.First Set Interim Disc. Re@t 5,ECFNo. 107-2.

iv. Supplementary Documents
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Thenext category of documents consists of three sets of technical drawings (ttlgether
“Supplementary Documentsthat AM Generaémailedto Ruehl on February 17, April 20, and
May 9, all of 2005. ECF No. 108-3, 108-4, 108F&e first set, sent to Ruehl on February 17,
2005, consists of an email message forwarding three technical drawings to assigt Risehl
consulting role. ECNo. 108-3. They were sent on the same day that AMG 677-81 were sent to
Ruehl. The second set was sent on April 20, 2808 ,consists of an email messagth a
meeting agendandatechnical drawingttachedECF No. 108-4'he third and final set in this
category was sent on May 9, 2005, and consists of an email and 20 attached technical drawings.
It appears to be undisputed that none of these technical drawings was noarketehtial or
“proprietary until they were marked as such for discovery in this c@senpareECFNo. 110 at
10 (asserting the documents were not markeit), ECFNo. 112 (not contesting this argument).

V. Computer&enerated Drawings

The next category consists of two compugenerated technical drawings of a frame ralil
(“CG Drawing8). ECF Nos. 108-45, 108-48Vhile Ruehl claims that these documents are not
labeled‘confidential” or “proprietary [ECF No. 110 at 11], the Court is unable to make out
sufficient detail on these drawingsdeterminewhether or not they have such markings. At the
same time, AM General does not contest that these documents are not so marked. ECF No. 112.

Mr. Luther, another of AM General'Rule 30(b)(6) witnesses, testified that it was
“likely” that these two drawings were created by AM General, but that he could not say for sure.
Dep. Regis Luther 125:2ECFNo. 1082 at 3 Furthermoreit is important that there is no
evidence in the record at this point that these documents were transmitted tbdRoiehthis
case commenceduch less during the relevant time period.

Vi. Documents Sent to Third Parties
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Next, Ruehl has obtained through discovery a number of technical documents that were
not marked as “confidentiatir “proprietary that AM General transmitted to third parties.
Specifically, between March 7, 2005, and November 9, 2006, AM General seredAppl
Technologies, Inc.“ATI”) five emails and one fax message, with numerous technical drawings
attached. ECINo. 108-6 to ECF No. 108-11. Also on March 7, 2005, ATI and AM General
signed a mutual confidentiality agreement. ECF No. 108-40. The prowustbisiagreement
titled “ Confidential Informatiohis, to a word, identical to the provision titled “Confidential
Informatior? in the MCA entered into biruehl and AM GeneraCompareECF 221 at 1, with
Mutual Confidentiality Agreement at ECFNo. 108-40.

AM General also sent attached unmarked technical documents to Assured Design, Inc
(“ADI") a total of twentyeight times between May 20, 2005, and November 26, 2006 INos.
108-13 to 108-3P Just like with ATI, AM General had a mutual confidentiality agreement with
ADI [ECF No. 107-3], containing a provision title@¢nfidential Informatioh that is
functionally identical to the provision titl€dConfidential Informatiohin the MCA enteredmto
by Ruehl and AM Generaf.

Finally, AM General also sent unmarked technical documents to other thirc artie
five other occasions presented to the Court [RIOB.108-39, 108-41 to ECF No. 108-44\t
this point there is no evidence that AM General had any sodndidentiality agreements with

the other parties that these documents were sent to.

2 The only difference betwedhe“Confidential Informatioh sections in the MCA [ECF No. 22] and the mutual
confidentiality agreement signed by AM General and ADI is in the last sententesprbtisions. The last

sentence in the MCA read#ny information that has value to the Disclosing Party and is not generally known to
its competitors, including but not limited @mmercial/Military Vehicle Frame Feasibility StutfeCF No. 221

at 1 (emphasis added). The last sentence ihGbefidential Informatioh provision in the mutual confidentially
agreement signed by AM General and ADI re&ddsy information that has value to the Disclosing Party and is not
generally known to its competitors, including but not limitetHddMWYV and Commercial Vehicle Thr&gece

Frame Rails’ Mutual Confidentiality Agreement 4t ECF No. 1073 (emphasis added).
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Vii. Documents on AM General’s Internal Databases

Next is an unknown number of technical documents that Ruehl had accessnally
within AM Generalthat may or may not have been marke@FNo. 92-3 at 3 AM General
declared in a response to an interrogatory asking it to ideeifgh particular it@ of [AM
General] Confidential Informatiorthat”Ruehl had direct access to [AM General] Confidential
Information through various computer workstations and AM Gersee@AD system$.ECFNo.
92-3 at 3 And further, thatf[i]Jt is impossible at this time tmlentify each and every such
drawing Ruehl viewed or accessed during these meetillyd.his means that there is an
unknown number of technical documents that Ruehl viewed that may or may not have been
marked asconfidential” or “proprietary.”

viii.  Ruehl and Pionke Conversation

Finally, there is a relevant interaction that occurred between Ruehl and Biokkerch
7, 2005. Ruehl contendisat, after he showed the March 5, 2005 drawing to Pionke, Ruehl noted
thathis “ided “may be original; | would like a patent search conducted.” Dep. Phillip Ruehl at
50,ECFNo. 55-1.He testified that Pionk&said you're going to sign a document that will
protect any ideas, and we can think about any patent searchltat.51. Pionke “then
produced the MCA” and he and Ruehl signettlitPionke, on the other hand, testified that
did not know when he first discussed the potential of a patent withl Rhat it“probably”
happened sometime in March 2005, and that Ruehl “probably thought [getting a patent] would
be a good idea” but that Pionke couldimemember what he said in specifibep. Ralf Pionke
at175-77ECFNo. 56-2.

b. Analysis of Evidenc8&ubmittedon Waiver

40



As an initial matter, it is worth reiterating that whether unmarked technical dotaimen
were transmitted from AM General to Ruehl is relevant because AM Geoesatlered all of
its technical drawings to be codéntial” Dep. Regis Luther 53:20-53:25, ECF No. 1D&t2.
Thereforejf unmarked technical drawings were transmitted from AM General to Ruehl during
the relevant period, a jury could find that conduct margtksh intent to waive the marking
requiremenof the MCA.

AM General argues that the transmission of unmarked technical documiergevant
to the issue of waiver dhe marking requirement of the MCA because “the Court has already
held that a documemustbe so marked to be covered” by the MECFNo. 112 at 13. But
that is not what the Court held. The Court previously interpreted the language of the MCA and
held that within the four corners of the MCA, the language of that document required that
technical documents must be marked to qualiyConfidential Informatioh and receive the
contemplategbrotections. ECF No. 69 at 21-2®hether or not AM General waived the
marking requirement of the MCA through condo@nifesting an intent to waive that
requirements not a question that the Court has previously addreSsedgenerallid.

I. Large-Scale Drawing

Whether the original copy of the LSD sent to Ruehl was marked with the words
“confidential” or “proprietary is a contested issue of fact. Rushosition is that the LSD was
not marked“confidential or “proprietary; while AM Generdls position is that it was. As
mentioned above, AM General claims that the original was absolutely marked as saubebec
“AM Generdls CAD system automaticallyrints the proprietary legend on that drawing, asst
it would have done in 2005ECFNo. 923 at 4 But there has also been deposition testimony

submittedthat in 2005 AM Genera’ system would not automatically print tipgoprietary
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legend on technical documents it created, and that Smreker did not remember whether AM
General manually stamped the LSD or ®&hreker Dep. 167:21-167:26CFNo. 873 at 4

This is conflicting evidence, and it is not the role of the Court at summary judgment to weigh
evidence and resolve conflicting evidendaderson477 U.S. at 249.

Ruehlalsosubmitted numerous technical documents to the Claigtput abovethat
AM General either sent to him or to a third party during the relevant time period tieahate
marked with either the ternfisonfidential” or “proprietary.” This cuts strongly against AM
Generadls claim that itsystem during the relevant period automatically added a footer to
technical documents labeling them “confidential” or “proprieta8pécifically, AM General
stated in an interrogatory response that it had provided him with physical copies of AMG 677—
81, of which AMG 678-81 were technical documents. But, of that range of technical documents,
only AMG 678 was marked apfoprietary. Further, theCG Drawings Supplemental
Documents, AMG 392, and numerous documents sent to third parties all were unmarked with
either the ternmiconfidential or “proprietary.”If AM Generals system automatically marked
technical documents asonfidential” or “ proprietary then AMG 67981, aswell as the rest of
the unmarked technical documespecified aboveshouldhave been automatically markemb.

And whether or not the LSidas marked a‘sconfidential or “proprietary is material
becausgif it was not marked as sucthen its transmion to Ruehl could be considered to have
been a manifestation of intent to waive the marking requirement enfife/contested fact is
extremely important to determining the ultimate issue of fact on the issue of waverether
or not AM General manifested intent to waive the marking requirement of the W@\is
especially so because AM General still takes the legal position that the LSD wesdcby the

MCA. ECF No. 112 at 4.
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il. AMG 677-81

A jury could also find that the transmissionAWG 679—-81manifestedntent by AM
Generako waive the marking requirement of the MCA. As noted, AMG 679-81 are unmarked
technical documents that AM General sent to Ruehl during the relevant time period.ev&iGe
stated in an interrogatory answer that AMG &&T/were*marked as proprietary or
confidential.”"ECFNo. 92-3 at 3. This is contradicted B&yM Generals later brief in this matter
stating thathe answer only was intended to refer to AMG 678 and that the range it listed was “to
show the transmission email to Ruehl and all of its attachmieB&ENo. 95 at 4 n.1:3 But that
is not what AM General actually submitted in its interrogatory response. The respaies that
AM General‘provided Ruehl physical copies of drawings thateverarked proprietary or
confidential. These documents have previously been produced as AMG677-681 and AMG440.”
ECF No. 92-3 at 3.

AM General argues thaof this cited range, it is only using AMG 678 as part of the basis
for its counterclainand so the transmission of these other documents is not rel[EG#iXo. 95
at 4 n.1. Buthe fact that AMGeneralarguegshatAMG 679-81 are not part of the basis tloeir
counterclaim is what is actualigrelevant.AM Generalmay be taking the legal position that
AMG 679-81are not'marked and thus not covered by the MCA, but Mr. Luther, one of AM
Generak Rule30(b)(6) corporatewnitnes®s testified that all teahical documenrg were
confidential. Dep. Regis Luther 53:20-53:25, ECF No. 2@82. AMG 679-81are technical

documents and woulthereforefall under that umbrella. Thus, the fact that AMr@ralsent

131t also does not appear that AM General is arguing that the mark on AMG 678 isstifficcover the other
attached technical document
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these admittedly unmarked technidacuments to Ruehl could be found by a jury to have
manifestedntentby AM Gereralto waive the marking requiremettt.
iii. AMG 440 and 392

AMG 392 is also relevant, as an unmarked technical document sent to Ruehl, as to
whethe AM General manifested an intent to waibhe marking requirement. But the document
is also relevant for a different reason. It contains a table entilest Descriptiohwhich is
identical to the table entitléd est Descriptiohin AMG 440. CompareECFNo. 87-11 with
ECFNo. 1072 at 5

AMG 440alsocontains a “hidden” footer which contains the term “proprietdeCF
No. 107-2 at 5. This footer is only viewaldkectronicallyif the viewing party affirmatively
“turns on” the footer, which Ruhl alleges he never did and was never instructed to dodillege
the footer also appears if the document is printed. The parties dispute whetBet4#Mvas
“marked within the meaning of the MCA because of the “hidden” footer and becaus&dbke “
Descriptiori table was in both AMG 392 and in AMG 440.

The parties misconstrue the relevance of these documents. What is relevarstagyéhis

is not whether AMG 440 wasrfarked within the meaning of the MCA? The relevant question

1 Curiously, neither party addresses the issue that bottSihend AMG 67781 were transmitted to Rl by

AM General in February of 2005, while the MCA was not signed by each party until M&8@5, And while the
Court is not reaching the issue because the parties did not raise it, the MC/A appedrpply to informatioar
documents exchanged before the agreement was sigeetCF No. 221 at 1. If that is true, then whether any of
these documents isnarked under the MCA would be irrelevant because waiver is the voluntary relinquishment of
a known rightTate 587 N.E.2d at 671. And a right cannot‘Baowr if it does not yet exist. However, while the
transmission of these documents could not claim any protection under the MCA undeegmregtation of the
“marking requirement due to the fact that they were disclosed before the parties bigM@A, the parties both
argue that the LSD and AMG 678 are part of the grounds for the counterclaithexeébre are covered by the
MCA. And it is not thisCourt' s role to make arguments for the parties where they did not #@ker. v. United
States58 F.3d 1194, 11989 (7th Cir. 1995)“(I]t is not the responsibility of this court to make arguments for the
litigants”).

% That determination would, of course, be relevant to the disposition of AM Gerwmahterclaim.
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surrounding AMG 440 is whether its transmission with the embedded “confidential” mark,
which Ruehl alleges he never viewed during the relevant time period and was never told that he
needed to “turn on,” manifested an intent to waive the marking requirdreestisét was
essentially hidden from the view&¥hat intent was manifested from the transmission of AMG
440is a contested issue of fact that @murt cannot resolve at the summary judgment stge.
Anderson477 U.Sat 24916
V. Supplementy Documents

AM Generalargueghat theSupplementyy Documentsarenot relevanbecausd is not
arguingthat theselocumentsarepart of the basifor the counterclaimBut like AMG 679-81,
these are technicdbasmentsthat were transmitted to Ruehl during the relevant period.
Similarly, based on Luthes’testimony in his capacity asRule30(b(6) deposition witness for
AM Genera] a jury could find thathe transmissionf these technical drawingshich AM
General expected Ruehl to keep confidential but did not mark ascewtth,have manifested an
intent to waivethe marking requirement of the MCA.

V. Computer-@neratedDrawings

The CG Drawingswere not transmitted to Ruehl, and so cannot directly inform the
guestion of whether AM éneralmanifested intent to waive. However, they are relevimit
AM Generaldid notautomatically markhesedocumentswvith either of the term&onfidential”
or “proprietary,” during the relevant periasl evidence of whether it was AM Genésgpractice
to automatically mark other, directly relevant documents that were createdldhmisame time,
such as the LSEnd the unknown internal documents which Ruehl accessed.

Vi. Documents Sent to ThirdaRies

18 The Court will therefore not reach the questions surrounding the transmission erighize information that is
duplicated in both AMG 392 and AMG 440.
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The technical documents sent to ADI and ATI were never sent to Ruehl during the
relevant period. This presents the question of whether conduct by one party to a cantract
manifest an intent to waive a contractual right when the other party to the contracot has
knowledge of that conduct? The parties have both done a poor job in arguing this point to the
Court, but the answer appears to be no.

“A person who is in a position to assert a right or insist upon an advantage may by his
own words or conduct . . . waive such rightdfayette Car Wash, Inc282 N.E.2dcat 839.

Because waiver can only be accomplished tpgeason who is in a position to assert a right”
common sense dictat¢hat conduct allegedly manifesting an intent to waive a contractual
provision must be manifested to another partthéocontract againsthomthe allegedly

waiving partyhadthe ability to assethe right.See id.Therefore, the Court concludes that the
unmarked technical documents sent to ADI and, A§lwell as the other third parties [ENBs.
108-39, 108-41 to 1084], during the relevant periods cannot manifest an intention to waive the
marking requirement of the MCA.

That is not the end of the story though. Like @@Drawings these technical documents
were transmitted and/or created around the relevant tinedpand it is undisputed that they are
not marked with either of the wordednfidential or “proprietary.” Thus, while these
documents do not directly inform the Cosréinalysis of AM Generalmanifested intent, they
are relevant to the inquiry of whether other documents, such as the LSD and the unknown
documents that Ruehl accessed in AM Generaternal databaseereautomaticallymarked as
“confidential” or “proprietary’

Vii. Documents oM General Internal Databases
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Finally, walking through the analysis step by step reveals that there is another issue of
fact regarding the internal documents that Ruehl had access to within AM Gedatabases
when he was working on the project. In federal summary judgment proceedings, the party
moving for summary judgment does not have to offer evidence to disprove an element of the
nonmoving partys caseCelotex Corp.477 U.S. at 323. The moving party’s burden can be met
by showing the absence of evidence, by “informing the district court of the basis for t&,moti
and identifying those portions of ‘the pleadings, depositions, answers to interrogatories, and
admissions on file, together with the affidavits, if anykiich it believes demonstrates the
absence of a genuine issue of material'fddt.(emphasis added). The Supreme Court then held
that theres no requirement that the moving party “support its motion with . . . materials negating
the opponens claim? I1d.

Here AM General hatheburden to show that there is no genuine disputethieat
unknown internal documents were mark€d|otex Corp.477 U.S. at 323, which it met by
submitting deposition testimony that its systems automatically marked technical docasnents
either”confidential or “proprietary.”ECFNo. 923 at 4 The burden then shifts to Ruehl to
“come forward with specific facts showing that there is a genuine issu@fdrSpierer 798
F.3d at 507. Ruehl met this burden by producing all of the aledeeencedinmarkedechnica
documents that AM General either createalismitted to Ruehl, or transmittedthard parties.

However, while theeunmarked technical documents ardirect evidence that these
internaldocuments may have not been markedoaggtietary or “confidential,” that is not
sufficient to support Ruehl’s argument of waiver by conduct. For a finder of fact to Rresdil
accessing unmarked documents as evidence of waiver, there would have to be evidence of that

actuallyoccurring. At this stage, while Ruehl has provided enough evidence to reject AM
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Generdbk argument that it marketiosedocuments dutomatically;’ there is no evidence in the
record that Ruehl actually vieweshmarked documents in AM Genegatlatabases. Therefore,
whether the documents that Ruehl viewed within AM Gereddtabases were marked or not is
an issue of fact going to the question of whether AM General’s conduct manifested amintent t
waive the marking requirement.
viii.  Ruehl andPionkeConversation

Finally, as to the conversation that Ruehl had with Pionke, Ruehl argues that this
exchanges damning because, “there is no evidence in the record to suggest that Pionke insisted
that Ruehl add some marking to his documents to protect his inteE&StsNo. 87 at 14This
argument is without legal support. Aside frime fact that thetatement was contemporaneous
to the signing othe MCA, Ruehl has presented no authority even suggesting that Pionke was
under any sort of obligation to remind Ruehl of the marking requirement of the MCA. And in
fact, contrary authority exists in Indiana caselmgauséwaiver is an affirmative act and mere
silence, acquiescence or inactivity does not constitute waiver unless therduwtpascaspeak or
act” Pohlg 724 N.E.2cht 659.

Further, at this point it is unclear what actually took place during the discusstaezbe
Ruehl and Pionke, because Pionke testified that he remembered very little of thetioner
Ruehl claimed took place. Therefore, there may also be issues of fact and tyedibili
determinations that a jury would need to resolve about the conversatiensfore, there has
been insufficient evidence submitted to the Court at this stage to conclude that theatanser
support Ruehg argument of waiver.

C. Intent Analysis

7 This is so ateast at the summary judgment stage where the Court is obligedstouepall facts in the light most
favorable to Ruehl, as the nonmoving party.
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This all boils down tahethreequestions laid out above: ias Ruehl established as a
matter of law that AM General waived the marking requirement of the MCA by cordjiets
AM General established as a mattétaw that it did not waive the marking requireme3jtand
if the answer is no to both of thosethere a genuine issue of material fact regarding the a§sue
waiver? Ruelik argument isthat the unmarked technical documents that AM General sent him
undisputedly manifested an intent to waive the marking requirement of the MCA. ECF No. 110
at 4-11. AM General argues that Ruehl has not established that it intended to waive the marking
requirement of the MCAnd that there is no genuineussof material facbn the issue of
waiver. ECF No 112 at 8.

First, did AM General’'s conduct manifest an intent to waive the marking requitase
a matter of law®® Ruehl argues that the answer is yes because of the unmarked technical
documents AM General transmitted to hlBCFNo. 110 at 4. This is incorrect. For waiver by
conduct to be established as a manner of law, the conduct msst inednsistent with his
purpose to stand upon his rights as to leave no opportunigyréasonable inference to the
contrary.”Terry, 554 FE Supp.at 1095. And here, while AM General did transmit technical
documents to Ruehl that arguably could have manifested an intent to waive the marking
requirement, it is also undisputtdtht AM General transmitted documents that were marked with
eitherof the word “confidential or “proprietary’

The transmission of the documents marked as such is conduct that is contrary to the
intent to waive the marking requirement. A jury could reasonably find that AM Gexneral’
conduct in transmitting both marked and unmarked technical documents to Ruehl was not

evidence of intent to waive the marking requirement but was simply negligence on the part of

18 As the party asserting waiver of a rigRuehl bears the burden of proof on the istirdon Fed. Sav. Bank82
N.E.2d at 431.
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AM General in protecting documents that it considered impor&ad-iastetter 873 N.E.2d at
684 (“[Slilence, inactivity, or acquiescence is not waiver unless the party aghorst waiver is
claimed had a duty to act or speakTherefore, the Court concludes that Ruehl has failed to
establish that AM General waived the marking requiremetiteoMCA as a matter of law.

AM General has also failed to establish that it did not waive the marking requiremn
its conduct as a matter of laAlM Generalargues that the deposition testimony by Luteeits
Rule 30(b)(6) witneseegarding ‘tonfidential inbrmatiori’ absolutely does not apply to MCA
and that this testimomgferred to what AM General considerasbnfidential in the general
sens€ ECF No. 112 at 14. But Lutheestified that AM General considers all of its technical
documents to be “confidaat information” which a jury could findneant that AM General
considered these documents to be covered by the various mutual confidentiality agréeahents
it had with outside professionals that it engatfeind there is no contrary evidence in the
recad supporting an alternate source of authority that AM General could rely on to protect thes
technical documents other than the mutual confidentiality agreements it had wotisvauiside
parties such as the onehadwith Ruehl. herefore, a reasonable fact findgeuld conclude that
Luther’s testimonydid refer to MCA Further while AM Generalargues thathe testimonydid
not refer to MCA, it has natven allegedny other source of authority under which it could have

claimedlegal protectiongor these valuable technicabcumentg® And while AM General does

9The fact that AM General had at least thiwgectionaly identical mutual confidentiality agreements with Ruehl,
ADI, and ATI around the same time would support this contention.

20Black's legal dictionary definésconfidential as,“1. (Of information) meant to be kept secret; imparted in
confiderce <confidential settlement terms>. 2. (Of a relationship) based on or chaeachsy trust and a

willingness to impart secrets to the other <a confidential relationship bet#tesres and client®. Confidential
Black's Law Dictionary (11th ed. 2019j.is hard to imagine that a sophisticated corporation such as AM General
would genuinelyintendthat when it referred tbconfidential informatioh that it wouldmeaninformation that was
“confidential in the general sense( information it prefers ot to publicize)’ as AM General now claimand not
information thatAM Generalhad some form of actual legal protection over.
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not present it as sucAM Generalis essentiallycontestingvhetherits actionsthrough its
employeesnanifested an intent to waive the marking requirente@F No 112 at 8Therefore,
AM General has failed to establish that it did not waive the marking requiremttiet RICA as
a matter of law

As to the third question, hile AM General argues that“lid not, for the purposes of its
summary judgment motion, dispute any of the facts alleged by Rtigiklj5 simply not the
case. AM Generargues emphatically thdatnever intended to waive the marking requirement,
and that its conduct through its agents and emplagdlested that lack of intenECF Na 112
at 8.As mentioned aboveRuehl contests this faand has supported this argumenth
technical documents AM General transmitted to thiat were not marked &sonfidential” or
“proprietary” but thatAM General still considered to be confidential.

And theCourt’s determination ofzaiverturns onwhether or not AM Generalconduct
manifested intenb waive the marking requirement of the MCA, making this factual dispute
material See Terry554 F. Suppat 1095. There is evidence that could support a finding that AM
Generak conduct manifested an intent to waive, in the form of Luther’s deposition testimony
and the transmission of unmarked technical documents. There is also evidence talseipport
oppositebecause there were both marked and unmarked dotsitnamsmittedallowing fora
potentialfinding that the lack ony marking was inadvertent. Th4g\l Generals intentas
manifested through its condusta genuine issue of material fa€CF Ncs. 112 at 8, 110 at 6—
14.

A genuine issue of materiadtprecludes this Court from granting summary judgment.
Fed. R. Civ. P. 56seealso Andersod77 U.Sat 249 (“[A]t the summary judgment stage the

judge’s function is not . . . to weigh the evidence and determine the trld wiatter but to
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determine whether there is a genuine issue for"ridlhereforethegenuine issue of material
factregarding AM General’s intent as manifested through conduct requires the Court to deny
AM Generals Motion for Partial Summary Judgement on a ground that is entirely independent
of the Court’s above conclusion that Ruehl’s signature could fulfill the marking reeunterh
the MCA.

3. Supplemental I nterrogatory

Ruehl make$wo arguments regarding AM General’s answer to an interrogatory about
what AM General considerédonfidential Informatiori. ECFNo. 92-1 at 2-5. Rueld’
argument as to theffectof the interrogatory and related ansvgeuncleay but he does claim
that“[t]he significance of this response cannot be overstatdddt 2

Ruehl explainghat he"served an interrogatory asking AM General to specifically
identify and describe each particular item of alleg@anfidential Informatiohunderlying its
counterclaini. Id. AM General responded that it “provided Ruehl physical copies of drawings
that weremarked proprietary or confidential. These documents have previously been produced

as AMG677681 and AMG440.’ECFNo. 923 at 3-4.2

21 The full text of the question and answer are as follows:

1. Specifically identify and describe each particular item of ARI@hfidential Information. If the particular
item of AMG Confidential Information was provided or transmitted to Plaintifiddcument form, also
identify the Bates number(s). If the particular item of AMG Confidential médion was orally provided
or transmitted to Plaintiffs, also identify the Bates number(s) of the writtérerby which AM General
subsequently informed Plaintiffs of the informatisiconfidential or proprietary nature. If the particular
item of [AM General] Confidential Information was provided or transmitted to#ffgiin some other
manner, specifically identify and describe how the information was provided amitausto Plaintiffs.

RESPONSE: AM General objects to this Interrogatory as overly broad and undulpdmnde Gien the

nature of the relationship between Ruehl and AM General, it is not reasonablggbtactentify each and

every piece of Confidential Information Ruehl was provided or had access to duringahiement with the
frame rail project. Indeed, Ruldiad direct access to [AM General] Confidential Information through various
computer workstations and AM GenesaCAD systems. It is impossible at this time to identify each and every
such drawing Ruehl viewed or accessed during these meetings. Without waiving thieo@bkgecl in addition

to providing Ruehl access to its CAD system which contained drawings marked pryprietonfidential, AM
General also provided Ruehl physical copies of drawings that were marked targpieconfidential. These
documents have previously been produced as AM@BLand AMG440. Moreover, in February 2005, AM
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Ruehlfirst argueghat the interrogatory answer is evidence of waiver. ECF No. 92-1 at 5.
To the extent that the interrogatory response is relevant to the waiver anahasshéen
addressed above.

Ruehlalso argues that ANBenerals interrogatory response is an admission ihat
considered AMG 677, 79-81 to be covered by the MCA even though they are not marked. ECF
No. 92-1 at 2. But that is not what the response actually says. The response/Athtésneral
also provided Ruehl physical copies of drawings that were marked proprietary or coalfidenti
These documents have previously been produced as AMG677-681and AMG440.” ECF No. 92-3
at 34. While the response does identify AMG 677-81 as being “marked proprietary or
confidential,”it does not state that the MCA appliesthese unmarked documerdsg in fact,
the MCAIs not referenced at alld. If the answer to the interrogatory is not related to the
counterclaim (as it appears not to be) then it is on its face unrelated to the M@éséboth
theinterrogatoryarnd answer ask abou€Cbnfidential Informatiohbut do not specifically refer
to the MCA. ECF No. 93 at 3-4. It is worth noting that both parties state in their briefs that the
interrogatory is related to the counterclaim, but that is not what the actual evaldmitted to
the Court shows. And arguments are not evideBeel-ed. R. Civ. P. 56 (c)(1)(A) (“A party
asserting that a fact cannot be or is genuinely disputed must support the assertion by .0. citing t

particular parts of materials in the oed. . . .").

General mailed a larggcale drawindo Ruehl for review. Although Ruehl testified that he no longer has the
original drawing, AMGs representative testified thawas [AM Generak] practice at the time to mark such
large scale documents confidential or proprietary before they were sent to thied.gawtiing discovery in this
case, AM General reprinted the drawing directly from its systemin the samemntaatrthe drawing would
have been printed and sent to Ruehl in 2005. AM Gerset#D system automatically prints the proprietary
legend on that drawing, just as it would have done in 2005.

ECF No. 923 at 34.
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Here, there is no evidence that the interrogatory and respelaseto’ Confidential
Informatior? that is the basis for AM Genetalcounterclaimwhich wouldhaveimplied that the
documents named would be confidential under the MCA. This is because neither the text of the
interrogatory or of the answer explicitly refer to either the counterclaim a@®%. Instead
they both simply refer toConfidential Informatiori. Theremay be a preamble to the
interrogatorythat specifically definetdConfidential Informatiohas meaning confidential under
the MCA, but neither party has provided the Court with the original interrogatory served by
Ruehl Therefore, it is unclear to the Court what legal effect either party expects this
interrogatory and response to have on the instant question before the Court. Additionallly, neithe
party has presented the Court with any legal authority clarifying what effect thegatiory and
response could or should have on AM General’s motion.

Because neither party has presented a cogent argument expllageftectof the
interrogatory and related response and there are other genuine issues af faeteequiring
the Court to deny AM General’s motion, the Court declines to reach a legal conclusiaingegar
this issue.

4. Counterclaim as Judicial Admission

Ruehlfurtherargues that AM General counterclaim is effesiely a judicial admission
thatRuehl’s invention is protected by tMCA. ECFNo. 110 at 6. AM General arguésat its
counterclaim cannot constitute a judicial admission because it is not a statefaenhbaofis
instead a legal argument. EGlIe. 112 at 10-11.

The parties dispute the meaning of paragraph 36 of AM GeserlnterclaimThis
section comes under the heading “Count II: Breach of Contidet.”s Answer Aff. Defenses

Pls! Am. Compl. Countercl. at p. 22, ECF No..Paragraph 36 of the counterclaomovides
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“[Ruehl] further breached the Confidentiality Asgmentby filing apatent application
containing confidential information that belonged to AM General . Id..”

Ruehl has a point. Within the context of Ruehl’'s Amended ComphsintGeneral is
defending on the basis that the MCA does not apply toidea) such that paragraph nine of the
purchase order applies and Ruehl has no rights tadba™ AM Generalis also arguing that,
“the MCADby its very terms does not apply because Ruehl did not mark the information h
submitted toAM Genera) as confidential or proprietary.” ECF No. 90 at 4.

Butin its counterclaim, AM Generallegesthat Ruehl‘breached thfMCA]” by filing
for a patent on hisided that is at the heart of this case. ENGs. 25 at 22, 67 at 7. For Ruehl to
have breached the MCA by using information about his invention, his invention must necessarily
have been covered by the MCAANd in its interrogatory answénat AM General argues
providesthe basis for its counterclajAM Generalonly identified the documents mentioned
above. There is no evidence thadmetime after March, 2005,AMG transmitted to Ruehl
some technical document containing tided that was marketconfidential” or “proprietary
such that there would be some other basisdme document containitige“ided being
“marked such that the invention could be covered by the MCA.

But that does not mean ththke counterclaim constitutes a judicial admisst@njudicial
admission is a statement, normally in a pleading,rtbgates a factual claim that the party
making the statement might have made or considered maknobgihson v. McNeil Consumer
Healthcare 615 F.3d 861, 872 (7th Cir. 2010). “That is why ‘in order to qualify as judicial
admissions, an attornesystatementsust be deliberate, clear and unambigubud. (quoting

MacDonald v. Gen. Motors Coral10 F.3d 337, 340 (6th Cir. 199.7)A party may state as

22 AM General tries to get around this pointdmguing that the counterclaim only alleges a breach of the MGA
disclosing [AM Generas] undefined confidential informatichECF No. 112 at 11H.3
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many separate claims or defenses as it has, regardless of consistedciR. Civ. P. &1)(3).
Judicial @missions are not evidence at all but rather have the effect of withdrawing a fact from
contention.”Keller v. United State$8 F.3d 1194, 1198 n.8 (7th Cir. 1995) (quofifighael H.
Graham, Federal Practice and Procedure: Evidence §(Bitg6m Edition).

Here, the'fact’ that Ruehl focuses on is whether the MCA applies to Rsélaled that
is the basis for the protected intellectual property in the ‘930 pateniviigather a contragct
which does not require extrinsic evidence toriptet, applies to undisputed facts is a question of
law, not of fact.SeeN. Ind. Pub. 8rv. Co. v. Dabagia721 N.E.2d 294, 299 (In€t. App.
1999). Therefore, thetatement ilAM Generals counterclaim cannot constitute a judicial
admission becauseis not a fact but ia legal conclusiorSeeRobinson615 F.3dcat 87222

5. Equitable Effect of Counterclaim

Finally, Ruehl makes an equitable argument regarding AM Gese@lnterclaim. ECF
No. 110 at 11-13He argues that AM Genetalcounterclaimto be successfuhecessarily
requires thatlocumentsvhich are not'marked receiwe protection under the MCAM General
argues in response that it is not basing its counterclaim on any documents that areessltyexp
marked eithef confidential or “proprietary. ECF Na 112 at 11-13.

Under Indiana law,[a]party may notlaim benefits under a transaction or instrument
and at the same timeepudiate its obligationsRaymundo v. Hammond Clinic AssA#9
N.E.2d 276, 283 (Ind. 1988iting Caito v. Indianapolis Produce Terminal, In820 N.E.2d

821, 825 (Ind. App. 1974)¥ee alsdrutor Time Learning €s., LLC v. Larzak, In¢.No. 305-

23 The Court declines to rule on the impact of the counterclaim on Rughiver argument because theurt has
already held that there is a genuine issue of material fact preventing thdr@uountling on that issue. But even if
the Court were to rule definitively on the matter, it seems clearitbeduséa partys prelitigation failure to assert
alegal right is not a judicial admission that the right does not &xiss$, also not an unequivocal manifestation of
intent to waive that same legal right, or else the result would effectively sautheCalifornia N. RR. Co. v.
Gunderson Rail Seryd.LC, 912 F. Supp. 2d 662, 669 (N.D. Ill. 2012).
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CV-322 RM, 2007 WL 2025214, at *9 (N.D. Ind. July 6, 2Q@Hickman v.State 895 N.E.2d
353, 359 (Ind. Ct. App. 2008)ecision clarified on reh’g900 N.E.2d 825 (Ind. Ct. App. 2009)
(“[A] n employee who receives paid vacation time under an employer’s policies is estopped from
arguing that forfeiture provisions of those sapolicies are unenforcealbile Matter of Estate of
Palamarg 513 N.E.2d 1223, 1228 (Ind. Ct. App. 198%hile Ruehl frames this argument as
part of his waiver assertion, “The Unmarked Documents Underlying AM Geseral’
Counterclaim and Transmitted to Others Support a Finding of Wailz@FNo. 110 at 11]the
authority which he provides to support this argumesesdot classify the doctrine as one of
waiverbut rather equitable estopp8keCaito, 320 N.E.2dat 825 (“An equitable priciple also
comes into play. Good faith imposed a duty on Caito Foods to speak up and inform Terminal of
the wrongful construction. By acquiescing in the violation and accepting the benefiteotimeref
there was affirmation of the wrongful construction. Thus, Caito Foods is equitably estoppe
assert disapproval and lack of authorization of the prohibited construction.”). Theredore, t
Court analyzes this argument separately.

Ruehl argesthat AM General is attempting to gain the benefit of a narrowly applied
marking requirement as applied to the March 5, 2005 drawing (to preventfRuehl
maintainng rights to the fded under the MCA), while simultaneously disclaiming any marking
requirement when it comes to any information that it wardtected undethe MCA (to be able
to sue Ruehl for breaching the MCA when he filed his patent application).

AM General has identified three documents on which its counterclaim is based: AMG
678,AMG440, and theLSD. ECF No 112 at 12-13t argues that all three documents are
“marked under the MCA andthereforethat Ruehk argument here fail$d. In response, Ruehl

argueghatall of AMG 677, 679—-81 should be considered to be part of the counterclaim based
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on AM Generdb response to the interrogatdyRuehl alsarguesthatneither the' large-scale
drawing” nor AMG440 is fnarked within the meaning of the MCA, and thBuehl had access
over the course of the development of the “idea” to “unspecified CAD drawings.” ECF No. 110
at 7. The parties agree that AMG 678'imarked; but disagree about the other documents.

The most glaring problem with evaluating the parts&guments is that there exists a
genuine issue of fact regarding tt®D. As noted above, the originaSD was lost, and there is
a dispute about whether the lost version was marked with either of the words “coalfidenti
“proprietary.” While AM General attempts to distort Rushtoncession about the reproduced
copy thatAM General created for theurposes of this litigation being marked, Ruehl clearly still
argues that the original documewbich is not in evidenceyasnot marked. ECF No. 110 at 9—
10.

But even assuming thaeitherthe LSDnor AMG 440was" marked, the case law that
Ruehl citesdoes not provide him with any reliefllAf the cited casesontemplate situations
where a party both attempted to gain the benefit of an agreement and escape itsgatarabli
under that agreemeree Raymundd49 N.E.2 at 283 (citingCaito, 320 N.E.2dat 825);see
also Tutor Time Learning Ctrs.LC, 2007 WL 2025214, at *¥Hickman 895 N.E.2dt 359.

For example, irRaymundo v. Hammond Clinic AssRaymundo had entered into a
contract with Hammond Clinic Associatithat made him a partnen the clinicas an
orthopedic physician and surgeon for a period of five ysatfprth his compensation schedule;
and in the event of his withdrawal, bouh@n not to compete with the clinic within its service

area fortwo years. 449 N.E.2d at 277-78. The contract provided for liquidated damages in the

24 As noted above, in response to an interrogatory question asking AM General to désignéitiential
Information” AM General asserted thé&AM General also provided Ruehl physical copies of drawingsibee
marked proprietary or confidential. These documents have previously been prodaé4@@&&/-681 and
AMG440." ECF No. 923 at 34.
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amount of $25,000 if he breached the non-compete agreement within the first year of ldaving.
After two and ondralf years of being a partndtaymunddeft the partneship and immediately
began practicing within the cling’service aredd. The clinic filed suit against Raymundo for
breach of the non-competdgreementild. Raymundo argued that the non-compgeeement

was unenforceable for several reasons, including that: he entered into the contragtiresser

the noneompee portion of the agreement violated Indiana law and was unenforceable; and there
were genuine issues of material fact regardingémeice aredd. at 279—-84The courtrejected

all of thesearguments and held that, even if Raymundo had entered into the contract under
duress, he accepted the benefits of it for two andhaiferearsid. at 283. The court concluded
this issue by stating thafd] party may not claim benefits under a transacbr instrument and,

at the same time, repudiate its obligationd.

Similarly, inHickman v. StateHickman had been employed by the Indiana Department
for several years and had accumulated 212.5 hours in paid vacation hours. 89ai\8&42d
Hickman was placed on unpaid suspension and then involuntarily termiltatsd354—55.

Under Indiana law, because she was dismissed from her job and did not leave in good standing,
Hickman forfeited all of her accumulated paid sick ledseat 355. In relevant part, the court
held that “an employee who receives paid vacation time under an emplpgbcies $ estopped
from arguing that forfeiture provisions of those same policies are unenforcddbét.359. The
court further reiterated that in Indiana, party may not accept benefits under a transaction or
instrument and at the same time repudiate its obligatitchgquotingIn re Estate of Palamara
513 N.E.2cat1228.
The facts here are easily distinguishable from these da8e&eneral is not disclaiming

an obligation under the MCA through its counterclahile attempting to benefit from a
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different provision in its defense against Ruglafaims AM General is advocating for a
particular interpretation of the MCA, i.e. that the marking requirement strexjlyines

documents to be marked “confidential’* proprietary to be protected by the MCA. If the Court
accepts that interpretation and applies it to the March 5, 2005 technical drawing thlsgeRtie
to AM General then that interpretation will apply with equal force to documents that AM
General sent to Ruehl. WaiAM Generdbk counterclaim based on Ruehl violating the MCA
when he filed his patent application might also fail based on this Court accepting AMalGener
interpretation of the marking requirement of the MCA, that still does not cre#teation
analogus to those that Ruehl has cited to in these cases. Therefore, the Court concludes that
evenif Ruehl is correct and neither AMG 440 rtbe LSD were markednder the MCA,
Ruehl’sargument regarding thequitable effect of the counterclaim fails.
CONCLUSION

For the reasons stated aboefendant AM Generad Supplemental Motion foPartial
Summary Judgment [ECF No.]7i4 DENIED.

SO ORDERED omMarch25, 2020.

s/ Theresa L. Springmann

CHIEF JUDGE THERESA L. SPRINGMANN
UNITED STATES DISTRICT COURT
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