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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF INDIANA
INDIANAPOLIS DIVISION

ONE NUMBER CORPORATION,

)
)
Plaintiff, )

) Civil Action No. 1:10-CV-0312-RLY-TAB
VS. )

) JURY TRIAL DEMANDED

GOOGLE, INC., )
)
Defendant. )

GOOGLE, INC."S RESPONSE IN OPPOSITION TO PLAINTIFF" S
MOTION FOR LEAVE TO TAKE EXPEDITED DISCOVERY

l. INTRODUCTION

One Number’s motion for leave to take “limited” afekpedited” discovery
should be deniedFirst, the patents-in-suit asserted by One Number areexamination
before the United States Patent & Trademark Offied 0”), and the PTO has already
rejected all but two dependent claims of the patémsuit as invalid over the prior art.

In light of the PTO’s rejections of almost all bktclaims of the patents-in-suit, Google
has moved to stay this case pending the final ragaion results in order to avoid
unnecessary litigation, prevent duplication of gand/or inconsistent results, and
conserve party and judicial resourceSeeDkts. 28, 29, and 33. Because One Number’s
motion for leave to seek expedited discovery wadlidart the benefits of a stay, One
Number’s motion should be denied.

Second One Number’s requested discovery is irrelevamihéoPTO’s
reexaminations of One Number’s patents. One Nuiipeoposed discovery is not
“limited,” as One Number claims, but amounts td-hibwn discovery into every issue in

the lawsuit—including issues that have no bearjpgnuthe reexamination. For example,
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One Number’s claim that it needs discovery of tbeuaed product to establish that its
patents are innovative is illogical and withoutdmntiary support. The fact that Google
Voice is “innovative” does not mean that One Nundpatented systems are innovative
or its patents valid—patrticularly in light of thd®©’s wholesaleejectionsof those
patents as invalid. Moreover, the PTO’s rejectioh®ne Number’s patents are
primarily based upoanticipationunder 35 U.S.C. § 102; whereas One Number’s
requested discovery mostly concerns “secondaryidersions” of non-obviousness
under 35 U.S.C. § 103 that are irrelevant to th@BRnticipation-based rejectiorsee
Cohesive Techs., Inc. v. Waters Cpfal3 F.3d 1351, 1364 (Fed. Cir. 2008)
("obviousness requires analysis of secondary cenaiihns of nonobviousnessghile
secondary considerations are not an element ofaral of anticipatiori (emphasis
added)).

Third, permitting One Number to proceed with expeditate-sided discovery
would prejudice Google and provide an unfair tadtadvantage to One Number. The
efforts required to respond to One Number’s braagédited” requests would consume
substantial resources, create significant attoowsys, and generate a great deal of
expense and distraction to Google. There israslogical stopping place for One
Number’'s demands: If discovery is opened to le¢ Gamber seek documents
supporting its position, then fairness dictates tliscovery also be opened to permit
Google to rebut that position. Yet, one of thesoees to file a reexamination request—
and one of the key factors in staying the litigaggending reexamination—is &voidthe
expense and burdens of litigation that may be usssry.See Centillion Data Sys.,

LLC, v. Convergys CorpCase No. 1:04-cv-0073-LIM-WTL, 2005 WL 2045786¢1a



(S.D. Ind. Aug. 24, 2005%ee also Canady v. Erbe Elektromedizin GmbFL F.
Supp.2d 64, 78-79 (D.D.C. 2002) (denying a motmhft a stay and noting the PTO

reexamination is less costly than a court procegdin
Il. ARGUMENT

The purpose of reexamination is to allow the PT@gsess the validity of an
issued patenwithout the costs, distractions, or expenses of full-bldtigation. There is
no right to discovery in amter partesreexamination before the PT&ee37 C.F.R. 8§
1.902et seq.Indeed, a reexamination proceeding is designéldaddhere is no need to
conduct discovery. The predicate for reexaminaan substantial new question of
patentability based upon “patents or printed paions,” which are public and equally
available to both parties. 37 C.F.R. § 1.906@)her types of prior art-e-g, prior
inventions, uses, or sales—are not consideredeexamination.ld. at 8§ 1.906(a)-(c).

A. One Number’s Infringement-Based Discovery Requestre Not
“Limited” But Are Highly Burdensome And Prejudicial To Google.

As a threshold matter, One Number’s proposed regdiesproduction are not
“limited” to issues relevant to the pending reexaation of its patents-in-suit. The
expedited discovery that One Number seeks to imppsa Google is extraordinarily
broad and constitutes nothing less than full-blaitovery into questions of
infringement, damages, and validity issues noteefioe PTO.

For example, One Number’s proposed requests safikdpcuments” that relate
in any way to the accused Google Voice applicatioGrandCentral Telephony Service
(the predecessor product to Google Voice):

1. All documents, electronic records and thingjsat relate to the

acquisition, purchase, merger, and/or associafi@randCentral with

and/or by Google (hereinafter the "GrandCentraluAsitjon") including,
but not limited to, any investigations, studiese diiligence inquiries



and/or responses thereto, competitor analysiudres, internal

memoranda or communications, and any other iteanlotef with or

relating to the reasoning or thought process betiadsrandCentral

Acquisition.

2. All documents, electronic records and thingjsat relate to any

internal discussions about or related to the Gramti@l Acquisition as it

relates to the GrandCentral Telephony Service.

3. All documents, electronic records and thingisat relate to the

design and operation of the GrandCentral Telepl8sryice including,

but not limited to, end user screen shots, systegrams, charts, flow

charts, screenshots, technical documentation opézability

documentation, and other technical informationatadrom inception to

date.

4. All documents, electronic records and thingsat relate to how

the GrandCentral Telephony Service operates inucatipn with other

service providers / carriers including, but notited to, Level 3

Communications, Bandwidth.com, and Global Crossing.

PIl. Mot. (Dkt. 30), Ex. A (emphasis added).

None of this information sought by One Number hagting to do with the
pending reexamination or aclaim rejection in the reexamination. The Googtacé
application and the GrandCentral Telephony Seraieenot bases for theter partes
requests for reexamination or the PTO’s officeadirejecting the claims of the patents-
in-suit. SeeDkt. 29, Exs. 1-4. The PTO'’s rejections of One Nendpatents have
nothing to do with the accused products, the operatf those products, the interface of
those products with nonparty systems, or Googletgisition of GrandCentralld.

There is also no connection between any of One Nusibroad requests and any issue
of validity before the PTO. Indeed, these requesthich would be overbroad and

unduly burdensome however and whenever they wevede-concern the entirely

different issues of infringement and damages, whrehnot before the PTO.



Moreover, these requests would impose an enormangke on Google. They
would obligate Google to conduct a wholesale seafectumerous files and databases—
on an extremely expedited basis—to try to iderdifig produce “[a]ll documents” that
have anything to do with Google Voice, GrandCentéalogle’s acquisition of
GrandCentral, or how the accused product interfadsa variety of nonparty systems.
The cost to accomplish such a search would be emanand it may well be impossible
to review the millions of possibly relevant recomdshin One Number’s accelerated,
fourteen-day time frame. Additionally, One Numbeat&mand for intrusive discovery
into the highly confidential systems of the accugeatiuct would clearly necessitate a
Protective Order, further expending unnecessary jgaud judicial resources at this time.

There is no basis to impose such extraordinarydng@n Google, and there is
especially no basis to impose such burdens ircdss. One Number did virtually
nothing to advance its case for more than seven months limg its complaint in
March 2010. It only recently sent Google a propoSase Management Plan—belatedly
under the Court’s local rules, without followingetrequirements of the Court’s Uniform
Patent Case Management Plan, and only #feePTO had rejected most of its patent
claims. SeeDkt. 29. Having sat on its hands for months, Onenlder has no basis to
abruptly reverse course and demand that Googledivent substantial resources from
running its business to provide vast amounts afadisry on an accelerated schedule.
One Number’s sudden reversal and attempt to sesgkyrevery scrap of paper and every
electronic file at Google that mentions Google \éoix GrandCentral has the air of an

attempt to retaliate against Google for seekingdsssful) reexamination of One



Number’s (invalid) patents. There is no reasodisoupt Google’s business in this way
and force it to incur such extraordinary and unssagy expense.

B. One Number’s Request For One-Sided Discovery ResBn An
Improper Premise: That Google’s (Or GrandCentral’s) Success Can
Be Attributed To One Number’s Patents.

One Number’s request for expedited discovery disailsl be rejected because it
is based on a fundamentally flawed premise: Spatifi, One Number presumes that
any success or recognition of GrandCentral or Govglice is somehow attributable to
One Number’s patentsSeePl. Mem. (Dkt. 31) at 1-2, 10. As such, One Number
effectively assumes that it hakeadyproven that Google Voice infringes a valid claim
of its patents, and that any successes of Googlee\étould be attributed solely to One
Number without any credit given to Google’s or Gtaentral’s own innovations.

There is no basis for One Number’s presumption‘getondary considerations”
of Google’sor GrandCentral’'sinnovations are relevant to the validity@he Number’s
patents. One Number submits no evidence in supbds claim. The conclusory
declaration submitted by One Number’s Presidentade “upon information and belief”
in its critical aspects, and it includes no evidesapporting One Number’s assertions
that statements in Google press releases shoulel ione Number’s benefit. Dkt. 31,
Ex. B. Indeed, the admissible evidence beforeCiiert constitutes the PTO’s broad
rejections of nearly all of the claims of One Numb@atents as invalid because their
subject matter isotinnovative. Dkt. 29, Exs. 1-4. There is no evidefrom which the
Court could conclude that One Number’s patentsanmeehow the cause of
GrandCentral’s or Google Voice’s success.

Moreover, if there is evidence of “secondary coesations” suggesting that One

Number’s systems are non-obvious, such evidencédiiminOne Number’'s



possession, custody, or control—not Google’s. Suetsiderations could include
evidence oOne Number'scommercial succes&ne Number’'saccolades, licenses
underOne Number’'spatents, or media coverage attestin@tee Number’sinnovations.
Indeed, it is telling, and perhaps indicative af thvalidity of One Number’s patents, that
One Number is relying on a fishing expedition focls “secondary considerations,”
rather than relying on documentation that shouldtwer its own control. One
Number’s ill-conceived attempt to misappropriateo@le’s / GrandCentral’s innovations
and successes as its own innovations and sucdsessgsoper. At the least, One
Number’s unsupported, conclusory assertions reggr@oogle Voice are not a basis for
imposing expedited, one-sided discovery burdenGangle.

C. One Number’s Discovery Requests Are Directed To “Sendary
Considerations Of Nonobviousness,” Which Are Irrelgant To The
PTO’s Anticipation-Based Rejections Of One Number’s Patent
Claims.

One Number’s stated basis for its expedited disgosealso irrelevant to the
current reexamination proceeding. As noted, Onmbar’s alleged basis for its
proposed expedited discovery is to seek evidense-ohll “secondary considerations”
of non-obviousness under 35 U.S.C. § 1. Mem. (Dkt. 31) at 7-8 (“Evidence of
awards, industry recognition, commercial succeass,capying by others are ‘secondary
considerations’ that are relevant in determinirgyghtentability of an invention”);

accord id.at 2, 3. “Secondary considerations” of non-obsimss, however, have

1 4f it is necessary to reach beyond the boundasfessingle reference to provide
missing disclosure of the claimed invention, theger ground is not 8 102 anticipation,
but 8 103 obviousnessScripps Clinic & Research Found. v. Genentech, 927 F.2d
1565, 1577 (Fed. Cir. 1991yerruled on other grounds by Abbott Labs. v. Santw,
566 F.3d 1282, 1293 (Fed. Cir. 2009). The PTQe&ctmsns of the claims of the patents-
in-suit were almost all based on anticipation urglé02. Dkt. 29, Exs. 1-4.



relevancy to the PTO’anticipation-based rejections, which constitute virtually dltioe
PTO’s rejections of One Number patengee Cohesiv®43 F.3d at 1364.

“To anticipate, a single reference must teach elmmyation of the claimed
invention.” MEHL/Biophile Int'l Corp. v. Milgraum192 F.3d 1362, 1365 (Fed. Cir.
1999). Here, the PTO has provided an initial ilimat the submitted prior art
anticipates nearly every claim of the One Numbpatents—e., the prior art discloses
One Number’s alleged invention{syactly, without the need to consider any other
factors SeeDkt. 29 at Exs. 1-4 (the PTO’s reexamination ordars office actions).
Anticipation requires no discovery: the prior sbmitted by Google either discloses the
claimed subject matter of the One Number’s patetttsin its four corners, or it does not
anticipate. See Cohesiy&43 F.3d at 1364;f. MEHL/Biophile 192 F.3d at 1365.

One Number’s sought-after evidence of obviousnass lhas no relevancy to the
PTO'’s anticipation-based rejectionSohesive543 F.3d at 1364 [N]ovelty under 35
U.S.C. 8 102 and nonobviousness under 35 U.S.03&fe separate conditions of
patentability[.]” 1d. at 1363. And, “[t]he tests for anticipation arltVmusness are
different.” 1d. at 1364. In particular, “secondary consideratij@isionobviousness] are
not an element of a claim of anticipatiorid.; see alsduro-Last, Inc. v. Custom Seal,
Inc., 321 F.3d 1098, 1107-08 (Fed. Cir. 2003) (“Sudtyngut, the various
unenforceability and invalidity defenses that may&ised by a defendant—inequitable
conduct, the several forms of anticipation and tafssght under § 102, and obviousness
under 8§ 103—require different elements of proofQonsequently, the discovery sought

by One Number of secondary considerations of noioolswess and other “non-obvious”



evidence relating to the accused Google/Grand &lgmoduct idrrelevantto the PTO’s
anticipation-based rejections in the reexaminatafrtbe patents-in-suit.

Additionally, none of the PTO'’s rejections religgom the accused Google
Voice/Grand Central product. The PTO’s rejectiorese predicated instead on various
public prior art patents and other printed publicationisiclv are equally available to both
parties, and in fact have already been providedrte Number by Google. In responding
to the PTO’s anticipation-based rejections, One blemmust address these prior art
references—not unrelated press releases, articthsstry awards, etc..

D. The One-Sided Discovery Sought By One Number Is Uaif,
Prejudicial, And Burdensome To Google.

Partial stays of discovery are highly unusual ardly warranted See, e.g.
Gibson Guitar Corp. v. Wal-Mart Stores, In2008 U.S. Dist. LEXIS 60811, *21-22
(M.D. Tenn., August 8, 2008). Coupling a partialyswith a one-sided, expedited
request for discovery—as One Number improperly séelobtain here—is even more
unusual. One Number’s request also should betegjdry the Court in light of One
Number’s failure to present any evidence of irrapé harm to its business, One
Number’s delay in prosecuting this case, and a ¢tetmp@bsence of any attempt (or
ability) to move for a preliminary injunction.

One Number’s central claim for early, expeditecdigery is that it will allegedly
suffer “irreparable injury” if the PTO concludesathits patents are invalidseePl. Mot.
(Dkt. 31) at 7, 9. There is no legal or factuaibdor this claim. It is not an injury to
One Number—much less an “irreparable” injury—if #i€0 finds that One Number’s
patents never should have issued in the first pld¢eere is no irreparable injury to a

patentee if a patent is rightfully declared invaliter Congress’ procedure fater



partesreexaminationsee35 U.S.C. § 311. Indeed, the only potential injtngt is
implicated by these filings is the substantial igjto Google from One Number’s
assertion of invalid patent claims and One Numbaeimiand for broad, expedited
discovery.

One Number also provides no evidence whatsoeveattyaCourt has ever done
what One Number requests here: order one-sideeédirp discovery of one party in the
context of a stay pending reexaminatidfone of the cases cited by One Number in its
brief support One Number’s claim for such an extlawary ruling, andll of the cited
cases are distinguishable from the present situatltere One Number is seeking to
impose one-sided, burdensome and irrelevant disgareGoogle, in the face of an
initial re-examination ruling essentially invalidag its asserted patent&f. Speedtrack,
Inc. v. Wal-Mart.Com USA, LLQ009 WL 281932 (N.D. Cal. Feb. 5, 2009) (wheee th
court granted the motion to stay, but noted thabitld entertain a motion for limited
discovery should an inventor experience healtheisswhich is not the case here, and
where the courdid notorder any broad, accelerated discoveBgmputerized
Screening, Inc. v Lifeclinic Int’l, Inc2010 WL 3257679, at *3-4 (D. Nev. Aug. 16,
2010) (the court permitted both sides to condustaliery where the defendant had
engaged in “a history of using delay tactics,” bnta normal schedule—not the one-
sided, highly-prejudicial acceleratdiscovery that One Number, who is in fact
responsible for any delay in this litigation, seekanpose upon Google her&rocter &
Gamble Co. v. Kraft Foods Global, In2008 WL 3833576, at *2 (N.D. Cal. Aug. 15,
2008) (the court allowed limited deposition disagveoncerning “background matters”

that are “particularly at risk for diminishing rélstions” such as information “relating
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to the drafting of the patents” and relevant prasiucere, One Number has not made a
claim that,e.g, its inventors may have diminished recollectiang ¢heProcter &
GambleCourt certainly did not order treecelerated, one-sided discovesyught by One
Number here)Seaquist Closures LLC v. Rexam Plasta@)9 WL 1615521 (E.D. Wis.
June 9, 2009) (the Court’s opinion mentions thstiag was requestdzeforethe PTO
granted reexamination—unlike here, where reexaminditasalreadygranted—and that
some discovery was permitted; there is no discassiovhat discovery was permitted or
why) 2

As discussed above, forcing Google to respond t® umber’s broad discovery
requests in a mere 14 days would impose an undliexgensive burden on Google.
This is exactly the type of wasteful, prejudiciabaunwarranted discovery that courts
have rejectedSee, e.g., Gibson Guita2008 U.S. Dist. LEXIS 60811, at *21-22
(granting defendants’ motion to stay the litigationts entirety pending the PTO’s
reexamination of the patents-in-suit “in order émserve judicial resources and void
replication or duplication of effort” and rejectipdaintiff's request for a “partial stay that
would permit it to conduct some limited discoverytbe questions of the prior art and

damages,” finding that such a request “is unwae@iaind unsupported by the law.”).

2 One Number's other cases all involweissueproceedings that were filed by a patentee
seeking further PTO review of its patent(s)—imbér partesreexaminations filed by an
accused party—as well as very different circumstaritom the present casee PIC

Inc. v. Prescon Corp485 F. Supp. 1302, 1310 (D. Del. 1980) (citthghm and Haas

Co. v. Mobil Oil Corp,.462 F. Supp. 732 (D. Del. 1978) aBduder Industries, Inc. v.
Carborundum Cq.201 U.S.P.Q. 240 (N.D. Ohio 1978)), all cited@ye Number at PI.
Mem. (Dkt. 31) at 5.
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E. One Number Is Not Seeking To Level The Playing Fid| It Is Seeking
An Improper Tactical Advantage To Google’s Severe judice.

It is also important for the Court to understanat tine Number isot seeking to
level the playing field, as it suggests. The PT@&xamination procedures have already
placed both parties at equal footing and are desligom proceed without discovery from
either Google or One Number. 37 C.F.R. § 1.808eg’ One Number is instead
seeking to grossly tip the field to its tacticaladtage by imposing substantial costs and
burdens on Google to respond to broad, one-sidebdery on a very short schedule.

One Number claims that a lack of discovery somegmes Google an unfair
advantage “by possibly being able to withhold infation from the USPTO that might
support a finding that the inventions are in faatigmtable.” Pl. Mem. (Dkt. 31) at 9.

This assertion incorrectly presumes that One Nung®mehow entitled to take
discovery as part of anter partesreexamination of its patents-in-suit. As note@y¢his

no such right. The bases for the PTO’s deternonatare patents or printed publications,
which are public and equally available to all pzsti 37 C.F.R. § 1.906(a). The
references submitted by Google either invalidage@ne Number patents based on the
disclosures within their four corners or they deé. ndothing can be “withheld” or

“hidden” to One Number’s disadvantage.

One Number further asserts that it “believes Gopgkesesses materially relevant
evidence that supports the novelty and validityhef Patents-In-Suit,” Pl. Mem. at 7, and
the “limited written discovery ... goes to the heafrthe issues presented in these related

reexamination proceedings ....” Pl. Mem. at 9. Onenler’s speculation is not only

% One Number speculates about documents in Goquis'session, but it bears
remembering that One Number may well have inforomatn its possession that
demonstrates that the patents are invalid or umesdble, but that evidencerist part of
the reexamination and is not a basis for the PT€)éctions.

12



baseless and unsupported by evidence, it is ateoract. Nothing regarding Google’s or
GrandCentral’s systems has been submitted, andchgathexpected or required to be
submitted to the PTO. Again, the only prior arsémfor reexamination are “patents or
printed publications.” 37 C.F.R. § 1.906(a).

One Number also makes much of Google’s marketidgagivertising of Google
Voice as “innovative.”E.g, Pl. Mem. at 10. Again, One Number’s assertionithout
merit. Google’s characterization Gbogle’s owncommercial product to potential
consumers is completely unrelateddone Number’spatents or any alleged patentable
subject matter. Otherwise, every patentee cowddalstatement by another company in
advertising its product as somehow indicative af f{hatentee’s innovations.

Il. CONCLUSION

One Number’s motion for leave to seek expeditedadiery should be denied.
The discovery sought is not relevant to any is®mmg in the reexamination before the
PTO. Moreover, allowing One Number to take onegdidiscovery would unfairly
prejudice Google, causing it great expense andigirgya tactical advantage to One

Number.

November 23, 2010 Respectfully submitted,

[s/ Jeff M. Barron

Todd G. Vare

Jeff M. Barron

Jennifer L. Schuster
BARNES & THORNBURG LLP
11 South Meridian Street
Indianapolis, IN 46204
(317) 231-1313
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jparron@btlaw.com
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