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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF INDIANA
INDIANAPOLIS DIVISION
ROCHE DIAGNOSTICS CORPORATION, )
)
Plaintiff, )
)
V. ) CaseNo. 1:15ev-01675TWP-TAB

)
MESO SCALE DIAGNOSTICS, LLC, )
)
)

Defendant.

ENTRY GRANTING DEFENDANT'S MOTION TO DISMISS

This matter isbefore the Court oa Motion to Dismiss filed pursuant to Federal Rules of
Civil Procedure 12(b)(2) and 12(b)(6) IefendantMeso Scale Diagnostics, LLC (“Meso0”)
(Filing No. 23. PIlaintiff Roche Diagnostics CorporatiofiRoche Diagnostic¥) initiated this
lawsuit, seeking a declaratory judgment thasihot infringng any license rights of Meso in
patented “ECL technology After many years of disputes among Meso, Rdalagnosticsand
Roche Diagnostics’ affiliates concerning patent, license, and other contractual rights, Roche
Diagnosticsand its affiliatesobtained a favorable judgment regarding some of the conflicts
between the parties following a bench trial in a Delaware statd. After RocheDiagnostics
received the favorable judgmemeso assertedhat it believed the Delaware litigation did not
resolve some of the parties’ disputes and that it retained the right to litigate ttiain®oche
Diagnostics infringed Mesol&cense rights irelectrochemiluminescence (“ECL Technologyd),

patented diagnostics detection technolo@yling No. 1 at 1) In response to Meso’s contentions,

Roche Diagnosticsléd this declaratory judgment action to obtain a legal declaration that it does
not infringe Meso’s license rights in the patented ECL technoldgeso filed its Motion to

Dismiss asserting that this Court does not have personal jurisdiction over MesoahRoche
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Diagnostics’ Complaint fails to state a cognizable claifor the following reasons, the Court
GRANTS Meso’sMotion to Dismiss.

. BACKGROUND

The following facts are not necessarily objectively ttud,as required when reviewing a
motion to dismiss, the Court accepts as true all factual allegations in the Complaiinaas all
inferences in favor dRoche DiagnosticsSeeBielanski v. County of Kan&50 F.3d 632, 633 (7th
Cir. 2008) Avocent Hutsville Corp. v. Aten Int'l C9.552 F.3d 1324, 1329 (Fed. Cir. 20Q8he
pleadings and affidavits are to be construed in the light most favorable to [Rogneflies] . . .

a district court must accept the uncontroeérallegations in the plainti#f complaint as true and
resolve any factual conflict& the affidavts in the plaintiffs favor”).

Roche Diagnostics is an Indiana corporation with its headquartediamapolis, Indiana.
It is an indirect subsidiary of Roche Holding A@®oche Holding’), which isa Swiss corporation
andglobal healthcare organization that operates worldwide under two divisgregmaceuticals
and diagnostics. Roche Holding conducts itdiagnostics businesthrough a number of its
companiesinduding Roche DiagnosticsPursuant tdicenses granted t&oche HoldingRoche
Diagnostics GmbHa German companyand other Roche affiliataa 2003 and 2007, Roche
Diagnostics markets and llse diagnostics products in the United States that use patented

diagnostics detection technology knoas ECL TechnologyFiling No. 4G3; Filing No. 4G4).

ECL Technology is used to detect diseases such as cancer, liver disease, anbbs$ié&iling
No. 32 at 2 6). Roche Diagnostics’ affiliate BioVeris Cavmtion (“BioVeris”) owns the patents
to the ECL Technology (“BioVeris Patents”}-or more than twentyears the Rocheaffiliates

have develogd and marketed products using ECL Technolog¥eyhave built their diagnostics
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business into a world leadefheir diagnostics products, including those using ECL Technology,
are sold through Roche Diagnostics in every state in the United States.

Meso is a Delaware limited liability compabased out of Rockville, MarylandMeso
was formed as a joint venture 1995 between Meso affiliate Meso Scale Technologies, LLC
(“MST”) andIGEN, Inc. (“IGEN?”), a California corporation with its principal office in Maryland
The joint venture was formed to explore potential combinations of the ECL Technoltgy wi
MST’s mult-array and disposable electrode technologkgtsuat to a 1995 license agreement
Meso has a limited exclusive license from BioVermriginally granted from IGEN-to use the
ECL Technology, including the BioVeris Patents, in connection with cerémearckrelated

technologiesKiling No. 351). This license agreement was amended in 2001 and Z00# (

No. 35-2 Filing No. 35-3.

ECL Technology is the detection technology used by Roche Diagnostics inetsfli
immunoassay analyzers marketed and sold under the COBAS brand imamanoassays are
diagnostic testused to detect, monitor, and guide the treatment of disease and other conditions in
human patientsECL Technologyuses electricity, chemistrgnd light to detect and measure the
presence of specific molecules in a test sample, for example molecalesro$ in a samplef
blood or other bodily fluid.

Roche Diagnostics’ COBAS instruments employing ECL Technology utilizetection
component called a “flow cell” in which the ECL reaction takes plades flow cell is reusable,
contains one permaneytinstalled electrode, and conducts one test at a tikle.of Roche
Diagnostics’ECL Technology products sold in the United States are-Bpgroved for use in

diagnostic testing of humans.
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In 1992, Boehringer Mannheim GmbH (“BMG”), a German company that a Roche
Diagnostics affiliate lateacquired, obtained an exclusive license to ECL Technology, including
the BioVeris Patents This license allowed for théevelopment and commercialization of ECL
Technologyfor use in the market fields of hospitals, blood barksd clinical reference

laboratories. BMG obtained tk licensefrom IGEN (Filing No. 462). IGEN had acquired the

ECL Technology in the 1980s, including the patents describing the ECL Techn&@blfy.was
acquired by a Rochiagnostics affiliate in 1998.

A dispute arose between IGEN and Roche Holding regarding the extent ofettgelic
grantedn 1992 concerning the ECL Technology, and followlitigation over thdicense, IGEN
and Roche Holdingentered into an additional licensgreementin 2003 Under the 2003
agreement, Rochelolding receved a norexclusive license talevelop, manufaate, and sell
products usingeCL Techology, including the BioVeris Patents, in a defined field that included
all human testing for detection of disease, patient treatraadt monitoring pumpseswithout
limitation as tathe setting. Thefield covered by this neexclusive licensspecifically excluded
use of ECL Technology in connection withulti-array assays and related technologies that were
subject to Meso0’d4995limited license.Roche Diagnostics received a sublicensder this2003
license greement. As part of the agreement between IGEN and Roche Holding, IGEN was
acquired by Roche Holdingndmuch ofIGEN’s business, including the BioVeris Patemss
spun off to thenewly-formedcompany BioVeris.

Although Meso was not a party to the 2003 Rod¢tading licenseagreement;it did
expressly consent to the entire 2@@8ement, including IGEN’s representations that IGEN held
the rights being licensed to RodHeldingand RocheHolding's ability through the license granted

to practice ECL Technology within the 2003 defined field.
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Because it wanted to expand its ECL Technology mamRethe Holding acquired
BioVeris with its patents and other rights in the ECL Technolomg®007. BioVeris granted a
expandedicense tdRoche Diagnostics Gmbtd use the ECL Technology, including the BioVeris
Patents, in market fields outside the 2@@38ned feld but excluding exclusive rights previously
granted tothird-parties by IGEN or BioVerissuch as Meso.This license allowed Roche
Diagnostics GmbH to sublicense its rights to its affiliates such as Pl&notfie Diagnostics.

As noted abovelMeso also has a limited licemfrom IGEN—now from BioVeris—to
practiceECL Technology. In 1995, Meso wasformed as a joint venture between IGEN and
Mesds affiliate MST. MST had been working with certain research technologies that allowed
multiple tests to be performed in a single reading udisygosable electrodesda multrwell tray,
also known as‘multi-array” technology The Meso joint venture was formed to research
opportunities of combininthe ECL Technology with MST’s mularray and disposable electrode
technologies.To assist thgoint venture, IGENauthorizedMeso to use certain rights, including
the BioVeris Patents, to pursue ETéchnologyin connection with defined resear@thnologies
and a esearclprogram, which were defined based on thelti-array and disposable etsade
technologies.

Meso manufactures and sells E6&sed analyzers, multrell trays, and reagents for use
in scientific research, including eartyage drug discoveryMeso’s @mmerciallysold products
usemulti-array, dispodale electrode technologiedt does no offer any FDAapprowed tests.
Mesds multi-array,disposable electrode technologies differ from Roche Diagnostics’ siathje
permanent electrode technology. The two different technologies rediffenent instrumentso
be usedin different markets. Roche Diagnostics cannot and does not use any -arcidty

disposable electrode teublogies in its ECtbased COBAS instruments.



Over the course ahanyyears, MespRoche Diagnosticsand theRoche affiliateshave
disputed he extent and reach of each otheights to useECL Technologyunderthe license
agreements granted to them by IGEN and later by BioVéteso has repeatBdaccused Roche
Diagnostics and its affiliates of violating Meso’s limitecclusive rights.

In 2010, Mesoand MST sued Roche Diagnostics, Rodhiagnostics GmbH, Roche
Holding, IGEN, BioVeris, and othelis a Delawarestate ourt for breach of the 2003 license
agreement and Meso’s consent therditeso asserted claims for breach of contract, injunctive
relief, and equitable reliefln its compaint in the Delaware suit, Meso alleged ttieg Roche
entities wereselling products using the ECL Technology outside the 2@@ided feld andthat
they were in breach of the 20G8dnseagreement. Throughout the Delaware litigatioVeso
asserted that it4995 esearchicenseagreementwith IGEN provided Meso with verjproad
exclusive rights in the ECL TechnolagBecause of those right&SEN could not grant any license
to the Rocheentitiesunless the Rochentitiesalso obtained adense from Meso.Therefore,
according to Meso, theoosentprovided by Mesacalso made Meso a licensor tife ECL
Technology rights tehe Rocheentities which gaveMeso enforcement rights.

Following afive-day bench triain February 2013and postrial briefing and argument, on
June 25, 2014heDelawarecourtissued & 7pagememorandum opiniorwhich found in favor
of theRocheentitiesandrejected Meso’s claim to being a partyotchaving rights to enforce the
2003 IcenseagreementbetweenlGEN andRoche Holding. Following Mesos appeal of the
decision the Delaware Supreme Cogummarilyaffirmed the judgmenin favor of the Roche
entities onJune 18, 2015 Meso’s petition for a writ of certiorari to the United States Supreme

Court was dnied.



After the Delaware Supreme Coafffirmedthelower court’'s decision, Meso through its
litigation counsel notifiedr. HoffmanLa Roche Ltd. through its general counsel in Basel,
Switzerlandthat inMeso’sview, the Delaware litigatiodid not resove the disputeegarding the
extent and reacbf Meso’s 1995 license coverintge use of ECL Technology, including the
BioVeris Patets. Meso asserted thatretainedhe right to litigateahe issue of the patents and the
license covering the paterasdthat the activities othe Rocheentitiesinfringed Meso’s rights
under the 1995denseagreement.

Meso met with representatives of Rodbiagnosticsin October 2015 athe offices of
RocheDiagnostics outside counsel in Milwaukee, Wisconsiit the meeting, Meso’s counsel
asserted that Meso had complex patent rights arising out of its expansaeehegsrogram and
that Meso was entitled to assert those rights against the Roche entities’ Halestbiole and
within the 2003 defined field.Following this meeting, Meso’s counsel wrote again to Roche
Diagnosticsgeneral counsel in Switzerland, asking for another meeting to discuss thegmatent
license issue.

Frustrated and believing thatfurther discussion would be unproductive, Roche
Diagnostis initiated this litigatia on October 22, 201%51ing No. 1). Asserting that it is bringing
this action uder the Unitedtates Patent Laws, 35 U.S.C. 8tlkeq. Roche Diagnostics seeks a
declaratoryjjudgment of nonafringement of Meso’sicenserightsto use ECL Technology under
the BioVeris PatentsRoche Diagnosticasserts that it is entitled to judgment from this Court that
Roche Diagnostics does not violate any of Meso’s limiteduske license rights in the ECL
Technology undr any of the BioVeris Patents.

Roche Diagnostics explains théiete is an actual and justiciable controversy between

Roche Diagnostics and Meso in that Meso has asserted in correspondence and in other


https://ecf.insd.uscourts.gov/doc1/07315060338

commurncations thatthe Roche entities use of ECL Technology infringes Meso’s limited
exclusive license rights under the BioVeris Patents and has threatened bait loasts. Roche
Diagnostics maintains that litas not and does not infringe the BioVeris Patents in violation of
Meso’s licens rights in the ECL Technology.

Roche Diagnosticfurther maintains that it does not challenge the validity of any of the
BioVeris Patentsor doest dispute that some of its products are coveresidnyeof the BioVeris
Patents.Roche Diagnostics seeks confirmation that it has the right to practice EGholegy
with respect to the products it now sells pursuant to its licenses and that itsepohdda€CL
Techndogy does not violate Meso’s rights under the 1995 Mieem$eagreement.

Meso filed its Motion to Dismiss, arguing that this Court does not have personal
jurisdiction over Meso, and further, that Roche Diagnostics’ Complaint fails eastaignizable
claim because it fails to identiny of he patents at issue in this case.

II.  LEGAL STANDARD

Federal Rule of Civil Procedure 12(b)(2) allows a defendant to move to dismisplaicom
where there is a “lack of personal jurisdiction” over the defend&ed. R. Civ. P12(b)(2).
“[Plersonaljurisdictional issues in patent infringement cases are reviewed uederaF Circuit
law, notregional circuit law.” Synthes (U.S.A.) v. G.M. Dos Reis Jr. Ind. Com. De Equip. Medico
563 F.3d 1285, 1293 (Fed. Cir. 2009).

When, as here, the district courtakes its determination based on the record

without an evidentiary hearing, plaintiffs need only shopriena faciecase for

personal jurisdiction When analyzing this showing after a motion to dismiss, the

district court must accept unconierted allegtions in plaintiff's complaint as true

and resolve anfactual conflicts in plaintiffs favor.

Grober v. Mako Prods686 F.3d 1335, 1345 (Fed. Cir. 2012) (citation omittee also Avoce,

552 F.3dat 1329 (“In the procedural posture of a motion to dismiss, a district court must accept



the uncontrovedd allegations in the plainti’complaint as true and resolve any factual conflicts
in the affidavts in the plaintiff's favor.). “Although we mustesolve factual conflicts ifthe
plaintiff's] favor, it is entitled to only those inferences that are reasonallgogenomics, Inc. v.
Oxford Gene Tech. Ltd566 F.3d 1012, 1018 (Fed. Cir. 2009Yhen resolvinga Rule 12(b)(2)
motion, courts are not limited to consideratiorttefacts alleged in the complaint but may also
consider affidavits and other written materials in the absence of an evigda#aimng. See idat
1017;Avocent 552 F.3chat 1329.

Federal Rule of Civil Procedure 12(b)(6) allows a defendant to move to dismisplaicdm
that has failed tbstate a claim upon which relief can be graritdeed. R. Civ. P12(b)(6). When
deciding amotion to dismiss unddRule 12(b)(6), theourt accepts as true all factual allegations
in the canplaint and draws all inferences in favor of the plainti#fielanskj 550 F.3dat 633
However, courts “are not obliged to accept as true legal conclusions or unsuppodiegdions
of fact.” Hickey v. O'Bannon287 F.3d 656, 658 (7th Cir. 2002).

The complaint must contain“ahort and plain statement of the claim showing that the
pleader is entitled to reliéf. Fed. R. Civ. P. 8(a)(2).In Bell Atlantic Corp. v. TwombJythe
Supreme Court explained thtéie complaint must allege facts that demough to raise a right to
relief above the speculative level.550 U.S. 544, 555 (2007).Although ‘detailed factual
allegation8 are not required, merdabels; “conclusions,” or “formulaic recitation[s] of the
elements of a cause of acticare insuffcient. 1d.; see alsdissessur v. IndJniv. Bd. of Trs, 581
F.3d 599, 6037th Cir. 2009) (“it is not enough to give a threadbare recitation of the elements of
a claim without factual support”)The allegations musgive the defendant fair notice of what the
... claim is and the grounds upon which it réstBwombly 550 U.S. at 555 Sated differently,

the complaint must includéenough facts to state a claim to relief that is plausible on its face.



Hecker v. Deere & Cp556 F.3d 575, 580 (7th Cir. 2009) (citation and quotation marks omitted).
To be faciallyplausible the complaint must allothe court to draw the reasonable inference that
the defendant is liable for the misconduct allegeféishcroft v. Igbal 556 U.S 662, 678 (2009)
(citing Twombly 550 U.S. at 556).

While review under Rule 12(b)(6) is limited to the complaioyrts consider documents
attached t@nd incorporated in the complaint as part of the complaint and will conlsidements
that are referm to in the complaint, which are concededly authentic and central to the p&intiff’
claim. Santana v. Cook County Bd. of ReviéW0 F.3d 614, 619 (7th C2012) Reger Dev., LLC
v. Nat'l City Bank 592 F.3d 759, 764 (7th Cir. 2010).

Because the Court faced witha personal jurisdiction challenge to the Complaint under
Rule 12(b)(2),the Court will considerthe parties’ affidavitsand exhibitsin addition to the
allegations in the Complaint for jurisdictional purposes.

II. DISCUSSION

Meso asks the Court to dismiss this action based ola¢keof personal jurisdictionver
Mesoor, alternatively based orthefailure to state a claim for which relief can be granted because
the Complaint does not specify the patents at issue.

As anotherdistrict court within the Seventh Circuit succinctly noted, “jurisdiction is a
threshold requirement that must be satisfied before a court can pass judgments antdlie me
Rawlins v. Select Specialty Hosp. of Nw. Ind., 12814 U.S. Dist. LEXIS 57076, at *4 (N.D. IIl.
Apr. 23, 2014) “The court must satisfy itself that it can exercise personal jurisdiction over
[defendantpefore it addresses the merits of the casecordingly, the court must considghe]
motion to dismiss for lack of personal jurisdiction under Rule 12(b)(2) before ddunesghe

Rule 12(b)8) and Rule 12(b)(6notiors.” Id. at *5. “If the court determines that it lacks personal

10



jurisdiction overfdefendant] it would be improper for this court to reach the merits of the.tas
Id. “Without jurisdiction the court cannot proceed at all in any cadagsdiction is the power
to declare the law, and when it ceases to exist, the only function remaining to this twatrof
announcing théact and dismissing the cau$eUnited States v. Rachuy43 F.3d 205, 211 (7th
Cir. 2014) (quoting Steel Co. v. Citizens for a Better EnB23 U.S. 83, 941998). For this
reason, the Court firseviewsMeso’s Motion to Dismiss under Rule 12(b)(2).

“If jurisdiction is exercise@n the basis of a federal statute that does not authorize
nationwide service of process, the law requires a federal district oaletdrmine if a court of the
state in which it sits would have personal jurisdictibrPhilpot v. Dot Com Plus, LL2015U.S.
Dist. LEXIS 105016, at *23 (S.D. Ind. Aug. 11, 2015) (etion omitted. Indianas longarm
statute, Inchna Trial Rule 4.4(A), governs personal jurisdiction in Indidi#dthough Rule 4.4(A)
enumerates eight bases for the assertion of jurisdiction on the basis of a dé&femctaonts, the
rule also includes a provision that tourt of this state may exercise jurisdiction on any basis not
inconsistent with the Constitutions of this state or the United Statésiiie Oakley Enters. v.
Sunset Tan Qporate & Consulting, LLC703 F. Supp. 2d 881, 886 (N.D. Ind. 20{§yoting
Ind. R. Tr. P. 4.4(A) Therefore a court has personal jurisdiction to the limit allowed by the
Federal Due Process ClaudankAmerica Corp. v. C@X857 N.E.2d 961, 966-67 (Ind. 2006).

For a court to have personal jurisdiction over a defendant, the Due Process Clause requir

that the defendant haveértain minimum contacts with [the state] such that the maintenain

! The federal statute serving as the basis for this litigatiorP #tentAct, does not authorize nationwide service of
process Lighthouse Carwash Sys., LLC v. llluminator Bldg. Co., |2@4 U.S. Dist. LEXIS 21666, at *6 n.4 (S.D.
Ind. Aug. 31, 200%(“no nationwide service of process under the patent infringemeutesjasee alsdrechnolLines,

LP v. GST AutoLeather, IncZ99 F. Supp. 2d 871, 874 (N.D. lll. 2011) (“Patent Act does not authorize nationwide
service of process’)

11



the suit does not offend ‘traditional notions of faliay and substantial justice.’Int’l Shoe Co. v.
Washington326 U.S. 310, 316 (1945) (quotiylliken v. Meyer 311 U.S. 457, 463 (1940)).

Under federal due process standards, personal jurisdiction can be aittiigc sp general.
“If the defendant’scontacts with the state are so ‘continuous and systematic’ that the defendant
should reasonably anticipate being haled into the courts of that state for any thattethe
defendant is subject to general jurisdictiohihkAmerica 857 N.E.2d at 96{iting Helicopteros
Nacionales de Colombia, S. A. v. Hdlb6 U.S. 408, 415 n.9 (1994)'If the defendant’s contacts
with the forum state are not ‘continuous and systematic,’ specific jurisdictyrbm asserted if
the controversy is related to or arised of the defendant’s contacts with the forum stdtk.”
(citing Helicopteros 466 U.S. at 418 & n)8 “Specific jurisdiction requires that the defendant
purposefully availed itself of the privilege of conducting activities withenfdrum state so #t
the defendant reasonably anticipates being haled into court thdréciting Burger King Corp.

v. Rudzewicz71 U.S. 462, 474-75 (1985)).

Specific jurisdictionexistswhen adefendant has deliberately directed its activities toward
theforum and the cause of action results from alleged injuries that arise outetditertothose
activities. See Burger Kingd71 U.Sat472. In Burger King the Supreme Court explaindte
“constitutional touchstone” of “minimum contacts” for persguaisdiction

The unilateral activity of those who claim some relationship with a nonresident
defendant cannot satisfy the requirement of contact with the forum Statet is . [I]
essential in each case that there be some act by whidefdgredant purposefully
avails itself of the privilege of conducting activities within the forum State, thus
invoking the benefs and protections of its laws.

This “purposeful availmentfequirement ensures that a defendant will not be
haled into gurisdiction solely as a result of “random,” “fortuitous,” or “attenuated”
contacts, or of the unilateral activity afother party or a third persalurisdiction
is proper, however, where the contacts proximately result from actions by the

defendant hireelf that create a “substantial connectiwaith the forum State. Thus
where the defendant deliberatbs engaged in significant activitieghin a State,

12



or has createdontinuing obligations between himself and residents of the forum
he manifestly heavailed himself of the privilege of conducting business there, and
because his activities are shielded by the benefits and protectitims forums
laws it is presumptively not unreasonable to require him to submit to the burdens
of litigation in thatforum as well.
Id. at 474—7qinternal citationsquotation marks, and footnote omitted).
In the jurisdictional allegations of its Complaint, Roche Diagnostics claimdvibsd is
“subject to personal jurisdiction in thiglicial district” because “Meslas hagystematic and not

isolated activities in this judicial distti€ (Filing No. 1 at 31 7.)

Meso responds that this Court does mtegeneral personal jurisdictiasver it because
it is not an Indiana corporation or headquartered here, and it does not maintarpsesénce in
and connection to Indiana that it could be considered “at home” in Indid@so points to recent
Supreme Court case law to argue the latkeneral jurisdiction.”A court may assert general
jurisdiction over foreign (sistestate or foreigrcountry) corporations to hear any and all claims
against them when their affiliations with the State are so ‘continuous and systes&ticender
them essentially at home in the forum StatBdimler AG v. Baumanl34 S. Ct. 746, 754 (U.S.
2014) (quotingGoodyear Dunlop Tires Operations, S.A. v. Brod®4 U.S. 915, 919 (2011)).
“The paradigm atburpose forums for general jurisdiction are a corpomss place of
incorporation and principal place of busines®aimler, 134 S. Ct. at 749Meso is a Delaware
corporation with its headquarters in Marylandt does not maintain an Indiana address or
telephone number.Meso argues that, given thesetfadhere is no basis to exercigeneral
jurisdiction over Meso in Indiana.

Roche Diagnostics did not respond to Meso’s argument regarding general jonsdict
Roche Diagnostic$ailed to support its fleeting allegation that Meso hsgstematic and not

isolated activitiesin Indiana. It appears that Roche Diagnostics abandoned its allegampbying

13


https://ecf.insd.uscourts.gov/doc1/07315060338?page=3

general jurisdiction.In light of the recent Supreme Court case law regarding general jtiaagic
and given the fact that Meso is a Delaware corpmmatieadquartered in Maryland without an
Indiana address or telephone number, the Court determinest tfetks general pesonal
jurisdiction over Meso.Thus, the Court will turn its attention to the parties’ arguments regarding
specific jurisdiction.

Meso asserts that it mot subject to specific personal jurisdiction under controlling Federal
Circuit authority,Radio Sys. Corp. v. Accession, |r&38 F.3d 785, 789 (Fed. Cir. 2011), because
any “enforcement activity” Msohas taken concerning the patsat issuetook place outsie
Indiana.

When determining the existence of specific personal jurisdiction, “[t]his eooptoys a
threeprong test, in which we determine whether: (1) the defendant purposefully directed i
activities at residents of tlierum, (2) the claim arises out of or relates to those activities, and (3)
assertion of personal juristion is reasonable and fairBreckenridge Pharm., Inc. v. Metabolite
Labs., Inc, 444 F.3d 1356, 1363 (Fed. Cir. 2006)Random,’ ‘fortuitous,’ or ‘attenuated’
contacts do not count in the mirum contacts calculusSimilarly, contacts resulting from the
‘unilateral activity’ of others do not courit. Red Wing Shoe Co. v. Hockerddalberstadt, Inc.

148 F.3d 1355, 1359 (Fed. Cir. 1998) (quotthgger King 471 U.S. at 475 & n.17).

In declaratory judgmerdctiors involving patents, the Federal Circuit has explaitiedt
“the relevant activities are those that the defengamposefully directs . . . at the forum which
relate in some material way tioe enforcemertr the defense of the patent Autogenomicss66
F.3d at 1020 (quotingvocent 552 F.3d at 1336):Thus, courts must examine the jurisdictional
facts for conduct whereby the patente®y be said to purposefully avail itself of tteeum and

to engage in activity that relates to the validityl @amforceability of the patent.”1d. (quoting
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Avocent 552 F.3d at 1336) “Thus, only those activities of the patentee that relate to the
enforcement or defense of the patent can give oispécific personal jurisdiction for such an
action.” Radio Sys. Corp638 F.3d at 789.

Furthermore, 6nly enforcement or defense efforts related to the patent rather than the
patentees own commercialization efforts are to be considered for establispewfic personal
jurisdiction in a declaratory judgment action against the paténtéatogenomics566 F.3dat
1020. Thus, a patent declaratory judgment defendant’s business activities inaaestaterelevant
to the specific jurisdiction inquiry Additionally, ceaseanddesist letters sent into a forum state
standing alone do not support the exercise of spgatfiediction over a defendantRed Wing
Shoe 148 F.3dat 1361 (A patentee should not subject itself to personal jurisdiction in arforu
solely by informing a party who happens to be located there of suspected miimtg&rounding
personal jurisdiction on such contacts alone would not comport with principles of $diynes

Mesoargues that this Court does not have specific jurisdiction over it bettemsere no
ceaseanddesist communications or any other additiomalorcementctivitiesthat have been
purposefully directed at IndianaMeso also explains that the Federal Circuit has held that “
mere receipt of royalty inconfeom sales in the forum state was insufficient to ground personal
jurisdiction” Breckenridge Pharm444 F.3cht 1364.

Meso explains that it does not have any offices, real estate, or bank accounts in Ihdiana
does not have an Indiana mailing addresselephone number.Meso employs one account
manager and one field service engineer who live in Indiana and who market and b&s0’s
products in Indiana and throughout the Midwestern United StdMeso has no other employees
located in Indiana. It has similar account managers and field service engineers with similar

responsibilities in at least a dozen other states and internatio(fallyg No. 241 at 3) Relying
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on numerous Federal Circuit opinioheso argues that its commercial and business activities
employing one account manager and one field service engineer who happemtdnidrania but
service the entire Midwestcannot support specific jurisdiction in this @att declaratory
judgment actiofibecause they are not enforcement activitEsploying two individuals who live
in Indiana and work in numerous surrounding states has nothing to do with patent enforcement or
defense activities.

Regarding its royalty paymés to BioVeris for the license to use the patented ECL
Technology, Meso sent its quarterly payments and reports to BioVeris in kidfytam 2005 to
2008. After acquiring BioVeris, the Roche entities relocated BioVeris,inod 2009, Meso has
sent quaerly royalty reports to a BioVeris mailing address in Indiana while makiaguarterly

royalty payments to BioVeris to its bank account in New YdFkling No. 242 at 3) Where tle

receipt of royalty incomdrom sales in the forum stats insufficientto establish specific
jurisdiction seeBreckenridge Pharm444 F.3dat 1364,similarly, payingroyalty payments in
New York and mailingquarterlyroyalty reports to Indianahould not besufficientto establish
specific jurisdiction. Additionally, the Roche entities’ unilateral action of relocating BioVeris’
mailing address to Indiana cannot be considered actions by Meso that are pusposetiéd at
Indiana.

Mesopoints out that ihas not sent any ceagarddesist letters or other patent enforcement
correspondence to Indiana, and it has not engaged or authorized an agent in Irehiforadats

ECL Technologypatent rights. (Filing No. 242 at 3) All of Meso’s enforcement efforts and

correspondence were sent to Roche Holding in Switzerland, and settlemest eaftantred in
Wisconsin at Roch®iagnostics outside counsel’s office.This cannot stablish jurisdiction in

Indiana.
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Roche Diagnostics responds to Meso’s argument by assertiddgbathas repeatedly and
purposefully directed many enforcement activities against Roche &xtagn and its affiliate,
BioVeris, which are Indiana residentshus, because Meso has directed enforcement activities at
residents of this forum, specific jurisdiction exisRoche Diagnostics argues that enforcement
activity does not have to be physically performed in or sent to the forum to €@amduct directd
at an accused infringer that is headquartered in the forum is conduct diretttetbatm. See
Akro Corp. v. Lukerd5 F.3d 1541, 1546 (Fed. Cir. 199%0che Diagnostics asserts that “[t]his
is trueregardless where the conduct takes place and ietba communication is made and

reeeived by agents in other states,” citiAgro, 45 F.3dat 1546 (Filing No. 29 at 26§ Roche

Diagnostics argues that, while enforcement letters were sent to its affiliasgdecine United
States, this “does natetract from the fact that [Meso’s] enforcement efforts were directed, in

substantial part, against a resident of Indian&ifing No. 29 at 27

Roche Diagnostics is the sole U.S. marketing and sales arm for Riodtheg for its
diagnostics products, including the products employing ECL Technology. Mesasa#ions of
infringement and threats of legal action hawer directed to the U.S. market, which is a
substantial market for Rochéolding. For example, Meso expressly referenced Raddbieling
products approved by the U.S. FDA, which is a threat unmistakably aimed at Ragheddics.
Further, the RochElolding representatives at whom Meso directed its enforcement efforts were
acting as representatives of Roche Diagnostics and BioViRashe Diagnosticargues that “[if
makes no difference thfitfleso] addressed some correspondence to a Roche umbrella entity i
Switzerland’ 1d.

Asserting that numerous enforcement activities have been conducted agamdiaaa |

residentRoche Diagnosticgoints to the dozens télephone calls, meetings, and correspondence
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that involved Meso throughout the course of many yedMgso has threatened litigation and
demanded as much as $2 billion to resolve Meso’s infringement cl&she Diagnosticalso

points to the lawsuit that Meso brought in Delaware state court adgdathe Diagnostics
BioVeris, and other Roche entities, asserting that the Delaware lawsuit shoothsidered
enforcement activities because that breach of contract action related in some viney&GL
Technology and BioVeris PatentsMeso’s postrial efforts to resolve the parties’ ongoing
disputes also should be considered enforcement activities, and those effortsewted dim part,
against Indiana residentRoche Diagnosticalso asserts that Meso’s efforts to interfere with the
2003 acquisition of IGEN and the 2007 acquisition of BioVeris should be considered enforcement
activities directed a@Roche Diagnostics.

Replying toRoche Diagnosticsargument, Meso notes thRioche Diagnosti¢plea for
specific jurisdiction falls short becausepitints toMeso’sattenuated contacts with residenfs
the forumrather than contacts with the forum itseMeso relies heavily on the rageSupreme
Court decision ifWalden v. Fiore134 S. Ct1115 (U.S. 2014)for its argument.Additionally,
Meso eplies that its lawsuit against Roche Diagnostics in Delaware cannot cesate gersonal
jurisdiction in Indiana.

In Walden the Supreme Court made clear that “[tlhe proper focus ohthienum contacts
inquiry . . .is the relationship among tliefendant, the forum, and the litigationld. at 1126
(citation and quotation marks omitted)[T]he mere fact that [a defendant’s] conduct affected
plaintiffs with connections to the forum State does not suffice to authorize jtiosdicld. Thus,

a defendant’s contacts with the forum state itself, not residents of the foeitieamportant
consideration.

First, the relationship mustrise out of contacts that tdefendantimself
creates with the forum Stat®ue process limits on the Stete&judicative
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authority principally protect the liberty of the nonresident deferdaot the

convenience of plaintiffs or third partie®Ve have consistently rejected attempts

to satisfy the defendafbcused minimum contacts inquiry by demonstrating

contads between the plaintiff (or third parties) and the forum Statd?ut simply,

however significant the plaintif§ contacts with the forum may be, those contacts

cannot be decisive in determining whether the defefsldog process rights are

violated.

Second, ouminimum contact@nalysis looks to the defendantontacts

with the forum State itself, not the defendantbntactswith persons who reside

there. . . . [T]he plaintiff cannot be the only link between the defendant and the

forum. Rather, itis the defendant’ conduct that must form the necessary

connection with the forum State that is the basis for its jurisdiction over. him.

To be sure, agfendants contacts with the forum State may be intertwined with his

transactions or interactiongith the plaintiff orother parties. But a defendamnt’

relationship with a plaintiff or third party, standing alone, is an insufficiesisba

for jurisdiction
Id. at 1122-23 (citations and quotation marks omitted).

Relying on the principle that jurisdiction is based on the deferglaotitacts with the
forum state itself not the defendard’contactsvith individualswho reside thereMeso asserts that
Roche Diagnostics’ argumetitat conduct is directed at the foruint is directed at residents of
the forumis unavailing. Meso explainsthat this argument is foreclosed Wyalden Roche
Diagnostics’ reliance oAkro Corp.and other préValdencases is misplaced, and those old cases
do not support Roche Diagnostigeisition in this case because, where personal jurisdiction was
found in those cases, such jurisdiction was based on enforcement letters being seforaonthe
state directlyor through agents in addition to the defendant diredtintperenforcement aatities
at the forum stateThat is not the case her&he ties between Roche Diagnostics and Indiana do
not support Indiana’s jurisdiction over Meso.

Upon review ofthe allegations ilRoche Diagnostics’ Complaint, the affidavits, and the

exhibits, the @urt determines that Meso’s “contacts” with this forum are very muchuatieth
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given the fact that almost all of Meso’s conduct has been directed at Roche etligiethan
Roche Diagnostics, and none of the conduct has occurred in or been directed at Indiana.

Nearly all ofMeso’s conduct that Roche Diagnostics points to involved Roche Holding (a
Swiss company) and Roche Diagnostics GmbH (a German comp&hg)IGEN and BioVeris
transactions in 2003 and 2007, with which Roche Diagnostics asserts Meso interfergddinvol
Roche Holding and Roche Diagnostics GmbH, and those transactions occurred outside Indian
Those actions could not connect Meso to Indiarany way.Meso’s correspondence was sent to
Roche Holdingand F. HoffmarLa Roche Ltdin Switzerland. The fttlement discussiorthat
occurredafter the Delaware litigatiomoncludedwere heldin Wisconsin. And the Delaware
litigation that Meso initited for breach of contract involved five defendants that are not Indiana
residents in addition to Roche Diagnostics and BioVeéFisat Delaware lawsutdid not connect
Meso to IndianaAs the Federal Circuit plainly put ifw]e are aware of no precedathat holds
that the filing of a suit in a particular state subjects that party to specific pepsosdiction
everywhere else.’Avocent 552 F.3d at 1339.

In light of the jurisdictional standards established Walden International Shoe Co.
Burger King Daimler, Breckenridge Pharaceutica] AutogenomicsAvocent andRed Wing
Shoe and given the specific circumstances of this case, the Court determines tloah&des
insufficient contacts with this forum forelCourt to exercise specific personal jurisdiction over
Meso. As previouslystated general personal jurisdiction also is lackifpche Diagnosticsiay
have a strong claim for a declaratory judgment of-imingement, but that claim caot be

adjudicaed in this Court.
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Because this Court lacks personal jurisdiction over Meso, the @eadnot address
Meso’s Rule 12(b)(6) and Rule 12(e) argumeénts.

V. CONCLUSION

For the foregoing reasonbjesds Motion to Dismiss(Filing No. 23 is GRANTED
pursuant to Federal Rule of Civil Procedure 12(b)(2)dismissal for lack of personal jurisdiction
is not a decision on the merits and thus is without prejlidiehmidt v. Europea Ltd2001 U.S.

Dist. LEXIS 10675, at *8 (S.D. Ind. May 18, 2001).

Qe et ot

TANYA WALTON PRATT, JUDGE
United States District Court
Southern District of Indiana

SO ORDERED.
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