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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF KANSAS

SPRINT COMMUNICATIONS COMPANY )

L.P., )
)

Plaintiff, )

)

V. ) Case No. 08-2046-JWL

)

BIG RIVER TELEPHONE COMPANY, LLC, )
)

Defendant. )

ORDER

The plaintiff, Sprint Communications Compy L.P. (“Sprint”), has brought patent
infringement claims against the defendaBig River Telephone Company, LLC (“Big
River”). This case comes before the undersigned U.S. Magistrate Judge, James P. O’Hara,
on Big River’'s motion to compaslupplemental responses to Intgratory Nos. 3, 4, 6, and
8-10 doc. 68). For the reasons stated below, Biyer's motion is granted in part and
denied in part.

As an initial matter, the court must addr8gsint’s contention that Big River failed
to confer with Sprint about the alleged defi@ies in Sprint’s interrogatory responses before
filing the motion to compel. Rsuant to Fed. R. Civ. B7(a)(1), a movant must in good
faith “confe[r] or attemp[t] tawonfer with the person or pgrtailing to make the disclosure
or discovery in an efi to obtain it without court actioh.D. Kan. Rule 37.2 states, “A
‘reasonable effort toanfer’ . . .requires that the parties in good faith converse, confer,

compare views, consult and deliberate, or in good faith attempt to do so.”
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Big River states that the parties canéel on this matter on September 30, 2008, but
Sprint states the parties’sgiussion on that date only “adsglsed two minor issues relating
to the interrogatories at issut After receiving Sprint’s rgponse to the motion to compel,
Big River contacted Sprint again to discussil@fs interrogatory answers, but the parties
were unable to resolve the instant disputéile it is unclear whether the letter and the
spirit of the meet-and-confer rules were actusditisfied, in the interest of avoiding further
delay in the resolution of this discovery mlige, the court will exerse its discretion and
address the merits of the motibn.The court resgctfully reminds the parties to strictly
adhere to their Rule 37 duties in the future.

Interrogatory No. 3

Interrogatory No. 3 reads:

Describe in detail the dates and amtstances of any discussions with,
disclosure to, or other manner of providiog third party, or sale or offer to
sell, or any public use or display afly product or sstem embodying any of
the claims in the Asserted Patemtsd identify all persons having knowledge
of the foregoing.

After objecting on the grounds that Ingatory No. 3 was overly broad, unduly

burdensome, and irrelant, Sprint responded,

1Sprint’s Response to Motion to Compel at 2.

2SeaWhite v. Graceland Coll. Ctr. for Bf | Dev. & Lifelong Learning, Ing No. 07-
2319, 2009 WL 722056, at *2 (D. KaMarch 18, 2009) (waing non-compliance with duty
to confer to avoid further detaf resolution of the matter$trasburg-Jarvis, Inc. v. Radiant
Sys., InG.No. 06-2552, 2009 WL 129361, (D. Kan. Jan. 20, 2009¢lecting to address
the merits of discovery dispute despite failure to confer).

O:\ORDERS\08-2046-JWL-68.wpd 2



Sprint states that as this interrtgg relates to tb Asserted Patenpsior to

the filingof the Asserted Patents, Sprinstadready provided this information

in Sprint’s Disclosure of Asserte@laims and Preliminary Infringement

Contentions, which Sprint hereby incorpesaby reference. To the extent this

interrogatory seeks informationiaéing to the Asserted Pateafer the filing

of the Asserted Patents, Sprint stafeat it currently is not aware of any

product or service made, sold, or offefedsale by Sprint that is within the

scope of any claim of the Assertedtdtds and, therefore, cannot further

respond to this interrogatory. Sprirgserves the righio supplement its

response to this interrogatory,discovery is ongoing in this mattér.

Big River argues that Sprint's response is non-responsive and should be
supplemented. The court agrees. With respectpie-filing disclosures to third parties,
Sprint’s Infringement Contentions stathat “Sprint is not aware of amypcumentsthat
would be sufficient to evidence each discussiath, disclosure to, or public use of, the
claimed invention prior to the date thie application for the patent-in-sgifSprint has not
addressed whether it hadormation (which might not be set forth in documents) about
Sprint’s pre-filing disclosure dhe alleged inventions to thigdrties. With respect to post-

filing disclosures, Sprint has not addressedierrogatory’s requegir information about

“discussions with” or “disclosures to” tlirparties related to the alleged inventions

3Sprint’s Supplemental Responses to BigeRis First Set of Interrogatories at 2
(emphasis added).

“In Sprint’s responses to a number of imgatories, Sprint asserted objections of
vagueness, overbreadth, burdensomenessarele, and/or priviige before going on to
answer the interrogatory. BRjver generally does not addseSprint’s objections on these
grounds, and Sprint has naight a protective order allating it from having to respond
on one or more of thegrounds. The court will therefore limit its ruling to the issues raised
in Big River's motion to compel.

*Sprint’s First Amended Infrigement Contentions at 2.
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(regardless of whether a product or service made, sold, or offecefor sale by Sprint).
The court orders Sprint to supplement itpmese to Interrogatory N@ to address these
deficiencies.

Interrogatory No. 4

Interrogatory No. 4 reads:

For each claim of the Asserted Patedescribe in detail where, when, how,
and by whom the clainte subject matter was first allegedly invented,
including a description of the cumstances surrounding the alleged
conception and reduction to practicetbé claimed invention; a detailed
description of any allegatdiligence in reducing to pctice; an identification

of all documents, things, acts, or othidormation that support, contradict, or
otherwise relate to Sprint’s contes regarding the alleged conception and
reduction to practice; and identi@l persons havingnowledge supporting,
contradicting, or otherwise relating ®print's contentions regarding the
alleged conception and reduction to practice.

Sprint objected to Interrogatory No. 4 oe tirounds it is overly bad, unduly burdensome,
seeks information protected by the attornkgnt privilege and the work-product doctrine,
and seeks information in the pubtecord. Sprint then answered,

Sprint states that Joseph Christietfirvented the claimed subject matter of
each of the Asserted Patents. Sprimthfer states that the conception of the
inventions claimed in U.S. Patadbs. 6,463,052, 852,932, and 6,633,561
occurred at least as eadg about October 1993, and that due diligence was
exercised from the date of conceptiup to and including the filing date.
Sprint further states, pursuant to Fed. R. Civ. P. 33(d), that it has produced
and/or will produce documents from which the answer to this Interrogatory
can be ascertained, including, but fiotited to the following documents,
identified by Bates rang&PRp-01-029-00001 to 0010&print further states
that Harley Ball, Michael Setter, BWiley, Joe Gardner, and Al Duree have
knowledge regarding the concepti@nd reduction to practice of the
inventions claimed in the Asserted@&ats, including the diligence in reducing
the claimed inventions to practice. dddition, Sprint states, pursuant to Fed.
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R. Civ. P. 33(d), that it has producé#thl transcripts from the Sprint v.

Vonage case containing ttestimony of Messrs. Balgetter, Wiley, Gardner,

and Duree, from which furthenformation pertaining to this Interrogatory can

be ascertainetl.

Big River challenges Sprintigsponse as incompleteggesting Sprindhould have
provided a written desgiion of the “due diligence”rad the circumstances surrounding the
alleged conception of the claimed inventiolsg River further complains that Sprint has
not produced the relevaihtanscripts from th&onagecase and an explanation did not
accompany the documents Sprint did produce.

The court finds Sprint’s response to Interrogatory No. 4 is complete. Pursuantto Rule
33(d), it was Sprint’s prerogative to respond by specifying the documents thaivBig R
could examine to determine thaswer. Sprint has presented evidence that it provided Big
River copies of the relevant trial transcripts from Yfenagecase. With respect to the
documents that were produced without an &xation as to their contents, Big River may
seek an explanation in futudepositions of Sprint repredatives. Big River's motion to

compel is denied as to Interrogatory No. 4.

Interrogatory No. 6

Interrogatory No. 6 reads:

Identify each and every Agreement unaiich Sprint licensed any rights in
the Asserted Patents or any rightainy Related Patents, the party receiving
the right(s) conferred in each suchrégment, the Bates number(s) at which
each such Agreement canfband, the effective date of each such Agreement,
and the consideration that Sprinas received to date under each such

°Sprint’s Supplemental Responses to BigeRis First Set of Interrogatories at 3.
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Agreement; and identify persohaving knowledge of the foregoing.
Sprint responded to this interrogatory by identifying agreements with
Theglobe.com/tglo.com, Inc. and with Vonagddiogs Corp./Vonage America, Inc. Inits
motion to compel, Big River argues that Sprmist have failed to exercise due diligence
in responding to Interrogatp No. 6 because Big Rivdras discovered an undisclosed
agreement between Sprint and Tellabs in WiSprint granted Tellabs a license to certain
patents, including five of thAsserted Patents in this case. Sprint notes, initially, that
Interrogatory No. 6 is now irkevant because the court hasckien Big River’s affirmative
defense of licensingséedoc. 51). Sprint further asserts that the Tellabs agreement only
granted rights for an individual ogponent and thus it related to the Asserted Patents that
the interrogatory asks about. Big Riveyuaters that the Tellabs agreement explicitly
identifies five of the Asserted Patents asngesubject to the agreemt such that even if
information about licensing of component agreetsieninadmissible at trial as part of Big
River’'s defense, it is discoverable under FedofRCiv. P. 26(b)(1) because it could lead
to the discovery of admissible evidence.

The current briefing and record on thiex&ance of component licensing agreements
Is sparse. On its face, theurt cannot say thatformation sought in Interrogatory No. 6

1113

could “have no possible bearing’ time claim or defense of a party Therefore, Big River

has overcome the low hurdle of showitige relevance—for discovery purposes—of

‘Sheldon v. VermontR04 F.R.D. 679, 689-90 (D. Ka?001) (citations omitted).
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information related to licensing agreementsdomponent parts of inventions covered by
the Asserted Patents, and tdmaurt will grant the motion to ecopel as to Iterrogatory No.

6. However, the court does mmeclude Sprint from filing a motion for a protective order
with regard to Interrogatory No. 6 (shoufgrint deem it necessary and a smart use of
resources), in which case the parties mayeriolly address the relevancy of such
information.

Interrogatory No. 8

Interrogatory No. 8 states:

Identify any and all practs, products, networks, systems, developmental
systems, test systems known to Spwherein any paion of an inbound or
outbound telephone call isatismitted over a packet-based network; and
identify persons having kndedge of the foregoing.

Sprint objected to Interrogatory No. 8 tre grounds it is vagueverly broad, unduly

burdensome, not releng and seeks information protedtey the attorney-client privilege
and the work-product doctrine. Sprint thiemited the interrogatory to “the Asserted
Patents, claims, and defenses in this litigafi@amd answered,

Sprintidentifies systems and/otwerks owned by the following entities that
operate in a manner that is coveredity Asserted Patents and in which a
portion of an inbound or outbound tel®ne call is transmitted over a
packet-based network: Vonage Holgs, Vonage America, Voiceglo, Big
River Telephone Company, L.L.C., Paetec Holding Corp., Paetec Corp.,
Paetec Communications, Inc., NuM8emmunications, Inc, Broadvox LLC,
and Infotelecom, LLC.The individuals with knotedge of these systems

8Sprint’s Response to Motion to Compel at 12.
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and/or networks are the respectaraployees of the identified entitigs.

Big River challenges Sprintt@sponse on the ground tisadrint does not identify or
describe any projestor systems designed by Sprimbd does not identify people
knowledgeable about such projects or syster8grint responds that it has provided a
complete response to Integatory No. 8, as limitedand “[b]Jeyond the identified
companies, Sprint has no further responsive informatfbia’reply, Big River states that
documents produced by Sprint in responsentdleer interrogatory demonstrate that Sprint
had at least one “Broadband-Intelligent NetkvBrototype” project. Big River argues that
Sprint must therefore have more infotioa than it has provided in its response to
Interrogatory No. 8.

Given the documents indicag that Sprint had at letasne “Broadband-Intelligent
Network Prototype” project, the court finds thés at least some likelihood Sprint has failed
to fully respond to Interrogatory No. 8, evan limited in scope by Sprint. The court
therefore orders Sprint to supplerhéa response to Interrogatory No. 8.

Interrogatory No. 9

Interrogatory No. 9 states:

Describe in detail any participation [§print in any joint venture, joint

project, or cooperative project relajirio the developent of equipment

and/or networks for ¢aying any portion of ambound telephone call over a
packet-based network; anceitify persons having knowledge.

*Sprint’s Supplemental Responses to BigeRi First Set of Interrogatories at 5.
19Sprint’s Response to Motion to Compel at 12.
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Sprint objected to Interrogatory No. 9 on the grounds it is vague, overly broad, unduly
burdensome, and not relevant.ri§pthen “limited its response fwrojects that relate to the
Asserted Patent§"and answered that it had “purchasgdipment, software, and/or services
for projects relating to the Asserted Pagefiom at least the following entities: Lucent,
Nortel, Cisco, and Tellabs?®

Big River does not substantively chaiggee the limits placed by Sprint on its
interpretation of Interrogatory No."®but argues that Sprint’ssgonse fails to provide any
detail about Sprint’s work withucent, Nortel, Cisco, and Tella. Sprint responds that this
information may be obtainddom documents it has alreagyoduced, and it will identify
such documents pursuant to Fed. R. Ci\83¢d). According to Big River, Sprint has not
yet identified the responsive docants. The court therefore ordeSprint to either fulfill
its promise to identify the responsive documgnissuant to Rule 33(ad)r to provide the
requested information (as limited) ansupplemental written response.

Interrogatory No. 10

Interrogatory No. 10 reads:

Describe in detail the circumstancesluding the dates, under which Sprint
first became aware of any factual bafeegts allegations that Big River has

HSprint's Response to Motion to Compel at 8.
12Sprint’s Supplemental Responses to BigdRis First Set of Interrogatories at 6.

13Big River does not address Sprintibjections for vagueness, overbreadth,
burdensomeness, and relevamoseept to summarily stateahthose objections are without
merit and are not true.
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infringed or is infringing any claim ahe Asserted Patents or any Related
Patents; and identify persohaving knowledge of the foregoing.

Sprint objected to this interrogatory on tir@unds it seeks disclosupéinformation that

is protected by the attorney-client privileged the work-product déane. Sprint then
answered by naming Deceml2807 as the date on whichoecame aware of Big River’s
infringement and identifying Harley Ball, an-house attorney for Spii, as an individual
with knowledge of the circumstances surroundingelient. In subsequent discussions with
Big River and in its responge Big River's motion to comgd, Sprint bok the pogion it
would not further answer Interrogatory Nid) because informatiazoncerning Mr. Ball's
awareness and knowledge ofyBriver’s infringement is tected by the attorney-client
privilege or work-product doctrine.

In its motion to compel, Biiver states that InterrogajyoNo. 10 does not seek the
disclosure of confidential attorney communications or the wookluct of Mr. Ball, but
rather, targets the factual circumstances tieddte to Sprint's investigation into its
infringement claims. The court agrees th&tirogatory No. 10 couloke interpreted to seek
only the factual basis of Sprint’s claim&loreover, it appears Sprint does not object to
answering the interrogatory, as clarified by Big Ri¥’ehe court therefore orders Sprint

to supplement its response to Interrogatory No. 10.

1Sprint simply notes that BiRiver has “rewritten” the terrogatory and that “[I]f
Big River wishes to serve anterrogatory on Sprint seekirtpe facts that led Sprint to
conclude it infringes’ and ‘the factual circumstances of Sprint'dipng investigations,’
it is entitled to do so.” Sprint's Resp@® Big River's Motion to Compel at 18.
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In consideration of the foregoing,
IT IS HEREBY ORDERED:
Big River’'s motion to compel igranted with respect toterrogatory Nos. 3, 6, and
8-10, as discussed above. Sprint shall smppht its answers todhke interrogatories by
June 19, 2009. Big River’'s motion to cmpel is denied with reggt to Interrogatory No. 4.
Dated this 4th day of June, 2009, at Kansas City, Kansas.
s/James P. O’Hara

James P. O’Hara
U.S. Magistrate Judge
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