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INTHE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF KANSAS

BUSHNELL, INC, et al.,

Plaintiffs,

V. CIVIL ACTION

THE BRUNTON COMPANY, et al., No. 09-cv-2009 KHV/IPO

Defendants.

S N N N N N N N N N

MEMORANDUM AND ORDER

Under 35 U.S.C. § 101 et seq., Bushnell, Inc. and Laser Technology, Inc. (“LTI") bring suit
against The Brunton Company, Lanshuo Phetdek Science and Technology Co. Ltd. and |LS
Global LLC d/b/a 1-On Optics.Under 35 U.S.C. 88 283-285, plaintiffdlege infringement of five
U.S. patents: LTI patent Nos. 5,612,779, 5,652,651, 6,057,910 and 6,226,077 and Bushng|ll pat

No. 5,926,259. On November 24, 2009, the Court sustained plaintiffs’ Renewed Motion |For /

Preliminary InjunctionDoc. #95) filed September 11, 2009. $ex. #118. Specifically, the Court

entered a preliminary injunction, effective November 25, 2009, enjoining Brunton and Lanshut
from importing and selling Brunton Echo 440 laser rangefinders and Lanshuo models L$010E
LS011, LSO011A, LS012, LS013 and LS013D. This memduan and order sets forth the basis ffor

the Court’s ruling.

Procedural Backaround

Plaintiffs’ original complaint, filed January 7, 2009, alleged that Bushnell owned patent No.
5,926,259 (the “259 patent”) and that LTI and nomtpd&ama-Tech owned the four LTI patents.
On April 6, 2009, plaintiffs filed a motion for preliminary injunction to enjoin Brunton and

Lanshuo from importing and selling rangefindersiclihallegedly infringe the LTI patent Nq.
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5,612,779 (the “779 patent”) and the ‘259 patefithe Court scheduled a hearing for April 2
2009. Two days before the hearing, defendants &lewbtion to dismiss for lack of subject mat
jurisdiction and failure to join a required party under Rule 19, Fed. R. Civ. PD&re#33, filed

April 27, 2009;_see alsdemorandum In Support Of DefendahMotion To Dismiss Plaintiffs’

Complaint (Doc. #38) filed April 29, 2009 (asserting, int@ia, that plaintiffs lacked standing {

9|

er

o

bring suit). On April 29-30 and June 8, 200% @ourt conducted a hearing on the prelimingry

injunction motion. Each side presented expert testimony and other evidence.
On August 31, 2009, the Court sustained defendants’ motion to dismisPo&ee#88, 89

The Court found that plaintiffs lacked prudentiarsting because Kama-Tech was not a party td

suit and a Bushnell subsidiary, not Bushnell, owned2b9 patent at the time when plaintiffs filed

suit’ SeeMemorandum And OrdeiDoc. #89) filed September 3, 2009The Court also granted

the

Bushnell leave to amend the complaint to allegeitleatquired the ‘259 patent after it filed suit, and

thus obtained constitutional standing from the date of the amended complaatt20ch.19.
On September 8, 2009, Kama-Tech assigned its entire interest in the LTI patents to L

LTI is now the sole owner of the LTI patents. Plaintiffs then sought leave to amend their cor

TI, ar

nplair

to identify LTI as the sole owner of the LTItpats. On September 9, 2009, the Court sustajned

plaintiffs’ motion to amend. That same day, plaintiffs fled a second amendment complain

Doc. #94. On September 11, 2009, they filed Plaintiffs’ Renewed Motion For A Prelin

Injunction (Doc. #95)

! The Court concluded that since LTI @Bdshnell had constitutional standing at the

inception of the suit, they could attempt toecthe defect in prudential standing defect.

2 The Court also overruled as moot plaintiffs’ motion for a preliminary injunction.

3 In support of their motion, plaintiffs stateati[t]he prior briefing . . . and supporting
(continued...)
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Factual Background

For many years, LTI and others have manuifigxt rangefinders for professional sport &
hunting uses. The rangefinders emit laser light in pulses and measure the amount of time it
the pulses to travel to a target and return. Thgefinders then convert the time measurement in
distance to the target. In the mid-1990’s, such randefs sold for thousands dbllars at retail. In
1994, Bushnell asked LTI to design a laser rangefinder that could retail for $500 or less. LTI
to research and develop the rangefinder, and Bushnell agreed to pay for its research and to
market for consumer rangefinders.

LTI identified significant technical hurdles to developing a consumer rangefinder: it H
be much lighter and smaller and use less expensive electronics than professional range

Each of the changes made it more difficult for thuegefinder to detect reflected signals becausq
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signals were weaker. Weak reflected signals create problems because random signals — called n

— also exist in the environment. If the reflecsgghal is not significantly stronger than the noise,
device must distinguish between noise and true reflected signals. The nature of hunting and
contributes to the noise problem. Targets (suatteas or trees) are not highly reflective, and br
or rain may partially obsea the return signals and cause false reflections. Therefore, to §

target such as deer, the laser detector mustrisgtized to pick up weakesignals. When the lase

3(...continued)
evidence, including evidence and argument predaxttde hearing on the original motion, requir
no supplementation.”_Sd#aintiffs’ Memorandum In Support Of Their Renewed Motion For
Preliminary Injunction(Doc. #96) filed September 11, 2009, at 2, 6 (defendants continue tg
accused laser rangefinders with no changgesign and continued presence of infringing goo
“threatens further irreparable harm in the form of market and price erosion, as well as the
harms originally briefed”).

4 At the time of the patents at issue here, professional laser rangefinders used exp

optical lenses and complex electronics and ¢tmstdands of dollars. Such laser range finders wg
the size of a shoe box, required an external battery and weighed about four pounds.
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detector is sensitized to pick up weak retugnals, it also becomes sensitized to weak backgr¢
noise which is created electronically in the tasgngefinder, to ambient light and to unwant
atmospheric or object reflections. Thus, a key problem is compensating for the noise in the s

LTI's Chief Technology Officer, Jeremy Dunnegordinated the process which led to {
developments claimed in the ‘779 and ‘259 patents. The 779 patent, entitled “Automatic
Threshold Determining Circuit and Method foLaser Range Finder,” overcomes the noise iss
with two separate techniques. First, the autamaoise threshold circuit automatically adjusts
that the laser pulse receiver sensitivity is increased or decreased based on the level of noisg
detects. Second, if a certain nogn of pulses give the same distance result, the unit determine
the result is the meased range, attributes the other pulse ranges to noise and disregards the
'259 patent, entitled “Laser rangefinder with target quality display,” issued in the name of J
Dunne and Stephen Bamberger, is assigned shiBll. The ‘259 paterdiscloses a method ¢
displaying the reflective quality of a target as a bar graph, and claims a feature which allows
to select different sensitivity modes for the rangefinder.

Over the last fifteen years, Bushnell has invested more than $2.2 million in resear
development for new rangefinders. Bushnell has paid LTI more than $14.6 million in royalt
sale of rangefinders. Bushnell reinvests approteipdive per cent of its laser rangefinder rever
in developing and maintaining its market pasitifor laser rangefinders. Bushnell has inveg

more than 20 million dollars in developing a market for laser rangefinders. Gyori Dec. { 17.
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Bushnell has sold two million laser rangefinder units covered by the ‘779 and ‘259 patents

for gross revenue of $395,000,000. Gyori Dec. 7. In 2008, Bushnell generated approx

imate

$53,000,000 in laser rangefinder sales in the United States, including $11.7 million in sale$ of tt

Sport 450. Many large retail chains sell Bushnell laser rangefinders, including Academy, Bass P
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Shops, Cabela’s, Dick’s Sporting Goods, Gandeuntain, Sportsman Warehouse and Wal-M
Smaller golf and hunting specialty stores also sell Bushnell laser rangefinders.

LTI and Bushnell have a field limited exclusigagreement for sports optics products belo

art.

vV a

certain retail price. Within this field, LTI only develops consumer laser rangefinder produgts fol

Bushnell, and Bushnell only sells products developed by LTI. Bushnell pays LTI to desig

products, and pays royalties for the use of Ipakented technology in laser rangefinders.

N Nev

To

preserve the revenue generated by plaintiffsrlessegefinders, Bushnell and LTI have agreed nqt to

license the patents to new entrants in the marketplace.

Lanshuo manufactures and, in the United States, Brunton sells a recently introduce

rangefinder called the Echo 440. By February of 2008, Bushnell had learned of Brunton’

440. Plaintiffs were concerned about patefringement by Brunton, but Brunton did not seem |

a serious threat. At the time, Brunton was sglthe Echo 440 on the internet for $180. Bushng

low price unit, the Sport 450, was retailing for $148iven its reputationral relationships in the

market, Bushnell did not think that the Echo 44@ld compete effectively with its low price un

Bushnell therefore raised patent infringement concerns with Brunton, but did not begir

proceedings.
In November of 2008, Bushnell learned tBaiss Pro Shop was advertising Brunton’s E

440 unit at a retail price of $99 — about $50 below Bushnell’s lowest price Gyitri Dec. 11 10
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11. Before 2008, Bass Pro had sold Bushnell’s S as its holiday season “opening price point”

unit (its lowest price laser rangefinder). IdTypically, Bass Pro gives premium advertising

placement and shelf space to the opening price point unit.Didgling the holiday season in 200

5

market.

The retail price of the Echo 440 was well below anything Bushnell had seen ir
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Brunton’s Echo 440 unit dominated the opening price point position. As a result, Bushnell los

$1 million in gross revenue. On January 7, 2009, immediately after the holiday season e

plaintiffs filed this lawsuit. Bushnell then caated Brunton to discussetipossibility of settlement.

By the beginning of March of 2009, Bushnell had determined that Brunton was not willi
discuss stopping sales of the Echo 440. On A@jl2009, plaintiffs filed their first motion for
preliminary injunction. At the preliminary junction hearing (and by affidavit), Phil Gyol
Bushnell’'s executive vice president of marketing, testified how the Echo 440 had al
Bushnell's business.

Bass Pro has told Bushnell that if it does not lower its price in response to Brunton’s
Pro will not purchase the Sport 450 for its holiday season promotion in 2009. Bass Pro has
Bushnell that even if Bushnell naches Brunton’s price, Bass Pro will split its purchases of low
units evenly between Bushnell and Brunton.

Brunton has approached numerous otheshiBell accounts including its highest volur
account, Cabela’s.Bushnell estimates that if Brunton continues to sell the Echo 440, Bushng
lose $3 million to $5 million in sales this year.

In response to sales of the Echo 440, Bushradl reduced the price of the Bushnell Spg

450 unit by 17 per cefit.Gyori Dec. 11 14-15. Gyori opines thitawill be “devastating” if Bushnel

6 Since the end of 2008, Bass Pro has continaesell the Echo 440 as its low-end

unit. Gyori Dec. { 11. Bass Pro has transtetethe Echo 440 a lot of shelf space former
devoted to the Sport 450.

! Some time before April of 2009, AcademyT@xas retailer) informed Bushnell tha

it may sell Brunton units instead of Bushnell unRdaintiffs have not presented evidence whether

Academy has begun to do so.
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8 Bushnell has done so despite a four per cent cost increase that it normally would have

passed on to its customers.
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is forced to reduce the price of all of its urtits 17 per cent. He testified that the market will

not

allow Bushnell to raise prices dramatically again to recoup losses, and that such losses are ot e

calculated.

Gyori testified that a significant reduction in Bushnell’'s income stream could requif
company to lay off employees and default on bank covenants, which in turn could result in
interest payments for Bushnell to continue opereti Gyori also opined that further loss of s3
will affect Bushnell’s ability toinvest in R&D and marketing investments, which will hinder
ability to recoup investments.

Gyori stated that Echo 440 has caused a significant loss of good will to Bushnell
marketplace. For example, hgsarts that Bushnell's customers are questioning when it will g
similarly low-priced unit and why Bushnell’'s highend units are also not similarly priced. AS
result, Bushnell's reputation as both an innovator and a competitively priced producer of
products has been damaged.

Gyori testified that Bushnell has identified several new market entrants which may be
the Bushnell/LTI technology, including parties in tlag/suit, I-On Optics and Sightmark, as well
Mahco, NC Star and Optisan. Gyori testified that each of them appears poised to try to take
share from Bushnell by copying its patentechtedogy and undercutting its prices. Gyori opir
that if the Court does not enjoin sales @& Brunton Echo 440, other competitors may begin to
and sell laser rangefinders produced by Lanshuo. He contends that success by Brunton is
embolden other entities to sell the Lanshuo offering and leverage their relationships

marketplace to cut into Bushnell’'s market share. Unnamed retailers have told Bushnell
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Brunton continues to sell the Echo 440, they will be forced to purchase lower priced upits t

compete with the Bass Pro entry.




Gyori opined that dollar for dollar, displacement of Bushnell’'s Sport 450 would da
Bushnell more than it will possibly profit Bruntdn.

LTI President and Chief Operating Officer Miller testified and provided affidavit evid

mage

ence

on how sales of the Echo 440 impacted LTI. LTI earns a significant part of its total revenue fror

royalty and other agreements with BushiellThus, as Bushnell sales drop, LTI revenues drop
it can devote fewer resources to R&D of new products. Reduced revenue negatively impac
ability to be a significant innovator in the market.

Miller opined that infringement by Bruntoma Lanshuo is likely to induce other potent|
infringers to believe that LTI's patent portfolio is not an impediment to market entry. Unn
companies have approached LTI with concerns regarding potential patent infringeme|
suggested development agreements with LTI. When LTI has refused those requests beca
exclusive arrangement with Bushnell, the compamhiave not entered the market. Miller belie
that if Brunton continues to successfully sell itegedly infringing and unlicensed units, these ot

entities are likely to conclude that they can sell competitive units that employ LTI techio

o Gyori opined that if Brunton’s continuadfringement requires Bushnell to reduc
its prices by 17 to 30 per cent (the reduction negiliio match Brunton’s price),the damages wou
exceed the gross sales of Brunton in this category. Gyori Dec. { 23.

10 Although plaintiffs have not revealed hanuch LTI receives in royalties for the

Sport 450, it logically would be only a fractiontbke revenue that Bushnell receives for Sport 45

sales, which was $11.9 million in 2008.

1 Previously LTI has successfully defendegbasent portfolio — including some of the
patents at issue here — against Nikon and Asia OpticalL&ee Tech., Inc. v. Nikon, In@215 F.
Supp.2d 1135 (D. Colo. 2002). Miller testified thhe litigationwas a major distraction and
delayed significant product dewgiment during the three years of the lawsuit. Further, L
expended millions in legal fees and costs, and suffered lost opportunity because of the distr
and drain on key resources. The patents werned to be valid but Miller questions whether LT|
recouped the real harm which it suffered. LTI asserts that if infringers are allowed to contin
the marketplace, its past investment may bedosdta further drain on LTI resources and produ

(continued...)
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Moreover, if infringers sell low-end units at $99, Miller thinks that this could directly impact|{ LTI

sales in the professional markét.

Lanshuo is a Chinese corporation with itgpipal office and primary place of business|i

n

China. Lanshuo’s chairperson and manager, Zhu Jie, provided affidavit information concerrjing tt

company’s financial information. In 2008, Lanshuo generated more than 50 percent of its revent

from the sale of laser rangefinders in the United States.D8ee#101-4, at 1-2. Since plaintiffs

filed their complaint, Lanshuo sales have dropped significantly; 2009 sales through the middle «

September were 80 per cent lower than sales in 2008. Due to the downturn in business, Larlshuo

lost more than 15 per cent of its employees. Jie also states that unnamed customers have decline

purchase Lanshuo products because of this litigation and the threat of an injunction.

Preliminary I njunction Standards

The purpose of a preliminary injunction is to preserve the status quo pending the outgome

the case. Tri-State Generation & Transmoisshss’n, Inc. v. Shoshone River Power, ]85 F.2d

351, 355 (10th Cir. 1986). The Patent Act provides that injunctions “may” issue “in accofdanc

with the principles of equity.” 35 U.S.C. 8 283 preliminary injunction is “extraordinary” relief,.

Abbott Labs. v. Andrx Pharm., Ine152 F.3d 1331, 1335 (Fed. Cir. 2006). The decision to grant or

deny injunctive relief is an act of equitablesctetion by the district court.__eBay, Inc. |v.

MercExchange, L.L.C547 U.S. 388, 391 (2006).

H(...continued)
development efforts is likely.

12 For example, LTI's lowest price professal product, True Pulse, retails for $699.

Miller believes that Brunton'’s continued presenca gdtail price of $99 may cause price pressyre
on the True Pulse because there is a “tipping point” at which even professional users will accep

inaccuracies that may exist as a result of lowst cocuitry. LTI would then have to respond i
its sales of its own professional grade laser rangefinders by reducing the price.
-0-




As the party moving for injunctive relief, plaifis must establish that (1) they are likely [to
succeed on the merits, (2) they are likely to suffer irreparable harm without preliminary relief, (3
the balance of equities tips in their favor anda@ injunction is in the public interest. S&fnter v.

Natural Res. Defense Council, Int29 S.Ct. 365, 374 (2008); see alsbState 805 F.2d at 355.

Analysis

As a preliminary matter, defendants assert that the Court should not reach the renew
motion for a preliminary injunction because plaintiffs’ actions preclude them from invoking the

Court’s equitable powers. Brown4@nmer Inv. Co. v. City of Purcell28 F.2d 400, 404 (10th Cif.

1942) (court of equity is forum of conscience and demands that those seeking relief come wi
“clean hands and right conduct”). Specifically, daefents assert that plaintiffs did not condugt a
proper pre-suit inquiry and that they were nondid with the Court regarding ownership of the
patents.
In ruling on plaintiffs’ original motion for a preliminary injunction, the Court determiped

that Bushnell had incorrectly alleged that it owned the ‘259 patent.M8e®wrandum and Ordef

(Doc. #89) at 9 (“Plaintiffs essentially admit that Bushnell did not own the ‘259 Patent when |t filec
suit on January 7, 2009.”). Defendants point out that plaintiffs were aware of the 3llege
infringement since at least February of 2008, #uad they had ample time to determine who owped

the ‘259 patent before they filed suit on January 7, 2009. They also note that although they filed
motion to dismiss which pointed out Bushrellack of ownership on April 27, 2009, Bushngll
proceeded with its motion for preliminary injunatievithout disclosing its lack of standing at the

hearing on April 29, 2009.

-10-




The Court agrees that plaintiffs should have proceeded more cautiously in filing the drigina

complaint. The Court finds that the above conduct, standing alone, does not preclude the gquita

remedy of a preliminary injunctioi.

Defendants also argue that the Federal RodéSivil Procedure do not provide for renewal

of a motion which the Court has denied, and thaingffs must receive leave of Court to rengw

their motion. _Se€entury Laminating, LTD. v. Montgomer$95 F.2d 563, 565 (10th Cir. 1979);

2

(Hershberger v. Blewetb5 F. 170, 172 (D.C. Cir. 1893). Dattants point out that under D. Kah.

Rule 15.1, a motion “for leave to file a pleadingotihher document that may not be filed as a mdtter

of right shall set forth a concise statement @f th . leave sought to lalowed with the proposef

pleading attached.” D. Kan. Rule 15.1. Defendastsert that plaintiffs have not followed RJle

15.1 and the Court should therefore reject thewedemotion as improvidently filed. Defendants’

argument is not well-taken. The Court overruled plaintiffs’ original motion for a prelimin

injunction as moot because they lacked standing. The Court directed plaintiffs to file an amn

ary

end

complaint, and they did so. Plaintiffs then received permission to file a second amended complail

which addressed the standing problem as to the LTI patents and the ‘259 patent. The fenew

motion for injunctive relief asks the Court to address issues which the Court did not reach in

on the first motion, and plaintiffs did not neeshVve of Court to file it. The Court therefofre

addresses the merits of plaintiffs’ renewed motion.

13 This conduct does, however, bear on whathantiffs delayed seeking the requested

preliminary injunction — a matter which the Coaddresses below iroosidering the issue of
irreparable harm.
-11-
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Substantial Likelihood Of SuccessOn Merits

Standard

With regard to the first factor — a likelihood of success on the merits — the moving partie:
must show that “in light of the burdens and pregtioms that will inhereat trial,” (1) they will
likely prove that defendants infringed the patemd (2) they will likely withstand the non-moving

party’s challenges, if any, to the validity and enforceability of the patent.Ti&ee Tire Corp. v.

Case New Holland, Inc566 F.3d 1372, 1376 (Fed. Cir. 2009) (citing Gonzales v. O Centro Egpirita

Beneficente Uniao do Vegetdd46 U.S. 418, 429 (2006) (burdens at preliminary injunction stage

track burdens at trial)). With regard to likelihood of success, the Federal Circuit regcently
summarized the analysis of the factor in a patent case at the preliminary injunction stage as fpllows

[T]he trial court, after considering all the evidence available at this
early stage of the litigation, must determine whether it is more likely
than not that the challenger will ladle to prove at trial, by clear and
convincing evidence, thdhe patent is invalid. We reiterate that the
“clear and convincing” standard regarding the challenger’s evidence
applies only at trial on the merits, not at the preliminary injunction
stage. The fact that, at trial on the merits, the proof of invalidity will
require clear and convincing evidence is a consideration for the judge
to take into account in assessing the challenger's case at the
preliminary injunction stage; it is nain evidentiary burden to be met
preliminarily by the challenger.

If the trial court is persuaded, then it follows that the patentee by
definition has not been able to show a likelihood of success at trial on
the merits of the validity issue, &dst not at this stage. This decision
process, which requires the court to assess the potential of a “clear and
convincing” showing in the future, but in terms of what is “more likely
than not” presently, rests initiallin the capable hands and sound
judgment of the trial court.

Titan, 566 F.3d at 1379-80.
As noted, plaintiffs must show “in light of éhpresumptions and burdens that will inherg at

trial on the merits” that (1) they will likely provefringement (2) theiinfringement claim will

-12-




likely withstand defendants’ challenges to thédrey and enforceabilityof the patents._ Sead. at
1376. Defendants deny infringement and in the adter@, assert that the ‘779 and ‘259 patents
invalid for indefiniteness and for obviousnesadahat ‘259 patent is unenforceable under
doctrine of equitable estoppél.

A. Infringement

Plaintiffs assert that the Echo 440 infrisgelaims 11, 18, and 19 of the '779 patent, §

are

the

hnd

claims 22 and 24 of the '259 patent. These allegatof infringement raise the following questigns

about the Echo 440: (1) whether it includes a titneralculate distance based on time of flight;
whether it contains an automatically adjustingseahreshold circuit; (3) whether it matches ret
pulses and discards nonmatching pulses; (4) whether it calculates target quality by comp3
number of returned pulses with the number of emitted pulses; and (5) whether it contains a

for the user to chose a sensitivity mode and then displays that mode.

2)
Lirn
ring 1

selec

Proof of infringement requires construction of the patent claims to determine their scope ar

comparison of the construed claims to the accdsette. _Elbex Video, Ltd. v. Sensormatic Ele

Corp, 508 F.3d 1366, 1370 (Fed. Cir. 2007); Msmkman v. Westview Instruments, In617 U.S.

370, 372 (1996) (construction of claims is questiotawf for court);_Bell Atl. Network Servs. Ing.

v. Covad Commc’ns Group, Inc262 F.3d 1258, 1267 (Fed. Cir. 2001) (comparison of prof

construed claims to accused device is question of fact).

Claim construction begins by considering the language of the claims themselves.

Phillips v. AWH Corp, 415 F.3d 1313-14 (Fed. Cir. 2005) (en banc). In construing claim term

Court should generally give terms their ordinary and customary meaning; “the meaning that t

14 In passing, defendants also argue that2B8 patent is invalid because it include

a means plus function claim. Akintiffs point out, however, dendants do not set out any analys
of this assertion and the Court does not address it.
-13-
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would have to a person of ordinary skill in theiarquestion at the time dhe invention, i.e., as of
the effective filing date of the patent application.” a11313. “Importantly, the person of ordingry

skill in the art is deemed to reddde claim term not only in the context of the particular claim in
which the disputed term appears, but in the ednf the entire patenticluding the specification.’

Id. The specification is the single best guide t® rtieaning of a disputed term. Vitronics Corp

Conceptronic, In¢. 90 F.3d 1576, 1582 (Fed. Cir. 1996); skaillips, 415 F.3d at 1315%

(specification is primary basis for construing claims).

In addition to examining the intrinsic eviden the Court may consider certain extringic

evidence, “including expert and inventor testimony, dictionaries, and learned treatises.” Markma

52 F.3d at 980. While extrinsic evidence may be useful in shedding light on the relevant art, it

less significant than the intrinsic record in determining the “legally operative meaning of dispute

claim language.” _C.R. Bard, Inc. v. U.S. Surgical Co88 F.3d 858, 862 (Fed. Cir. 2004)

(quoting Vanderlande Indus. Nederland BV v. Int'| Trade Comr66 F.3d 1311, 1318 (Fed. C

2004)). A court should also considbe patent prosecution history, Philligkl5 F.3d at 1317, and

-

may rely on dictionary definitions “so long asetldictionary definition does not contradict ahy

definition found in or ascertained by a reading of the patent documentat’lig22-23.
At the hearing, the Court heard experttiteeny regarding the meaning and scope of

terms in the claims. Dr. Mark Horenstein, Pesier of Electrical Engineering at Boston Univers

testified on behalf of plaintiffs. Dr. Duncan Stdetofessor of Electricaind Computer Engineering

and Physics at the University of Michigan, testf on behalf of defendants. Both experts

eminently qualified to testify on the subject of laser rangefinders.Padiffs’ Hearing Exhibit 17,

(Dr. Horenstein’s Vitae); Defendants’ Hearirigxhibit 400 (Dr. Steel's Vitae). The expert

testimony has assisted the Court’s understanding of the patentMaBeean 52 F.3d at 981.

-14-
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Before proceeding to the infringement analysis, the Court construes each conteste(
For the most part, for purposes of this raofi the Court adopts plaintiffs’ proposed cla
construction. Defendants note Dr. Steel’s testimtiay the Echo 440 “operates in a fundament
different manner than that described in the ‘77%er‘259 Patents,” and assert that regardless

the Court construes the claims, pldisthave no likelihood of success. deefendants’ Respons

(Doc. #42) at 15.
1. ‘779 patent claims 18 and 19
a. Preliminary Claim Construction
Claim 18 of the 779 patent recites as follows:

An automatic noise threshold circuit for use in a laser rangefinder,
comprising:

a laser light receiver for generating @ectrical signal in response to a
received light signal, said received light signal containing both signal
and noise light pulses;

and a circuit for automatically adjusting a noise threshold of said laser
light receiver to a level at which said laser light receiver produces an
output from said noise light pulsbaving a constant pulse firing rate

‘779 Patent, Claim 18 (emphasis added).

In Laser Technology, Inc., v. Nikon, In@15 F.Supp.2d 1135 (D. Colo. 2002), the Uni

States District Court for the District of Colorado interpreted the underlined language to me
circuit consisting of a feedback loop composedart of diode 316 [from Figure 8 of the 77
patent] that adjusts a noise threshold of a laser light receiver to a level at which a laser light

produces an output from noise light pulses having a constant pulse firing rédedt 1141.

15 Claims 18 and 19 of the ‘779 patent dieected to the invention of employing ar
automatic noise threshold circuit. The automatic noise threshold circuit of the '779 p
automatically adjusts so that the laser pulse vecaensitivity is increased or decreased based

(continued...)
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Plaintiffs ask the Court todapt the construction of claim 18 which the court articulate

Laser Technology Defendants assert that the Coumbidd not adopt that claim construction

because it preceded the Federal Circuit opinion in Philvpgch allegedly rewrote the law of patent

claim construction. In fact, Phillipseaffirmed many established canons of claim construc
while cautioning courts to minimize use of dictionary definitions. Ba#ips, 415 F.3d at 1319-2

(specification is “single best guide” to meaniofydisputed term). Defendants, however, do

0 in

ion,

not

assert that Laser Technology improperly relied upon dictionaries. Furthermore, the Court may gi

patent litigation substaial weight. _Seddybritech v. Abbott Labs849 F.2d 1446, 1452 (Fed. Cjr.

1988). The Court therefore adopts the claim construction set out in Laser Techonology

Claim 19 of the '779 patent is dependent on claim 18, and recites as follows:

The automatic noise threshold circuit of claim 18, wherein said circuit

for automatically adjusting a noise threshold of said laser light

receiver comprises,

a diode connected to receive an output of said laser light receiver, and

a capacitor connected to said diode to be charged by said output, said

capacitor operating to produce a threshold feedback voltage related to

a number of noise pulses in said output.
Plaintiffs assert that claim 19 adds the furthequirement that the circuit set out in claim
contains a capacitor connected to the diode aadtitie capacitor is charged by the output from
laser light receiver, and produces the threslieltiback voltage related to the number of ng
pulses in the output in the feedback loop. Drrdtgtein testified that in the disclosed pat

embodiment, the diode and capacitor operate together so that the more noise in the sy

higher the threshold voltage becomes. The unit is thus desensitized so a stronger return

13(...continued)
the noise that is being detected. By making $lensitivity adjustment, the circuit by analogy se
the volume on the receiver to maximize its abilitgledect reflected signals without drowning ou
the system with noise signals.
-16-
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required in order to be identifieas a true return pulse. The converse is also true: less noise
weaker return signals will be identified as return pulses.

Defendants assert that independent cldigh and dependent claim 19 are invalid §
indefinite under 35 U.S.C. 8§ 112, which provides tfde specification shall conclude with one
more claims particularly pointing out and distigaclaiming the subject nter which the applican
regards as his invention.” 38.S.C. § 112, { 2. The primary purpose of the “definiteng
requirement is to ensutkat claims are written in a way which gives notice of the extent of the
protection which the patent affords, so that interested members of the publicomygetitors of thg

patent owner, can determine whether they infringe. Oakley, Inc. v. Sunglass HuB16tF.3d

1331, 1340 (Fed. Cir. 2003). Defendants assert that one cannot ascertain the metes and
claim 18 and claim 19 of the ‘779 patent. Specifically, they argue as follows:

(i) the phrase “a laser light receiver for generating an electric signal in response to a
received light signal” is unclear as to the source of the received light signal.

(i) the phrase “said received lightgsial containing both ghal and noise light
pulses” is unclear whether the noise lightlses in the received light signal are
intentionally created or unintentional due to environmental factors or both.

(iif) the phrase “and a circuit for automatically adjusting a noise threshold of said
laser light receiver to a level at which said laser light receiver produces an output
from said noise light pulses having a constant pulse firing rate” is unclear how the
circuit for automatically adjusting a noised¢bhold of the laser light receiver actually
adjusts the noise threshold of the laser light receiver to a level in which the laser light
receiver produces an output from the noise light pulses having a constant pulse firing
rate. In addition, the relationship between the output having a constant pulse firing
rate and the noise threshold of the laser light receiver is not specified.

Dr. Horenstein testified, however, that a persaving ordinary skill in the art would have 1

mean

Ind
DI

[
PSS’

legal

pounc

10

difficulty understanding claims 18 and 19. His deth#aplanation of the technology claimed in the

‘779 patent supports this conclusion. $&saring Transcripat 45, 57. Further, the District Coy

of Colorado found on summary judgment that claim 18 was not invalid for indefiniteneskasge
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Tech, 215 F.Supp.2d at 26. The fact that that court was able to construe claims 18
demonstrates that the claims are not indefinite.

b. Comparison of claims 18 and 19 of the ‘779 patent to the Echo 440

Dr. Horenstein testified that the circuitry in claims 18 and 19 ope
identically in the disclosed patent embodiment and the Echo 440. The diode and capacitor
together so that as system naisereases, the threshold voltage also increases. This “desens
the unit so that to be identified as a true return pulse, a stronger return signal is re
Conversely, less noise means that the system weaifitily weaker return signals as a return pu
This aspect of the feedback logpnearly identical in circuit ements used and the connectivity
those elements to the disclosed feedback loop. "&&e patent, Figs. 3 and 8. Dr. Horensts
identified nearly identical circuitry in the Bo 440 which performs a function identical to t
preferred embodiment of the claimed invention. Dr. Horenstein experimentally confirmed tk
accused circuitry operates to create a “constant pulse firing rate.” Plaintiffs have sh
substantial likelihood that they will establishatithe Echo 440 infringedaims 18 and 19 of th
‘779 patent.
2. ‘779 patent claim 11

Claim 11 of the '779 patent recites as follows:

A method for discriminating between an actual return-reflected signal

and associated noise in a signal receiving section of a signal

transmitting device, the method comprising the steps of:

transmitting a series of signal pulses to a target;

receiving a number of reflected signal pulses from said target, said

reflected signal pulses including both noise and actual return-reflected

signal pulses;

assigning a pulse value for each of said reflected signal pulses with
respect to said series of signal pulses transmitted to said target [1]

-18-
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comparing each of said assigned pulse values atfiter ones of said
assigned pulse values; [2]

continuing to perform said comparing step until a predetermined
number of said assigned pulse values coincide within a specified
precision; and [2]

determining said actual return signal to be represented by said
predetermined number of said assigned pulse values. [2]

a. Preliminary Claim Construction

As to the claim language identified §&|, the court in_Laser Technolog

found that the “[p]ulse value should be constrt@dnean a value idenyihg time-of-flight data,
including noise and signals reflected from the tartedt provides information sufficient to perni

correlation of the received signal with other received signals to determine which of the reg

signals represents the actual return or targetatftl signal, as opposed to random noise signpls.

215 F. Supp. 2d at 1151.

The court in_Laser Technologgterpreted the disputed claim language identified as [2

mean the following:
Comparison of pulse-value — both noise and target — continually until a large enough
number of pulse values is gathered that falls within a specific, limited degree of
variation. The comparison is not necessarily an immediate one. The actual target]
signal represents the distance from the rander to target. It corresponds to the
pulse values within that specifiied, limited degree of variation. The target signal is
associated with the ‘matching’ pulse vaduthat correspond within the specified limit.

215 F. Supp. 2d at 1154.
Defendants assert that Claim 11 is invalitl andefinite because one cannot ascertain

metes and bounds of the invention. Specifically, defendants allege as follows:

(i) the term “signal transmitting device” \®gue, and could describe many types of
devices, such as a sonar device, an ultrasound device, or a radar device.

-109-
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Dr. Horenstein, however, testified that a persaving ordinary skill in the art would have 1
difficulty understanding claim 11, and his explaoatbf the technology claimed in the ‘779 patg

supports this conclusion. Further, the Coloradaidistourt found as a matter of law that claim

fact that the court in Colorado was able to construe claim 11 demonstrates that the clain

indefinite. The Court adopts its construction of claim 11 as set out above.

the Echo 440 performs this method. Specificaly Echo 440 sends a series of laser pulse

(if) the phrase “transmitting a series of pultes target” is uncleas to what type of
pulses are transmitted, i.e. sound or light.

(i) the phrase “receiving a number of refledtsignal pulses from said target, said
reflected signal pulses including both noise and actual return-reflected signal pulses”
is unclear whether the reflected signal pulses are received in the signal receiving
section of the signal transmitting devicer in another portion of the signal
transmitting device, or by a different device altogether.

(iv) the phrase “assigning a pulse value éach said reflectedignal pulses with
respect to said series of signal pulses transmitted to said target” is unclear as to how
the pulse value is assigned, what the pulse value represents, or where the step @
assigning takes place (i.e. in the signal naogi section of what device, or in a
processor).

(v) the phrase “comparing each of said gised pulse values withther ones of said
assigned pulse values” is unclear whether this comparison is made in the signal
receiving section, in what device, or how the comparison is made.

(vi) “determining said actual return signal to be represented by said predetermined
number of said assigned pulsdues” is unclear: (1) whether the step of determining
takes place in the signal receiving sectionjrmoanother device, or in a processor
associated with what device; (2) whether the determined actual return signal is the
same as the actual return-reflected signalyloy there is more #n one return signal;

or (3) how the actual return signal is to be represented by the predetermined numbe
of the assigned pulse values, or whas tmeans with respect to discriminating
between an actual return-reflected signal and associated noise in a signal receiving
section of a signal transmitting device.

of the ‘779 patent was not invalid for indefiniteness. S&ser Tech.215 F. Supp.2d at 1154. The

b. Comparison of claim 11 of the ‘779 patent to the Echo 440

Applying the claim interpretation set forth above, Dr. Horenstein testified

-20-
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least 20) and receives both noise and true putsense When he pointed the unit at the sky

continually sent laser pulses without stopping, &t received noise pulses. It never returne

it

1 a

range, indicating that no matches were found. WherHorenstein pointed the Echo 440 at a hjgh

guality target, it sent 20 pulses, received reflected pulses and noise and then stopped and
an answer. When he pointed the unit at a fosuelity target, it calculated and displayed tar
quality. According to Dr. Horenstein, these facts demonstrate that the unit assigns pulse
identifying time of flight data, compares return pusdues to distinguish the true reflections frg

noise and only stops when it reaches sufficient accuracy of compared values. The unit then

displa
pet
valu
m

displ:

that result. Dr. Horenstein testified that as a result, the Echo 440 literally meets the elenpents

claim 11. Dr. Steel countered that to devedopoltage pulse, the Echo 440 uses a floating a
rate, while the ‘779 patent uses a constant pulsgfrate. He also testified, however, that the E
440 operates by matching return pulses and discarding pulses that do not hecGourt finds
that plaintiffs have established a substantial likelihood that the Echo 440 infringes claim 11
‘779 patent.
3. The ‘259 patent claim 22
Claim 22 of the 259 patent recites:
In a laser rangefinder, said rangefinder including a laser transmit
section operably emitting laser pulsesedied toward a target, a laser
receive section receiving laser pulses reflected from said target, a
timer timing a flight time for each said pulse from a time of emission
of said pulse to a time of receptiohsaid reflected pulse, a calculator
programmed to calculate a range to said target based upon said pulse
flight times, the improvement comprising:
a) said calculator also programmed to calculate the reflective quality
of said target based upon the number of detected reflected laser pulses

and/or the ratio of detected reflected laser pulses versus the number of
emitted laser pulses;

-21-
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b) a target quality display cooperating with said calculator to display
said reflective quality of said target; and wherein

c) said target quality display comprises a bar graph.
a. Preliminary Claim Constructiéh
Claim 22 is written in the style of a so-called “Jepson” claim where

lengthy preamble lists standard components in the laser rangefinder which were considered

the prior art at the time of the invention. $&gel Co., Inc. v. AMF Bowling, In¢127 F.3d 1420
1426 (Fed. Cir. 1997). Three lettered subparagrdelsribe the new padf the invention. Dr.
Horenstein convincingly testified how one skilled in the art would understand the language i
three subparagraphs.

Subparagraph a) calls for a calculator whiclpriggrammed to calculate a range to a ta
based on pulse flight times, and also programmedélculate the reflective quality of said targ

based upon the number of detected reflected laser pulses and/or the ratio of detected refle

the

to be

N tho:s

get

jet

cted |

pulses versus the number of emitted laser pulses.’H@renstein testified that this element requifes

the calculator to convert the flight time of lagmrrises into a range and to calculate the refleg

quality of the return signal. The quality is calculated by counting the number of reflected pt

tive

ilses

and creating a ratio between the number senhantber received. In the preferred embodiment of

the 259 patent, a microprocessor acts as the calculator.
Subparagraph b) requires “a target quality display cooperating with said calculator to

said reflective quality of said target.” Dr. Hor&gia testified that by itplain language, this simpl

16 The parties do not present any previous judicial construction of claim 22.

o Reflective quality is the ability of the target to reflect back laser pulses.
-22-
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requires that the rangefinder display the results of the calculation performed in a). Here, th
discloses use of a liquid crystal display.
Subparagraph c) requires that “said targeality display comprises a bar graph.” L

Horenstein testified that the plain language of this paragraph simply requires that the display

B pate

Drr.

inclu

a bar graph. In the’259 patent, the display is shown as a horizontal row of rectangles that are eitl

left open or filled in to graphically indicate the quality of the return signal.
Defendants argue that claim 22 of the ‘259 patent is indefinite and invalid because it
that the calculator is programmed to calcula réflective quality of the target “based upon

number of detected laser pulse®l/or the ratio of detected reflected laser pulses versus the ny

claim

he

mber

of emitted laser pulses.” Defendants argue that this language creates multiple combinations

circumstances under which the claim could be used. A claim is indefinite when an “and/or

construction requires separate infringement determinations for every set of circumstances i

N whi

the claim may be used, and such determinations are likely to result in differing outcomes (sometim

infringing and sometimes not). Seflliburton Energy Servs., Inc., v. M-l LLG14 F.3d 1244
1255 (Fed. Cir. 2008). Defendants assert thatskilled in the art would not understand wher
determine reflective quality using (1) the number of detected reflected puideke ratio of the
detected reflected pulses versus emitted pulseshé2humber of detectedfiected pulses; or (3
the ratio of detected reflected pulses versus the number of emitted pulses.

Plaintiffs respond that unlike in_Halliburtpolaim 22 is not so amorphously defined as

require a different infringement determination in eachtext where it is used. Plaintiffs assert t

to

to

hat

the calculation of the reflective quality of the target is concrete and is based on either the number

detected laser pulses, the raticdetected laser pulses versusthenber of emitted laser pulse, of

a

combination of both metrics. They argue ttie scope of the claim does not change depending on

-23-




the context in which it used. They also moiout that Dr. Horenstein had no difficul
understanding the scope of claim 22. The Court fihdsclaim 22 is not invalid for indefinitenes
and adopts plaintiffs’ construction of claim 22.

b. Comparison of claim 22 of the ‘259 patent to the Echo 440

The parties agree that claim 22 calculates distance by utilizing a timer (or clo
measure the amount of time it takes a pulse of lighrateel to the target and return, then calculg
the distance using the known the speed of light. Horenstein asserts that the Echo 440 also w
by “time of flight.” In contrast, Dr. Steel $&fied that the Echo 440 measures distance by u
“phase,” and not time of flight. Dr. Steel testifithat (instead of a clock), defendants’ device U
three counters and the Chinese remainder theorem to determine the phase. Based on d¢
responses to the Court’s questions, however, the Court concludes that claim 22 and the H
both operate on time of flight. Further, defemdaagree that the issue is whether defends
counters are the same as plaintiffs’ clock. eT@ourt finds that the counters in the Echo 4
effectively measure the time ofdht and thus function as the “tinieset out in claim 22 of the ‘25¢
patent.

Dr. Horenstein testified that the Echo 440 sends a series of laser pulses (at least
receives both noise and true pulse returns. rpeges results using standard logic circuitry.
also stated that the Echo 440 calculates a taygelity by comparing eittr the number of retur
pulses or a ratio of return pulses to the number sent, and displays those results in a quality
Steel testified that the Echo 440 does not calculate reflective quality, but has a predetermine
and displays that quality based on the number of identical distance measurements. Defend
that the Echo 440 sets the quality based on the nuoflidentical distance measurements. This

distinction without a difference, however, and the Court finds that it meets the claim requi
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that quality be “based upon the number of detected reflected laser pulses.” Plaintiffs have ¢
likelihood of success on the merits as to infringement of claim 22.

4.

be interpreted as set forth above. Sub-elemenga)jres “a selector which allows a user to sele
single ranging sensitivity mode from a pluralitysaflectable ranging sensitivity modes, at least
of said plurality of selectable ranging sensitivitypdes having different hold off times represent|
different respective times during which receiyadses will not be used for ranging purposes
thus corresponding to two different minimum ranging distances.” Dr. Horenstein testified th
skilled in the art would understand this language to require a switch or button of some ty

allows the unit to be put into different sensitivity modes. Further, a “ranging sensitivity n

The '259 patent claim 24
Claim 24 recites as follows:

In a laser rangefinder, said rangefinder including a laser transmit
section operably emitting laser pulsesedted toward a target, a laser
receive section receiving laser pulses reflected from said target, a
timer timing a flight time for each said pulse from a time of emission
of said pulse to a time of reception of said reflected pulse, a calculator
programmed to operably calculate a range to said target based upon
said pulse flight times, and a display with a range display portion
displaying the calculated range, the improvement comprising:

a) a selector which allows a uderselect a single ranging sensitivity
mode from a plurality of selectabtanging sensitivity modes, at least
two of said plurality of selectable ranging sensitivity modes having
different hold off times represeng different respective times during
which received pulses will not be used for ranging purposes and thus
corresponding to different minimum ranging distances; and

b) said display includes a rangi sensitivity mode display portion
which displays the selected ranging sensitivity mode.

a. Preliminary Construction

The preamble of claim 24 is identidal the preamble of claim 22, and shod

-25-

showr

ild
Ct a
fwo
ng
and
at on

pe th

hode”




should be understood to mean a setting where ceetaim pulses are ignored. “Hold off times” g
defined within the claim language to mean time intervals over which return pulses are ignoreq
Sub-element b) requires that “said display includes a ranging sensitivity mode d
portion which displays the selected ranging sensitivity mode.” One skilled in the art
understand that this means the display must show the ranging sensitivity mode in which th¢
set.
b. Comparison of claim 24 of the ‘259 patent to the Echo 440
Applying this claim interpretation, DHorenstein determined that the Ec
440 practices claim 24. The preamble is mettler reasons described above for claim 22.
Horenstein testified that when the Echo 440 operated in different ranging modes, it ignoreq
pulses corresponding to the mode in which the unit was set. In other words, if the unit
“>150” mode, and he pointed it at a target aslthan 150 meters away, the unit received the re
pulse showing the distance, but did not displagsult. Dr. Horenstein concluded that the y
ignored return pulses inside that window, and ldiggd the mode in which it was set. Dr. St
testified that the Echo 440 calculates the distance from the signal, and that the user car
whether to accept or ignore distances in certain predetermined ranges. The Court finds that
has shown a substantial likelihood that the Echo 440 infringes on claim 24 of the ‘259 patent.

B. Challenges To Validity And Enforcement

Defendants question the validity and enforceability of the ‘779 and ‘259 pa
Specifically, defendants challenge validity, asserting that (1) claims 11, 18 and 19 of the ‘779

and claim 22 of the ‘259 patent are indefinitedg2) prior art was not before the United Sta
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Patent and Trade Office (USPTQ”) and the UEP3hould therefore reexamine the ‘779 patér
Defendants also assert that the Court shawdd enforce the ‘779 and ‘259 patents becaust
plaintiffs’ inequitable conduct.
1. Validity
a. Indefiniteness

A claim is indefinite where an accusenfringer shows that a skilled artisa
could not discern the boundariefsthe claim based on the claim language, the specification, an
prosecution history, as well as his or her knowledge of the relevant art. Hallibbittbr-.3d af]
1255. Claims are indefinite and invalid if they are “not amenable to construction” or “insc
ambiguous.” _ld. In construing the challenged claims, the Court has rejected defendants’ arg
of indefiniteness. Defendants have not raised substantial questions of invalidity bas
indefiniteness.

b. Obviousness/anticipation

It.

b of

LN

d the
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Under 35 U.S.C. § 103, defendant assert that the ‘779 and ‘259 patents ar

invalid based on prior art. Section 103 prohibiteepts where “the differences between the sub
matter sought to be patented and the prior arsach that the subject matter as a whole would H

been obvious at the time the invention was made to a person having ordinary skill in the art t

ject
ave

D whi

said subject matter pertains.” 35 U.S.C 8§ 103(R). establish invalidity at trial, defendants muyist

clearly and convincingly set forth facts relating to obviousness. C.R. Bard18H7cF.3d at 1351}

On a motion for preliminary injunction, however, defendants’ burden is governed by the stg

previously set forth at length.

18 Defendants also briefly assert that cldifnof the’779 patent fails to state the be

mode for practicing the invention. Defendants daudher articulate this assertion, however, ar
the Court will not construct the parties’ arguments.
-27-
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Courts consider the following factors in d@téning obviousness: (1) the scope and con

of the prior art; (2) differences between the pridrasud the claims; (3) the level of ordinary skill

the pertinent art; and (4) objective evidence of nonobviousness. KSR Int'l Co. v. Teleflek2Wg.

S.Ct. 1727, 1734 (2007).

Defendants argue that the ‘7@ad ‘259 patents are invalid because they describe a
rangefinder that was already in prior art. Defenga&ontend that the following U.S. patents raig
substantial question as to the validity of the ‘779 patent and/or the ‘259 patent:

— 4,464,048 (8/7/84) Laser rangefinders

— 4,521,107 (6/4/85) Apparatus for measuring distances by measuring time of
travel of a measuring light pulse

— 4,569,599 (2/11/86) Method of determining the difference between the
transit times of measuring pulse signals and reference pulse signals

—3,947,119 (3/30/76) Active sensor automatic range sweep technique
— 5,933,224 (8/3/99) Hand-held distance-measurement apparatus and system
- 5,262,837 (11/16/93) Laser range finder

— 4,344,705 (8/17/82) Distance measuring apparatus based on the
pulse travel time method

ent

in

[

laser

ea

Defendants’ Respons@oc. #42) at 23. Defendants acknowledge that the USPTO is generally

entitled to deference regarding prior art that it considered in issuing a paterRov@e®asis, Inc

V. T-Mobile USA, Inc, 522 F.3d 1299, 1304 (Fed. Cir. 2008). Defendants, however, point ot

It tha

the USPTO considered only one of the gmieg patents — U.S. Patent No. 4,569,599 — when

plaintiffs prosecuted the ‘779 and ‘259 patents. Defendants note Professor Steel’s testim
much of what plaintiffs claim in their pateniss well known in the prior art, and that the USP
should reexamine the ‘779 an@59 patents. The Court cannot rely on generalized testimof

evidence of invalidity. _Se&chumer v. Lab Computer Sys. In808 F.3d 1304, 1315 (Fed. C
-28-
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2002). Further, courts should not attempt to apply patent references to determine for the|
whether the patents are invalid. _Sde Defendants have not raised a substantial questig
invalidity.

2. Enforceability

msel\

n of

Defendants argue that the ‘259 patent is unenforceable because Buishne

misrepresented its status in filings with the USPTA patent applicant that qualifies for small entjity

status pays lower fees than large entities. Gépeam applicant is entitletb small entity status i

the patent holder is a single person, a small business with fewer than 500 employees or a non-pr

organization._Se87 C.F. R. § 1.27(a); 13 C.F.R. § 121. 802. Small entity patent holders c§
their status if they license or convey rights to an entity that is not a small entity.

Defendants argue that in applying forethpatent, inventor Stephen Bambery
misrepresented his status as an independenttmvand assignee Bushnell misrepresented its s
as a small entity. During prosecution of the ‘28ent, Bamberger and Bushnell represented
they had not assigned the patent to any person or entity that did noy @salin independer
inventor or small entity. Jeremy Dunne, an lefhployee, was later added as an inventor of

‘259 patent. During prosecution of the ‘259 péteDunne stated that Bushnell and LTI hag

n los

jer

[atus

that

t

the

| a

relationship. Defendants argue that because Dunne is an employee of LTI, a large enfity, a

Bushnell and LTI had a relationship relating to 889 patent, Bushnell was required to file as

large entity when Dunne was added as an inventor. Ul Sys, Inc. v. Lex Computer & Mgm

Corp, 351 F.3d 1139, 1142 (Fed. Cir. 2003) (when small entity enters licensing agreeme
large entity, small entity must then file as large entity). Instead, Bushnell reaffirmed its smal

status, and Bushnell continues to pay maintenéees as a small entity. Defendants assert

-29-
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Bushnell’s failure to fileas a large entity and pay the correct fee may be a fraud on the paten

and thus render the ‘259 patent unenforceable.3%&&R § 1.27(h).

offict

Plaintiffs point out that Bushnell has neveamgged LTI a license or ownership rights to the

‘259 patent. Plaintiffs argue that even if LTI is a large entity, it has no rights in the ‘259 pate
Bushnell therefore properly claimed small entity status. The Court agreeslleadeSys, In¢.351

F.3d at 1142. In any event, defendants haveredfeno evidence of intent to deceive, which

required to establish inequitable conduct. Segofj 470 F.3d at 1380-81 (defendant must ident

evidence of intent to deceive; generalized allegatilack particularity required to show decept
intent). Defendants have not raised a substantial question of enforceability which is suffig
preclude the equitable remedy of a preliminary injunction.

Based on all of the foregoing analysis, pldfiathave shown a likelihood of success on
merits.

. Irreparable Harm

Nt, an

ify
ve

ient t

the

In patent infringement cases, upon a cldawvsng of likelihood of success on the merits,

courts have historically recognized a rebuttable presumption of irreparable harm.e.ge

Amazon.com, Inc. v. Barnesandnoble.com, &89 F.3d 1343, 1350 (Fed. Cir. 2001); Polyn

Techs., Inc. v. Bridwell103 F.3d 970, 973 (Fed. Cir. 1996). In 2006, however, in eBay In

MercExchange, LLC547 U.S. 388, 392-94 (2006), the Supreme Court rejected the rule that

will issue permanent injunctions against patefringement absent exceptional circumstances.

Supreme Court re-emphasized that the decision whether to grant or deny injunctive reli
within the equitable discretion of the district coudand held that “such discretion must be exerci
consistent with traditional principles of equityy patent disputes no less than in other c3

governed by such standards.” $eeat 394. The Supreme Court also stated that courts must

-30-

her
C. V.
court
The
bf res
sed

1SES

ppply




the “traditional four-factor framework” whicgoverns the award of injunctive relief. _I18hortly

after eBay however, the Federal Circuit suggested that the presumption of irreparable harm migt

still apply in patent cases. Sédbott Labs. 452 F.3d at 1348 (patentee had not establis
likelihood of success on merits of patent infflgment, and therefore was “no longer” entitled

presumption of irreparable haymVoile Mfg. Corp. v. Dandurand51 F. Supp.2d 1301, 1306 (

Utah 2008). In_Sanofi-Synthelabo v. Apotex, |nt70 F.3d 1368 (Fed. Cir. 2006), the Fedg

Circuit acknowledged an alleged infringer’'s argument that dBalyeliminated the presumption
the context of a preliminary injunction, but dicbt address the issue because the patented

demonstrated irreparable harm. Semofi-Synthelabo470 F.3d at 1383 n.*8.

Many district courts which have directly adssed the issue have found that in patent ca
eBayeliminated the presumption of irreparable hatrthe preliminary injunction stage. Voile Mf

Corp.,551 F. Supp.2d at 1306 (citing, inter alia, Ps@xi Automation, Inc. v. Tech. Servs., In

No. 07-CV-707-AS, 2007 WL 4480739, & (D. Or. Dec.14, 2007)_(eBagliminated presumptiof

of irreparable harm in preliminary injuncti@montext);_Tiber Labs., LLC v. Hawthorn Pharm., |nk.

527 F. Supp.2d 1373, 1380 (N.D. Ga. 200Q7) (eBlayinates presumption of irreparable injury

patent cases, whether raised at preliminary or permanent injunction phase); Sun Optics, Inc

Int’l, Inc., No. 07-137-SLR, 2007 WL 2228569, at *1-3 (D. Del. Aug. 2, 2007) (presumptig

irreparable harm in preliminary injunction analysis did not survive gBayspo Hockey Int'l, Inc.

v. Kor Hockey Ltd, 491 F.Supp.2d 871, 881 (D. Minn. 2007) (same); Chamberlain Group Vv,

Corp, No. 05 C 3449, 2007 WL 1017751, at *5 (N.D. March 30, 2007) vacated on oth

19 After eBay the Second and Ninth Circuits haaeplied the presumption in case

other than patent cases. Jame Warner Cable, Inc. v. DIRECTV, Ind97 F.3d 144, 162 (2d Cir.
2007) (Lanham act); AbercrombfeFitch Co. v. Moose Creek, Inc486 F.3d 629, 633 (9th Cir.
2007) (trademark case).
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grounds, 516 F.3d 1331 (Fed. Cir. 200&nfe);_Canon Inc. v. GCC Int'l Ltd450 F.Supp.2d 243

254 (S.D.N.Y. 2006) (consistent with equitable principles set out in,gBaliminary injunction
movant must demonstrate likelihood of irreparablery in absence ofequested injunction); z4

Techs., Inc. v. Microsoft Corp.434 F.Supp.2d 437, 440 (E.D. Tex. 2006) (eBsdiyninated

irreparable harm presumption in permanent injunction context)). BuiCkestiana Indus. v

Empire Elecs., In¢. 443 F.Supp.2d 870, 884 (E.D. Mich. 2006) (eBdwyl not eliminate

presumption); Idearc Media Corp. v. Nw Directories, IlNn. 07-796, 2008 WL 2185334, at *9 ([

Or. May 23, 2008) (copyright case). Other courteehavoided the issueSee, e.q., Precision LinK

Inc. v. USA Prod. Group., IncNo. 3:08cv576, 2009 WL 3076114, at *8, n.4 (W.D.N.C. Sept.

2009) (plaintiff did not make strong showing ldelihood of success so court need not ded

whether presumption of irreparable injury still valid); Everett Labs, Inc. v. Breckenridge Pl

Inc., 573 F. Supp.2d 855, 867 (D. N.J. 2008) (in absenexmfcit binding precedent, declining {
find whether presumption of irreparable harm applies).

Plaintiffs assert that “this Court may apphe presumption of irreparable harm withd
impermissibly eviscerating its equitable digme by considering other factors indicative

irreparable harm.”_Plaintiff's Brief In Suppaioc. #23) at 31 (citing Gantronix, Inc. v. Data Trak

Techs., In¢.536 F. Supp.2d 1039, 1049-50 (D. Minn. 2008) (applying presumption where pl

made “clear showing of patent validity and infringement”; factors — including irreversible Ig
market share, lost profits and business oppuaties — supported presumption)). The Courf
persuaded by the reasoning of those courts which have found that the presumption does nof
preliminary injunctions in patent cases. Se€,Voile, 551 F. Supp.2d at 1306. Therefore, whilg

does not presume irreparable harm, it considers the nature of patent rights in evaluating
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plaintiffs have shown that they will suffer iparable harm without a preliminary injunction. S
Quantronix 536 F. Supp.2d at 1049.
Plaintiffs assert that they will suffer irreparable harm if the Court does not isg

preliminary injunction which prohibits defenata from importing and selling the Echo 440 3§

ee

ue a4

nd

similar Lanshuo rangefinders. Bushnell has prodwsadence of economic harm (including price

erosion and loss of market share and revenné)reputational harm (including loss of good wil
Plaintiffs maintain that money damages cannot compensate for their loss of market share 3
will. They argue that only exclusion of defent¢i products from the marketplace can remedy

harm. They point to evidence thathe Court denies their motidor a preliminary injunction, ther¢

\1%4

).
nd gc

the

is no guarantee that they can later regain their lost market share or that defendants will bg able

satisfy a damage award.

Defendants argue that the alleged harms are financial and can be adequately compense

with money damages. Defendants also assertféhahore than two years, plaintiffs have knoywn

that defendants were selling laser rangefindersarnhited States, and that their delay in bringjng

suit shows that they will not suffer immediate and irreparable harm absent an injunction.

As for economic harm, plaintiffs have produaaddence that defendants’ sales of the Egho

440 have reduced Bushnell's sales and market share. For example, Bass Pro, a major cust
replaced the Sport 450 with defendants’ Echo 440 as its low end unit. Other major customsg
told Bushnell that they may begin to replace the Sport 450 with the Echo 440. Bushnell es

that it will lose between tiee and five million dollarén revenue this year due to defendants’ s:
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of the Echo 440. More importantly, BushnelEgecutive Vice President of Marketing, Phil Gyori,
testified that the market will not allow Bushnell to raise prices to recoup its f3sses.
LTI points to evidence that it faces harms simitaBushnell. As owner of the 779 patent,
LTI has agreed to work exclusively with Bushna the defined field and its success is tied|to
Bushnell's. Every unit that Bushnell does not sell decreases royalty payments to LTI. LTI als
points to testimony that if Bushnell's sales contitmesuffer, LTI will have to cut back on its own
R&D investments. Moreover, if infringing unit®metinue to sell at low prices, LTI's professional
products may suffer price erosion.
Loss of market share and price erosion rbaydifficult to quantify and thus constitute

irreparable harm.__Sdeolymer Techs.103 F.3d at 976; see algdbott Labs v. Sandoz, Inc544

F.3d 1341, 1362 (Fed. Cir. 2008). Further, the righeéxclude others from a specific market, [no
matter how large or small that market, is an essential element of the patent_righRol\Beer
Techs, 103 F.3d at 976 (principal value of patent mtiory right to exclude, so nature of patg¢nt
weighs against holding that monetary damagesahlihys suffice to make patentee whole). Hegre,
plaintiffs have provided evidence of price erosiowl dost market share. They have also provifled
testimony that raising prices if the infringing prothuare withdrawn is probably not possible. $ee
id. (requiring purchasers to pay higher prices aftgtimmplower prices to infringers not “reliable

business option.”). But sgélanta Pharm. AG v. va Pharm. USA, In¢532 F. Supp.2d 666, 683-

84 (D. N.J. 2007) (denying preliminary injunction where patentee did not prove that lost marke

20 Gyori testified that to ampete with the Echo 440 BusHhineas cut the price of the

Sport 450 by 17 per cent. Gyori opined that if Busihrees to cut the price d@ll of its products by

17 per cent, that would devastate its economic me&le also stated that a significant reduction jn

Bushnell’'s income stream could require it to lay off employees and reduce marketing efforts.

Further, a dramatic reduction in income could cause it to default on bank covenants, thereb\
resulting in a higher debt load.
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share and price erosion could not be calculated and compensated with money damages).

plaintiffs have shown that such harm is not calculable or compensable with money damages.

As for reputational harm, plaintiffs point @yori’s testimony that defendants’ distribution jof

the Echo 440 has caused Bushnell to suffer loss of wdbith the marketplace.For instance, Gyor
testified that Bushnell customers have questioned when Bushnell will sell a low price unit to
the price of the Echo 440 and why Bushnell's higher-end units cost so much more than th

440. Plaintiffs assert that such questions damage Bushnell’s reputation as an innovator and

matc
e Ec

prodt

of competitively priced quality products. Cearhave found that lost good will can indicate

irreparable harm. Abbott Lap544 F.3d at 1362; BioTech. Gen. Corp. v. Genentech, 80cF.3d

1553, 1566 (Fed. Cir. 1996); Sanofi70 F.3d at 1381. Strained business relationships with
parties can also support a findiafjirreparable harm._Sanp#70 F.3d at 1381 (patentee may h3

to lay off employees if injunction not gradde Rosen Entm’'t Syst., LP v. Icon Enters, Jrig59

F.Supp.2d 902, 910-11 (C.D. Cal. 2005) (patentee’s dees lose sales to infringer who is 1
paying royalties). Further, couttsve found irreparable harm if infringement indirectly encourg
others to infringe the patefit. Rosen 359 F.Supp.2d at 910-11. Plaintiffs’ evidence of reputati
harm and loss of good will supports a finding of irreparable harm.

Difficulty in Collecting Damages

Plaintiffs also argue that money damages may not be adequate because Lanshu

manufactures the Echo 440, is a foreign corporatiin few assets in the United States. Plaint

2 Plaintiffs point to testimony that several companies appeared poised to try to
their patented technology and take market share Bashnell. Gyori opinethat if the Court does
not enjoin sales of the Echo 440, many Il customers may buy infringing rangefinder
produced by defendants and othersalty, plaintiffs assert thatdome larger chain stores continu
to sell the Echo 440, other stores will be forcesdibthe Echo 440 to compete. These other sto
may also conclude that the chains now sellirgEcho 440 are not concerned with infringeme
issues.
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assert that they will face significant difficulgpllecting damages from Lanshuo. The Court ag
that the prospect of collecting money damages fadioreign defendant with few to no assets in

United States tips in favor of a finding of irreparable harm. Ga®on Inc. v. GCC Int'l Ltd.450

F.Supp.2d 243, 255-56 (S.D.N.Y. 2006) (locating and attaching assets sufficient to satisfy

judgment exceedingly difficult).

Delay

ees

the

mong

Defendants assert that for more than two years plaintiffs have known that defendants we

selling the allegedly infringing laser rangefinders in the United States, and that their de¢lay i

bringing suit shows that they will not suffer immediate and irreparable Abs®nt an injunction|.

Defendants point to evidence that in April of 20@0Tre than 23 months before plaintiffs fifst

sought injunctive relief, LTI expressed concern to defendants over some potential issues rglated

patent infringement. In mid 2007, Lanshuo’s general manager responded to plaintiffs with a

several emails, asserting that its products were not infringing ZI8edie Decl, Ex. 1, at { 11; Zhu

Jie Emails to D. Williams, attached to Zhu Jie Decl. as Exs. 2 & 3. Neither Williams no|

responded._Id.

Plaintiffs respond that through 2008, they wemncerned about paieinfringement buf

Brunton did not seem like a serious threat. tt time, Brunton was selling the Echo 440 on
internet for $180. Bushnell’'s low price unit, the Sport 450, was retailing for $149. Giv
reputation and relationships in the market, Bushnell did not think that the Echo 440 could ¢
effectively with Bushnell’s low price unit. Bushhéherefore raised patent infringement conce

with Brunton, but did not begind@l proceedings. In Decembar2008, Bass Pro began selling t

fax ar

f LTI

the

PN its

pmpe

'ns

he

Echo 440 instead of the Sport 450, and shortly thereafter (in early January of 2009), plaintiffs file

suit.
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Defendants counter that when plaintiffs did Blait, they inaccurately claimed that they h¢

all interests in the patents at suit. Plaintiffertiwaited three more months seek ijunctive relief.

Moreover, although defendants raised the issugtasfding in April of 2009, plaintiffs waited unt
the Court ruled on defendants’ motion to dismiss before obtaining full ownership of the pat

issue. Defendants argue that plaintiffs’ delay ditts their claim that they will suffer immediate

and irreparable harm without an injunction. The Court disagrees.
A finding that the patentee delayed in segka preliminary injunction strongly suggests t

the patentee does not face irreparable harm. Reebok Int’l, Ltd. v. J. BakeB2rf€.3d 1552

1557-59 (Fed. Cir. 1994); Roper Corp. v. Litton Systems, W&Z F2d 1266, 1273 (Fed. Cir. 198b

Courts have found delays of more than one yearegate irreparable harm. High Tech Medi

Instrumentation, Inc. v. New Image Indus., |m9 F.3d 1551, 1557 (Fed. Cir. 1995) (no irrepara

harm after 17 month delay); Ethicon, Inc. v. United States Surgical, G&®F. Supp. 480, 505 ([

Conn. 1991) (delay of “over one year” betweatquiring patent rights and filing motion fq
preliminary injunction). Indeed, this Court has hildt a delay in bringing a preliminary injunctiq

weighs against a finding of irrepéta harm. _Snyder v. Am. Kennel Club75 F. Supp. 2d 1236

1242-43 (D. Kan. 2008) (finding no irreparable haafter 10-month delay in non-patent cas

=
o

g

ents

nat

U
N—r

cal

\ble

DN

e);

Adidas Am., Inc. v. NCAA40 F. Supp. 2d 1275, 1282 (D. Kan. 1999) (delay in seeking prelimjnary

relief generally cuts against finding irreparable injury); Baekerware Corp. v. Corning Consun|

Prods. Cq.895 F. Supp. 1438, 1452 (D. Kan. 1995) (three month delay “cuts against a fing
irreparable harm”).

Here, plaintiffs knew of defendants’ potentiafringement for many months (if not year|
before seeking a preliminary injunction. As eat however, plaintiffs initially did not percei\

defendants as a real threat. Further, pléénhad successfully defended the patent and had
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reason to think that thpatent was valid and that potential infringers would take notice. Fir

ally,

plaintiffs had recently had a major expensive distifacting experience with patent litigation. The

Court will not punish plaintiffs fotaking a prudent and cautious approach before deciding to in

another round of bruising patent litigation. Theu@ finds that plaintiffs’ delay in seeking

injunctive relief does not preclude a finding of irreparable harm.

[l. Balance Of Hardships

To reach an irreparable harm balance, a trial court compares the irreparable harm tha

itiate

it WOL

be sustained by the movant if a preliminary inpiorc were erroneously denied with the irreparaple

harm that would be sustained by the non-movaatpfeliminary injunction were granted in errg

Canon, Inc., v. GCC Int'l, Ltd.263 Fed. Appx. 57, 62 (Fed. CR008) (citing Dan B. Dobbs, Lay

of Remedies 193-94 (2d ed. 1993)). Here, the Gmastfound that plaintiffs have shown that th

will suffer irreparable harm whibut a preliminary injunction. leshuo and Brunton have not shov

DI

V

ey

Vi

that a reduction of sales of their rangefinders will result in irreparable harm to them. The balpnce

hardships weighs in favor of a preliminary injunction.

V. The Public Interest

Entry of a preliminary injunction will dissurage competition. The public benefits frg

m

lower prices spurred by free market competition.e plblic also has an interest in enforcement of

patents. Some courts have held that competitive interests that favor the public must yiel

exclusivity granted by the issuance of a patent., 8ggPfizer,429 F.3d at 1382 (selling lowe

priced product does not justify patent infringement); Sandfi0 F.3d at 1383 (encouraging

investment-backed risk is fundamental purpose témagrant; enforcing patents encourages furf
innovation and is important to publioterest). The Federal Circuit has generally found that

public interest prong favors the party that will likely prevail on the patent infringement claim
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Voile, 551 F. Supp.2d at 1308 (citing Abbott Labs v. Andrx Pharm., 452 F.3d 1331, 1338 (Fed.

Cir. 2006)). This prong weighs in favor of a preliminary injunction.
Conclusion

Because plaintiffs have shown irreparable haamd in light of all the equities, the Coy

finds that the motion for a preliminary injunction should be granted.

Under Fed. R. Civ. P. 65(c), the Court may issue a preliminary injunction only if the m

rt

ovan!

gives security in an amount that the Court camsigproper to pay the costs and damages sustained

by any party found to have been wrongfully enjoined or restrained. The Court may in its discretio

determine that a bond is unnecessary to securelanprary injunction if there is an absence

proof showing a likelihood of harm. Winnebago Tribe of Nebraska v. St@ll F.3d 1202, 1206

(10th Cir. 2003);_Coquina QOil Corp. v. Transwestern Pipeline 85 F.2d 1461, 1462 (10th Cir.

1987). Here, defendants ask the Court to require “substantial security,” but do not point to e
of the specific amount of potential harm. The Court therefore does not require a bond at this
Dated this 25th day of November, 2009 at Kansas City, Kansas.
s/ Kathryn H. Vratil

KATHRYN H. VRATIL
United States District Judge
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