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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF KANSAS

JOSEPH R. TOMELLERI, )

Plaintiff, ))
V. ; Cas#\o. 13-cv-02576-EFM-TJJ
ZAZZLE, INC., g

Defendant. ))

MEMORANDUM AND OPINION

In the Order dated December 5, 2014, tindersigned Magistrate Judge ruled on
Defendant Zazzle, Inc.’s Motion for An Ordemhiting the Scope of Plaintiff's Rule 30(b)(6)
Topics and Related Discoveryndafor an Award of Sanctions Amst Plaintiff's Counsel for
Abusive Discovery (ECF No. 75), to address Zaazbbjections to speatftopics included in
the Amended Notice of Plaifits Rule 30(b)(6) depositions.The Court now issues this
Memorandum and Opinion to provide the basigHfiose rulings and taddress the remaining
issues in Defendant’s motion.

l. Background

Plaintiff, an artist who @ates illustrations of fish, bught this action for damages and
injunctive relief claiming that Defendant Zazzlebhited copyright lawby allowing third-party
users of Zazzle’s website to uptbRlaintiff's illustrations to beeplicated and sold for profit.
Zazzle operates through its website, Zazzle.aoh@re visitors to the website may create and

purchase customized products bgdrporating personalized imagastext, or purchase products

! SeeECF No. 75 (Defendant's Motion); ECF No. 64 (Plaintiffs Amended Notice).

2 The Background section is largely taken from Defendant’s motion. Plaintiff did not take issue wittiadDegen
version or provide its own Background version.
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which contain images that have been uploadethiog parties. These third parties place an
uploaded image onto an image of a productZlaatzle sells and, once combined, display the
product image on the customer’s “storefront.” e®torefront is a user-specific webpage that a
user can create on Zazzle's website; the custoses the storefront to order a product that
Zazzle creates by using an image supplied by d garty and placing that image on an item that
Zazzle sells.

Zazzle represents that it requires eacltparty user to execute agreements which,
among other things, act to preventlaletect copyright infringement.

On June 12, 2012, Plaintiff's counsel cot¢aicZazzle and complained of copyright
infringement. Zazzle represents that it inaha¢ely removed the allegedly infringing product
images and told Plaintiff the quantity and dollalueaof the products at issue. On November 5,
2013, Plaintiff filed his complaint kging that Zazzle violated copyright laws because several of
Plaintiff's copyrighted images have beenagided and made available for sale on Zazzle's
website.

Skipping over much of the history of thisrpeular dispute, Plaintiff served an Amended
Notice of Plaintiff's Rule 30(b)(6) Depit®n with 38 topics, many with subpartsPlaintiff also
served notices for eight individual depositidnBefendant now seeks a protective order which
limits the scope of the 30(b)(6) depositions, precludes Plaintiff from taking additional

depositions without leave aburt, and awards sanctions.

3 ECF No. 64.

4 ECF Nos. 90-97.



Defendant includes in its supporting sugges a statement of good faith attempt to
resolve disputé. Defendant refers to the communioas between the piges and attaches
copies of their emaiind letter correspondenteThe Court finds that the parties largely
complied with their duty to confer under D. #&K&R. 37.2. With respect to Topic Nos. 24, 29, 31,
37, and 38, the Court notes that Defendant did not include these requests in its objections to
Plaintiff's 30(b)(6)deposition noticé,and consequently the pagisubsequent communications
were likewise silent on those topics. Given theipsl seeming inability to move forward with
discovery absent the Courtgling on this motion, however, and under the Court’s authority
pursuant to Fed. R. Civ. P. 26(b)(2)(C), @eurt has considerdgtie motion in toto.
Il. Legal Standard for Protective Order

Defendant seeks a protective order pursuaRetteral Rule of CivProcedure 26(c).
That rules provides, in pertingpart, that for good caudgke court may issue an order to protect
a party from “annoyance, embarrassment, oppressiamdue burden oxpense, including . . .
forbidding inquiry into certain matters, or limitingetlscope of disclosure or discovery to certain
matters.® The party seeking the protective ordes @ burden of demonstrating good cause for
it.° To establish good cause, the movingypartist offer “a particular and specific
demonstration of fact, as distinguishedrfr stereotyped and conclusory statemeftsEven

upon a showing of good cause, however, the Court also considers othertfeattamsre or could

®> SeeECF No. 76 at 7.

® SeeECF No. 76 Exs. 1, 3-6.

" SeeECF No. 76-3.

8 Fed. R. Civ. P. 26(c)(1)(A).

° Aikens v. Deluxe Fin. Servs., In217 F.R.D. 533, 534 (D. Kan. 2003).

19 Gulf Oil Co. v. Bernard452 U.S. 89, 102 N. 16 (1981).



have been presented by the party seeking desgde determine whether the totality of the
circumstances justifies the entry of a protective oftier.

The court has broad discretion to decide wagmotective order is appropriate and what
degree of protection is warrant&d The Supreme Court has recognizeat “[t]he trial court is
in the best position to weigh fairly the competineeds and intereststbe parties affected by
discovery. The unique charactdrthe discovery process requsréhat the trial court have
substantial latitude to fashion protective ordéfsKotwithstanding this broad grant of
discretion, a court may issue a protective oaddy if the moving party demonstrates that the
basis for the protective order falls within onetled specific categories enumerated in the Rule,
i.e. that the requested order is necessapratect the party from “annoyance, embarrassment,
oppression, or undue burden or experiée.”
lll.  Defendant’s Objections to the Rule 30(b)(6) Deposition Topics

When a party seeks to depose a corporatianhar entity, the notecof deposition “must
describe with reasonable partiatity the matters for examinatiof” The areas of inquiry are
also constrained by the general scope and limits of discovery set out in Fed. R. Civ. P. 26(b). For

Rule 30(b)(6) “to effectively function, the reqtiag party must take care to designate, with

1 See Citimortgage, Inc. v. Sandeio. 11-CV-2540-EFM-GLR, 2012 WL 6024641, at *2 (D. Kan. Dec. 4, 2012).
The Court makes specific reference to its consideratitimeatfotality of the circumstances because Plaintiff's
response to Defendant’s motion is wholly devoid of legal authority and is short on an8befi<CF No. 125. On

the other hand, Defendant has successfully avoided virtdbdif/Rlaintiff's discovery eforts to this point, and the
Court sees a need to take a comprehensive look alisbisvery dispute “to weigh fairly the competing needs and
interests of [the] parties affected by discovergéattle Times Co. v. Rhinehat67 U.S. 20, 22 (1984).

12MGP Ingredients, Inc. v. Mars, In@245 F.R.D. 497, 500 (D. Kan. 2007) (quotB®eattle Times Co. v. Rhinehart
467 U.S. 20, 36 (1984)).

13 Seattle Timest67 U.S. at 36.

11CE Corp. v. Hamilton Sundstrand Corplo. 05-4135-JAR, 2007 WL 1652056, at *3 (D. Kan. June 6, 2007)
(quoting Fed. R. Civ. P. 26(c)).

% Fed. R. Civ. P. 30(b)(6).



painstaking specificity, the partiar subject areas that are imtied to be questioned, and that
are relevant to the issues in dispute.A notice for a Rule 30(b)j&leposition that is not so
constrained but is instead owelroad “subjects the noticeurty to an impossible task’

Where a party seeks a protective ordeavioid undue burden based on relevance of the
topics specified in the notice, the court must rraimits liberal approach to discovery relevance
where relevancy is broadly construed and a redaesliscovery should be considered relevant
if there is any possibilityhat the information sought may béeneant to the claim or defense of
any party®

Defendant objects to 17 Blaintiff's 38 topics-® and its objections are primarily that the
topics are overbroad or beyond the scope of relevancy. The Court has ruled on each objection
and now sets forth the reasons underlying each ruling.

Topic Nos. 5 and 6: Defendant objectgtoviding information regarding its use of

redirected advertising and metgaléags or fields “in anynjon-sales] aspect of Zazzle’s
business.” Defendant argues tR#intiff’'s claims are limited téthe sale of products allegedly
bearing his illustrations, andahinformation about other asye of Zazzle’s business is not
remotely relevant. Plaintiff coahds that he is entitled to inggiabout Zazzle'sther forms of
business because he does not undedsZazzle’s methods and timéormation may reveal other
means of infringement. Plaintiff's explanatiand the allegations in his complaint provide no

basis for the Court to find that informatiobaut “any other aspect @azzle's business” is a

'8 Sprint Commc’ns Co., L.P. v. Theglobe.com,, 1286 F.R.D. 524, 528 (D. Kan. 2006).
" Reed v. Bennet193 F.R.D. 689, 692 (D. Kan. 2000).

18 Cooper v. Old Dominion Freight Line, Indo. 09-CV-2441 JAR, 2011 WL 124567, at *3 (D. Kan. Jan. 14,
2011) (internal citations omitted).

19 SeeNotice of Plaintiff's Rule 3(b)(6) Deposition (ECF No. 62).



proper topic for a Rule 30(b)(6) depositidnThe Court finds that sh a request is overly

broad, encompasses matters irrelevant to tiesland defenses in this case, and would
constitute an undue burden on Defendant. Accordingly, as the Court’s order (ECF No. 162)
states: The requested protection is granted in @drese topics shall be limited to redirected
advertising and metadata tags or fields relétesales of Zazzle pducts. The concluding
clause(s); any other aspect of Zazzle’s busifessoverbroad and the Court strikes that portion
of Topics 5 and 6.

Topic No. 11: Plaintiff seeks informati about the “database(s), application(s),
software, and/or systems used by Zazzle in conducting businessljmgctonducting business
online.” Defendant objects to this topic on greund that company-wide discovery unrelated to
any alleged infringement is overbroad as a mattéavef and that information related to Zazzle’'s
alleged infringement is covered by several otbpics. Plaintiff sayshat he does not know
where or how Zazzle keeps and maintains its imageshe is entitled to inquire about Zazzle’s
databases, software, and systems that riglatdéringement. The Court finds Defendant’s
characterization of this request as seekingrijgany-wide” discovery to be inaccurate and the
cases it cites are not on pofhtThe Court further finds, howey, that this topic does not
describe a subject area that is relevant to thesssudispute in this cas The topic is overly
broad and written so generally thiatvould extend to every aspt of Defendant’s databases and
computer systems. Plaintiff seeks this same information with greater specificity in other topics
to which Defendant has not objected. Accordingk the Court’s order (B No. 162) states:

The requested protection is grahteThe Court strikes Topic 11.

2 The Court’s view is the same with respect to theyatiens in Plaintiff's proposed First Amended Complaint.

21 SeeECF No. 76 at 9-10, 11.



Topic Nos. 15 and 16: Plaintiff seekéammation about the manner and method related

to two aspects of Defendant’s advertising, reeegeneration and tracking. Zazzle objects that
internet advertising is not related to Plaintiiflaims and that Plaintiff merely hopes to discover
other acts of alleged infringement through this tépiZazzle also argues that this is improper
company-wide discovery. As the Court has dpthe cases Defendant cites with respect to
company-wide discovery are not on point. Pl&imésponds that he is aware of instances where
Zazzle used his images to makeney through internet advertising. To the extent that these
topics seek information beyond Zazzle's use afiRiff's images, the Court finds that they are
overly broad. Accordingly, as the Court’'s ordCF No. 162) statesThe requested protection
is granted in part. Thedopics shall be modifiet read as follows:

Whether Zazzle received revenue from ingradvertising by tilizing Plaintiff's

images and, if so, the manner and method by which Zazzle generated revenue for

sales of such adwtesing (No. 15); andhe manner and method by which Zazzle

tracked or tracks revenue and expemskded to such advertising (No. 16).

Topic Nos. 18 and 19: Plaintiff seeks infatmon related to Zazzle’s use of images or

designs uploaded by Sellers or Affiliates for internet and non-intadwetrtising and any
revenue generated or expenses incurred inestimm therewith. Defendéobjects that these
topics are overly broad and wholly irrelevéeicause Plaintiff has natleged that Defendant
uses Plaintiff's images for advesing. Plaintiff responds that lie entitled to this information
for the reasons set forth in Topic Nos. 15 &6d To the extent that these topics seek
information beyond Zazzle's use of Plaintiff’'s imagdee Court finds that #y are overly broad.
Accordingly, as the Court’s order (ECF No. 168tes: The requestedpection is granted in

part. These topics shall beodified as follows:

22 Defendant suggests that such a “fishing expeditio@t the heart of many of Plaintiff's requests.



Zazzle's use of Plaintiff's images or designs uploaded by Sellers or Affiliates for
internet advertising and any revenue geteet@r expenses incurred in using such
images or designs (No. 18); and Zazzlese of Plaintiff’'s images or designs

uploaded by Sellers or Affiliates for advertising and any revenue generated or

expense incurred for such use (No. 19).

Topic No. 20: Plaintiff seeks informationaged to any third parties’ use of images
uploaded to Zazzle for internet advertisidefendant objects that it cannot produce such
information because any third parties Plaintiffht be describing are not within Zazzle's
possession, custody, or control. Btdf responds that it is entitteto such information to the
extent that images uploaded4azzle’'s website are used tmprote, advertise, or otherwise
compensate Zazzle. Plaintiff's response doesddtess the assertion that the information it
seeks is not within Zazzlefsossession, custody, or control. eTtequest is unduly burdensome
and likely subjects Defendant to an impossibl&.tasccordingly, as th€ourt’s order (ECF No.

162) states: The requested protectiograted. The Coustrikes this topic.

Topic Nos. 22, 24, and 29: Plaintiff seakformation relating to any copyright

infringement or DMCA claims involving Zazzl(Topic No. 22) and Zazzle's methods for
preventing and responding to claims of coglgtiinfringement (Topic Nos. 24 and 29).
Defendant objects that such information wouldl lm®admissible. Admissibility is not the
standard, of course, and theutt finds that the subject matis relevant. In addition,
Defendant has opened the door to this discolgnyutting at issue its methods for preventing
and detecting copyright infringement. Accordingis the Court’s order (B No. 162) states:
The requested protection is deniélthese deposition topics will be allowed.

Topic No. 23: Plaintiff seeks informati@oncerning financial performance for Zazzle
including an explanation of Zazzle's financ&htements and accounting methods. Defendant

objects that the request is facially overbroad aseks detailed financial information regarding



the entirety of Zazzle’'s business. Plaintiff asserts that it is entitledjuire as to Zazzle’s gross
profits, gross margins, revenues and expensegdetia the allegedly infringing images and to
indirect sales made by virtue of such imagéke Court agrees with Plaintiff's statement, and
Plaintiff has offered to limit the topic to these inDefendant concedes that Plaintiff is entitled
to discovery on the available categories of dgesdor Defendant’s alleged infringement of
Plaintiff's copyrighted images. Although the cononistakenly stated in its order (ECF No. 162)
that Topic No. 23 is stricken, the Court hereby adsethe order to modify the topic as follows:

Zazzle's gross profits, gross margins, revenues and expenses related to the

allegedly infringing images from whatev&surce, as well asdirect and redirect

sales made by virtue of Zazzle’s use of the infringing images.

Topic No. 28: Plaintiff seeks informatioagarding the business method and explanation
of the software used in the operation of Ziagzle business that creatimages of products
available for sale. Defendant objects to thpuest as being vague and unclear and asks that
Plaintiff modify the request. Tthe extent that the requesegs information about the specific
software Defendant uses, Defendant objectsthieinformation is proprietary and far beyond
the scope of this lawsuit. Praiff responds that it is simplgeeking to gain an understanding of
the method and manner as to how the softwar&syérom uploading an image through sale of
the product, including accountingrfall associated revenues angbenses. With that limitation,
the Court agrees that Plaintiff is entitledthe requested information. Accordingly, as the
Court’s order (ECF No. 162) stateShe requested protection isagted in part. This topic is

modified to:

Seek an explanation of the functionalitytbé software used in the operation of
the Zazzle business that creates iesagf products available for sale.

Topic No. 30: Plaintiff seeks information concerning all companies affiliated or in any

way related, by contract, ownership, or otheeyisith Zazzle that have used Plaintiff’s



illustrations upon products made or sold by Zapzlany person or entity compensating Zazzle
for the sale of such products. Defendant objéasthe request is unclear and vague and seeks
information that is within Plaiiff's possession. Plairffiresponds that it is entitled to learn
whether Zazzle is compensated by third partiesrfaking or selling products or advertisements
using Plaintiff’s illustrations or other uploadedages. As modified, the Court agrees that the
topic seeks relevant information. Accordingly tlas Court’s order (ECF No. 162) states: The
requested protection is grantechiart. This topic is modified to

Discover information concerning all thiphrties of which Azzle is aware that

have paid or been paid any amount ainey as a result of the sale of Zazzle

products using Plaintiff's illustrations.

Topic No. 31: Plaintiff seeks inforrhan regarding Zazzle’s relationship with
Pinterest.com® Defendant asserts that Plaintiff lraade no allegations that would place any
relationship between Zazzle and Pinterest.coissake, and that seiek information about a
“relationship” is impermissibly vague. Plaintdbntends that Zazzleisfringing products have
appeared on Pinterest.com and tiais entitled to know whetha relationship exists between
the two entities. The Court finds thhts request is not relevantttee issues in this case. To the
extent that Zazzle's alleged infringement ud#s any relationship it has with Pinterest.com,
such information should bedluded in Topic Nos. 1 through Accordingly, as the Court’s

order (ECF No. 162) states: Thexjuested protection is grantetihe Court strikes this topic.

Topic Nos. 37 and 38: Plaintiff seeks infation on all advertising networks used by

Zazzle (Topic No. 37) and on the advertisingriat on which any image uploaded to Zazzle

%3 Pinterest is a web and mobdeplication company that offeesvisual discovery, collection,
sharing, and storage tool. Users create anegharcollections of gual bookmarks (boards).
Boards are created through a user selectintean page, website, etand pinning it to an
existing or newly created boar&eehttp://en.wikipedia.org/wiki/Pinterest

10



appears for each advertising network used by Zarmkiding a description of each such format
and the quantity of impressions and clicksdach (Topic No. 38). Defendant objects that the
term “advertising network” is not definedathPlaintiff has madeo allegation that any
advertising networks are involvedtine alleged infringement, and tHaaintiff is not entitled to
company-wide information. Plaintiff contenttgt to the extent Zazzle generates revenue
through advertising networks agj infringing images, these requestlate to Zazzle’s liability

for contributory and vicarious infringement. As previously stated, the Court does not accept
Defendant’s attempt to equate Plaintiff ®lgal requests with the sort of company-wide
discovery that is at issue indltases Defendant cites. HoweWgintiff pointsto no allegations
in his complaint which would adess Zazzle’s advertising netwoylesd the Court finds that the
request is not relevant to arssue in the case. Accordingly,tas Court’s order (ECF No. 162)
states: The requested protection sged. The Court strikes these topics.

IV.  Defendant’s remaining requests

Defendant seeks an order requiring Plitai seek leave to depose any individual
witnesses following the completion of the Rule J(&bdepositions. The Court declines to enter
such an order and refers the peeto ECF No. 162 at page 3.

Defendant also seeks sanctions in conagatiith its motion. Exercising its authority
under Fed. R. Civ. P. 37(a)(5)(@e Court declines to award f2edant its reasonable expenses
incurred in making the motion. Defendant did wbiblly prevail. In may instances, the Court
has rejected Defendant’s wholesale objection asduiad that a modifietbpic is permissible.

V. Conclusion
The Court’s order dated December 5, 2014 (ROF162) is incorporated and confirmed

in this memorandum and opinion with the excapof the ruling on Topic No. 23. For the

11



reasons stated herein, theler (ECF No. 162) is hereby ABNDED to modify Topic 23 as
follows: Zazzle's gross profits, gross margiresjenues and expenses related to the allegedly
infringing images from whatever source, as welnalirect and rediretales made by virtue of
Zazzle's use of the infringing images.

IT IS SO ORDERED.

Dated in Kansas City, Kansas on this 12th day of December, 2014.

3 Teresad. James
TERESA J. JAMES
UNITEDSTATESMAGISTRATE JUDGE
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