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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF KANSAS

KID STUFF MARKETING, INC.,

Plaintiff,
CIVIL ACTION
V.
No. 15-cv-2620-TJJ

N N N N N N

CREATIVE CONSUMER CONCEPTS, INC., )
and STEAK N SHAKE OPERATIONS, INC. )

)

Defendants. )

)

ORDER OVERRULING OBJECTIONS
TO NUNC PRO TUNC PRETRIAL ORDER

This matter is before the Court on the part@s'ss objections (ECF Nos. 136 and 137) tq the
Nunc Pro Tunc Pretrial Order of Decembtidr 2016 (ECF No. 134) (the “Pretrial Ordel'(n
February 22, 2017, while the objections were peagdall parties consented the exercise of
jurisdiction by the undersigned Matjiate Judge, pursuant to 28 LSS 636(c) and Fed. R. Civ. P.
73, to conduct all proceedings indltase including the jurtyial in Kansas City, the entry of final
judgment, and all post-trial proceedirfg8ursuant to the partiesbnsent, the undersigned
Magistrate Judge addresses the parties’ Fe@iMRP. 72(a) objections to the Pretrial Order.

Plaintiff objects to the exclusiaof its claims that Defendant&etchup car, Pickle car, and
Mustard car (the “Condiment C8eries”) infringe Plaintiff's opyrights in its “Future Car”

assembly instructions and diees. Plaintiff specificallyobjects to footnotes 6—7, 11-12, and 16+17

! Magistrate Judge Gale, who sits in Wichitaswihe magistrate judge initially assigned to conduct
pretrial proceedings in this case and who reatéhe Nunc Pro Tunc Pretrial Order.

% SeeNotice, Consent, and Reference of a CAdtion to a Magistrate Judge, ECF No. 148.

¥ See28 U.S.C. § 636(c)(1) (“Upon the consent of theips, a . . . magistrate judge . . . may conguct
any or all proceedings in a jury or nonjuryitimatter and order the entry of judgment.”).
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of the Pretrial Order, in whicludge Gale sustained Defendants’ obgets to Plaintiff's assertion g
direct infringement claims concerning the Candnt Car Series and “at a minimum” qualifiers,
finding these claims were beyond what PlairagEerted in the First Amended Complaint.

Defendants object to the inclosi of Plaintiff's claims identifying paperboard cars that
Defendants argue were not identfim Plaintiff’'s First Amended Guplaint, i.e., any paperboard
car series other than the LangySCruiser, the Sea Spy Sub Camnd the Space Spy Rocket Car (tk
“Spy Car Series”). Specifically, they objectth@ inclusion of the following paperboard cars as
infringing products: the Mustard gahe Pickle car, the Birthdayake Shake car, the Chocolate
Fudge Brownie Shake car, the Chocolate Cal/&teawberry car, the Sizzle 4x4, the Shaker 4x4
the Goldie 4x4, the Indy car, and “other conswfacing materials” featuring the copyrighted

Sizzle, Shaker, or Goldie cartoon characters.

Federal Rule of Civil Procedui®(a) provides that timely objeéahs to a magistrate judge
order on a non-dispositive pretrialtter are reviewed unda “clearly erroneousr contraryto law”
standard. The clearly erroneous standard “requires thatreviewing court affirm unless it ‘on tf
entire evidence is left with the definite anthficonviction that a mistake has been committ&ah”
magistrate judge’s order is contraxy law if it “fails to apply ormisapplies relevant statutes, ¢

law or rules of proceduré.”

* Defendants object to the inclusion of these papand cars in Section 4.a., Subsections 1-3, 6—¢
and 11-13, of the Pretrial Order.

® Fed. R. Civ. P. 72(aFirst Union Mortg. Corp. v. Smitt229 F.3d 992, 995 (10th Cir. 2000);
Ocelot Oil Corp. v. Sparrow Indys847 F.2d 1458, 146162 (10th Cir. 1988).

® Ocelot Oil 847 F.2d at 1464 (quotirgnited States v. U.S. Gypsum (383 U.S. 364, 395 (1948)).

"Dinkins v. Apria Healthcare Grp., IndNo. 12-2112-JAR-JPO, 2013 WL 593661, at *2 (D. Kan,
Feb. 15, 2013).
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In contrast, timely objections to a magistrgtelge’s disposition of a “pretrial matt
dispositive of a claim or defise” are reviewed under thes¢edeferential de novo stand&rdnder
de novo review, no special weightgsen to the magistta judge’s determirteon and the reviewin
judge independently determines the issués.conducting its review, the reviewing court
“accept, reject, or modify” the recommended dispositfon.

Judge Gale’s decision—that both all@h&nd excluded certain alleged copyright
infringement claims from the Pretrial Order—ingaltes both review standis; it is non-dispositive
as to the former, and dispositive as to the latase law from this District suggests that objectiqg
to a magistrate judge’s rulings witbspect to what the parties danlude in the pretrial order are
reviewed under the more deferential standarlowever, other cases—typically when the
magistrate judge denies a motion seekingdb @daims on futility grounds—have focused on the

claim-dispositive nature of the magistratdge’s order in applying a de novo revi&v.

8 SeeFed. R. Civ. P. 72(b)(3) (“The district judgeust determine de novo any part of the magistra
judge’s disposition [of a pretrial matter dispositiveaaflaim or defense] that has been properly objected
to.”); 28 U.S.C. 8§ 636(b)(1)(C) (“A judge of the couraihmake a de novo deternaition of those portions d
the report or specified proposed findings or recommendations to which objection is made.”).

° Navegante Grp., Inc. v. Butler Nat. Serv. CoNo. 09-2466-JWL, 2011 WL 1769088, at *3 (D.
Kan. May 9, 2011) (citing@celot Oil 847 F.2d at 1464).

Y Fed. R. Civ. P. 72(b)(3).

1 SeeWhite v. Union Pac. R. Ca\o. 09-1407, 2013 WL 6728383, at *1 (D. Kan. Dec. 19, 2013
(reviewing the magistrate judge’s inclusion of morecsfic liability allegations in the pretrial order under &
clearly erroneous or contrary to law standagprint Commc'ns Co. L.P. v. Vonage Holdings C&00 F.
Supp. 2d 1290, 1349 (D. Kan. 2007) (reviewing objecttonsagistrate judge’s deletion of affirmative
defenses in pretrial order under a clearly erroneous or contrary to law staBaard)y. Concord Hospgnc.,
No. 93-4188-SAC, 1996 WL 455020, at *4 (D. Kan. Julst896) (reviewing objection® magistrate judge’
rulings with respect to what claims should be inctliotethe pretrial order under a clearly erroneous or
contrary to law standard).

12 Cuenca v. Univ. of Kan205 F. Supp. 2d 1226, 1229 (D. K&002) (“Because that part of the
order here denying leave to amend has the identical effect as an order dismissing potential claims an
from the suit, the court shall make ard®/o determination upon the record Fjye Rivers Ranch Cattle
Feeding LLC v. KLA Envtl. Servs., Inblo. 08-2185-EFM, 2009 WL 6621481, at *3 (D. Kan. Nov. 24, 2(
(“Because the court's decision to deny leave tonahhas the identical effect of an order dismissing a
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The Court here need not make a deternmomategarding which standard of review is
applicable. Regardless of the revistandard applied, there was no error in Judge Gale’s decisi
include some and exclude other claims regaygiaperboard cars frotine Pretrial Order.

Judge Gale described the partiebjections and his decision witespect to those objectior

in the preliminary matters section of the Pretrial Order:

The Defendants object that some claims asddyy Plaintiff in this Pretrial Order are
beyond those alleged in the First Amen@smmplaint (Doc. 18), and beyond those
represented by the Plaintiff during the poas motion to dismiss and in discovery.
Defendants object that Plaifiits claims attempt to improperly include, without leave
of Court, an additional copyght (Goldie) that is not asded in Plaintiff's Amended
Complaint, and object that claim was mdtat KSM represented to this Court was
asserted in this case in its Respong@pposition to Defendants’ Motion to Dismiss.
(Doc. 15, at 11.) Defendants ebj that Plaintiff did noseek permission to add the
Goldie character copyright claim toetisase when it sought leave to amend its
complaint. (Doc. 47.) Defendants also objgat Plaintiff further adds additional
accused products, also not identified in Plaintiff's Amended Complaint and for which
Plaintiff has never sought amendmentdd #o this case. Plaintiff’'s Complaint
accuses C3's Spy Series cars—the Land@pyser, the Sea Spy Sub Car, and the
Space Spy Rocket Car—as the infrimggproducts. (Doc. 18, at § 37.) Itis
Defendants’ position that Pt#iff’'s claims are limited to the copyright and products
identified in its Amended Complaint.

The Magistrate Judge heard and considargdments from counsel on these issues.
The Court overrules thebjection concerning thdlegations of copyright

infringement concerning the “Goldie” charagtas that claim was alleged in the First
Amended Complaint (Doc. 18, paragraphs 22 and 24). However, the Court sustains
the objection as claim of direct infringenmteconcerning “cars” not identified in the

First Amended Complaint. The Court overgitbe objections concerning those same

potential claim, it can be considered dispositive, [pfaintiff] is entitled to a de novo review of that

on to

S

decision”);Jackson v. Kansas Cty. Ass'n Multiline Radb. 03-4181 JAR, 2005 WL 3307215, at *1 (D. Kan.
Dec. 6, 2005) (magistrate judge’s order denying leaxamend the claims already dismissed under a futility

standard is a dispositive rulirsgibject to de novo reviewlPedro v. Armour Swift-Eckrigtii18 F. Supp. 2d
1155, 1157 (D. Kan. 2000) (denial of leato amend is a dispositive decision at least in situations where
denial is premised on futilityBut see Navegante Gr2011 WL 1769088, at *3 (declining to apply the de
novo standard of review to the msigate judge’s denial of motionrfeeave to amend to add claim).
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cars regarding indirect infrgement, as part of infrgement concerning subject
characters. Paragraphs affected by these rulings will be noted in footnotes, infra.

These rulings were implemented in the Legal Claims section of the Pretrial Order whe|

Condiment Car Series were deleted from Plaiwstiffirect and contributorgopyright infringement

re the

claims pertaining to the assemblgtructions and die lines. All¢hother paperboard car references

inserted by Plaintiff were allowed temain in the Pretrial Order.

Plaintiff objects to the deletion ¢fie Condiment Car Series from its claims for infringement

related to the assembly instructions and die ldédter reviewing the parties’ briefing and the Fi
Amended Complaint, the Court finds that Pldfigtiassertion of direcinfringement claims
concerning the Condiment Car S=riand “at a minimum” qualifie in Plaintiff's assembly
instructions and die lines webeyond what had been allegedhe First Amended Complaint.
Plaintiff alleged in its First Amended ComplaintGE No. 18) that it creatkoriginal designs for

paperboard cars to be included in kids’ meals:

Among [Plaintiffl KSM’s original designare 9015 Concept Car 1 — SHAKER, 9015
Concept Car 2 — GOLDIE, and 9015 Concept Car 3 — SIZZLE (the 9015 designs).
The 9015 designs were used to produce the “Future Car” series of cars for SNS. They
are protected by copyright as 2-D avtl under RegistratioNo. VA 1-924-909. A
copy of this Registration with deposit ma#ds is attached hmeto as Exhibit A.

Each of the 9015 designs includes iltagbns showing howhe cars are to be
assembled. These illustrations are gcted by copyright a&-D artwork under
Registration No. VA 1-942-813. A copy of thiRegistration with deposit materials is
attached hereto as Exhibit B.

KSM’s original car designs, including the 9015 designs, were accompanied by
paperboard cartoon charactertended to create afiily for the product. These
characters, which predate the relatiopstetween KSM and SNS, were named
Shaker, Goldie and Sizzle. The character Shaker is protected by copyright as 2-D
artwork under Registration No. VA 1-97720. A copy of this Registration with

3 The Court rejects Defendants’ argument thatrfifiis objections are untimely because Plaintiff
did not object to the original pretrial order. In his December 13, 2016 Order (ECF No. 133), District JU
Lungstrum set a December 30, 2016 deadline for all parties to file any objections to the Nunc Pro Tur
Pretrial Order. Plaintiff timely filed its objections on December 23, 2016.
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deposit materials is attached hereto as ExGibThe character Sizzle is protected by
copyright as 2-D artwork under Regation No. VA 1-926-570. A copy of this
Registration with deposit materiatsattached hereto as Exhibit't.

Plaintiff further alleged in th&irst Amended Complaint that gisregard of its copyrights,
Defendant Creative Consumer Concepts, Inc. copied the 9015 designs to produce paperboal
known as the “Land Spy Cruiser,” the “Sea Spp €ar” and the “Space Spy Rocket Car” for
Defendant Steak N Shake Operations, Inc., whichrbeffaring these cars at each of its restaura
locations:” The Spy Car Series are the only papertb@ars mentioned in the First Amended
Complaint.

Judge Gale determined that Plaintiff's assennmdyructions and diknes do not include or
feature any of Plaintif6 copyrighted Sizzle, Shak and/or Goldie cartm characters. Therefore,
Plaintiff would not be permitted to assert infringement claims for the assembly instructions an
lines pertaining to cars other than those speadlfi alleged in the First Amended Complaint.
Plaintiff's infringement claims related to thesembly instructions and die lines were therefore
limited to the Spy Car Series.

Plaintiff argues that the assembly instructiorsthe Condiment Car 8es are identical “in
relevant aspects” to the Spy Car Series,Reféndants should not have been surprised when
Plaintiff sought to add the CondimeCar Series to the Pretri@rder. However, Plaintiff never

moved to amend its First Amended Complainadol the Condiment Car Series as infringing

products. The Condiment Car Series were nottimead in the First Amended Complaint, and the

assembly instructions and die lines do not featartoon characters similar Plaintiff's Sizzle,

Shaker, and/or Goldie cartoon characters. Defetsdcontend they were not put on notice of

14 Eirst Am. Compl. Y 22—24, ECF No. 18.

151d. at 7 37.
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Plaintiff’'s Condiment Car Series claims and ttety were not given the opportunity to conduct

discovery concerning them. Dmeery has closed and it does appear discovery was conducted

relative to the Condiment Car Series. By waitingluhe Pretrial Order talaim that the Condimenmnt

Car Series infringe its copyrightBlaintiff acted too late to burden the Court and Defendants with

these new claims for reliéf.The Court therefore finds the Condiment Car Series are properly
excluded from the assembly instructions and dieififrengement claims in the Pretrial Order.

Defendants have also objected to the Pre@ider. They objedb Judge Gale’s ruling
allowing Plaintiff's references tpaperboard cars other than thgy&ar Series to remain in the
Pretrial Order. Defendamtargue that Plaintiff iszequired to provide notecabout what cars it is
alleging infringe upon Plaintiff’sapyrights, and Plaintiff's FirsAmended Complaint only identifig
Defendants’ Spy Car Series. Defendants arguePlaattiff never moved to amend its complaint
otherwise give notice to Defendants that it &ks® alleging the othgraperboard car series
infringed upon Plaintiff's copyrigist They also argue Plaintiff’'s attempt to add claims that
Defendants’ other paperboard cars infringe Rl copyrights by including them for the first tim
in their proposed Pretrial Order prejudi@sfendants’ ability to defend in this case.

Judge Gale allowed Plaintiff iaclude paperboard cars other than the Spy Car Series in
direct and contributory infringeent based upon his finding that tidkegations of Plaintiff's First
Amended Complaint were sufficient to encosp®efendants’ paperboard cars with cartoon
characters derived from Plaint#fcopyrighted Shaker, Sizzle, amdGoldie characters. Plaintiff

points out that it alleged inehFirst Amended Complaint that f2edants copied, prepared, sold,

18 See Capital Sols., LLC v. Konica Minolta Bus. Sols. U.S.A,,Niec.08-2027-JWL-DJW, 2009
WL 3711574, at *5—*7 (D. Kan. Nov. 3, 2009) (sustaining objectionsaiona asserted in the pretrial ordel

See alsdvans v. McDonald's Corp936 F.2d 1087, 1091 (20Cir. 1991) (permitting plaintiffs to wait until

the last minute to ascertain and refine the theorieshich they intend to build their case would waste the
parties' resources, as well as judicial resources, on discovery aimed at ultimately unavailing legal the
would unfairly surprise defendantsgrering the court to grant further time for discovery or continuancesg
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offered for saleand/or distrbuted copie®f “derivative works lased on thé&015 desigs and
illustrations.™” The Court grees that ta First Amended Compdint put Deendants omotice that
Plaintiff's infrin gement clains were notimited to he Spy Car 8ries and xtended to ther
papeboard carsvith milkshake, hambuger, and frech fry carbon charactes that weresimilar to
Plaintiff's Shake, Sizzle, ad/or Goldiecopyrightedcartoon clracters. Uhke the asambly
instructions andlie lines infingement chims, the @urt finds Defendants wuld have keen on
notice that Plainff was claming infringement of allDefendantspaperboad cas that éature
cartan charactes derived fom Plaintif’s Sizzle, $iaker, and/oGoldie catoon charaters. The
Coutt finds Judg Gale proprly allowedPlaintiff to include in he legal clains sectiorof the Pretral
Orde paperboat cars othethan the Sp Car Serieshat featurecartoon cheacters dexied from

Plaintiff's copyrighted Sizzt, Shaker, ad/or Goldiecharacters.

IT ISTHEREFORE ORDERED THAT Plaintiff's objections (ECF No. 136 to the Nui
Pro Tunc Pretrdl Order amnl Defendarg objectiors (ECF No0.137) to theNunc ProTunc Pretral
Orde (ECF No0.134) are ¥ ERRULED.
IT IS SOORDERED
Dated ths 30th day 6March, 2A.7 at Kansa City, Karsas.
TG D s
Teresa%es

U. S. Magisrate Judge

" First Am. Compl. 1164—65.




