Holley Performance v. Specialty Auto Doc. 72

UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF KENTUCKY
BOWLING GREEN DIVISION

CIVIL ACTION NO. 1:00-CV-00186-M

HOLLEY PERFORMANCE PRODUCTS, INC. PLAINTIFF
V.
SPECIALTY AUTO PARTS U.S.A.INC. DEFENDANT

M EMORANDUM_OPINION AND ORDER

Plaintiff, Holley Performance Products, IftHolley”), manufactures high-performance
carburetors for use in street arating automobiles. It has begnthe business of manufacturing
and selling carburetors in the United Statesesit®®03. (Compl. [DN 35-2] { 8; Decl. of Shane
Weckerly [DN 35-1] 1 2.) Defendant, Specialty AlRarts U.S.A., Inc. (“Specialty”), is one of
Holley’s competitors. It also manufactures aetls carburetors. (Compl. [DN 35-2] {1 15-16.)

On September 21, 2000, HolleyesuSpecialty, allegg that it “misappropriated the trade
dress of Holley’s carburetor mabodies.” (I1d. § 6.) Irspecific, Holley highighted six aesthetic
features that were “inherentlydtiinctive trade dres®éatures,” including: (1) a connection for a
choke/air horn; (2) the design eix flat surfaces foidentification stamps(3) color; (4) the
design of the support riktg; (5) the color scheme of gaskeand (6) the marking system for
internal parts. (Id. T 11.) Speltiadenied that it misappropriated the trade dress of Holley’s
carburetor main bodies. It alssserted counterclaims agaihkilley. (Ans. & Countercl. [DN
25-3].) Ultimately, the partiesntered a “Compromise and Settlement Agreement and Release”
onAugust3l, 2001. (Gmp.& Settl. Agr. & Release (“Settl. Ag”) [DN 25-4].) As a result of this
agreement, the case was dismissed with prejuffeler [DN 22].) This matter is now before
the Court on Specialty’s Motion for Summary Enforcement of Certain Settlement Provisions [DN

25].

Dockets.Justia.com


http://dockets.justia.com/docket/kentucky/kywdce/1:2000cv00186/294/
http://docs.justia.com/cases/federal/district-courts/kentucky/kywdce/1:2000cv00186/294/72/
http://dockets.justia.com/

l. JURISDICTION
As an initial matter, the Coumust determine whether it has jurisdiction to enforce the
parties’ settlemenagreement. The Court finds that it dd&sderal courts generally do not retain
jurisdiction to enforce settlement agreements bez#uose disputes implicate state law and have
little to do with the original controversy thiivoked federal subject-matter jurisdiction.” GATX

Corp. v. Appalachian Fuels, LLC, 2011 WI0¥6573, at *1 (E.D. Ky. Sept. 9, 2011) (citing

Kokkonen v. Guardian Life Ins. Co., 511 U.S. 3337-81 (1994)). A district court may retain

jurisdiction over a settlaent, however, by expressly includiagorovision retaining jurisdiction
in the order of dismissal or incorporating thellsatent agreement’s terms in the order. See Hehl

v. City of Avon Lake, 90 Fed. App’x 797, 801 (6thrC2004);_ Re/Max Int'l, Inc. v. Realty One,

Inc., 271 F.3d 633, 641-42 (6@ir. 2001). In this caséhe parties’ agreement containpravision
stating that the Court “shall retain jurisdiction éaforce the terms of this Agreement.” (Settl.
Agr. [DN 25-4] § 1.) This provision was incorpagdtinto the order of dmissal. (See id. 1 2.)

Thus, the Court finds that it has jurisdicti See also Limbright v. Hofmeister, 566 F.3d 672,

674-76, n.2 (6th Cir. 2009) (holdirtbat a court may rely on any basis of jurisdiction to enforce
a settlement agreement that produced the disho$sa earlier suit, ahnoting that “summary
enforcement ensures that the judge enforcing the settlegezgment is familiar with the parties
and the underlying syiand it avoids the delaysherent in having a newly filed case adjudicated
[I. DISCUSSION

In this matter, Specialty argues that Hollegached the partieagreement “through two
different, but related, tygeof conduct.” (Mem. of Law inpp. of Def.’s Mot. for Summ. Enf.
of Certain Settl. Provisions (“Def.’s Mem.”) D 25-1] 1.) First, Specialty argues that Holley

violated Paragraphs 7(c) and 7(d) of theeaghent by “offering certai carburetors with main



bodies that have abandoned ttientification cafiguration and method &b Holley had agreed
to follow pursuant to the Settlement Agreementd. @it 2.) Second, Specialty argues that Holley
violated Paragraphs 3, 6, and 7(b) of the awgpent by “recently alleging a raft of trade-dress
claims against Specialty—claims that Holley eegaly released pursuant to the same Settlement
Agreement.” (1d.) The Court will consider each of these arguments below.
A. PARAGRAPHS 7(C) AND 7(D): IDENTIFICATION CONFIGURATION

In the parties’ settlement agreement, Sgleciand Holley included provisions that were
designed to prevent customer confusion leetwSpecialty’s carbut main body product and
Holley’s HP line of carburetors (with which Spetya product could be used in conjunction).
Specialty agreed that begingi 90 days after the datetbke agreement, it would:

not manufacture, sell, or distribute acgrburetor main bodies that can be used

with other components of a complete lldg carburetor . . . unless such main

bodies have the following permanent features:

1) The face containing the identditton surfaces has a substantially
different configuration of identif@tion surfaces cast into the main
body. One such substantially different configuration is the
configuration shown on ExhitbA to this Agreement.

2) Thewords “Proform”, “Specidty Auto” (or any other trade name
authorized by Specialty), are cast, machined, or stamped into the
main body.

(Settl. Agr. [DN 25-4] 1 6(a).) Holley, by contrast, agreed thatoitild “cast or stamp the word
‘Holley’ on one of the six flat s@aces on all HP main bodies maactured for it.” (Id. 1 7(c).)
Holley alsoagreed to “manufactus! of its HP line of main bods with 6 identification surfaces
cast into the main body in substally the configuration showm Exhibit B.” (1d. 1 7(d).)

Specialty now argues that Holley has violaRatagraphs 7(c) and 7(d) of this agreement

by “offering certain carburetors with main bodies that have abandoned the identification

configuration and method that Holl&éad agreed to follow . . . .” (Def.’s Mem. [DN 25-1] 2.) In



specific, Specialty argues that Holley haslaied the agreement by offering carburetor main
bodies in its HP line that do not have theidéntification surfaces cast into the main body in
substantially the configuratioshown in Exhibit B.” In support of this argument, Specialty
highlights a Holley HP carburetor which Holleydam offering in mid-2011 that fails to have
any identification surfaces and similarly fails ¢ast or stamp the word “Holley” onto one of
those surfaces. (Id. at 7; Pictures of Holley M&n Body [DN 25-5].) According to Specialty,
Holley has marketed this carburetor as hawdng‘updated main body design” which has “[a]ll
unnecessary mounting bosses [i.e. the 6 identiibficasurfaces] removed for a smoother, cleaner
appearance.” (See Website Description of Ahumm Ultra HP Carburetor [DN 25-7].)

Holley responds that it has neiblated either Paragraphcj(or Paragraph 7(d) of the
parties’ agreement. According Holley, it “has produced, and this day still produces, its HP
carburetor main bodies with the required tradesslrelements.” (Pl.’s Opp. to Def.’s Mot. for
Summ. Enf. (“Pl.’s Opp.”) [DN35] 1.) Holley argues that Spediags complaint “lies not with
Holley’s HP line of carburetor main bodidsjt with the fact that Holley designecaw line of

carburetor products, th&luminum Ultra HP line . . . .” (Id.) Holley argues that the parties’

agreement did not preclude Holley from designor producing new carburetors, nor did it
freeze Holley out of incorporatingew trade dress elements imngroduct lines. (Id. at 1-2.)

In support of its argument, Holley first notiast when the parties entered the settlement
agreement, Holley manufactured numerous lines of carburetiorbodies apart from, and distinct
from, its HP line, several of which did not inde the six identificatiosurfaces as found in the
trade dress of the HP line. (Id. at 7.) In spgecifiolley highlights six lies that did not include
the surfaces—namely, its original Dominator lineigée barrel line; two-bael line; four-barrel

line; marine lines; and lines for original equiprheranufacturers, such &karley Davidson._(1d.)



Holley argues that none of therlbaretor main bodies in theseopuct lines were affected by the
settlement agreement. Instead, the agreement only impacted “HPodas,” or “itsHP line of
main bodies.(Settl. Agr. [DN 25-4] 11 7(c), 7(d).) According to Holley, when délgeeement was
entered the only main body comprisirthe “HP line” that wa interchangeable with Specialty’s
main body was Holley’s HP 4150 main body. (DeclSbane Weckerly [DN 35-1] 1 13.) Holley
thus proposes that when the agreement mermtiod® main bodies,” or the “HP line of main
bodies,” it was referring solely to th#P 4150 main bodies (or the HP 4150 line).

Holley states that in February of 2004,ilht was still manufactring its HP 4150 line
of products|t introduceda new line ofcarburetors that it calleils “Ultra HP line” or “Aluminum
Ultra HP line.” (PlI's Opp. [DN 35] 8.) Holley states th#tis new line of carburetor products
used billet aluminum componeparts and a Teflon-coated thtetlever. (Id.) In 2010, Holley
began redesigning this new line of carburetors. pdlates that to help its customers associate
the new design as its own, it sp@ally designed the main bodso that “Holley” and the new-
script “HP” are cast onto the body’s side. Holleguas that the new-scriptiP,” with the tail
coming off the “P,” is only useéh conjunction with the marketing of Holley’s new line: the
“Ultra HP line” or the “Aluminum Utra HP line.” (Id. at 8-10.) Hey also argues that while its
HP line of carburetors and its Aluminum Ultra HP line of carburetors share the “HP” root in their
name, they are very different &a of carburetors created witHfdrent materials and containing
different design featuregld. at 15-18.) Furthegccording to Holley, since the parties’ agreement
explicitly limits itself to the HP line of maibodies, the requirement for Holley to incorporate
the six identification surfaces does not extendatiey’s Aluminum Ultra HP line. (Id. at 20.)

Specialty disagrees with Holley’s argumémt the “Ultra HP” or “Aluminum Ultra HP”

carburetors comprise a “new linef carburetors. Specialty insteadtegorizes the “Ultra HP” or



“Aluminum Ultra HP” carburetors apart of Holley’s “HP line.”(See Reply in Supp. of Def.
Specialty Auto Parts U.S.A., Inc.’s Mot. for Sumbnf. of Certain Settl. Provisions (“Def.’s
Reply”) [DN 44] 3.) It is undisputethat the parties’ agreemerggied to “all of [Holley’s] HP
line of main bodies.” (Settl. Agr. [DN 25-4] §d)() Specialty argues that because the main
bodies which Holley characterizes as “Ultra Hi?”™*Aluminum Ultra HP” are marked as “HP”
main bodies and have “HP” in their product nanteey are part of Holley’s “HP line.” (Def.’s
Reply [DN 44] 3.) Specialty argaehat Holley’s “HP line” includethe entire range of Holley’s
“HP” main bodies and carburetorggardless of specific variations among the various flavors of
the HP name. Specialty argues that variationscbasethe style of font, thsize, the materials,
or the design do not remove a labeled “Hirdduct from the “HP line.” (Id. at 3-4.)

“Kentucky law is clear that words in a caaatt are to be given their ‘ordinary meaning as
persons with the ordinary and usual understamavould construe them.’ . . . Kentucky courts
often refer to dictionaries in order to detamenthe ordinary meaning of undefined contractual

terms.” Ayers v. C & D Gen. Contractors, 2B7Supp. 2d 764, 770 (W.D.yK2002) (citations

omitted). Here, the parties’ dispute centers on the meaning of the word “line.” In dictionaries,
“line” is defined as “a stock of commercial goaafghe same generalads but having a range of
styles, sizes, prices, or quglit Definition of “Line,” No. 28, http://dictionary.reference.com/
browse/line?s=t. “Line” is alsdefined more generally as, “[ijlmanufacturinga series of closely
related products.” Black’'s Law Dictionary, Definition of “Line,” No. 3 (9th ed. 2009); see also
Merriam-Webster, Definition of “Line,” No. 1ww.m-w.com/dictionary/line (defining “line”

as “merchandise or services of the same gemtass for sale or regularly available”); Oxford
Dictionary, Definition of “Line,” No. 4.6, www.oxdrddictionaries.com/us/definition/american_

english/line?qg=lingdefining “line” as a “range of commercial goods”).



Based on these definitions, the Court findst tBpecialty’s argument is more persuasive.
Under the ordinary and usual understanding of the, taritme” is a range, a series, or a stock of
products. The words “range,” “series,” and “stbelach indicate that a “line” is comprised of
multiple products. Indeed, contrary to Holley’s position, each new product with different design
features does not automaticallyate its own new “line.” As stig the Court finds that Holley’s
“HP line” must necessarily be comprised of ##ire range of Holley’'s HP main bodies and
carburetors, regardless of the variations among the different HP products’ styles and qualities.
Further, the Court finds that because Hoke®150 HP main bodies and Aluminum Ultra HP
carburetors are of the same general class oflgjoand because both products are marketed as
“HP” products, Holley’s “HP line” includes both guiucts, despite their differences. Indeed, the
design differences between Holley’s 4150 HP nirmdies and Aluminum Ultra HP carburetors
are mere variations among differgmoducts that make up the “HP line.”

In this respect, the Court agrees with Spégidilat Holley’s interpretation of the parties’
settlement agreement violates a fundamentadttef contract construction. (See Def.’'s Reply
[DN 44] 4.) As a general rule, “a court in its irgeetation should attempt to give meaning to all

the provisions of a contract.” Cincinnati GasElec. v. F.E.R.C., 724 F.2d 550, 555 (6th Cir.

1984). In other words, “[clontract interpretatitimat ‘entirely neutraies one provision should

not be adopted if the contractsasceptible of another which gsveffect to all its provisions.

Paris Packaging, Inc. v. Flint Grp. N. AiBorp., 2011 WL 5122639, at *3 (W.D. Ky. Oct. 28,

2011) (citations omitted). In this &a, Holley agreed to “manufactusé of its HP line of main
bodies with 6 identificatin surfaces cast into the main body .”.(Settl. Agr. [DN 25-4] § 7(d)
(emphasis added).) The Court finds that Holley’s argument that this agreement was meant to

cover only the HP 4150 main body effectivelyutralizes the terms “all” and “line,” which



contemplate that the parties intended their agreetoaover more than one type of HP product.
It seems to the Court that if the parties hadnded their agreement to cover only the HP 4150
main body, they would have so stated.

The Court also agrees witBpecialty that Holley’'s argument contains certain internal
contradictions. As noted above, Holley arguest thy adding the termUltra” (or the phrase
“Aluminum Ultra”) to “HP,” it essentially removed the main bodigem the “HP line,” as the
agreement was intended only to cover the “HP 4it&&0of main bodies.” (Pl.’s Opp. [DN 35] 8,
13-14.) However, Holley does not explain wbwy, the one hand, a main body is in the “HP line”
despite the @dition of theterm*“4150” to “HP"—yet, on the othelhand, adding the word “Ultra”
or “Aluminum” to “HP” somehow excludes ¢hAluminum Ultra HP main body from the “HP
line.” (Def.’s Reply [DN 44] 5.) The Court find$hat the agreement is not ambiguous, and that
the only permissible reading of it, which gives meaning to all its terms, is that it @lverain
bodies that include the “HP” brand in its ngnmeluding the AluminunUltra HP carburetor.

A cursory review of a picterof the Aluminum Ultra HP carburetor supports the Court’s
holding. The Aluminum Ultra HP chuaretor is castvith the name “Holley HP.” This casting
indicates that the carburetor is, in fact, parHofley’s “HP line.” As noted above, Holley states
that it “specifically designed the Aluminumltth HP main body so that Holley and the new-
script ‘HP’ are cast on to the side of the mhady.” (Pl.’s Opp. [DN 35] 9-10.) Holley further
states that the new-script “HP” with the tail coming off the “P” is only used in conjunction with
the marketing of Holley’s Aluminum Ultra HP &n thereby implying that the new-script “HP”
proves that the main bodies are not part of thelir® (See id.) But aSpecialtyaccurately
highlights, the parties’ agreement containdarmuage limiting the “HP line” to only HP main

bodies which use a standard block-typet. (Def.’s Reply [DN 44] 8-9.)



Indeed, the Court finds that the fact titdlley chose a new-script to complement its
“new design” does not establismaw line. Holley freely chose to brand the Aluminum Ultra HP
carburetor as an “HP” carburetor, as opposeddioiding it in some othrdine or coming up with
a new name for it. Therefore, Holley was obligatedomply with the parties’ agreement. To do
so, Holley could have: (a) foundveay to implement the six idéfication surfaes (with the
word “Holley” stamped or cast on one of thasgfaces) on the Aluminum Ultra HP carburetor;
(b) positioned the main bodies and carburetor) all of their design improvements, in a line
other than the “HP” line; or (c) chosen a nevmeafor the main bodiesnd carburetors that did
not include “HP” (i.e. the “Ultra” or “Aluminm Ultra” carburetor). By foregoing these options
and instead choosing to market the carburetara®P” carburetor, Holley essentially chose
not to comply with Paragraphs 7(c) and 7(d}hed parties’ agreement. Therefore, to the extent
that Specialty seeks a finding that Holley basached Paragraphs 7(c) and 7(d) of gt#gesnent
agreement, Specialty’s motion [DN 25]GRANTED in part.

B. PARAGRAPHS 3,6, AND 7(B): LITIGATION DESPITE RELEASE

In the parties’ settlement agreement, Salgciand Holley each agreed to “release[] the
other from all liability for the claims assertedthis suit and any othedaim which either party
might have against the other witbspect to the subject mattertbfs suit, whether asserted in
this suit or not.” (Settl. AgfDN 25-4] 1 3.) Further, Holley aged that any “[c]arburetor main
bodies manufactured by Specialty. that conform to the provisions of part 6 [of the agreement]
do not infringe any alleged tradizess or trademarks of its baretor main bodies and Holley
will not accuse the parts nor the usersmanufactures thereof of infringinigolley’s trademarks
or such trade dress.” (Id. § 7(b).) Paragrapbhdiiired Specialty to mafacture its main bodies

with identification surfaces in adbstantially different configurain” than Holley’s. (Id. § 6(a).)



Specialty argues that Holley has violatedsth provisions by bringg trade dress-related

claims against it in the matter of Holley PerforroaProds., Inc. v. Quick Fuel Tech., Inc., et al.,

No. 1:07-CV-185-M (W.D. Ky.) (“Quick Fel”). (Def.’'s Mem.[DN 25-1] 9-12.) Pecialty argues
that in that case, Holley afled “a number of clais that were exprely released under the
Settlement Agreement,” (id. at 10), includingiobs that Specialty “designed, manufactured and
marketed carburetors whose trade dress is suimtg identical to or, at the very least,
confusingly similar to the HolleZCarburetor Trade Dress . . .(4th Am. Compl. [DN 25-10] 1
79.) In support of its argument, Specialty hights that in Holley’s complaint in this action,
Holley alleged that Specialty copiéd trade dress feawiof the “[d]esign osupport ribbing . . .
on the exposed sides of all Holley carburetomniendies,” which design featured “four ribs on
each outside edge of the main body, and fike an the bottom edge.” (See Compl. [DN 25-2]
11(d).) Similarly, in the more recent Qui€kiel action which was pending against Specialty
Holley alleged that it had tradeess rights for “the speed straken the side of the main body.”
(4th Am. Compl. [DN 25-10] 1 38(c).) Specialtygaes that this is a re-assertion of the same
claims. In addition, Specialty argues that Hollegs “asserted other trade dress rights against
Specialty that relate to certamain body elements,” despite tfact that Holley agreed that it
would not accuse such parts (oe timanufactures thereof) of iifging on its trade dress as long
as Specialty’s main bodies conformed to the agreement. (Def.’s Mem. [DN 25-1] 11.)

Holley responds that it haot violated Paragraphs 3, 6, and #bbhe parties’ agreement.
According to Holley, the initial litigation betweadt and Specialty was bad on Specialty’s sale
of a component part (i.e. aplacement main body) for genuine Holley carburetor products. After

the agreement, Specialty made the decisiomdaaufacture complete carburetors. Holley argues

1 On April 16, 2014, the Court issued an order inabgon [DN 334], dismissing the Fourth Amended Complaint,
with prejudice, as to Specialty. Holley Perf. Prods., InQuick Fuel Tech., Inc., No. 1:07-CV-185-M (W.D. Ky.).
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that the agreement only appliedSpecialty’s alleged infringement of the trade dress of Holley’s
main bodies—and that the agreement did not gmewt from addressing any post-settlement
infringement of the trade dress of entire ldgltarburetors. (P1.'®pp. [DN 35] 23-26.)

In addition, Holley argues that Specialty®tion “ignores the fundamental principle that
in analyzing trade dress, the elements of gheduct’'s appearance musbt be isolated and
examined individually, but must be considersl a whole.” (Id. at 23 (citing Bristol-Myers

Squibb Co. v. McNeil-P.P.C., Inc., 973 F.2d 1033, 1@2Cir. 1992) (noting that in examining

trade dress, “the focus is oretlentire look of the product oapkaging”)).) In specific, Holley
argues that Specialty improperlyiates one of the elements on a component of the carburetor
(i.e. the “speed strakes on théesiof the main body”) to argueahbecause this “trade dress”
element could have been asserted in the lifitigation, the settlem& agreement sanctions
Specialty’s complete carburetors and their featufediey argues that this rationale is incorrect.
Instead, Holley argues that the parties’ agment “simply resolve@ dispute about properly
identifying and distinguishing ¢ghsource of individual replacentgparts for Holley carburetors
and has no bearing on the safeeomplete carburetors . . . .” (Id. at 24.)

The Court agrees with Specialty that Hglkolated Paragraphs 3, 6, and 7(b) of the
parties’ agreement when it brougtertain trade dress-relatedhiohs against Specialty in the
Quick Fuel litigation. As noted above, in Paragraph 3 of the agreement, Holley explicitly agreed
to “release[] [Specialty] from allability for the claims asserteid this suit and any other claim
which either party might have against the other with respect to the subject matter of this suit,
whether asserted in this suit or not.” (Settl. A@N 25-4] { 3.) It cannobe disputed that this
suit involved certain aesthetic design features which were “inherently distinctive trade dress

features.” (See Compl. [DN 35-2] § 11.) Similaiitycannot be disputed that the subject matter

11



of this suit was Specialty’s alleged misappropoiatof these trade dress features. Therefore, the
Court holds that to the extetitat Holley asserted (or could Veaasserted) trade dress-related
claims against Specialty and its main bodieshis action, it released Specialty from liability.
Further, under Paragraph 7(b)tbé parties’ agreement, Holl@yas prohibited from asserting (or
re-asserting) such claims against Spegialthe more recent Quick Fuel action.

In the Quick Fuel action, Holley did assent {e-assert) trade dress-related claims against
Specialty that it was prohibited from assertiSgecifically, Holley asserted certain trade-dress
related claims in the Quick Fuel action whiclated to main body elements that existed at the
time this initial action was filed. For example, @gecialty noted, Holley alleged in this action
that Specialty copied its feature of the “[d]esajrsupport ribbing . . . othe exposed sides of all
Holley carburetor main bodies,” which design featuffour ribs on each outside edge of the
main body, and five ribs on the bottom edg@&ompl. [DN 25-2] { 11(d).) Similarly, in the
Quick Fuel action, Holley allegeddhit had trade dress rights for “the speed strakes on the side
of the main body.” (4th Am. Compl. [DN 25-10]3B(c).) The Court finds that this was a re-
assertion of a claim Holley releasedParagraph 3 of the parties’ agreement.

In addition, the Court finds #t Holley violated the agreamt to the extet it asserted
other trade dress rights agdif@pecialty in the Quick Fuel action which related to main body
elements of Specialty’s carburetathat existed at the time this initial action was filed. This is
because Holley also released those claims ingPaph 3 of the parties’ agreement. In sum, the
Court agrees with Specialty that Holley didlate the settlement agreement. Holley’s argument
that the agreement had no bagrion the sale of complete carbiors by Specialty is without
merit. After all, complete carburetors do, ictfahave main bodies and main body elements. To

the extent that Specialty seekBraling that Holley has breached Paragraphs 3, 6, and 7(b) of the

12



parties’ ®ttlementagreement, Specialty’s motion [DN 25] GRANTED in part. Notably,
however, the Court finds that Holley did noebch Paragraph 3, Paragraph 6, or Paragraph 7(b)
to the extent that it alleged trade dress-related claims in_the Quick Fuel action which had no
bearing on the main body elements of Specialtytbur@tors—or to the exte it alleged claims
which had a bearing on main body elements,viooich related to elements that were not in
existence as of the time of theepious litigation. Further, to thextent that Holley alleged other,
non-trade dress-related claims in the Quick Famtlon, such as its conspiracy claim, those
claims did not in violate the agreement.
C. SPECIALTY 'SREQUESTED RELIEF

In its motion for summary enforcement, Spétyi argues that since Holley has breached
Paragraphs 7(c) and 7(d), the Court my$): compel Holley to comply with theeglement
agreement by (a) manufacturing “afl its HP line of main bodiewith 6 identification surfaces
cast into the main body in substially the configuration shown iExhibit B” and (b) casting or
stamping the word “Holley” on one of the siafflsurfaces on all HP badi; (2) enjoin Holley
from any further manufacturing, sales, or wlsttion of its HP mainbodies (alone or in
combination with carburetor assemblies) thahdbcomply with the parties’ agreement; and (3)
order Holley to immediately withdraw fromahmarket all of its HP main bodies (acatburetors
assembled therewith) that do not comply witlh garties’ agreement. (See Def.’s Mem. [DN 25-
1] 15-16.) Specialty also arguesatithe Court must: (4) order Hey to retrieve its existing
inventory of all HP main bodies (and carburetassembled therewith) that do not comply with
the parties’ agreement; (5) orddolley to immediately informall customers that any products
which were sold to them that do not comport wvilik parties’ agreement are in violation of the

agreement and may no longer be offered or so)dr@er Holley to buy backll of its inventory
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of Holley products that do not sply with the parties’ agreeant and reimburse customers for
applicable shipping and handling costs; (7) ordelley to provide an accounting to Specialty
showing all revenues from the sale or disttitsu of products that do not comply with the
parties’ agreement; (8) order Heyl to forfeit all of such revenues to Specialty; and (9) award
Specialty costs and fees, including attorney fees, that itrgatin having to bring this motion.

In addition, Specialty argues that becadsdley has breached Paragraphs 3, 6, and 7(b),
the Court must: (1) order Holley to stipulate to dismissing, with prejudice, certain of the trade
dress-related claims in the Quick Fuel matter; (2) enjoin Holley from bringing any future claims
that Holley might have against &palty with respect to the subject matter of this suit, including
trade dress-related claims; (3) enjoin Holfegm accusing Specialty of infringing any Holley
trade dress as to carburetors that Holley hasvaticsSpecialty to manufaceyrdistribute, sell, or
otherwise use in compliance with the settlemagiteement; (4) award 8galty its costs and
fees, including the attorney fees it incurred in bringing this motion for summary enforcement;
and (5) award Specialty damagesluding costs and the attorneges it incurred as a result of
being forced to defend itself, in violation of the settlement ageegnagainst trade dress-related
claims that Holly alleged in the Quick &lusuit. (See Def."#em. [DN 25-1] 17-183

Holley argues that this sweeping relief is @amkanted, as Specialty requests more than a
simple ruling from the Court ordering that Holleplated the parties’ agement and precluding
Holley from asserting some of its trade dressteelalaims in the Quick Fuel action. (Pls.” Opp.

[DN 35] 22, 26 n.10.) Instead, Spaity asks the Court to, amormgher things, order Holley to

2 Due to the order of dismissal entered in the Quick Riggtion, the parties have filed a joint stipulation [DN 71]
regarding Specialty’s motion. The parties stipulate that the order of dismissal rendered moot certain provisions of
the relief requested in the motion with respect to Holley'gjatleviolations of Paragraphs 3, 6, and 7(b), including:

(a) the request to order Holley to stipulate to dismissing, with prejudice, the trade dress and related claims in the
Quick Fuel case; and (b) the relateduest to enjoin Hollefrom accusing Specialty @ffringing any Holley trade
dress—but only with respect to those trade dress-relasé@misckthat were asserted in the Quick Fuel case. (Joint
Stipulation [DN 71] 2.)
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withdraw certain products from the market, infooustomers of the viation of the parties’
agreement, reimburse customers for shippind bhandling costs, prowed Specialty with an
accounting of revenues from the sale or distrdyuof products that do not comply with the
parties’ agreement, and awattibse revenues to Specialty. (|t 22.) According to Holley,
Specialty has not tied this ert@ve requested relief to amgeasure of damages proximately
caused by the alleged breach. For example, Holley states that Specialty has not offered evidence
of any confusion between Holley’'s new Aluminlwitra HP carburetors and any of Specialty’s
products—yet it still demands that Holley accoumtdth of the revenuessaociated with its new
product and turn them over to Specialty. Holegues that such relief is not warranted.

Specialty responds that Holley does not disghe equitable reliefequested—and that
as for its damages, it would limit its damages “to its costs and attorney’s fees incurred as a result
of being forced to defend itself against the impripasserted trade dress claims . . . .” (Def.’s
Reply [DN 44] 15.) Specialty statéisat this can be determinatia separate damages phase.

The Court finds that the record is not sufficiently developed to allow it to make an
informed decision as to the proper relief to awiarthis case. Accordingly, the Court will refer
the matter to the Magistrate Judge to devéhaprecord and issue a report and recommendation
as to the appropriate relief to award in this case, if any.

[ll. CONCLUSION

For the reasons set forth aboe]S HEREBY ORDERED that Specialty’s Motion for
Summary Enforcement of CertaBettlement Provisions [DN 25] RANTED in part and
DENIED in part. It isSGRANTED to the extent Specialty seeks a holding that Holley violated

Paragraphs 7(c) and 7(d) of the partieseagient—and to the extent Specialty seeks a holding
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that Holley violated Paaaphs 3, 6, and 7(b) of the agreement. RENIED to the extent that
Specialty asks the Court to enter its requested relief.
IT IS FURTHER ORDERED that the issue of relief REFERRED to the Magistrate

Judge.

Joseph H. McKinléy; Jr., Chief Judge
United States District Court

May 12, 2014
cc: counsel of record
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