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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF LOUISIANA

SNOW INGREDIENTS, INC., et. al. CIVIL ACTION
VERSUS CASE NO. 12-1412
SNOWIZARD, INC. SECTION “G”"(1)

ORDER AND REASONS

In this litigation, Snow Ingredients, In&imeon, Inc., Southern Snow Manufacturing, Co.,
Inc., Parasol Flavors, LLC, Theodore Eisenmdtaggs Supply LP, and Special “T” Ice Co., Inc.
(collectively, “Plaintiffs”) asserted an array oaohs against SnoWizard, Inc., Ronald R. Sciortino,
Jack E. Morris, and Kenneth L. Tolar (colleety, “Defendants”) under state and federal law. The
Court dismissed all of these claims with prejudice on March 27, 2Bigsently pending before
the Court is Plaintiffs’ “Motion for Reconsideration Under Rule 584ving reviewed the motion,
the memoranda in support, the memoranda in opposition, the record, and the applicable law, the
Court will grant-in-part and deny-in-part the pending motion.

. Background

A. Procedural Background
Plaintiffs filed this action against Defendants in the Eastern Disfriaiuisiana on June 1,
2012, and it was transferred to this section, SectitreGuse itis related to cases that were already

pending in this Court in conldated Civil Action No. 06-9170Defendants answered the complaint

! Rec. Doc. 72.
2 Rec. Doc. 76.
3 The Procedural and Factual Backgrounds here agted from the Court’s prior Order. Rec. Doc. 72.

4 SeeRec. Doc. 1; Rec. Doc. 8.
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on July 19, 2012.The next day, Plaintiffs filed an Amended Compl&iWvith leave of Court,
Plaintiffs filed a Second Amended aSdpplemented Complaint on February 4, 2008 March
12, 2013, Defendants filed the instant Motioiemiss Second Amended Complaint under Rule
12(b)(6)® Plaintiffs opposed the motion on April 2, 213he Court granted the motion on March
27, 2014, dismissing all of Plaintiffs’ claims with prejudie.
B. Factual Background

Although the above-captioned case was notaareted with Civil Actions Nos. 06-9170,
09-3394,10-791, and 11-1499 (hereinafter, the “Consikd Cases”), the factual background of
this case is deeply intertwined with the Consatiidi Cases. All parties, except for the attorney-
defendants, Jack Morris and Kenneth Tolarj@velved in the sale, distribution, or manufacturer
of snowballs, snowball flavor concentrates, and ice-shaving machines.

1. The Consolidated Cases

a. Litigation in this Court

Between 2003 and 2008, SnoWizard began tpiae and enforce various patent and

trademark rights, and this litigation ensued wissuthern Snow first filed suit in 2006. In the

consolidated cases, the claims and counterclaredominantly covered the scope, existence, and

® Rec. Doc. 11.
® Rec. Doc. 12.
" Rec. Doc. 53.
8 Rec. Doc. 62.
° Rec. Doc. 64.

0 Rec. Doc. 72.



ownership of certain patents and trademarks and the fairness of the parties’ business practices.
Throughout the litigation, Plaintiffs in those cases (“Consolidated Plaintiffs”) claimed that
Defendants had fraudulently and ainly procured and enforced their claimed intellectual property
rights. After significant motion practice over the cgiof multiple years, the remaining claims were
submitted to a jury in an eight-day trial. OrbReary 28, 2013, the jury returned a verdict, and the
Court entered a judgment on the basis of the jury verdict on March 5/2013.

The jury found for Consolidated Plaintiffs @nsingle cause of action: that Plum Street
Snoballs owns a valid and enforceabiegdemark for the unregistered ternR@ID CREAM
VANILLA and that SnoWizard used a reproduction, cerdeit, copy or colorable imitation of that
trademark in a manner that was likely to cause confusion, or to cause mistake, or to deceive as to
the source, origin, sponsorship, or approval of such product under Lanham Act 88 43(a) and 35, 15
U.S.C. 88 1125(a) and 113¥7With regards to this cause of action, the jury further found that
SnoWizard’s conduct was “unethical, oppressivecrupulous, or deceptive,” and that Plum Street
Snoballs was entitled to the costs of the actidihe jury rendered judgment against Consolidated
Plaintiffs on all of their other causes of actitincluding additional claims involving infringement
of Consolidated Plaintiffs’ claimed trademarks tedBID CREAM VANILLA and claims involving
infringement of Consolidated Plaintiffs’ claimed trademarkswoWSWEET as well as SnoWizard’s

alleged fraudulent assertions of rights in the trademaRGHD® CREAM VANILLA , SNOSWEET,

11 Civ. Action No. 06-9170, Rec. Doc. 665.
121d. at p. 3.
131d. at p. 4.

1 1d. at pp. 1-6.



SNOBALL, SNOBALL MACHINE, HURRICANE, MOUNTAIN MAPLE, BUTTER-CREAM, BUTTERED
PoOPCORN CAKE BATTER, CAJUNREDHOT, COOKIE DOUGH, DILL PICKLE, GEORGIAPEACH, KING
CAKE, MUDSLIDE, PRALINE, and WHITE CHOCOLATE& CHIPS.*® The jury found for Defendants on
six of their eight counter-claints.

In addition to the trademark claims, botlrGolidated Plaintiffand SnoWizard raised
multiple claims regarding SnoWizard’s patent in U.S. Patent No. 7,536,871 (“lcemaker with
Improved CarAssembly”)!’ Thejury founc agains Consolidate Plaintiffs onall of their false and
invalid paten claims agains SnoWizarcanc founc for SnoWizarcon mos of its counerclaims,
including all but one of its patent infringement claiths.

b. Appeals
On Augus 8, 2013 Consolidate Plaintiffe anc two Counter-Defendary in the

Consolidate litigation filed a “Notice of Appeal to the Federal Circti SnoWizarcanc Sciortino

51d. at p. 5.
181d. at pp. 6-11.
171d. at pp. 2-11.
18 14.

19 These were: Plum Street Snoballs, Theodore EiaanRaggs Supply LP, Special T. Ice Co. Inc.,
Van’s Snowballs, Parasol Flavors LLC, Simeon Inc., SoutBeow Mfg. Co. Inc., and Snow Ingredients, Inc., in
addition to Counter-Defendants Milton G. Wendling, Jr. and Banister & Co. Inc.

20 Civ. Action No. 06-9170, Rec. Doc. 713. Specificalipnsolidated Plaintiffs stated that their appeal
addressed the Court’s: (1) Order denying Plaintiffs’ “Ri@s59 motion,” (Rec. Doc. 711); (2) Order “granting-in-
part Defendant’s Rule-59 mation,” (Rec. Doc. 709); (Bafjudgment, (Rec. Doc. 665); (4) Order “that allegedly
fraudulent applications for patents and trademarks doortitute antitrust violations and may not serve as
evidence of anti-competitive conduct for Plaintiff's anistrclaims under 15 U.S.C. 88 2, 15, & 26,” (Rec. Doc.
651); (5) Order “on Summary Judgment . . . dismissing #ffairclaims in [Clonsolidated Case No. 11-1499,” Rec.
Doc. 621; (6) Order “denying Plaintiffs’ motion limine,” (Rec. Doc. 610); (7) Order of “Rule-12 dismissal of
Plaintiffs’ Civil-RICO clsims,” (Rec. Doc. 605); (8) Ordef “Rule-12 dismissal of Plaintiffs’ Civil-RICO claims,”
(Rec. Doc. 561); (9) Order “on Summary Judgment . . .id&@ng Plaintiffs’ claims re 2 trademarks,” Rec. Doc.
336; (10) Order “on Summary Judgment . . . of validitp tfademarks,” (Rec Doc. 336); (11) Order “on Summary
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filed a notice of cross-appe on Septembe 4, 2013% On thai sam¢ day, Hanover Insurance
Compan: filed a notice of appee from the Court’s order: concludin¢ thar it hac a duty to defend
SnoWizard after May 201%

OnJuly 3,2014 the Federe Circuitissuecar Orderaddressin all issue raiseconappea??
savefor thoseissue relatecto Hanover’«duty to defencSnoWizarowhichwas docketeiseparately

anc is still pending? In its Order the Federe Circuit affirmec this Court on many poinZ The

Judgment . . . dismissing Plaintiffs’ Lanham-Act false-atilsiag claims,” (Rec. Doc. 332); (12) Order of “Rule-12
dismissal of Plaintiff's claims under 15 U.S.C. § 114®&c. Doc. 162); (13) Order “on Summary Judgment . . .
dimissing Plaintiffs’ claims undet5 U.S.C. § 1120 & La. R.S. 51:14@8,seq(Civ. Action No. 09-3394, Rec. Doc.
56); (14) “Any other interlocutory order entered in the otidated cases;” and (15) Any order entered after the date
of this Notice of Appeal.1d. at pp. 1-2.

2L Civ. Action No. 06-9170, Rec. Doc. 717. Specifically, Defendants announced an appeal of the Court’s:
(1) “Order and Reasons denying SnoWizard'’s motion fde Rl sanctions against plaintiffs Claude Black and
Donna Black d/b/a Plum Street Snoballs, Theodore EigaenniRaggs Supply, LP d/b/a Raggs Sno-Cone Supplies,
Special T. Ice Co., Inc., Parasol Flavors, LLC, Simean, Bouthenr Snow Mfg. Cdnc., and Snow Ingredients,
Inc. and their counsel of record Mark Edw. Andrew€iwil Action No. 11-1499,” (Rec. Doc. 557); (2) “Order and
Reasons granting third-party defendant Hanover Imsgr&ompany’s motion for summary judgment against
SnoWizard on Hanover’s duty to defend SnoWizar@iwil Action 11-1499 (Rec. Doc. 558); (3) Order denying
SnoWizard’s cross motion for partial summary judgh@gainst Hanover on Hanover’s duty to defend SnoWizard
in Civil Action 11-1499,” (Rec. Doc. 559); (4) “Ordand Reasons granting Hanover’s motion for summary
judgment against SnoWizard terminating Hanover's tlutyefend SnoWizard in Civil Actions 06-9170, 09-3394,
and 10-0791 (Rec. Doc. 622); (5) “Judgment in Jury VefdE finding validity and infringement by SnoWizard of
plaintiff Plum Street Snoballs’ trademark in ORIDHCREAM VANILLA in Civil Action 11-1499,” (Rec. Doc.
665); and (6) “Order and reasons denying in part SnoWgandtion for judgment as a matter of law and/or to alter
or amend judgment on validity and infringement by Srekd of Plum Street Snoballs’ trademark in ORCHID
CREAM VANILLA in Civil Action 11-1499,” (Rec.. Doc. 709)d.

22 Civ. Action No. 06-9170, Rec. Doc. 716. SpecificaHanover Insurance Company indicated that it
appealed “from those orders holding that Hanover had a continuing duty to defend SnoWizard Holdings, Inc.,
SnoWizard, Inc., SnoWizard Extraclsg., SnoWizard Supplies, Inc., andRonald Sciortino (collectively,
“SnoWizard”) after May 9-11, 2001 (generally Rec. Doc.s@48343 . . . Rec. Doc. 346 . . . and Rec. Doc. 641).”

2 Rec. Doc. 734; 567 Fed. App’x 945 (Fed. Cir. 2014).
24 SeeN0.14-1389 (Fed. Cir.).

= Specifically, the Federal Circuit affirmed this Court’s Judgment and Orders to the effect that: (1) the ‘459
patent was enforceable; (2) Southern Snow and@imérademark infringement claim against SnoWizard in
regards to SNOBALL was “groundless, brought in bad faitifor purposes of harassment;” (3) SnoWizard held
valid, enforceable, and infringed trademark rightthhe CAJUN RED HOT, WHITE CHOCOLATE & CHIPS,
MOUNTAIN MAPLE, and SNOSWEET marks; (4) Sno¥drd infringed Plum Street Snoballs’ trademark in
ORCHID CREAM VANILLA; (5) Southern Snow, Parasalhd Simeon'’s infringement claims, brought pursuant to
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courideclinecto review SnoWizard': cross-appe of this Court’s denia of its motior for Rule 11
sanctions notinc thal SnoWizarchac reurge(tha motior in this Couri ai the time of oralargument
on appea® It alsc reverse this Couri on two points (1) the applicability of the on-sal¢ bai to the
‘871 patent?’ anc (2) whethe Ragg: anc Specia T were “in privity” with Southeri Snow Parasol,
and Simeor??

Addressin(the on-sal¢bar the couri reasone that: (1) the ‘871 paten was “the subjec of
a commercie offer for sale” based on the quotations SnoWizard’'s parts manufacturer sent to
SnoWizard; (2) the invention was “ready for patenting” because SnoWizard produced detailed
drawing¢ of it, anc its partc manufacture “clearly understoo [base( on the drawing: and
SnoWizard’: written instructions] how to make the parts and how the pieces were to be put
together.?® Therefore the court concludec the on-salt bar appliec and rendered the ‘871 patent
unenforceabl&

Addressing privity, the court reasoned that:

The questiol of privity asto Speica T anc Raggs which are distributor« of products

15 U.S.C. § 1120 and related to the then-untegid marks CAJUN RED HOT, CHAI LATTEA, COOKIE

DOUGH, SWISS ALMOND COCO, TIRAMISU, ZEPHYR, ar8NOBALLS were properly dismissed; (6)
SnoWizard was not liable under federal or state antitrustdavguse plaintiffs failed"failed to establish a dangerous
probability of monopolization;” (7) Plaintiffs’ RICO clais included no allegations of criminal activity, and
therefore were properly dismisseéd. at 953—-64.

% |d. at 963-64.
27 |d. at 948-53.
28 |d. at 959-961.
29 |d. at 952.

%0 |d. at 953.



made¢ by Old Plaintiffs! is of a different nature. The District Court found that
Specia T anc Ragg: are “in ar expres lega relationshi| with [SoLthern Snow,
Parasol, and Simeon] by virtue of [their] distributorship.”

As we have helc in Transcleal, with reged to questions of intellectual property
infringemen anc invalidity, the persoi wha buys< ar allegedlyinfringing produc is
noi considere to be in privity with the person who sells him the product. As
distributors Ragg: anc Specia(T are persons who bought the allegedly infringing
good: from the Old Plaintiffs, and without more canno be considere “in privity”
with the Old Plaintiffs.

Baset upor its finding of no privity, the court reinstated the following claims asserted by
Raggs and Special T against SnoWizard:

1. Seekin¢ a declarator judgmen thai SnoWizar« holds nc valid or enforceable
trademark rights in:

SNOSWEET (Count 27)

SNOFREE (Count 33)
MOUNTAIN MAPLE (Count 37)

CAJUN RED HOT (Count 41)

CHAI LATTEA (Count 42)

WHITE CHOCOLATE & CHIPS (Count 50)

~PQoooTp

2. Seeking cancellation of SnoWizard’s asserted Louisiana trademarks in:

a. CAJUN RED HOT (Count 54)
b. MOUNTAIN MAPLE (Count 68)
c SNOFREE (Count 72)
d SNOSWEET (Count 74)

3. Seekinta Texasdeclarator judgmenthai SnoWizard' purporte(trademar rights
are invalid and unenforceable (Count 34).

31 See Idat 959 (“As of April 18, 2011, Southern Snow, Rataand Simeon (collectively, ‘Old Plaintiffs”)
were the only plaintiffs. The District Court dismissed numerous claims they brought against SnoWizard for asserting
its trademark rights. On June 24, 2011, Snow Ingregii&isenmann, Raggs, and Special T (collectively, ‘New
Plaintiffs’) became plaintiffs, also asserting claims dase SnoWizard's assertion of trademark rights.”) (citations
omitted).

32 1d. at 960.
33 1d. at 960-61; Civ. Action No. 06-9170, Rec. Doc. 412 at pp. 124—136.
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The partiet subsequent filed petitions for writs of certiorari with the United States
Supreme Cour These petitions were denied on February 23, 2315.
C. Actions Taken on Remand
Onremand the Court: (1) dismisse without prejudice all pending post-tria motions®* (2)
se briefing deadline regardin( the claims rendered valid by the Federal Circuit’s order, and any
motions the partie: intender to re-urge®’ anc (3) reconsidere anc lifted its permaner injunction,
consister with the Federz Circuit's order® Consoldated Plaintiffs, in turn, moved to dismiss
without prejudice the claims rendered vatid remand, representing, among other things, that
“[n]one of the litigants including the 3d-partyinsurer wantto re-litigate thescremande claims,”
anc thai dismisse without prejudice “will relieve the Courtanc all of the litigants of the burden of
anew trial.”** The Couri grante this motion dismissin¢without prejudice the remande claims?®
2. This Litigation
a. Complaint
Accordin¢ to the Second Amended Complaint in this case, “Defendant SnoWizard is

attemptin(to manipulatithe snowbal marke througl a schem to asseiexclusivemonopolrights

34 United States Supreme Court Dockets Numbered 14-742 and 14-684.
% d.

36 Civ. Action No. 06-9170, Rec. Doc. 735.

37 Civ. Action No. 06-9170, Rec. Doc. 738.

38 Civ. Action No. 06-9170, Rec. Doc. 739.

39 Civ. Action No. 06-9170, Rec. Doc. 740—1 at pp. 4-5.

40 Civ. Action No. 06-9170, Rec. Doc. 742. On OctoB®, 2014, Defendants moved for attorney’s fees.
Rec. Doc. 741. That motion is still pending.



to sell product: in thar market threatenin anc bringinc litigation to force withdrawa of legitimate
product: anc producer from the marke base: on fraudulenthy asserte anc obtécined patent and
trademar rights.”! Plaintiffs in this matter claim that Snoard’s attorneys Kenneth Tolar and
Jacl Morris have conspireiwith SnoWizarcanc Sciortinc to acquire maintain anc enforce bogus
patent anc trademar registration a<a mean of assertin unwarrante monopoly rights through
abusive litigation and obstruction of justie.

In particular, Plaintiffs allege the following:

In what Plaintiffs identify in their Second Amended Complaint as “Co(ithéy allege that
SnoWizard, Sciortino, Tolar, and Morris engaged itigation scheme that constitutes obstruction
of justice and a violation of the Racketeeruiefhced and Corrupt Organizations Act (“‘RICO”), 18
U.S.C. §8 1961et sed?

In “Count 2’ and “Count §” Plaintiffs allege that SnoWizard has engaged in sham litigation
against Plaintiffs and made material misstatements in court and to the United States Patent and
Trademark Office (‘USPTQ”) in a manner that violates both federal and state antitru&t laws.

In “Counts 34,” Plaintiffs accuse SnoWizard of violating the Lanham Act for their allegedly
fraudulent trademark registration of WHE CHOCOLATE & CHIPS and CAJUN RED HO.

In “Count §5” Plaintiffs raise another Lanham Aclaim wherein they allege unfair

! Rec. Doc. 53 at p. 3.
“21d.

“31d. at p. 45.

4 1d. at pp. 45-47; 49.

45 1d. at p. 48.



competition in violation of section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).

In “Count 7,” Plaintiffs allege that SnoWizard has engaged in conduct that violates the
Louisiana Unfair Trade Practices Act JTPA”), Louisiana Revised Statute § 51:146f sed”’

In “Count 8 and “Count 11, Plaintiffs claim that, pursuamo Louisiana Civil Code Article
2315, SnoWizard must pay damages for fraud, obstruction of justice, and abusive litigation, and that
Morris and Tolar conspired to commit those atd are thus liable under Louisiana Civil Code
Article 2324

In “Count 9} Plaintiffs accuse SnoWizard of malizis prosecution for pursuit of its claims
in Southern Snow Manufacturing Company, Inc. v. SnoWizargd Gase No. 10-4278.

In “Count 10, Plaintiffs raise a similar claim for SnoWizard’s roleSmoWizard, Inc. v.
Doty, et al, Case No. 11-051%.

Finally, in “Counts 1113 Plaintiffs allege that Defedants Morris and Tolar are liable as
conspirators for SnoWizard’s alleged wrongdoing as set forth in “Coudf8'1

b. Dismissal
In its order on Defendants’ “Motion to Dismiss Second Amended Complaint Under Rule

12(b)(6),” the Court dismissed afl Plaintiffs’ claims. Specifically, the Court dismissed (1) “Counts

48 1d.

471d. at p. 49.
“81d. at pp. 49-50.
491d. at p. 50.

0 q.

1.
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1-8' against SnoWizard and Sciortino duegés judicata (2) “Counts 9—10and all claims against
Morris and Tolar (“Counts 11-IBbecause “Plaintiffs cannot shanbona fide termination on the
merits in the underlying lawsuits;” (3) "Counf’dgainst Morris and Tolar, for “fail[ure] to allege
an underlying predicate RICO act tgpport the cause of action; (4) “Count Abainst Morris and
Tolar, because “Plaintiffs fail to allege any fattdicating that Morris and Tolar conspired to help

SnoWizard and Sciortino commit fraud or obstruction of justice;” and_(5) “Counts 11 and 12

against Morris and Tolar, since ‘itieer of the lawsuits in question can be said to have terminated
in Plaintiffs’ favor.’?

Il. Parties’ Arguments

A. Plaintiffs’ “Motion for Reconsideration™?

1. Impact of Lexmark Decision

In support of the instant motion, Plaintiffs assert that the United States Supreme Court’s
March 25, 2014 decision Irexmark Int’l, Inc. v. Stiic Control Components, Im¢.(1) “explicitly
controls the questions of interlocutory dismisgdPlaintiffs’ 8§ 1125(a) causes of action, in the 06-
9170 consolidated litigation . . . and in this litigation’s Counts 5 & 72) “implicitly controls the
qguestions of interlocutory dismissal of Pl#iis’ other Lanham-Act causes of action under § 38
(15 U.S.C. § 1120) in the . . . [Clonsolidatedgltiion . . . and in thiktigation’s Counts 3 & 4”

because “the Supreme Court’s analysis ostheement of purpose in 8§ 1127 applies to the entire

2 Rec. Doc. 72 at p. 33.
3 Rec. Doc. 76.

134 S.Ct. 1377 (2014).
*>Rec. Doc. 76-1 at p. 1.
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Lanham Act;®*® (3) “informs the question of interloary dismissal of the Civil-RICO causes of
action in the ... [Clonsolidated litigation . ndain this litigation’s count 1;” and (4) “informs the
guestion of whether allegedly fraudulent applizasi for patents and trademarks constitute antitrust
violations and may serve as evidence of anti-competitive conduct in the . . . [C]onsolidated
litigation . . . and in this litigation’s Counts 2 & 7.”
a. Impact of Lexmarkon Lanham Act Claims

Plaintiffs argue thattexmarkinstructs that “the causes oftan in the . . . [Clonsolidated
[Clases should not have been dismissed on int&dog order, and the causes of action here should
not have been dismissed on interlocutory ordeAtcording to Plaintiffs,Lexmarkinvolved
“essentially the same set-up as the instant litigatiorntfiat the defendant in that case asserted an
unfair-competition counterclaim pursuda 843(a) of the Lanham Agtalleging that the plaintiff
told its customers that it “owned a patent angyeight,” he defendant “infringed the patent and
copyright,” and “therefore that [the plaintifiyas the official supplier, [the defendant] was an
infringer, and that customers ought to buy ontynfr[the plaintiff] andnot [the defendant]?®
Plaintiffs claim that the Court inexmarkfound that “persons whose injury was proximately caused
by the unlawful conduct” had standing to sue pursuant to the Lanhafh @uating from the

opinion inLexmark plaintiffs claim that “the interveningtep of consumer deception is not fatal to

% 1d. at pp. 1-2.

5"1d. at p. 2.

5815 U.S.C. § 1125(a).
9 d. at p. 2.
d.
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the showing of proximate causation required bystla¢ute,” and that “a defendant who seeks to
promote his own interests by telling a falsehood tabmut the plaintiff ohis product’ may be said
to have proximately caused the plaintiff's harrit.”

b. Impact of Lexmarkon RICO and Antitrust Claims

Plaintiffs assert that theexmarkdecision cites the United States Supreme CoBritige

v. Phoenix Bond & Indemnity Compatgcision, which “mak[es] very clear that third-party reliance
can be sufficient to state a claim for unfaimgetition and to state @aim for Civil-RICO.™?
According to Plaintiffs, “[t]he third party migle a group of people such as customers or potential
customers . . . or the United States Patent Brademark Office,” as it was in “these casés.”
Plaintiffs maintain that “the Supreme Court lcagp identified that the Civil-RICO statutes were
modeled on the Clayton Act, which providesiagte right of action for antitrust,” and thexmark
opinion “re-states the relationship among antitrust, Civil-RICO, and unfair-competition causes of
action,” as well as “the sammemmon injury-proximately-causdn~defendant pleading requirement
of all three causes of actioff. Therefore, Plaintiffs assettexmarkinforms “both the Civil-RICO
and antitrust issues in this litigatiofr.”

C. Impact of Lexmark on Res JudicataAnalysis

Plaintiffs maintain that becausexmark“controls the several questions of interlocutory

%11d. at p. 3.

%21d. (citing 553 U.S. 639 (2008)).
83 d.

& d.

8 d.

13



dismissal of Lanham-Act causes of action by seveffardnt sections of the District Court, it seems
certain that those interlocutory dismissals wilt&eersed” by the Federal Circuit in the appeal that
was then pending before that colirLikewise, Plaintiffs argue,.exmarks “analysis ofBridge
seems . . . likely to support a reversal of therlocutory dismissal of the Civil-RICO claim8’”
Therefore, Plaintiffs assert, “those issues” would no longeedbaudicata®®

Plaintiffs contend that even when “leavingdasthe . . . consolidated litigation and looking
only at this case Pexmark‘controls the issues of interloary dismissal of Lanham-Act causes of
action in this litigations’s Counts 3, 4, 5, & 7, antbrms the issues of interlocutory dismissal of
the Civil-RICO cause of action in this litigations Count 1, and interlocutory dismissal of federal and
state antitrust causes of action in this litigation’s Counts 2 & 6.”
B. Defendants’ Opposition

In opposition, Defendants note that the Court dised “Plaintiffs’ self-styled ‘Counts 1-8"
against Defendants SnoWizardieSciortino “on the basis ods judicatd and “likewise” dismissed
all claims against Defendants Morris and Td%afurther, Defendants aver, the Court dismissed

Plaintiffs’ RICO claim against Morris and Tolar because Plantiffs “failed to allege an underlying

% 1d. at p. 4.As noted above, the Federal Circuit has since issued its order on &gse8buthern Snow
Mfg. Co., Incv. SnoWizard Holdings, Inc567 Fed. App’x 945 (2014). Contrary to Plaintiffs’ expectations
regardingLexmark the Federal Circuit's order does not address the decision.

71d.
8 q.
4.
O Rec. Doc. 77 at p. 1.
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predicate RICO act to support the cause of actibAccording to Defendants, the Court’s finding
that Counts 1-8 “are barred bgs judicatd is based on the judgment rendered upon the jury’s
verdict in the Consolidated litigatidAywhich was on appeal atetime the opposition was fil€d).

1. Impact of Lexmark on Res JudicataAnalysis

Defendants assert that Plaintiffs “vastly overstate the significand¢exahark” since
Lexmark‘says nothing aboues judicataand has no bearing on this Court’s dismissal of Counts
1-8 on that basis’* Defendants further contend thagxmarkdoes not control any issue in this case
or in the consolidated casesgdause Consolidated Plaintiffs’ faladvertising claims failed for lack
of supporting evidence in the Cotidated Cases, and failed duees judicatan the present case.

2. Impact of Lexmarkon RICO and Antitrust Claims

Additionally, Defendants arguel.&xmarkcannot possibly alter this Court’s interlocutory
dismissals of [P]laintiffs’ alleged RICO clainasder Rule 12(b)(6),” because the decision did not
“alter the requirement of pleading ‘a patterrratketeering activity’ consting of ‘two or more

predicate criminal acts,” which requirements Plidiig failed to meet, leading to the dismissal of
those claimg® “For the same reason,” Defendants conteesmark’s‘brief mention of the Court’s

observations iBridge. . . do not relieve a civil RICO plaintiff of the requirement of pleading a

d.

2 1d. (citing Civ. Action No. 06-9170, Rec. Doc. 665)).
Bid.atp. 2.

“d.

®1d. at pp. 3-4.

®1d. atp. 4.
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‘pattern of racketeering activity’ consisting of ‘two or more requisite criminal atts.”

Finally, Defendants contendl.éxmarkhas nothing to do with ‘the question of whether
allegedly fraudulent applications for patents tnademarks constitute antitrust violations or may
serve as evidence of anticompetitive condu@tAtcording to Defendants,exmark“expressly
stated” that federal antitrust claims were not befofdlitthe present case, Defendants argue, this
Court held only that the “allegedly fraudulent applications for patents and trademarks do not
constitute antitrust violations . . . as they are presented here,” and therefore “may not serve as
evidence of anti-competitive conduct” for poses of Plaintiffsantitrust claims® “Otherwise,”
Defendants assert, “it was the jury which found as a fact that plaintiffs failed to establish the
elements of their alleged antitrust claims at the trial on the mé&its.”

C. Plaintiffs’ Supplemental Memoranduf

1. Impact of Lexmark on Res JudicataAnalysis

In a brief filed in further support of the iasit motion after the Federal Circuit issued its
decision on Plaintiffs’ appeal, Plaintiffs initially argue that:

The basic problem with this 12-1412 litigation and the preceding 06-9170

[Clonsolidated litigation is that many of the basic, Lanham-Act, unfair-competition

claims in the first 3 cases were summarily dismissed by other sections of this Court
during 2010 & 2011, at a time when the law was unclear and would not clarified

d.

®|d. atp. 5.
1d.

84,

814,

82 Rec. Doc. 78.
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until 25 March 2014, and in the later stagéthe litigation another section of this

Court considered itself to be bound by many of the earlier summary decisions of

other sections, during 2012 & 2012 when the law was unclear and would not be

clarified until 25 March 201%

Plaintiffs contend that because the Court dismissed the “bulk of the claims” in the present
case due tees judicata the dismissal “is explicitly relatedhd tied to the prior . . . [Clonsolidated
litigation, including subsequent changes to thepdsition and posture of [that] litigation, and
subsequent changes or clarifications in the laws under which most of the many summary dismissals
in [that] litigation were decided®®

Plaintiffs also assert that:

Even if the system does not ultimately acknowledgd.tivamnark Int’lclearly shows

the earliest Lanham-Act unfair-competition claims should not have been summarily

dismissed before trial,exmarkis nevertheless at least an intervening change in the

controlling law, and should be considered inrd®judicataissues her®.

According to PlaintiffsLexmark‘makes perfectly clear th#te dismissals of Lanham-Act
unfair-competition claims by several sections of this Court in 2010-2013 would be imgfoper.”
Nonetheless, Plaintiffs note, the Federal Circuit “did not addleesrark; and “did not address the
dismissal of most of the unfair-competition claimslat and “did not address any of those issues

upon a timely request for rehearirfy.Therefore, Plaintiffs contenéyen if the Plaintiffs in the

Consolidated litigation may be “ultimately trapd®dthe circumstance that the Federal Circuit did

831d. at p. 1. Thd_exmarkdecision was issued on March 25, 2014.
#1d.

8d. at p. 5.

814,

81d.
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not address or even acknowledge’ltbgmarkdecision, that decision is nonetheless “an intervening
change in the law,” and “must be considerethe instant issue of the applicationre$ judicata
to the claims in 12-1412® Plaintiffs assert that it is “a vexed question” whether the Lanham Act
claims dismissed in the consolidation “will ever be corrected,” given that the Federal Circuit did
not address thieexmarkopinion, but nonetheless contends tlitas‘a completely different question
whether prior decisions made under old, overtdyokanged law should be imposed on new claims
in new lawsuits.®
2. Impact of the Federal Circuit’sOrder on Plaintiffs’ Lanham Act 8§ 1120 Claims
Plaintiffs further maintain that “the dismised 12-1412 indirectly relies on an aspect of 06-
9170 that has been overruled in appeal, creating at least a technical error in 12-1412,” because:
The parties Raggs Supply, LP and SpeciaEICo., Inc. are co-plaintiffs in both 11-
1499 (c/w 06-9170) and 12-1412. In 06-9170 a number of their claims, including
claims against WHITE CHOCOLFE & CHIPS, CAJUN RED HOT, and
MOUNTAIN MAPLE were summarily dismissed on the grounds of privity, and the
dismissals were reversed and remandedppeal by the Federal Circuit, and were
technically still pending as of the 2MMAR-2013 Order at issue here, and are
technically still pending at the present date. Therefore no final determination of these
specific claims as to these specific partias ever been made, and there can be no
res-judicataeffect as to these specific parties in the subsequent 12-1412 [&wsuit.
Plaintiffs assert that the United States CadirAppeals for the Federal Circuit held in its
decision regarding the Consolidated Cases that:
SnoWizard’s later, eventual successful registration of WHITE CHOCOLATE &

CHIPS and CAJUN RED HOT could bessbupon by amendment or by filing a new
lawsuit in spite of previous unripe claims against those marks being summarily

88 4.
8d. at p. 6.
94,
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dismissed”

Plaintiffs maintain that they were “nallowed to fully challenge MOUNTAIN MAPLE and
SNOSWEET because of earlier summary judgments by another section of this Court,” and were:

[N]ot allowed to fully challeng€ AJUN RED HOT AND WHITE CHOCOLATE

& CHIPS because when SnoWizard finallytained registration of those two marks

. the Plaintiffs were not allowed to amend those occurrences into the

[consolidated] litigation, and those 2 later-obtained marks got a presumption of

validity because of the later-obtained registrations that the Plaintiffs were not

allowed to fully challenge at trial in the [consolidated] litigatién.

Plaintiffs assert that although the Federal Circuit affirmed “the early, summary
dismissals . . . in the earlier consolidated cases,” that court also held that “should the trademarks
become registered, the § 1120 appellants coulddr@meaded their pleadings or filed a new stjit.”
Plaintiffs contend that they “move[d] to amesuth later-ripening claims into the [Consolidated]
litigation, but were denied®*Further, Plaintiffs assert, some of the Plaintiffs “filed the later-ripening
claims as a new lawsuit—this lawsuit,” but thelsems “were dismissed as being duplicative of the
[Consolidated] litigation in which those claims were barred, dismissed, and not de€ided.”

According to Plaintiffs, the Court determinigcthe Consolidated litigation “that pleadings
under 8 1120 require fully registered trademarkesgatling to the dismissal of Plaintiffs’ § 1120
claims regarding WHITE CHOCOLATE & CHIP&hd CAJUN RED HOT as unripe, because they

had “not yet become registered,” meaning thadet@rmination of the merits of those claims was

.
%1d. at p. 3.
% d.
% d.
% d.
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made in the consolidated litigatidh.

Plaintiffs also contend that “[i]t is not properly controlling hererésrjudicataor collateral
estoppel purposes that other issues regarding similar operative facts and transactions were
determined in the trial of other causes of actidthia Consolidated litigation],” because the causes
of action tried in the Consolidated litigation “had different pleading requirements . . . different
requirements of proof and persuasion, and differequirements for discovery, evidence, and
argument.®’

According to Plaintiffs, the fact th&/HITE CHOCOLATE & CHIPS and CAJUN RED
HOT were registered during the present litigatlmurt, were not registered during the Consolidated
litigation, is a “critical, determinative difference bet®n the operative facts in the claims in the 2
lawsuits,” since the claims ithe Consolidated litigation “werbarred and dismissed as unripe
explicitly because the marks were not fully registefédrtrther, Plaintiffs maintain, the § 1120
claims at issue in this litigation “were not only distirbut were attempted to be raised in the prior
lawsuit, but were unripe, premature, barred, dismissed, and not determined in the prior lawsuit,”
precluding the prior lawsuit from beimgs judicatahere®

3. “Holistic Reason to Reconsider”

Plaintiffs also advance a “holistic reasongoansider dismissal’—sjgifically, that “misuse

and abuse of intellectual property rights is unlawful and is actionable by competitors and

% d.
91d. at p. 4.
%8 .
9 d.
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market-participants,” and that this “truth svanly finally established on 25 March 2014,” by which
time several Plaintiffs had already gone to tifaPlaintiffs maintain that “it is clearly not right, not
lawful, and not fair that determinations madweler the old law, and determinations effectively
never made at all, should be deemed todsejudicatashortcut reasons to dismiss” the instant
litigation.!°* Plaintiffs assert that the present litigation “really boils down to documents,” most of
which are “already public,” a characteristic thakemthe issues here “completely different” from
those tried in the consolidated litigatitfa.

Plaintiffs also argue that “[i]f SnoWizardhd its attorneys did not, in fact, make several
material misrepresentations to the USPTO anditoCourt and the Federal Circuit, on the public
record, then the claims in [this @san be very easily eliminatetf”Indeed, Plaintiffs contend,
if the present case “lacks substance, thewilit be blown away onits own weaknesses?
Therefore, Plaintiffs assert, “[tlhere is no néedretend that the [Consolidated] litigation ‘covered’

these newly arising issues, or ‘determined’ thenrdsrjudicatapurposes*®

1014, at p. 7.

101|d.
102|d.
103|d.
104|d.

lOSld'
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D. Defendants’ Response and Supplemental Memorandum in Opposffion

1. Impact of the Federal Circuit’s Order on Plaintiffs’ Lanham Act § 1120 Claims

In further opposition to the instant motion, Defemiddirst assert that “the Judgment on Jury
Verdict dated March 5, 2013, as affirmed on appeeddlicitly declares that ‘SnoWizard, Inc. owns
a valid and enforceable federally registeradémark in CAJUN RED HOT,  and ‘SnoWizard, Inc.
owns a valid and enforceable federally resyistl trademark in WHITE CHOCOLATE & CHIPS,”
which findings are “final and definitive,” and theoe¢ bar Plaintiffs from seeking to have these
trademarks declared “invalid and unenforceabinder a 8 1120 “fraudulent procurement” theory
in the present litigatiotf”

Defendants further maintain that although RIgargue that “certain claims asserted by
Raggs Supply and Special T Ice” and remandedéizdaderal Circuit are “technically still pending
at the present date,” Plaintiffs asserted in the October 15, 2014 status conference in the
Consolidated litigation that “Raggs Supply and SpleCice have no desire to pursue the remanded
claims,” and subsequently moved to dismiss these claims without prejtidieecording to
Defendants, if “Raggs Supply and Special THage no desire to pursue the remanded claims” in
the Consolidated litigation, “then it follows that th@guld have no desire to pursue the same claims
in this suit,” rendering the instamotion moot, to the extent that it seeks reconsideration of the

dismissal of these claim®.

106 Rec. Doc. 79.

107d. at pp. 1-2.
19814, at p. 3.

109|d.
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2. Impact of Lexmark on Res JudicataAnalysis

Defendants also argue that it “is not the law” that intervening changes in the law must be
considered in thees judicataanalysis because, “[u]nder this reasoning, every change in the law
would entitle the losing parties in prior litigation to file new lawsuits against the winning parties for
the same causes of action under the new t#fRegardless, Defendants arguexmarkonly held
that the defendant counter-claimant was “entitled to a chance to prove its case,” whereas Plaintiffs
here “had many chances to prove their alleged false advertising claims, but simply produced no
evidence to support thent*

3. “Holistic” and “Alternative” Arguments for Reconsideration

Finally, Defendants argue that Plaintiffs’ “holistic” argument that the present case “boils
down to documents,” and “alternative” argumetttthe present case ithbe blown away on its

own weaknesses” both suffer from the same prolilean Plaintiffs’ allegations, “on their face, and
even if accepted as true, falstate a claim for relief:** Therefore, Defendants assert, this case was

blown away on its own weaknesses’ from its inceptiéii.”

[ll. Law and Analysis

A. Legal Standard: Motion for Reconsideration
In the present motion, Plaintiffs urge the Gdorreconsider its prior Order dismissing its

claims with prejudice. The Court has “considerable discretion” in deciding whether to grant a motion

104 atp. 2.

g, at p. 2.
H121d. at p. 4.

113|d'
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for reconsideration, but must “strike the proper balance between two competing imperatives: (1)
finality and (2) the need to render just decisions on the basis of all the'facts.”

This Court’s discretion is further bounded by the Fifth Circuit’'s instruction that
reconsideration is “an extraordinary remedy that should be used spatiigijtfi relief being
warranted only when the basis for relief is “clearly establishfédh motion for reconsideration
is “not the proper vehicle for rehashing evidemegal theories, or arguments that could have been
offered or raised before the entry of judgméhtRather, in resolving a motion for reconsideration,
this Court considers whether:

(1) The motion is necessary to “correct manifest errors of t&w;”

(2) The movant presents “newly discovered” or “previously unavailable” evidéhce;

(3) “The earlier decision is clearly erroneous and would work a manifest

injustice,™ or

(4) “There has been an intervening change of law by a controlling auth8rity”

114 Edward H. Bohlin Co., Inc. v. Banning Co., Iné.F.3d 350, 355 (5th Cir. 1993).
115 Templet v. Hydrochem, In®67 F.3d 473, 479 (5th Cir. 2004).

118 schiller v. Phyisicans Resource Group, Ji#42 F.3d 563, 567 (5th Cir. 2003).
17 Templet367 F.3d at 479.

118 Templet 367 F.3d at 47%ee also Nola Ventures, LLC v. Upshaw Ins. Agency,Noc.12-1026, 2014
WL 5429417 at *2 (E.D. La. Oct. 22, 2014) (Brown, J.).

119|d. See also Nola Ventures, LLC v. Upshaw Ins. AgencyNoc12-1026, 2014 WL 5429417 at *2
(E.D. La. Oct. 22, 2014) (Brown, J.).

120 Nola Ventures, LLC v. Upshaw Ins. Agency, JiNo. 12-1026, 2014 WL 5429417 at *2 (E.D. La. Oct.
22, 2014) (Brown, J.).

121 Demahy v. Schwarz Pharma, In€02 F.3d 177, 182 (5th Cir. 201&ee also Nola Ventures, LLC v.
Upshaw Ins. Agency, IndNo. 12-1026, 2014 WL 5429417 at *2 (E.D. La. Oct. 22, 2014) (Brown, J.).
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B. Impact of Lexmark

The patrties first dispute whether Plaintiffs are entitled to reconsideration due to the United
State Supreme Court’s decision liexmark v. Static Control Components, Jiéwhich was
decided on March 25, 2014, two days before tharCissued its order on Defendants’ motion to
dismiss'?®

Plaintiffs argue that theexmarkdecision “controls” the issue of whether Counts 3-7 should
have been dismissed from the present actionatswd“informs” the issues of whether the Court
should have dismissed Counts 1, 2, ai#f &laintiffs also contend that even though the Court
dismissed these Counts from the present case deg jirdicata “[t]he doctrine of finality . . . does
not require that thees-judicataeffect of now-discredited law should be applied to new and pending
cases.”®

Defendants assert tHagéxmarkhas no effect because, amonlgestthings: (1)“[s]o long as
the judgment on the jury verdicttine consolidated cases remainefiiect, it bars relitigation of the
same claims in this civil action for all of thheasons set forth by this Court in its Order and

Reasons;” and (2) the decision addressed pleading standards, whereas Plaintiffs here “had many

chances to prove their alleged false advertislagns, but have produced no evidence to support

122134 s.Ct. 1377 (2014).
123 Rec. Doc. 72.
124 Rec. Doc. 76-1 at p. 4.

125 Rec. Doc. 78 at p. 6. Plaintiffs also note tHttaugh “[tlhe Federal Circuit was properly notified of the
Supreme-Coultexmark Int'ldecision by a timely and properly filed F.R.A.P. Rule-28(j) letter,” that court “did not
address” that decision, and “did not address the dishokgzost of the unfair-competition claims at all,” and also
“did not address any of those issues upon a timely request for rehehtirag p. 5.
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them.*?® Defendants further argue that it is “not the'léhat “every change in the law . . . entitle[s]
the losing parties in prior litigation to file neawsuits against the whing parties for the same
causes of action under the new |a/.”

1. Decision

Before considering whether thexmarkdecision supports reconsideration here, the Court
will consider what issues that decision addressed.ekmark the plaintiff, a manufacturer of
printers and toner cartridges used in printeesisime defendant, a manufacturer of components used
to re-manufacture the plaintiff's cartridgessserting claims of copyright infringeméft.The
defendant, in turn, filed a counterclaim againstdiantiff, alleging false advertising in violation
of § 1125(a) of the Lanham A¥.Specifically, the defendant asserthat: (1) the plaintiff, through
its “Prebate” program, in which customers purchased toner cartridges for a discounted
price,“purposefully misle[d] end-users” to believattthey were “required to return” cartridges after
a single use; (2) the plaintiff falsely advised “most of the companies in the toner cartridge
remanufacturing business” that “it was illegal to sell refurbished Prebate cartridges and, in
particular, that it was illegal to use [the defendant’s] products to refurbish those cartridges;” and (3)
the plaintiff's “misrepresentations had proximately caused and were likely to cause injury to it,” and

had “substantially injured its business reputatith.”

126 Rec. Doc. 77 at p. 3.
127 Rec. Doc. 79 at p. 2.

128 134 S.Ct. at 1384.

12914,

l30ld'
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The plaintiff moved to dismiss the defendamtsinterclaim, and the district court granted
the motion, holding that the defendants lackeddential standing” to assert a clat®The United
States Court of Appeals for the Sixth Circuit,turn, reversed the dismissal, holding that the
defendant:

[H]ad standing because it alleged a cognizable interest in its business reputation and

sales to remanufacturers and sufficiently alleged that th[o]se interests were harmed

by [the plaintiff's] statements to the remanufacturers that [the defendant] was

engaging in illegal conduct?

The Supreme Court, granted certiorari “to dedhe appropriate analytical framework for
determining a party’s standing to maintaineation for false advertising under the Lanham Act,”
an issue it deemed to be “a straightforward question of statutory interpretatioratidressing the
issue, the Court began by considering the language of the statute, which “authorizes suit by ‘any
person who believes that he or she is likelpeaadamaged’ by a defendant’s false advertistffy.”

Construing that language, the@t first applied its interpretive presumption that “a statutory
cause of action extends only to plaintiffs whoseregts fall within the zone of interests protected
by the law invoked® Specifically, the Court considered the “detailed statement of . . . purposes”
included within the Lanham Act, holding that:

To come within the zone of interestsarsuit for false advertising under § 1125(a),

a plaintiff must allege an injury to amonercial interest in reputation or sales. A
consumer who is hoodwinked into purcingsa disappointing product may well have

1311d. at 1385.

132|d.
1331d. at 1387.
134|d.

13%14. (citations and internal quotation marks omitted).
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an injury-in-fact cognizable under Artidlié, but he cannot invoke the protection of
the Lanham Act. Even a business misled by a supplier into purchasing an inferior
product is, like consumers generally, not under the Act's &€gis.

Next, the Court applied the interpretive presumpthat “a statutory cause of action is limited to
plaintiffs whose injuries are proximatetaused by violations of the statuté,"describing the
proximate cause inquiry in part as follows:

Proximate-cause analysis is controlled ynhture of the statutory cause of action.
The question it presents is whether the harm alleged has a sufficiently close
connection to the conduct the statute prohibits.

[T]he proximate-cause requirement generally bars suits for alleged harm that is too
remote from the defendant's unlawful condiitiat is ordinarily the case if the harm
is purely derivative of misfortunes visitepon a third person by the defendant's acts.

In a sense, of course, all commercial injuries from false advertising are derivative of
those suffered by consumers who are dextkiby the advertising; but since the
Lanham Act authorizes suit only for commatanjuries, the intervening step of
consumer deception is not fatal to the showing of proximate causation required by
the statute. That is consistent with our recognition that under common-law
principles, a plaintiff can be directly injured by a misrepresentation even where a
third party, and not the plaintiff, . .. relied or*t.

Applying these proximate cause principles taiétsi of interpreting the statute before it, the
Court held that:

[A] plaintiff suing under § 1125(a) ordinarily must show economic or reputational
injury flowing directly from the deception wrought by the defendant's advertising;
and that occurs when deception of conswuauses them to withhold trade from the
plaintiff. That showing is generally notade when the deception produces injuries
to a fellow commercial actor that in turn affect the plainfiff.

13614, at 1390 (citations omitted).

137|d.

138 4. at 1390-91 (citations and internal quotation marks omitted)

1391d. at 1391.
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Finally, the Court applied these rules to the false advertising claims at issue in the case
before it, holding that: (1) the defendant’s “alleged injuries—Ilost sales and damage to its business
reputation—are injuries to precisely the sorts of commercial interests the Act protects,” and are
therefore within the zone of inests protected by the statute; éxthe defendant “also sufficiently
alleged that its injuries were proximately caubgdthe plaintiff’'s] misrepresentations,” because
it alleged that the plaintiff “disparaged its buess and products by assegtihat [its] business was
illegal,” notwithstanding the absence of direct competition between the plaintiff and the defendant,
and because it alleged that it “designed, manufadtared sold microchips that were necessary for,
and had no other use than, refurbishing taaetridges manufactured by the plaintiff®Further,
the Court held, the defendant’s allegations pregseno “discontinuity” between the alleged injury
to the re-manufacturers that comprising the deferelanstomer base and the alleged injury to the
defendant, since it followed that a drop in the @nfacturers’ sales “more or less automatically”
corresponded with a drop in the defendant’'s sateBherefore, the Court held, the defendant
“alleged an adequate basis to proceed” underZs(a) of the Lanham Act, and was consequently
“entitled to a chance to prove its cas&.”

2. Analysis

In Lexmark the Supreme Court held, in brief, treaplaintiff asserting a claim for false

advertising pursuant to § 1125 of the Lanhant®otust allege “an injury to a commercial interest

1401d, at 1393-94.
1411d. at 1394,

14214, at 1395.

14315 U.S.C. § 1125(a).
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in sales or business reputation proximatelysed by the defendant's misrepresentati6hslie
Court will now consider whether this holding ntereconsideration ahe Court’s prior Order
dismissing claims asserted in Counts bfPlaintiffs’ Second Amended Complaint.
a. Impact of Lexmark on Res JudicataAnalysis
In its Order on Defendants’ motion to dismigge Court found that Plaintiffs’ Counts 1-8
were barred byes judicatato the extent that they were asserted against SnoWizard and Sciortino
Specifically, the Court held, in part, that:

All of Plaintiff's claims in “Counts 1-8” involve conduct by SnoWizard during the

last decade purportedly intended to monopolize the snowball market, fraudulently
obtain patents and trademarks, and unfairly compete against business rivals. The
claims involve the same patents, trademarks, and alleged misstatements that were at
issue in the Consolidated Cases, or asusficiently a part of SnoWizard'’s alleged

plot to ruin competitors that Plaintiffs could have brought the claims in the
Consolidated cases . . .

[T]he claims are sufficiently identical todtclaims in the previous matter that “the
plaintiff bases the two actions on the same nucleus of operative facts,” which
precludes them. Other than the obstruction of justice allegation, there is nothing
alleged in the Second Amended Complaiat thas not adjudicated previously or is
not precluded because it should have badjudicated previously. Everything
derives from the same set of fact$e facts alleged in the Second Amended
Complaint are “related in time, spaaigin, [and] motivation” and would have
formed, and indeed already did form, the basis of a “convenient trial unit.”
Accordingly, “Counts 1-8" are precluded asSttoWizard and Sciortino because all
for elements offes judicatahave been met: (1) the dispute involves the same parties
in a prior lawsuit that (2) involved thersa claims, (3) went to a final judgment on
the merits, and (4) was rendered by a court of competent jurisdittion.

i. Federal Circuit's Order

As an initial matter, the Court considers wétigct, if any, the Federal Circuit's Order may

144
Id.

4% Rec. Doc. 72 at pp. 20-21.
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have on the prior Ordertgs judicatdindings. Addressing the relationship between appealsesnd
judicata, Wright and Miller observe that:

Although preclusion is not affected by treef that an appeal has been taken, the

nature of the ultimate final judgment in a case ordinarily is controlled by the actual

appellate disposition. If the appellate court terminates the case by final rulings as to
some matters only, preclosi is limited to the matters actually resolved by the
appellate court, whetherteérminated the case on terms that left it unnecessary to
resolve other matters or affirmed on sagn@unds and vacated or reversed on others.

There is no preclusion as to the matters vacated or reversed, unless further

proceedings on remand lead to a new juddnier expands the scope of preclusion.

Here, the Federal Circuit affirmed this Court’s disposition of the RICO, Lanham Act, and
Antitrust claims asserted in the Consolidated litigatféut reinstated a number of state and
federal declaratory judgment claims and Louiaimademark claims asserted by “New” Plaintiffs
Raggs and Special T, on the basis that these Fiaivgre not in privitywith the “Old” Plaintiffs
in the Consolidated litigatiotf’ The Federal Circuit also noted, in affirming the Court’s
interlocutory dismissal of “Old” Plaintiffs’ claims under § 1120 of the Lanham Act, that “should
the trademarks [at issue in those claims] becogistezed, the [Plaintiffgjould have amended their
pleadings or filed a new suit!® Plaintiffs here assert claims under § 1120 of the Lanham Act in
Counts 3 and 4. The Court will agdis both issues under separaadings. In all other respects
relevant here, the Federal Circuit affirmed tb@urt, thereby leaving undisturbed the basis for the
Court’s preclusion analysis in its prior Order €lénalysis below specifically considers the effect

of Lexmark,if any, upon the preclusion analysis deriving from the Court’s disposition of

claims—apart from Plaintiffs’ 8§ 1120 claimghich will be addressed separately—that were

146 See567 Fed. App’x at 954-57; 961-964.
1471d. at 959-61.
14814, at 959.
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affirmed on appeal.
il. Analysis

Plaintiffs argue that the Court should reconsider its dismissal of Counts 1-8 on the basis of
res judicata because:

[Lexmark absolutely, directly, squarely, and completely addresses the issue of

summary dismissal of Lanham-Act unfair-competition claims related to unfair

assertion of intellectual propertyghts—exactly the issue upon which Judge

Lemmon and Judge Zainey dismissed several of the Lanham-Act unfair-competition

claims related to unfair assertion of ifgetual property rights [in the consolidated

litigation] and upon which this Courtsinissed claims in 11-1499. The Supreme

Court inLexmarkint’l in 2014 makes perfectly clear that the dismissals of Lanham-

Act unfair competition claims by severaicsions of this Court in 2010-2013 would

be improper dismissals under the 2014 lawefmark Int’|**°
Plaintiffs further contend that reconsideration is appropriate here because:

[A]n intervening change in the law under..cannot fairly bégnored in imposing

res-judicata effects from the prior lawsuit decided under different, outdated,

overruled law. If the new law provides any difference in the framework for
determination of the prior lawsuit, then the point could not possibly have been
litigated or raised in the prior lawsutt.

Based upon these arguments, Plaintiffs appear to argue teainifarkhad been decided
during the pendency of the Consolidated litigatioffedent claims may have been asserted in the
Consolidated litigation, and the outcome of tlenéblidated litigation would have been different,
both of which possibilities merit consideration in the judicataanalysis heré&?

As the Court noted in its prior Order, tles judicataanalysis looks to whether: (1) the same

parties (or their privies) (2) have disputed the same claims, that previously (3) resulted in a final

149 Rec. Doc. 78 at pp. 5-6.

1504 at p. 5.

15! SeeRec. Doc. 72 at pp. 13-14 (citi@pmer v. Murphy Oil USA, Inc718 F.3d 460, 466 (5th Cir.
2013) (citations omitted)).
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judgment on the merits (4) rendered by a court of competent jurisdiction.

The “transactional test” is used to determine whether the claims in the present litigation are
the “same,” fores judicatapurposes, as those asserted in the consolidated litig&tfursuant to
the transactional test, the “critical question is not the relief requested or the theory asserted but
whether the plaintiff bases the two actions on the same nucleus of operativ&facts.”

Theres judicataanalysis does not consider whether a preclusive judgment is consistent with
legal standards in effect at the later point in time wiesrjudicatais asserted. On this point, the
United States Supreme Court's decisionFiederated Department Stores, Inc. v. Moitiés
instructive. That decision states, in part, that:

A final judgment on the merits of an actiprecludes the parties or their privies from

relitigating issues that were or could have been raised in that action. Nor i@® the

judicataconsequences of a final, unappealettyment on the merits altered by the

fact that the judgment may have beemong or rested on a legal principle

subsequently overruled in another case. As this Court explaiBattimore S.S. Co.

v. Phillips an “erroneous conclusion” reached by the court in the first suit does not
deprive the defendants in the second ac¢twbtheir right to rely upon the plea s

152|d'

1531d. at p. 17. In its prior order, the Court reasoned that,

Under [the transactional] test, the critical issue is not the relief requested or the theory asserted but
whether the plaintiff bases the two actions on the same nucleus of operative facts. The ruksis that
judicatabars all claims that were or could have bagwvanced in support of the cause of action on the
occasion of its former adjudication .nat merely those that were adjudicated.

What factual grouping constitutes a “transactiond ahat groupings constitute a “series” are to be
determined pragmatically, giving weight to such ¢desations as where the facts are related in time,
space, origin, or motivation, whether the[y] foanaonvenient trial unit, and whether their treatment
conforms to the parties’ expectats or business understanding or usage.

Id. (citing Travelers Ins. Co. v. St. Jude Hosp. of Kenner, La.,3dd5.3d 193, 195 (5th Cir. 19948etro-Hunt,
LLC v. U.S, 365 F.3d 385, 396 (5th Cir. 2004)).

154 New York Life Ins. Co. v. Gillispi€03 F.3d 384, 387 (5th Cir. 2000) (citations omitted).
155452 U.S. 394, 398-99 (1981) (citations omitted).
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judicata... A judgment merely voidable because based upon an erroneous view of

the law is not open to collateral attack, bah be corrected only by a direct review

and not by bringing another action upor ttsame cause [of action].” We have

observed that “[t]he indulgence of a comraiew would result in creating elements

of uncertainty and confusion and in undermining the conclusive character of

judgments, consequences which it was the very purpose of the doctries of

judicatato avert.*®

In keeping withthe fundamental purposes of finality and certainty that the doctrires of
judicata exists to promote, and in accordance with controlling authority setting forth the legal
standards that apply under the doctrine, this Cdidrnot, and indeed musbt, consider whether
an otherwise preclusive prior judgment wasdng or rest[s] on a legal principle subsequently
overruled in another cas&”Applying these rules here, the hypothetical impact that ¢xenark
decision might have had upon the Consoliddteghtion is irrelevant to the Courti®s judicata

inquiry. Even assuming thatexmarkestablishes that the judgment issued in the consolidated

litigation was “wrong,” or was at least premisgzbn overruled legal authority, the preclusive effect

15814, AccordMurphy Oil, 718 F.3d at 466 (“T]he res judicata consequences of a final, unappealed

judgment on the merits [are not] altered by the facttti@judgment may have been wrong or rested on a legal
principle subsequently overruled in another case.”)gWWrand Miller frame the issue, in part, as follows:

Judgments that rest on invalid judicial rules ssuanptions of substantive law also should enjoy res
judicata effect, again subject to the condition tHairapportunity was afforded to challenge the rules
applied. The fundamental proposition that res judicata is not defeated by showing that the judgment
was wrong should not depend on the vehemence ofrthe tesed to describe the error. It would have
been unthinkable, for example, to undo all the diversity judgments based on federal common law after
the pronouncement iBrie Railroad v. Tompkinthat a century of settled practice had been “an
unconstitutional assumption of powers by the Courts of the United States.” Putting emotive words
aside, a pragmatic judgment can be made that, at least with the general quality of courts enjoyed in
this country, a first litigation offers sufficient opanity to contest the constitutionality, wisdom, or
meaning of judicial rules of decision.

CHARLESA WRIGHT & ARTHURR. MILLER ET AL 18A FEDERAL PRACTICE & PROCEDURES 4429 (2d Ed. 2014).
5 Moitie, 452 U.S. at 398.
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of that judgment would remain the satffelherefore, insofar as Pldiffs seek reconsideration on
this basis, their motion lacks merit.
b. Effect of Lexmark on Claims Asserted Against Morris and Tolar

In its prior Order, the Court concluded thed judicatadid not bar Plaintiffs’ claims against
Morris and Tolar, because Morris and Tolar “were not parties to the previous dction.”
Accordingly, the Court will now consider whethaxmarkwarrants reconsideration of the portions
of the Court’s prior Order addressing claims asserted against these Defendants.

i. Effect of Lexmarkon Count 1

Plaintiffs maintain thal.exmarkis an “intervening change in the laW? that “informs the
guestion of interlocutory dismissal of the Civil-RICO cause of action in the [Consolidated] litigation
and in this litigation’s Count 1:* In its prior Order, the Courbacluded that Plaintiffs’ Count 1,
as asserted against Morris and Tolar, shouldismissed for failure to state a claim upon which
relief may be granted, because:

Plaintiffs’ allegations of orchestiiag a litigation scheme, engaging in sham

litigation, and making material misstatementsourt, while extremely serious, are

not the types of conduct that support obstouncof justice and a violation of RICO.

The authority cited by both parties makes this clear. Thus, Plaintiffs have failed to
allege a predicate act for a RICO cldith.

158 Considering that the Federal Circuit did not addtessnark despite being informed of the decision
during the pendency of appeal, it is far from clear whether the decision is the significant, controlling case Plaintiffs
deem it to beSeeRec. Doc. 78 at p. 5. The Court addresses thsidads it relates to several of Plaintiffs’ other
claims below.

159 Rec. Doc. 72 at p. 21.
160 Rec. Doc. 78 at p. 5.
161 Rec. Doc. 76-1 at p. 2.
162 Rec. Doc. 72 at p. 26.
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Based upon the Court’s analysis of thisrpoit is not clear to the Court how thexmark
decision could conceivably constitute an “intetve) change in the law” capable of supporting
reconsideration. The Supreme CourLaxmarkaddressed the pleading standards applicable to
Lanham Act claims, not RICO claims. Although the CoultéexmarkquotedBridge v. Phoenix
Bond & Indemnity Companya RICO decision, in support of several principles of proximate
causatiort®® it did not address what allegations must be made to satisfy RICO’s predicate act
requirement. The Court dismissed PlaintiffsC®& claim against Morris and Tolar because the
claim did not allege a predicate act, as is neglto state a RICO clai Therefore, it does not
appear thdtexmarkis an “intervening change in the controlling tatthat warrants reconsideration
of Plaintiffs’ RICO claim.

il. Effect of Lexmarkon Counts 2—7

It their briefing in support of the instant motion, Plaintiffs appear to assertekatark
either “controls” or “informs” the Court’s disssal of Counts 2—7, as asserted against all parties.
Although the Court has found thHagxmarkdoes not provide a basis for reconsideration of claims
dismissed omes judicatagrounds, the Court dismissed Counts 2e-8)e extent these claims were
asserted against Defendants Morris and Tolar, offieaeht basis. Specifically, the Court held that:

Plaintiffs . . . have had three opportunities to properly plead these claims against

Morris and Tolar. Despite this, Plaintiff&ve failed to allege any facts indicating
that Morris and Tolar participated ircanspiracy to further the alleged wrongdoing

163 Specifically, the Court citeBridgein support of the propositions that: (1) “ plaintiff can be directly
injured by a misrepresentation even where a third party, and not the plaintiff, ... relied on it;” (2) “a defendant who
seeks to promote his own interests by telling a knownHetse to or about the plaintiff or his product may be said
to have proximately caused the plaintiff's harm; andn(#)e “relatively unique circumstances” presented by the
case, “the remanufacturers are not more immediatiey$} than [the defendant].” 134 S.Ct. at 1391; 1394 (citing
533 U.S. 639 (2008)).

164 Demahy,702 F.3d at 182
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contained in “Counts 2—-8.” Accordingly, Rhiffs’ claims in “Counts 2—8" against
Morris and Tolar must likewise be dismissét.

The Court will therefore now consider whett&xmarkwarrants reconsideration of the
Court’s dismissal of these Counts, as asseatginst Morris and TotaAs noted above, the
Supreme Court held ihexmarkthat “to invoke the Lanham Act's cause of action for false
advertising, a plaintiff must plegelind ultimately prove) an injury to a commercial interest in sales
or business reputation proximately caused by the defendant's misrepresentdtiere,’the Court
dismissed Counts 2-8, to the extent that tkzsents alleged wrongdoing on the part of Morris and
Tolar, because Plaintiffs had not alleged aamts suggesting that Morris and Tolar conspired to
commit the wrongdoing alleged in those Counts® Tourt did not dismiss Counts 2-8, as asserted
against Morris and Tolar, for failure to allegeamham Act violation, much less for failure to allege
the specific elements of a § 1125 violation, as was addressednmark ThelLexmarkdecision
does not appear to address the sufficiency of coatgpallegations in any sense. It is therefore not
clear howLexmarkcould either “control” or “inform” tle Court’s decision on this point, such that
reconsideration would be warranted here. Consgty®laintiffs have not “clearly establisheel”
that Lexmarkis an “intervening change of law by a controlling authotfthat would make
reconsideration appropriate here.

C. Impact of the Federal Circuit's Order on Plaintiffs’ Lanham Act § 1120 Claims

Plaintiffs also assert that the Court showdansider its dismissal @ounts 3 and 4 of the

18519, at p. 21.

166134 s.Ct. at 1395.

187 schiller, 342 F.3d at 567.
168 Demahy,702 F.3d at 182.
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instant litigation, which assert claims pursusmtl5 U.S.C. § 1120 arising from SnoWizard’s
alleged fraudulent registration of the WHE CHOCOLATE & CHIPS and CAJUN RED HOT
marks. According to Plaintiffs, reconsideratiomigrranted here because the Federal Circuit held
that “SnoWizard’s . . . registration WHITE CHOCOLATE & CHIPS and CAJUN RED HOT
could be sued upon by amendment or by filing a new lawsuit in spite of previous unripe claims
against those marks being summarily dismiss&d.”

As noted above, Plaintiffs’ arguments on this point relate to claims asserted pursuant to
15 U.S.C. § 1120. That statute provides:

Any person who shall procure registratiorthie Patent and Trademark Office of a
mark by a false or fraudulent declaration or representation, oral or in writing, or by
any false means, shall be liable in dl@etion by any person injured thereby for any
damages sustained in consequence thereof.

In its prior Order, the Court dismissed Counts 3 and 4 as barred daes jodicata
Specifically, the Court held that:

Despite Plaintiffs’ repeated assertions that SnoWizard “fraudulently” obtained
patents and trademarks, the jury rejed¢hexe claims. Specifically, the jury found
that Sciortino did not make material metgtments to the USPTO; that SnoWizard
did not fraudulently obtain its fedéraademarks for WHITE CHOCOLATE &
CHIPS . . . and that SnoWizard held a valid trademark to CAJUN RED HOT.

Here, Plaintiffs resuscitate those vergngeclaims. In “Counts 3—4,” Plaintiffs allege
that SnoWizard fraudulently obtainigsl trademarks for WHITE CHOCOLATE &
CHIPS and CAJUN RED HOT miolation of 15 U.S.C. § 1120. As noted, however,
the jury expressly found that (1) Snax&fid did not fraudulently obtain its WHITE
CHOCOLATE & CHIPS trademark and (8noWizard possesses a valid trademark
to CAJUN RED HOTY®

The Federal Circuit affirmethis Court’s dismissabf certain § 1120 claims asserted by

%9 Rec. Doc. 78 at p. 2.
170 Rec. Doc. 72 at pp. 19-20.
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Southern Snow, Parasol, and Simeon in the @alaed litigation, reasoning, in part, as follows:

Southern Snow, Parasol, and Simeon (collectively, the “§ 1120 Appelfahts”)
brought multiple 8 1120 claims against SnoWizard based on its prosecution of
various marks. The District Court on IRBuW2(b)(6) motion dismissed those claims
that were predicated on the peostion of CAJUN RED HOT, CHAI LATTEA,
COOKIE DOUGH, SWISS ALMOND COCO, TIRAMISU, ZEPHYR, and
SNOBALLS (a trade dress design for a cession trailer), which, at the time, had
not yet been registered.

The § 1120 Appellants challenge the dismissal, urging that the statute does not
require actual registration. They argue thay were prejudiced because some of the
marks became registered in the course of the litigation and because they “were left
with no relief and nothing to effectively challenge those 2 registrations.” . . .

The 8§ 1120 Appellants were not prejudicecewlhey were barred from asserting §

1120 claims based on SnoWizard's unreggstenarks. SnoWizard may assert claims

of infringement whether or not the underlying marks are registered. There is

therefore no “consequence” arising from the applications themselves, even if the

applications were fraudulently prosecuted in the USPTO. And should the trademarks

become registered, the 8 1120 Appellants could have amended their pleadings or

filed a new suit’?

In light of this Order, Plaintiffs assertahthe Court should reconsider its dismissal of
“Counts 3—4" in this case, because “claims urideU.S.C. § 1120 for fraudulent procurement of
a trademark registration are different and distirarh other trademark claims,” and yet were “not

determined in the prior lawsuit’® Plaintiffs maintain that claims related to the allegedly fraudulent

registration of these marks were not determingiarprior lawsuit, because the Court did not allow

171 As noted above, the Federal Circuit also refeiSdothern Snow, Parasol, and Simeon as the “Old
Plainitffs” in its privity analysisSee567 Fed. App’x at 959 (“As of April 1&011, Southern Snow, Parasol, and
Simeon (collectively, ‘Old Plaintiffs’) were the only piiffs. The District Court dismissed numerous claims they
brought against SnoWizard for asserting its trademghtsi On June 24, 2011, Snow Ingredients, Eisenmann,
Raggs, and Special T (collectively, ‘New Plaintiffs’) beeaphaintiffs, also asserting claims based on SnoWizard's
assertion of trademark rights.”) (citations omitted).

172|d. at 958-59 (citations omitted).
173 Rec. Doc. 7&t p. 4.
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Plaintiffs to “amend such later-ripening claims into the [Consolidated] litigatfén.”

On this point, Plaintiffs cite no record entries from the Consolidated litigation regarding the
denial or denials to which Pldifis refer, leaving to the Court the task of sifting through hundreds
of record entries in cases handled by three seaticdhss Court over a period of eight years. Having
searched the record, it appears that Plaintiffs may refer to a “Motion for Leave to Amend &
Supplement Complaint in 11-1499, AlternativetMa to Dismiss Complaint in 11-1499 Without
Prejudice®’® which the Magistrate Judge denied on August 15, 2618.that motion, Plaintiffs
sought leave to amend their complaint to allege, among other things, actual registration of the
CAJUN RED HOT and WHITE CHOCOLATE & CHIPS marKs$ Plaintiffs did not appeal the
Magistrate Judge’s Order denying leave to anténd.

Even if Plaintiffs were not able to litigatee issue of actual registration in the Consolidated
Cases, the “critical question” in determiniwgpether a claim is the “same” for purposeseas

judicata“is not the relief requested or the theory asserted but whether the plaintiff bases the two

174 Rec. Doc. 78 at pp. 3—4. Plaintiffs contend ttia¢ barred and dismissed § 1120 claims [in the
Consolidated litigation] were dismissed as unbpeause WHITE CHOCOLATE & CHIPS and CAJUN RED HOT
had not yet become registered, only applied-for, 000. No discovery was allowed on those claims. No evidence
was allowed on those claims. No determination was naageno determination could possibly have been made on
the merits of those barred, unripe § 1120rok in [the Consolidated litigation]ld.

175 Civ. Action No. 06-9170, Rec. Doc. 550.
176 Civ. Action No. 06-9170, Rec. Doc. 553.
177 Civ. Action No. 06-9170, Rec. Doc. 550-3 at pp. 78; 82.

178 Subsequently, the Court administratively clo4&eD880, one of the consolidated cases, “pending
resolution of the issues concerning trademarkaivil Action No. 12-1412, specifically “CAJUN RED HOT” and
“WHITE CHOCOLATE CHIPS.” Civ. Action No. 06-9170, Reboc. 563. The Court ultimately resolved those
issues in the Order at issue in the present motion.
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actions on the same nucleus of operative faétépplying this test to the allegations in Plaintiffs
Counts 3—4, the Court, in its prior Order, conchlitteat these Counts arose from the same nucleus
of operative facts at issue in the Consolidditegation. The Court’s conclusion on this point was
not a “manifest error of law® sufficient to warrant reconsiddi@n here. Plaintiffs asserted the
issue of fraudulent procurement in the Guitkated litigation, even after the August 17, 2010
dismissal of certain § 1120 claims discussed by the Federal Ci#cBjtecifically, Plaintiffs’
“Amended Complaint in 11-499,” filed on Auguat, 2011, alleged, among other things, that: (1)
SnoWizard made “knowing, intentional, maten@kstatements which were made for the purpose
of obtaining a trademark registration that Sriz&ktd was not entitled to” with respect to WHITE
CHOCOLATE & CHIPS, and that these statemsetare a fraud upon the USPTO, being false
statements of material information;” and (2attlfSnoWizard willfully made “false statements”
regarding CAJUN RED HOT to the USPTO il if disclosed “would have resulted in
disallowance of registratiort®

Extensive motion practice and a Consent Judgifienarrowed the range of claims
ultimately presented to the jury in the ConsoledHlitigation, but the issues of whether SnoWizard
owned valid and enforceable trademark€€CAJUN RED HOT and WHITE CHOCOLATE &

CHIPS, and whether SnoWizard fraudulentlgtained its WHITE CHOCOLATE & CHIPS

"9 New York Life203 F.3d at 387.
180
Templet 367 F.3d at 479.
181 ,
Seeb67 Fed. App’x at 958.
182 Civ. Action No. 06-9170, Rec. Doc. 412 at pp. 67; 71.
183 Rec. Doc. 652.
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trademark, nonetheless were litigated to a verdict favoring SnoWf2a@bnsidering this
procedural history, this Court did not manifestly in concluding that Plaintiffs in the present
litigation premised Counts 3 and 4 ométsame nucleus of operative fattsasserted in the
Consolidated litigation.

Even assuming that the jury’s findings on either of these two points are insufficient to
establish thatlaim preclusion bars Plaintiffs from astseg § 1120 causes of action in the present
litigation, the jury’s findings are sufficient to ebtish issue preclusion pursuant to the doctrine of
collateral estoppel. The Fifth Circuit, quoting tHesRATEMENT(SECOND) OFJUDGMENTS, describes
collateral estoppel as follows:

When an issue of fact or law is actuditigated and determined by a valid and final

judgment, and the determination is essential to the judgment, the determination is

conclusive in a subsequent action between the parties, whether on the same or a

different claim?®

The Fifth Circuit further instructs that:

Collateral estoppel is appropriate where four conditions are met: (i) The issue under

consideration in a subsequent action must be identical to the issue litigated in a prior

action; (i) The issue must have been fully and vigorously litigated in the prior
action; (iii) The issue must have beatassary to support the judgment in the prior

case; and (iv) There must be no speciadlumstance that would render [estoppel]
inappropriate or unfair. The fourth element, special circumstances rendering estoppel

184 SeeCiv. Action No. 06-9170, Rec. Doc. 709-1 at p. 9 (Q: “Do you find by clear and convincing
evidence that SnoWizard'’s federal registratioml TE CHOCOLATE & CHIPS was obtained by fraudulent or
material misstatements, made to the USPTO with ini@déceive in application for registration of WHITE
CHOCOLATE & CHIPS?” A: “No” (8 votes))ld. at p. 14 (Q: “Do you find by a preponderance of the evidence that
SnoWizard owns a valid and enforceable trademarthfofederally registered trademark ‘CAJUN RED HOT?” A:
“Yes” (8 votes));ld. at p. 15 (Q: “Do you find by a preponderance of the evidence that SnoWizard owns a valid and
enforceable trademark for the federally registeérademark “WHITE CHOCOLATE & CHIPS?” A: “Yes” (8
votes).See alsdrec. Doc. 72 at p. 20.

185 New York Life203 F.3d at 387.

188 K arjuki v. Tarango 709 F.3d 495, 506 (5th Cir. 2013) (QuUOtinESRATEMENT (SECOND) OF
JUDGMENTSS 27 (1982)).
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unfair, applies only to the use of offensive (non-mutual) collateral estoppel by the
plaintiff. 8’

Applying these rules to the present case, Plaintiffs in the Consolidated litigation asserted that
SnoWizard fraudulently sought to procure tegistration of the WHE CHOCOLATE & CHIPS
and CAJUN RED HOT marks, just kPlaintiffs assert in CountsaBd 4 here. Further, the specific
issue of fraudulent procurement of WHITEHOCOLATE & CHIPS was litigated to a verdict in
the Consolidated litigation, and the issuesmbiether SnoWizard held valid marks in WHITE
CHOCOLATE & CHIPS and CAJUN RED HOT weresallitigated to a veidt. Finally, these
issues were necessary to support the Coudrtigment on Jury Verdict in the Consolidated
litigation *®8 Therefore, the first three factors establishing collateral estoppel are present here, making
the resolution of these issues conclusive upon Plaintiffs in the present case.

As to the fourth factor, which considenether “special circumstances would render
[estoppel] inappropriate or unfaitie Fifth Circuit instructs thdif a case involves mutual estoppel,
i.e., where both parties were litigants in the prior action, ‘an inquiry into special circumstances is
unnecessary.®® Each plaintiff here was a litigant in the prior litigation. Accordingly, it is not
necessary to consider the fourth factor.

The jury’s findings as to the WHITE CH@LATE & CHIPS mark &pressly bar Plaintiffs

from relitigating the issues of validity and fraudulprocurement in this case. Therefore, Plaintiffs

1871d. (citations and internal quotation marks omitted)Pémklane Hosiery Co. v. Shqrthe United States

Supreme Court noted that offensive, non-mutual collatetappsl is at issue when a plaintiff “seek][s] to estop a
defendant from relitigating the issues which the defendawiqursly litigated and lost against another plaintiff.”
439 U.S. 322, 329 (1979)).

188 Rec. Doc. 665 at pp. 5; 7-8.
189 Bradberry v. Jefferson County, TeX32 F.3d 540, 549 (5th Cir. 2013) (citations omitted).
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cannot, as matter of law, establish an essenéal@t of the § 1120 clainsserted in Count 3. The
same is true for Plaintiffs’ § 1120 allegatiaegarding CAJUN RED HOT, asserted in Count 4.
Although the jury made no findings as to Defendants’ fraudulent procurement of CAJUN RED
HOT, litigation related to fraudulent procurementhis case would once again bring into question
the validity of that mark, whicklssue was conclusively resolveg the jury in the Consolidated
litigation, and is therefore now binding upon Plaintiffs in this litigation.

Plaintiffs are barred, either by operation of claim preclusion or issue preclusion, from
challenging either the procurement or thiedrey of WHITE CHOCOLATE & CHIPS or CAJUN
RED HOT. Accordingly, Plaintiffs have not “cleadgtablished” that reconsideration of the Court’s
prior Order is warranted here.
D. Effect of Federal Circuit's Reinstatement of Claims

Finally, Plaintiffs argue that “the dismiss#|12-1412 indirectly relies on an aspect of 06-
9170 that has been overruled on appeal,tiogaat least a technical error in 12-1412.”
Specifically, Plaintiffs assert, Ragg§sipply LP and Special T. Ice Co., Inc. “are co-plaintiffs” in the
Consolidated litigation and this litigation, and “a number of their claims” in the consolidated
litigation were “reversed and remanded on appeal’“were technically still pending” at the time
the Court issued its Order dismissing their claimthis case, and are “technically still pending”
now!** Therefore, Plaintiffs argue, “there can beres judicataeffect as to these specific parties

in the subsequent 12-1412 lawsui”

190 Rec. Doc. 78 at p. 2.
191 Rec. Doc. 78 at p. 6.
192

Id. at p. 6.
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In its Order, the Federal Circuit held that:

[T]he conclusion that Raggs and Special T are in privity with Old Plaintiffs “by

virtue of the distributorship” is erroneous. The District Court dismissed Counts

19-21, 24-27, 29-81, and 83-84 as duplicative. We reinstate only a portion of the

dismissed claims, namely, Counts 27, 33, 37, 41, 42, 50, 54, 68, 72, 74,*4hd 84.

In light of this Order, theres judicataanalysis in the Court’s prior Ord&no longer
applies to Plaintiffs Raggs and Special T, to the extent that this analysis relied upon the Court’s
dismissal, on the basis of privity, of claimssarted by Plaintiffs Raggs and Special T in the
Consolidated litigation®® Accordingly, the Court will reconsidemd amend its prior Order to the
extent required to conform with the Federal Circuit’s order.

However, in the Consolidated litigation, Plafiis moved to dismiss all of the remanded
claims without prejudice, representing, in paratttinjone of the litigants, including the 3d-party
insurer, want to relitigate these remanded claitfsThe Court granted Plaintiffs’ motion,
dismissing without prejudice the claimsmanded in the Consolidated litigati§h.Therefore, the
Court must assume, because Plaintiffs dismitsedemanded claims without prejudice, that they
intend to pursue the remanded claims here hAljh Defendants assert that the issue is moot,
because of the dismissal in the consolidated maieey do not argue th&aggs and Special T are

barred from asserting these claims here.

Therefore, the Court reconsiders its prior Order dismissing claims asserted by Raggs and

193567 Fed. App’x at 960.

194 Rec. Doc. 72.

195 5e€06-9170, Rec. Doc. 621, 927 F.Supp.2d 527 (E.D. La. 2013).
19 Rec. Doc. 740-1 at p. 4.

197 Rec. Doc. 742.
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Special T in light of the Federal Circuit’s deoisi The Court has not undertaken an analysis at this
point to determine whether the claims assdrieRaggs and Special T drarred by claim or issue
preclusion, because that issue is not currentlyrbafee Court. The Court merely reconsiders and
amends its prior Order dismissing claims assdeldaggs and Special T to the extent required by
the Federal Circuit’'s Order.gsordingly, unless Raggs and Spedialotify the Court otherwise,
the Court will proceed with these claims.

V. Conclusion

In the present motion, Plaintiffs conteticit the United States Supreme Coutesmark
decision is an intervening change in the law thantrols” or “informs” the claims dismissed by
this Court in its prior Order. To the extent that Plaintiffs’ arguments on this point are addressed to
the Court’s dismissal of Counts 1-8 based ugasrjudicata Plaintiffs’ arguments are unavailing,
because the applicables judicataanalysis does not account for intervening changes in the law
governing the preclusive claims. Further, to the mbdieat Plaintiffs’ arguments on this point are
addressed to the Court’s dismissal of Countsfargilure to state a claim upon which relief may
be granted, those arguments also fail, bechagmarkdoes not appear to address allegations of
conspiracy, or the requirement that RICO pléfistallege a predicate criminal act. Therefore,
Plaintiffs’ arguments related to thexmarkdecision do not clearly establish that reconsideration
is warranted here.

Plaintiffs also assert that the Court sho@dansider its dismissal of Counts 3 and 4, which
assert claims pursuant to 15 U.S.C. 8§ 1120, because 8§ 1120 claims were dismissed as unripe and not
litigated in the Consolidated litigation. This arguméao, is unavailing, because Plaintiffs in fact

did litigate the issue of fraudulent trademapgplcations in the Comdidated litigation. This
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litigation culminated in jury verdicts for Sno¥érd, rendering Plaintiffs unable to litigate essential
elements of their § 1120 claims here, by operatiothe doctrines of eim preclusion or issue
preclusion.

Finally, Plaintiffs argue that the Federal Circuit’s Order, in remanding certain claims asserted
by Raggs and Special T in the Consolidated litigation, renders invalid this Court’s dismissal of
claims asserted by those Plaintiffs in this litigati To the extent that Plaintiffs assert that the
Federal Circuit’'s remand requires that the Court amend its preclusion analysis in the present case,
Plaintiffs are correct, insofar as the Cougisor Order relied upon a finding of privity between
Raggs, Special T, and the other plaintiffs in@omsolidated litigation. Therefore, unless the Court
is notified otherwise by Raggs and Special T, thentd asserted by Raggs and Special T are revived
here, based upon the Federal Circuit’s decision. Accordingly,

IT IS ORDERED that Plaintiffs’ “Motion for Reconsideration Under Rule 59"is
DENIED IN PART AND GRANTED IN PART.

IT IS FURTHER ORDERED that Plaintiffs’ “Motion for Reconsideration Under Rule
59"1%°js GRANTED to the extent that it urges the@t to reconsider and modify thes judicata
conclusions in the prior Ordé?so that these conclusions are consistent with the Federal Circuit’s
holding that Raggs and Special T were not in priwiih Plaintiffs in the Consolidated litigation.

IT IS FURTHER ORDERED that Plaintiffs are to nogfthe Court by Tuesday, April 14,

2015 if Raggs and Special T intend to pursuertblaims in this litigation. If Plaintiffs do not

198 Rec. Doc. 76.
199 Rec. Doc. 76.
20 Rec. Doc. 72.
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respond by that date, the Court will assume that Defendants are correct, and the issue is moot. If
Plaintiffs assert that they dotend to pursue claims, and Defendants believe they are precluded,
Defendants are to file responsive briefing by Tuesday, April 21, 2015.

IT IS FURTHER ORDERED that Plaintiffs’ “Motion for Reconsideration Under Rule
59"%1is DENIED in all other respects.

NEW ORLEANS, LOUISIANA , this S1S!  day of March, 2015.

NANNETTE JOLIVETTE BROWN
UNITED STATES DISTRICT JUDGE

201 Rec. Doc. 76.
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