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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF LOUISIANA

JOLIE DESIGN & DECOR, INC. CIVIL ACTION
VERSUS NO: 15-740
KATHY VAN GOGH SECTION: "S" (5)

ORDER AND REASONS

IT IS HEREBY ORDERED that Jolie Design & Décor, Inc.'s Motion to Reconsider or

Certify for Inmediate Appeal (Doc. #50)&RANTED as to certification for immediate appéal.
BACKGROUND

This matter is before the court on plaingiffhotion to certify for immediate appeal (Doc.
#50) Judge Berrigan's denial of plaintifi®tion to reopen these proceedings (Doc. #49).

Annie Sloan Interiors, Ltd. is a British coradion that owns Annie Sloan brand products,
including ANNIE SLOAN CHALK PAINT. Chalk paint ia decorative paint used to give furniture
an "antiqued" look by achieving a "chalky" matte $imi Plaintiff, Jolie Design & Décor, Inc., a
company based in Kenner, Louisiana, is thewesive distributor and licensee of CHALK PAINT
in the United States and other countries feddant, Kathy van Gogh, who resides in Vancouver,
Canada, entered into a contract with Joliesife to sell Annie Sloan brand products, including
CHALK PAINT. This dispute arose when vaon@h's relationship with Jolie Design ended and van
Gogh started selling products called "Kathy van GBglk Paint Collection." Jolie Design claims

that this action violated the parties' agreement with respect to intellectual property.

* Jolie Design's motion to reconsider is not dised herein because the court finds that certifying
this matter for immediate appeal is appropriate.

? This matter was originally allotted to JudgdéteG. Berrigan. On January 12, 2016, the case was

temporarily reallotted to Judge Mary Ann Vial Lemnimnorder of Chief Judge Kurt D. Engelhardt due to
Judge Berrigan's leave of absence. (Doc. #52).
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June 17, 2011, van Gogh and Jolie Design entered into the initial Retail Distribution
Agreement. The agreement was amended on October 5, 2011. The amended contract, which
represents the entire agreement between the parties, granted van Gogh "a nonexclusive,
nontransferable license” to use "Intellectual Prgpériintellectual Propeyt’ was defined as "the
trademarks, trade names, logos, and other degigsaised by Annie Sloan, Jolie Design, & Davis
Paint for the Products” that van Gogh would s8kction 6(a) of the amended agreement included
the following limitations on van Gogh's use of the Intellectual Property:

You agree to comply with all guidelines that Jolie Design may set
related to your use of the Intellectual Property. Jolie Design has the
right to review and approve, at its discretion, any use of the
Intellectual Property and any presentation of the Products. Julie
Design has the right to prohibit the use of the Intellectual Property in
any manner. You agree to report to Jolie Design immediately, in
writing, any acts of infringement tfe Intellectual Property of which
you learn. You agree to disdorue the use of the Intellectual
Property immediately upon termination of this Agreement, upon
breach of any term of this Agement or upon initiation of litigation
related to this Agreement. Exdédpr the rights and licenses granted

to you herein, Jolie Design and/or its licensors shall retain all right,
title and interest in the Products including all rights under or to the
Intellectual Property.

i. URLs and Social Media Pages: Your/your company's website or
related social media sites shall not include the terms "Annie Sloan,"
"Chalk Paint,"” and/or "Jolie Design" in the web address or user
identification field.

ii. Hyperlinks: The use of Intellectual Property to hyperlink to
you/your company's website is sty prohibited. Any logo, image,

or other mark that serves as a hyperlink to your/your company's
website should reflect you and/or your company and shall not
incorporate any Intellectual Property.



iii. Search Engine Optimization ("SEO"): You are prohibited from
using the terms "Annie Sloan," "Ak&aint," and/or "Jolie Design"

for SEO purposes on you/your company's website or social media
pages.

The contract included a dispute resolution clause which provided that any dispute arising
out of the agreement would be submitted toiteation in New Orleans|ouisiana, and that
Louisiana law would apply. Itsb provided that the prevailingngain any dispute arising out of
the agreement is entitled to recover its costs and expenses, including reasonable attorneys' fees.

In April 2012, Jolie Design sought to amehé agreement again. Van Gogh, who did not
agree to the terms of the second amended agreement, provided written notice to Jolie Design on
April 18, 2012, that she was terminating the agreemiémdt same day, van Gogh applied to register
two trademarks using the term "CHALK PAINTOnN April 21, 2012, van Gogh registered a domain
name using the term "CHALK PAINT."

Thereafter, van Gogh challenged the validitghe CHALK PAINT trademark in various
proceedings and filed an opposition seeking ¢ézjode the registration of the CHALK PAINT logo
before the Trademark Trial Appeals Board. Van Gogh also applied to register "Kathy van Gogh
CHALK PAINT Collection" before the United Stat®atent and Trademark Office. When Annie
Sloan Interiors opposed the application, vaogh argued that CHALK PAINT is an invalid
trademark.

On July 9, 2013, Jolie Design filed an arltitta demand against van Gogh. On September
30, 2013, Anthony M. DiLeo was appointed as the Aoletrator. In the arbitration, Jolie Design
sought to enjoin van Gogh from: challenging viaédity of the CHALK PAINT trademark; using

the term CHALK PAINT to identify her products; and, advertising, producing, offering or

distributing any goods or services using the t€HALK PAINT. Jolie Design also sought an order
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requiring van Gogh to: withdraw her application pending before the United States Patent and
Trademark Office and the Canadian Intellectualperty Office for trademarks that use the term
CHALK PAINT; immediately and permanentlysiiniss a Cancellation action pending before the
Trademark Trial Appeals Board in which sleeks to challenge the CHALK PAINT trademark;
transfer to Jolie Design the domain name @ogh took out that included the words CHALK
PAINT; and the stop selling "van Gogh CHALK I'." Van Gogh countered that the CHALK
PAINT trademark is invalid, and ahthis is a matter for the United States Patent and Trademark
Office.

On December 17, 2013, Jolie Design filed a Motion for Dispositive Ruling asking the
Arbitrator to "dispose of the trademark validiggues — which are both meritless and irrelevant to
the breach of contract claims at issue." JDsign characterized the question presented in the
arbitration as "[w]heter Ms. van Gogh's conied use of the CHALK PAINT trademark following
her termination . . . constitute[d] a breach of Man Gogh's obligation per Section 6(a) of the
contract." Van Gogh responded thia issue is "whether or nattrademark has been infringed."

In his July 9, 2014, Order Regarding Scop€asge and Interim Award, the Arbitrator found
that it was not appropriate to address the validity of the trademark or trade name in that forum.
Annie Sloan was not a party to the proceedinggdlamadnly claim at issue was a breach of contract
claim because van Gogh did not file a countenslfor a declaratory judgment regarding the
invalidity of the trademark. The Arbitrator notduht proceedings before the Trademark Trial
Appeals Board will determine thétimate ownership of the tradamk and tradename, whereas the
proceeding before him involved g claim for breach of contracthe Arbitrator found that the

specific language of the contract contemplatesicéisins on the use of the words "chalk paint” by



van Gogh, and that she breached the contiaettempting to register the name "KATHY VAN
GOGH CHALK PAINT COLLECTION." The record remained open until August 8, 2014, for the
parties to submit further materials regarding raigs' fees or costspecific performance and
compensatory damages.

On January 19, 2015, the Arbitrator issuesl @rder and Final Award Regarding Costs,
Expenses and Attorneys' Fees. The Arbitrator denied van Gogh's motion for reconsideration of the
interim award, stating again that the only claim before him was Jolie Design's breach of contract
claim against van Gogh. The Arbitrator ingorated and reaffirmed the July 9, 2014, Order
Regarding Scope of Case and Interim Award. eHpined van Gogh from using the term "chalk
paint” as a product identifier and from adigng, producing, offering, or distributing any goods
or services using the words "chalk paint" as negfliby the contract. The Arbitrator also awarded
to Jolie Design $1,194.40 for the court reportet tanscript, $45,000 for 242.2 hours in attorneys'
fees, $5,250 for the International Centre for Disgriésolution's administrative fees and expenses,
$16,028.50 for the Arbitrator's compensation and expenses.

On March 6, 2015, Jolie Design filed this actiorthe United States District Court for the
Eastern District of Louisiana seeking a camfation of the arbitration award under the United
Nations Convention for the Recognition and Enforcement of Foreign Arbitral Awards (June 10,
2958) 21 U.S.T. 2517, T..LA.A. 6997, 330 U.N.T.S. 3 (the "New York Convention"), as
implemented by the Federal Arbitration Act ("FAA"), 9 U.S.C. § 209eq. On April 20, 2015, van
Gogh filed a Motion to Vacate the Arbitration Award (Doc. #9). She argues that the arbitration
award is invalid because the October 5, 201iteegent was not validly formed. Van Gogh

contends that there was no meeting of the miedswuse she did not understand that the definition



of Intellectual Property included the term "chalk paiwhich she contends is generic. Instead, she
thought that she was forbidden from usikgNIE SLOAN CHALK PAINT after the termination

of the agreement. Van Gogh also argues that éithe October 5, 2011, agreement was valid, the
Arbitrator exceeded his authority by looking side the October agreement to the June 2011
agreement, and by awarding unreasonable attorneys' fees.

Jolie Design argues that the enforceabilitytred arbitration clause was a matter for the
Arbitrator, not the court, to decide. It alamgues that there was no vice of consent because van
Gogh knew that Annie Sloan claimed that CHARBAINT was her trademark, even if van Gogh
thought that the trademark would be cancelled. D@&gn also argues that a vice of consent calls
into question the enforceability of a contract, noekistence, which is a matter for the Arbitrator.
Further, Jolie Design argues that the Arbitraidmot exceed his authority by referencing the June
2011 agreement, and he did not award an unreasonable amount of attorneys' fees.

On May 11, 2015, Jolie Design filed a MotionGonfirm Arbitration Award (Doc. #19) in
which it argues that none of the grounds for a court's refusing to recognize an arbitration award
under the New York Convention are met. Jolie Design restates its position that van Gogh's argument
regarding the meeting of the minds is a collatati&ck on the Arbitrator's interpretation of the
contract, which is not permitted, and that the itkabor did not decidematters outside of his
authority and awarded reasonable costs and attorneys' fees.

In opposition to Jolie Design's motion to confjrvan Gogh argues that the court can decide

de novo whether the October 5, 2011, agreement exists, and that the agreement was not validly

*Van Gogh also argued that Jolie Design failed toglg with a jurisdictional requirement by failing
to provide the court with a proper copy of the October 5, 2011, agreement. On April 30, 2015, Jolie Design
filed an Amended Complaint to cure any such defect.
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formed. She also argues again that the Arbitrator exceeded his authority and awarded an
unreasonable amount of attorneys' fees.

On May 28, 2015, van Gogh filed a Motion to S&pnfirmation of Arbitration Award (Doc.
#26). She argued that the matter should beedtaytil the Trademark Trial and Appeal Board
disposed of the pending cancellation proceeding regarding the CHALK PAINT trademark because
the validity of the trademark affects the outcarhine arbitration proceeding. Van Gogh contended
that if CHALK PAINT is found to b@eneric, it could not have been part of the Intellectual Property
referred to in the contract, and then there Wdag "no meeting of the minds and no agreement to
arbitrate.” Jolie Design opposed the stay arguimg ithdid not fit the sole reason for a stay of
confirmation of an arbitration award authmed by the New York Convention. On July 30, 2015,
Judge Berrigan issued an order staying this matter until Opposition No. 91208788 pending at the
Trademark Trial and Appeal Board is resolved beeaii'may be relevant to the scope and validity
of the arbitration awards and orders." (Doc. #38).

On October 1, 2015, Jolie Design filed a MotiorReopen Proceedings (Doc. #43) stating
that on August 12, 2015, the Trademark Trial and Appeal Board ruled against van Gogh in
Opposition No. 91208788, refusing to register peoposed trademark. In opposition to Jolie
Design's motion to lift the stay, van Gogh aguhat, although her proceedings before the
Trademark Trial and Appeal Board against Aniloan have concluded, there is an action by
Websters Chalk Paint Powder, LLC to cancehfe Sloan's CHALK PAINT trademark. Van Gogh
contends that this action should remain stayed until that proceeding is concluded because it may
result in the cancellation of tH@HALK PAINT trademark, which codl affect the validity of the

arbitration award.



On December 30, 2015, Judge Berrigan denied Jolie Design's motion to reopen stating that
"[i]t appears that an action remains pending at the Trademark Trial and Appeal Board that directly
challenges the validity of the st trademark, which is relevant to the arbitration awards and
orders herein. This matter shall be stayduktoeopened upon any motion filed after the resolution
of" that proceeding.

On January 11, 2016, Jolie Design filed a motmoeertify for immediate appeal the denial
of its motion to reopen. (Doc. #50). Jolie Desaggues that there is no basis under the New York
Convention or any jurisprudence to delay tlafemation of its arbitration award because the
validity of the CHALK PAINT trademark is irrelewato the arbitration award which was based on
a breach of contract action. Van Gogh opposesrtbtion arguing that certifying the matter for
interlocutory appeal is unwarranted becausecthet was correct to stay the matter pending the
outcome of the proceedings regarding the validity of the CHALK PAINT trademark.

ANALYSIS

Interlocutory appeals are governed by 28.0. § 1292(b). Section 1292(b) states:
When a district judge, in making in a civil action an order not
otherwise appealable under théxton, shall be of the opinion that
such an order involves a controlliggestion of law as to which there
is a substantial ground for difference of opinion and that an
immediate appeal from the order may materially advance the ultimate
termination of the litigation, [s]he shall so state in writing in such
order. The Court of Appeals wh would have jurisdiction of an
appeal of such action may thereupon, in its discretion, permit an
appeal to be taken from such ordeapplication is made to it within
ten days after the entry of the order: Provided however, that
application for an appeal hereungiall not stay proceedings in the

district court unless this district judge or the Court of Appeals or a
judge thereof shall so order.



28 U.S.C. § 1292(b)Pursuant to 8292(b), the district court may “certify an interlocutory appeal
where (1) a controlling question of law is invaly€2) there is substantial ground for difference of
opinion about the question of law, and (3) immediate appeal will materially advance the ultimate
termination of the litigation.” Rico v. Flore481 F.3d 234, 238 (5th Cir. 2007).

Neither the July 30, 2015, order staying tase nor the December 30, 2015, order denying
Jolie Design's motion to reopen cites a provisibthe New York Convention or jurisprudence
supporting the order. In arguing for the stagt against reopening the proceedings, van Gogh relies

on Hewlett-Packar Co..Inc.v. Berc, 61 F.3c 101 (1st Cir. 1995) Thus, Jolie Design argues that

the court must have relied Berc in issuing the stay and refusing to reopen the proceedings.

In Berc the court examined whether a case brotmkbnfirm an arbitration award issued
under the New York Convention could be stayed for prudential reasons. The court noted that
“[o]rdinarily there could be no doubtat a court, although obliged to decide a claim, would retain
discretion to defer proceedings for prudential o@ag]" and that "a typical reason is pendency of
a related proceeding in another tribunal."dtd105. However, the court recognized that the New
York Convention could impact this power because the statute implementing the New York
Convention states that, upon a petition for confirmation of an arbitration award, a district court
"'shall confirm the award unless it finds one @& trounds for refusal or deferral of recognition or
enforcement of the award speediin the said Convention,".ldt 105-6 (quoting 9 U.S.C. § 207).

Although Article VI of the New York Conveion enumerates a single ground for a $ttiyg court

* Article VI of the New York Convention States:

If an application for the setting asidesuspension of the award has been made to
a competent authority [in the country whaéhe award has been made], the authority
before which the award is sought toreéied upon may, if it considers it proper,
adjourn the decision on the enforcement of the award [and require a security].
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held that actions to confirm sl arbitration awards could be stayed for prudential reasons not
explicitly stated in the New York Convention. kit 106.

Jolie Desigr contend thar Berc's applicatior is limited to its facts where two partiet are
forcecinto successiv arbitratior proceeding to resolve relatec matters the prevailing party in the
first matte triesto haveits arbitratiorawarcconfirmecwhile the seconproceedin is still pending,
the seconi proceedin mighiresul in amonetar set-oftagains the party seekin¢confirmatior for

the first award anc thai party is otherwistinsolvent Citing Watrtsile Finlanc OY v. Duke Capital

LLC,51&F.3c287 294 (5th Cir. 2008) Jolie Desigr argue thaithe Unitec State Couriof Appeals
for the Fifth Circuit has implied, but not explicitly ruled, tIBerc shoulc be limited to its facts.
Thus Jolie Desigr argue thai this matte shoulc be certifiec for immediat« appee sc thai the
appellat couricar answe the question "Does the Fifth Circuit recogniz: the authority of a district

couri announced ilHewlett-Packar Co.. Inc. v. Berc to adjourr confirmatior proceeding of an

arbitratior awarcfor prudentiareason noispecificallyenumerate in the New York Convention?"

Van Gogh argues that there is no controllingessidaw because Jolie Design is appealing
a temporary stay. She also argues that tisen® substantial ground for difference of opinion
because Jolie Design does not cite anlauitly disagreeing with the notion that Besgot limited
to its facts.

This question of law stated by Jolie Design is a controlling question of law for which there
is substantial ground for difference of opinion, and its resolution will materially advance the ultimate
termination of the litigation. The question posea narrow legal question regarding the proper
applications of Bergand there is a substantial ground for difference of opinion because the United

States Court of Appeal for the Fifth Circuit has sypbken on this issue. Fher, resolution of this
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guestion will materially advance this litigation because, if Betgnited to its facts, the stay must
be lifted. Therefore, Jolie Design's mottoncertify for immediate appeal is GRANTED.
CONCLUSION
IT IS HEREBY ORDERED that Jolie Design & Décor, Inc.'s Motion to Reconsider or

Certify for Immediate Appeal (Doc. #50)@&RANTED as to certification for immediate appeal.

New Orleans, Louisiana, thiSOth day of March, 2016.

%._%%Z%, ——

ARY ANN VIAL LEMMON
UNITED STATES DISTRICT JUDGE
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