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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF LOUISIANA

PROJECT CONSULTING CIVIL ACTION
SERVICES, INC.

VERSUS NO: 15-1652
NVI, LLC and PIPELINE SAFETY, SECTION: R
LLC d/b/a PIPELINE SAFETY AND

COMPLIANCE

ORDER AND REASONS

Plaintiff Project Consulting Services, LLC ("Projg@onsulting”) moves
the Court to dismiss defendant Pipeline Safety, 'sLCPipeline Safety")
counterclaim under Federal Rule of Civil Procedu2(b)(6); Project
Consulting also moves to strike affirmed defenses raised by Pipeline Safety
and defendant NVI, LLC under FedéRule of Civil Procedure 12(f).For the

following reasons, the Court denies both motions.

l. BACKGROUND
Thisis atrademark infringement aodfair competition case. Plaintiff

Project Consulting is an engineeringnii that provides design engineering,

!R. Doc. 47.
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project engineering, construction mayeanent, inspection, traceability, and
records management services for camies in the oiland gas industigince
1992, Project Consulting has deliveresigpbods and services under the marks
PROJECT CONSULTING SERVICES and PEBroject Consultingowns nine
federal trademark registrationgrotecting its PROJECT CONSULTING
SERVICES and PCS-related marks (the "PCS Marks").

Defendant NVI provides non-destructive testing,pastion, stress
relieving, mechanicalintegritgnd project management serviéeéccording
to Project Consulting, NVI establishedfdedant Pipeline Safetyin or around
2010 to provide traceability and records managenmsarvices. After its
formation, Pipeline Safety allegedhggan trading under the name "Pipeline
Safety and Compliancé."According to Project Consulting, customers and
vendors inevitably shorten this name'R5C"--an abbreviation that, Project

Consulting contends, is confusinggimilar to Project Consulting's PCS

®R. Doc. 37 at 2.
“1d. at 3.
51d. at 3-6.

°ld. at 6;see alsR. Doc. 39 at 4 (NVI, LLC's answer, admitting pl&ffis
allegation).

“Id. at 7.
81d.



Marks? Project Consulting alleges that N&nd Pipeline Safety adopted the
"Pipeline Safety and Compliance"” orSE" name in an intentional effort to
trade on Project Consulting's goodwill the engineering and construction
industries® On April 17, 2015, Project Consulting sent defants a cease and
desist letter, but defendantsmdinued their alleged miscondutt.

On May 18, 2015, Project Consulting filed this lamtsagainst NVI and
Pipeline Safety’* In its Second Amende@omplaint, Project Consulting
alleges trademark infringement andsk designation of origin under the
Lanham Act® NVI and Pipeline Safety eadied an answer, in which each
defendant asserts five affirmative defen$esPipeline Safety also filed a
counterclaim seeking cancellationRxfoject Consulting's federal registration
of four of the PCS Mark$. According to Pipeline Safety, the PCS Marks are

not entitled to trademark protectidrecause they are merely descriptive of

1d. at 7-8.

"1d. at 8.
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Project Consulting's goods and services and haveatt@ined secondary
meaning.

Project Consulting moves to disssi Pipeline Safety's counterclaim
under Federal Rule of Civil Procedure 12(b){6)Project Consulting also
moves to strike three of defendantiiranative defenses on the grounds that

they are inadequately pleaded and ajeedundant and immaterial issu®és.

II. LEGAL STANDARD

A. Motion to Dismiss

To survive a Rule 12(b)(6) motion to dismiss, tHaiptiff must plead
enough facts to "state a claim to edlthat is plausible on its faceAshcroft
v. Igbal 556 U.S. 662, 678 (2009) (quotimgll Atl. Corp. v. Twombly550
U.S. 544,570 (2007)). Aclaim is fadly plausible "when the plaintiff pleads
factual content that allows the courtdoaw the reasonable inference that the
defendant is liable for the misconduct allegetd" A court must accept all
well-pleaded facts as true and must diedlweasonable inferences in favor of

the plaintiff. Lormand v. U.S. Unwired, Inc565 F.3d 228, 239 (5th Cir.

¥R. Doc. 47.
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2009). Butthe Courtis not bound tocept as true legal conclusions couched
as factual allegationdgbal, 556 U.S. at 678.

A legally sufficient complaint need not contain diéd factual
allegations, but it must go beyondbks, legal conclusions, or formulaic
recitations ofthe elements of a cause of actioh.In other words, the face of
the complaint must contain enoudactual matter to raise a reasonable
expectation that discoverywillreveal evidenceath element ofthe plaintiff's
claim. Lormand 565 F.3d at 257. Ifthereainsufficient factual allegations
to raise aright to relief alve the speculative level, or ifit is apparenimnfrthe
face of the complaint that there ismsuperable bar to relief, the claim must
be dismissedTwombly, 550 U.S. at 555.

B. Motion to Strike

Federal Rule of Civil Procedure 12éNows the court tstrike "from any
pleading any insufficient defense oryaredundant, immaterial, impertinent,
or scandalous matter." Fed. R. Civ.12(f). A motion to strike under Rule
12(f) "isadrasticremedy be resorted to onlywheequired for the purposes
of justice." Augustus v. Bd. of Pub. Instruction of EscambiayCnfla. 306
F.2d 862, 868 (5th Cir. 19629ge also Kaiser Aluminum & Chem. Sales, Inc.
v. Avondale Shipyards, In&77 F.2d 1045, 1057 (5th Cir. 1982) ("[M]otions
to strike a defense are generally disfavoredsY)nergy Mgmt., LLC v. Lego

5



Juris A/S No. 07-5892, 2008 WL 4758634, at *1 (E.D. La. Obt, 2008)
("[M]otions to strike made under Rule 12(f) arewed with disfavor by the
federal courts, and are infrequently gtad."). Even when motions to strike
are well-founded, they are not to beagted "in the absence of a showing of
prejudice to the moving party.Abene v. Jaybar802 F. Supp. 2d 716, 723

(E.D. La.2011).

1. DISCUSSION

A. Project Consulting's Motion to Dismiss Pipeline &fety's
Counterclaim

In its counterclaim, Pipeline Sdfe seeks cancellation of Project
Consulting's registration of four of the PCS Markaccording to Pipeline
Safety, the challenged PCS Marks aresdriptive” marks that, having failed
to acquire secondary meaning, aret eatitled to trademark protectiof.
Project Consulting moves to the dismiss for failtwestate a claim.

In any lawsuit involving a registerddademark, a district court has the
power to cancel the registration of nka that are not legally protectable. 15
U.S.C. § 1119 ("In any action involving a registemaark the court may . . .

order the cancellation of registrations. . . N)pla Spice Designs, L.L.C. v.

¥ R. Doc. 44 at 2-3.



Haydel Enterps., In¢783 F.3d 527,537 (5th CR015). To be protectable, "a
mark must be capable of distinguislgithe applicant's goods from those of
others, or stated another waynark must be distinctiveTest Masters Educ.
Servs., Inc. v. Sing28 F.3d 559, 566 (5th Cir. 2005) (quotisgigar
Busters, LLC v. Brennagrl77 F.3d 258, 267-68 (5th Cir. 1999)). Amark is
inherently distinctive "if its intrinsic ntaire serves to identify a particular
source" of a productWal-Mart Stores, Inc. v. Samara Brp529 U.S. 205,
210 (2000). In the context of worcharks, marks that are "arbitrary,"
("Camel" cigarettes), "fanciful" ("Kodak" film), disuggestive" ("Tide" laundry
detergent) are inherently distincéand entitled to protectiom.est Masters
428 F.3d at 566 (citingwo Pesos, Inc. v. Taco Cabana, |Ms05 U.S. 763,
768 (1992)).

"Descriptive" marks, by contrast, are not inhergmistinctive. Nola
Spice 783 F.3d at 537. A descriptive mark "identifiescharacteristic or
quality of an article or service, suchisscolor, odor, function, dimensions, or
ingredients."Amazing Spaces, Inc.v. Metro Mini Stora§e8 F.3d 225, 241
(5th Cir. 2010) (quotingatarains, Inc. v. Oak Grove Smokehouse,,|688
F.2d 786, 790 (5th Cir. 19833pbrogated on other ground&P Permanent
Make-Up, Inc.v. Lasting Impression |, 1n§43 U.S. 111(2004)). As the Fifth
Circuit has explained, "[e]xamples of descriptivarks would include 'Alo’
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with reference to products containing gel of theealera . . . and 'Vision
Center' in reference to a business offering optigabds and services."
Zataraing 698 F.2d at 790. Because descriptive marks dioimoerently
identify a product's source, they apeotectable as trademarks only if they
have acquired "secondary meaningl'est Masters428 F.3d at 566. A
descriptive mark acquires secondary meaning "wherthe minds of the
public, the primary significance of the mark isitentify the source of the
product rather than the product itselN'bla Spice 783 F.3d at 543see also
Zatarains 698 F.2d at 795. While Project Consulting's ségition of the
challenged marks with the Patent and Trade Offaestitutesprima facie
evidence of their validity, Pipelin8ervices may rebut this presumption by
establishing that the marks are not inherentlyiddtve. Amazing Spaces
608 F.3d at 237.

In its counterclaim, Pipeline Seres alleges that Project Consulting's
registration of four of the PCS Mark$iould be cancelled because the marks
are descriptive marks that have nofjarced secondary meaning. Project
Consulting raises two arguments forsahissal. First, Project Consulting

argues that Pipeline Safety has failex allege sufficient facts to support



cancellation of the challenged markRs"Threadbare retals of a cause of
action's elements" are insufficientwthstand a motion to dismiskybal, 556
U.S. at 663. Pipeline Safety, howeveests its claim on allegations of fact
about the words of the PCS marks and pmoducts and services to which the
marks are applied. It alleges, forstance, that Project Consulting provides
goods and services under its markagmeering and project services, data
collection, construction managemersbftware, etc.--that are properly
characterized as "project consulting servic8s.'t further alleges that the
marks have not attained secondary meaning becauseh@sers do not
associate the marks with Project Consulting al&nBased on these factual
allegations, Pipeline Safety has sutticily pleaded a claim for cancellation of

Project Consulting's registratiaithe challenged PCS Mark$See Aureflam

¥R. Doc. 47-1 at 8-10.
2°R. Doc. 44 at 2.
2ld. at 3.

?2This holds true for the PCS Marks that employwuoeds "project consulting
services," as well as the marks that usel¢hters "PCS." In its counterclaim, Pipeline
Safety alleges that "PCS" is "simply the amym for project consulting services . . . [and]
merely describe the characteristics and sypegoods and services provided under the
marks...." R.Doc. 44 at 3. Taking this allega as true, and drawing all reasonable
inferences in Pipeline Safety's favoretbounterclaim sufficiently pleads a claim for
cancellation of the marks containing an aéNjation of the allegedly descriptive term.
See Society of Fin. Examiners v. Nat'l Ass'n otiied Fraud Examiners In¢41F.3d
223,227 n.5 (5th Cir. 1995) ("[I]f the full mae is generic, an abbreviation is treated
similarly."); see alsal. Thomas McCarthyicCarthy on Trademarks and Unfair
Competition8 7:11 (4th ed.) ("If a series of letters is meralyecognizable abbreviation
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Corp. v. Pho Hoa Phat I, Inc375 F. Supp. 2d 950, 953 (N.D. Cal. 2005)
(denying motion to dismiss trademacdancellation claim when claimant
provided factual allegations concernitige meaning of the allegedly generic
term).

Project Consulting's second argumentyjch it also raises in its motion
to strike, is that Pipeline Safety madgudicial admission in an earlier brief
that precludes its argument that tA@S Marks are descriptive in natufen
an earlier version of its counterclajnPipeline Safety alleged that the
challenged PCS Marks were either descriptive oregen After Project
Consulting moved to disms, Pipeline Safety argued in opposition that
"Project Consulting Services' marks tell consumers nothing of who Project
Consulting Services is or even what it do&'s."

Contrary to Project Consulting's assertion, thigtsinent does not
constitute a judicial admission thatelPCS marks are not descriptive. To
qualify as a judicial admission, a statent must be "deliberate, clear, and

unequivocal.'Heritage Bank v. Reaen Laboratories, In¢250 F.3d 319, 329

for a descriptive or generic term, the abbréiaa is also classified as descriptive or
generic.").

2 R. Doc. 47-1at 6.
22 R. Doc. 19 at 1.
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(5th Cir. 2001). The statement in Pim@& Safety's brief does not meet this
standard. Although Pipeline Safetsserted that the PCS Marks "tell
consumers nothing"about Project Consudts services, itargued in the same
brief that the PCS Marks are descriptive, lackingecondary meaning, and
not entitled to trademark protectién In addition, Pipehie Safety has since
amended its counterclaim. Althougthas removed its allegation thatthe PCS
Marks are generic, Pipeline Safetyncmues to claim that the challenged
marks are merely descriptive of Project Consul8ngbods and services.
Under these circumstances, Pipeline Safety's cldiat PCS Marks "tell
consumers nothing" does not congte an "deliberate, clear, and
unequivocal” admission against the position thatefihe Safety has taken
throughout this lawsuit--that the PG&arks are descriptive and not entitled
totrademark protectiond.; see alsd#Jnited Statesv. Chavez-Hernand&zl
F.3d 494, 501 (5th Cir. 2012) ("[F]a& statement of counsel to qualify as a
judicial admission it must be madeténtionally as a waiver, releasing the
opponent from proofoffact."Nar. Madness Athleticgs'n, L.L.C. v. Netfire,
Inc.,, 310 F. Supp. 2d 786, 811 (N.D. Tex. 200f8)dgment enteredNo.

3:00-CV-0398-R, 2003 WL 22173299 (N.D. Tex. Se@, 2003),and aff'd

*|d. at 6 (arguing that Pipeline Serviceas adequately alleged that Project
Consulting's marks are either "generic or descvg#ind lacking in secondary
meaning").
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sub nom 120 F. App'x 540 (5th Cir. 2005) (refusing todtestatement that
"can be construed to mean differethings"” as a conclusive judicial
admission).

Moreover, it is "well-establishedhat trial judges are given broad
discretion to relieve parties fromélconsequences of judicial admissions in
appropriate cases.'Kiln Underwriting Ltd. v. Jesuit High Sch. of New
Orleans No. CIV.A. 06-4350, 2008 WL 4724390, at *12 (E.Ca. Oct. 24,
2008) (quotingelectric Mobility Corp. v. Bourns Sensors/ Contrdisc., 87
F. Supp. 2d 394, 406 (D.N.J. 2000)). This is saatase. Even if Pipeline
Safety's statement could be interpmktss a judicial admission, the statement
appeared in a briefthat Pipeline Safélgd at an early stagof this litigation
and that is now moot because the pardiesended their pleadings. Its earlier
statement notwithstanding, Pipelinef&g's live pleadings plausibly allege
thatthe challenged PCS Marks are dgstave. And Project Consulting has not
shown that it was prejudiced by PipeliBafety's earlierssertion. Thus, the
Courtfindsitinappropriate toresolve an importesue oftrademark validity
on the basis of a single senteniaan opposition briefSee id("Litigation is
not a game of 'gotcha,' and the Court declinesesblve a hotly contested
coverage issued based on an honestakie."). The Courttherefore finds that
Pipeline Safety's claim that the challenged PCSKdare descriptive is not
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barred by any supposed admission of non-descripéss. Project
Consulting's motion to dismiss Pipelibafety's counterclaim is denied.

B. Project Consulting's Motion to Strike Affirmative
Defenses

Project Consulting also moves to &eicertain affirmative defenses from
answers filed by defendants Pipeli®afety and NVI. Specifically, Project
Consulting asks the Court to strike the secondrdthand fifth affirmative
defenses pleaded by each defendamboth defendants' answers, the second
affrmative defense is that four #froject Consulting's PCS Marks are not
protectable because they are dgsiove marks that have not acquired
secondary meaning. The allegationshe answers are nearly identical to the
allegations in Pipeline Safety's woterclaim--as are Project Consulting's
arguments for why the defenses are insuffic@ntProject Consulting's
arguments therefore fail for the reasosiscussed above, and its motion to
strike the second affirmative defenseis deniduud, the onlyremainingissue
is whether the Court should strike eabdfendant's third affirmative defense
(no likelihood of confusion) and/orffh affirmative defense (no entitlement

to Pipeline Safety's and NVI's profits).

26 CompareR. Doc. 44 at 2-3vith R. Doc. 38 at 10-11; R. Doc. 39 at 39 at 9
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Although Federal Rule of Civil Procedure 12(f) allothe Court to strike
affrmative defenses, such motions aisfavored and should not be granted
“in the absence of a showingmfejudice to the moving partyAbenge802 F.
Supp. 2d at 723 (citing 5C Charles Alan Wright &kar R. Miller, Federal
Practice & Procedure8 1381 (3d ed. 2004)). Project Consulting arguex th
the third and fifth affrmative defense@ not actually assert defenses but,
rather, repeat defendants' denialdlod allegations in Project Consulting's
complaint. Whatever the merits ofishargument, Project Consulting has not
shown that it would be prejudiced ldenial of its motion to strike the
challenged defenses. Project Consulitaguely suggests that ifthe defenses
are not stricken, it will be forced ®ngage in "unnecessary discovetyBut
according to Project Consulting's argent--that the defenses are redundant
denials of the allegations in itsomplaint--the challenged portions of
defendants' answers go to elemeat$roject Consulting's own claims, on
which the parties are already requiredetogage in discovery. Absent some
plausible showing of prejudice, Project Consultsnghotion to strike
affrmative defenses three and five must be denk&eée id (denying motion

to strike defenses because plaintiff failed to stpopejudice).

*’R. Doc. 45-1at 11, 12.
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IV. CONCLUSION
For the foregoing reasons, Project Consulting's iamotto dismiss
Pipeline Service's counterclaim is DENIED. Proj€cnsulting's motion to

strike defendants' affrmative defenses is DENIED.

New Orleans, Louisiana, thi8th _ day of April, 2016

SARAH S. VANCE
UNITED STATES DISTRICT JUDGE
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