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UNITED STATES DISTRCT COURT
EASTERN DISTRICT OH.OUISIANA

WRIGHT'S WELL CONTRCL CIVIL ACTION
SERVICES, LLC

VERSUS NO. 151720
OCEANEERING INTERNATONAL, SECTION*R” (3)
INC.

ORDER AND REASONS

Before the Couris defendant Oceaneering International, Inc.’s motion
for partialsummary judgment on plaintiff Wright's Well Contr8lervices,
LLC's patent infringement claim related to the 9,435,p&%ent! For the

following reasons, the Court grants Oceaneeringisian.

l. BACKGROUND
The facts that follow are limited to what is relevdo themotionbefore
the Court?z Plaintiff Wright's Well Control Services, LLC (“WWC$ and

defendantOceaneering International, Inc. (“Oceaneerin@Qth provide

1 R. Doc 210.

2 A more indepth discussion of the facts underlying this digpu
can be found in the Court’s November 16, 2015 Ordare generallyR. Doc.
56. A more extensive discussion of the deg@a technology and associated
patents at issue can be falm the Court’s February 13, 2017 Orde$ee
generallyR. Doc. 141.

Dockets.Justia.com


https://dockets.justia.com/docket/louisiana/laedce/2:2015cv01720/166612/
https://docs.justia.com/cases/federal/district-courts/louisiana/laedce/2:2015cv01720/166612/260/
https://dockets.justia.com/

hydrate remediation services for the oil and gadustry. This dispute
concerns a technological system that WWCS develofmrd removing
hydrates from subsea, deepwapépeliness

On DecembeR4, 2010, David Wrigt and Jeffery Dufrenealéd two
U.S. nonprovisional patent applications, each of which wheseded to
specific aspects of WWCSremediation systerh According to WWCS, LS.
Patent Application No. 12/978,486, now issued &S.Patent No. 8,413,725
(the 725 Patent)describes and claims the subsea separator us&8gSs
remediation systerh Application No. 12/978,4481ow issued as U.S. Patent
No. 9,435,185 (the 185 Patengescribes aspects of the entire remediation
system, 6cusing specifically on the system’use of a subsea hydraulic
positive displacement pum$pThe‘185 Patent issued on September 6, 2016

The ‘185 Patent contains thirteen claims, threeejpehdent and 10

dependent. Claim 1, he main independent clains a method of recovering

3 According to WWCS, a hydrate is an itike solid that forms
when water becomes mixed with oil and/or gas ahlpgessure and low
temperature. R. Doc. 147 at 3. “Hydrate plugsh cause a pipeline to
become blocked, resulting in a loss of productidah..at 3-4.

4 Id. at 13 { 44.

5 Id.

6 Id. According to WWCS, Wright and Dufrene assignddaights
and interests in both th&25 and thel85 Patents to WWCS, and WWCS is
the owner of both Patentsd. §45.

7 SeeR. Doc.14 /20 at 2.

8 Id. at 2223.



a pipeline fluid from a source located in a subsearonment by connecting
a fluid-powered motor and a pump to the source of the flu@@laims 4 and
9, the other two independent clairesre a method for hydrate remediation
and fluid recovery from a subsea location, and &hueé for acting on or
removing a blockage from a pipeline fluid in a sadsenvironment
respectively®® WWCS alleges thaOceaneering’s Flowline Remediation
System irdringes on Claims 4 and 9 of the 185 Paté&n&pecifically, WWCS
alleges that “Oceaneering has offered to use imwhkie Remediation
System, performing each and every step of at |€&asims 4 and 9, on a
hydrate remediation job for at least W & T Offwe since September 6,
2016.12

Oceaneering now moves for partial summary judgmemiWwCS’s
claim for infringement othe ‘185 Patent Oceaneering argues that there is
no evidence Oceaneering either made, used, offéoedell, or sold its
Flowline Remedhtion System since the 185 Patent issued on Sepé&x 6,
201613 See35 U.S.C. § 271(a) Except as otherwise provided in this title,

whoever without authority makes, uses, offers tih se sells any patented

9 Id. at 22.

10 Id. at 2223.

1 R. Doc. 147 at 30 § 86.
12 Id.at 37 9 94.

13 R. Doc. 2101 at 89.



invention, within the United States. . any patented invention during the
term of the patent therefor, infringes the patgnt.In response, WWCS
disputes whether Oceaneering has offered to seFlidwline Remediation
System* WWCS points to the deposition of Oceaneering emgdoZhris
Dyer, who testified that Oceaneering has included the afsiégs Flowline
Remediation Systems in project bids since Septen20d615 In its reply,
Oceaneering argues that an offer to sell the FloavRemediation System
cannot give rise to patent infringemergdausanethod claims, like Claims

4 and 9 of the ‘185 Patent, can be infringady by actual usés$

II. LEGAL STANDARD

Summary judgment is warranted when “the movant shtivat there
IS no genuine dispute as to any material fact darmalmhovant is entitledo
judgment as a matter of lawFed. R. Civ. P. 56(akee also Celotex Corp. v.
Catrett, 477 U.S. 317, 3223 (1986) Little v. Liquid Air Corp, 37 F.3d 1069,
1075 (5th Cir. 1994). When assessing whether putes as to any material
fact exists, the @Qurt considers “all of the evidence in the recoud kefrain[s]

from making credibility determinations or weighitlge evidence.Delta &

14 R. Doc. 229 at SEALED R. Doc. 229-1at 4.]
15 R. Doc. 229 at 1.
16 R.Doc. 233 at 45.



Pine Land Co. v. Nationwide Agribusiness Ins., G380 F.3d 395, 3989
(5th Cir. 2008). All reasonable inferencase drawn in favor of the
nonmoving party, but “unsupported allegations ofidalvits setting forth
‘ultimate or conclusory facts and conclusions o¥lare insufficient to either
support or defeat a motion for summary judgmen®alindo v. Precision
Am.Corp., 754 F.2d 1212, 1216 (5th Cir. 1985ge also Little37 F.3d at
1075. “No genuine dispute of fact exists if theoed taken as a whole could
not lead a rational trier of fact to find for themmoving party.” EEOC v.
Simbaki, Ltd, 767 F.3d475, 481 (5th Cir. 2014).

If the dispositive issue is one on which the movpegty will bear the
burden of proof at trial, the moving party “mustee forward with evidence
which would entitle it to a directed verdict if thevidence went
uncontrovertedtatrial.” Intl Shortstop, Inc. v. Rally’s, Inc939 F.2d 1257,
1264-65 (5th Cir. 1991). The nonmoving party can theffledt the motion by
either countering with evidence sufficient to demstmate the existence of a
genuine dispute of material fact, dshowing that the moving party’s
evidence is so sheer that it may not persuade ¢asanable faelinder to
return a verdict in favor of the moving partyd. at 1265.

If the dispositive issue is one on which the nonimgwarty will bear

the burden ofproof at trial, the moving party may satisfy itsrolen by



merely pointing out that the evidence in the recasdinsufficient with
respect to an essential element of the nonmovintyjgalaim. See Celotex
477 U.S. at 325. The burden then shifts te hlonmoving party, who must,
by submitting or referring to evidence, set outd@pe facts showing that a
genuine issue existsSee id at 324. The nonmovant may not rest upon the
pleadings, but must identify specific facts thataddish a genuine isgufor
trial. See, e.g.id.; Little, 37 F.3d at 1075 (“Rule 56 mandates the entry of
summary judgment, after adequate time for discoweng upon motion,
against a party who fails to make a showing sudfiti to establish the
existence of arlement essdral to that partys case, and on which that party

will bear the burden of proof at trial.” (quotirGglotex 477 U.S. at 322)).

[11. DISCUSSION

In this motion for partial summary judgment, Oceaneg argues that
WWCS’sclaim for infringement ofthe 185 P&ent fails as a matter of law. To
prove direct patent infringement, WWCS must shoatt@ceaneering either
made, used, offered to sell, or sold WWCS’s patdntevention after the
patent issued. See35 U.S.C. § 271(a). The parties dispute whether

Oceanering has offered to sell the methods describe@laams 4 and 9 of



the 185 Patent’ But Oceaneering contends that this dispute is imemalk
because method claims can be infringady by use notby an offer to selks

SeeNTP, Inc. v. Research in Mion, Ltd, 418 F.3d 1282, 18121 (Fed.Cir.

2005) Oceaneering further argues that because WWC8ataestablish
direct infringement,it also cannot establish indirect infringemenBee
Power Integrations, Incv. Fairchild Semiconductor Iff’'Inc., 843 F.3d
1315, 1331 (Fed. Cir. 2016)

Oceaneering'argument that method claims can be infringady by
use primarily relies on the Federal Circuit’s demisin NTP. The court in
NTP addressed whether the defendant could be liableifiinging on
plaintiffs method claim even though one step of the host was performed
outside the United States. 418 F.3d at 1343 After holding that& process
cannot be usefvithin’ the United States as requireddsction271(a) unless
each of the steps is perforohevithin this country’ the court turned to
“whether a sale of a claimed method can occur inUhé&ed States, even
though the contemplated performance of that metlodld not be wholly

within the United States Id. at 1318.

1 SeeR. Doc. 2103 at 2 1 6{SEALED R. Doc. 229-1at 4.]
18 R. Doc. 233 at 1.

7



The court first noted thinguistic difficulty of applying the concept of
a sale to a method claim consisting of a series of dctd. at 1319;see also
id. (“It is difficult to envision what property is trarested merely by one
party performing the steps of a method claimekthange for payment by
another party. Moreover, performance of a method does not necédgsar
require anything that is capable of being tranddt). The court then
examined the legislative history of § 271(ahich “‘indicatdd] Congress
understandhg that method claims could only be directly imfged by usé.
Id. at 1320 For example, when Congress added “offers td aslla form of
infringement in § 271(a), a Senate report explainddhe list of exclusive
rights granted to patent owners ip@xded to preclude others from offering
to sell or importing products covered by a U.S.grdtor offering to sell the
productsof patented processesS. Rep. 103412, at 230 (1994(emphasis
added). Earlier congressional reports reveal Cesgjs view that selling
methods or processes does not constitute infringenteeeS.Rep. No. 100
83, at 30 (1987(“Under our current patent laws, a patent on a proga®s
the patentholdethe right to exclude others from using that procesthe
United States without authorization from the patesltier. The other two
standard aspects of the patent rightie exclusive right to make or sell the

invention—are not directly applicable to ateanted procesy; H.R.Rep. No.



99-807, at 5 (1986§“With respect to process patents, courts have reskon
that the only act of infringement is the act of nmekthrough the use of a
patented process . .”).

Notwithstanding this analysis, theTP court resolved the issue on
narrower groundsld. at 132621 (“We need not and do not hold that method
claims may not be infringed under theells and ‘offers to sellprongs of
section 271(aj)). In Ricoh Co, Ltd. v. Quanta Computer Ing850 F.3d 1325
1335 (Fed Cir. 2008), the Federal Circuit againided the question whether
“a party who sells or offers to sell a patentedgass infringes the patent.”
Seeid(finding that patented “software is not itself ajgence of actions, but
rather . .. aat of instructions that directs hardware to perfaamequence
of actions”). But theRicohcourt did “agree with the reasoningMPthat
the application of the concept of a sale or offesale to the actual carrying
out of a sequence of actions is aiguous.” Id. Neither the Federal Circuit
nor the Supreme Court has ever recognized thatnoaginfringe a method
claim by selling or offering to sell a service thedrforms the method.

Relying onN TP, districtcourts havgenerallyheldthat a methodlaim
may be infringed only by use&see, e.glsis Pharm ., Inc. v. Santaris Pharma
A/S Corp, No. 3:11CV-2214GPGKSC, 2014 WL 2531973t *3-4 (S.D. Cal.

June 4, 2014)W.L. Gore & Assocs. v. Medtronic, In874 F. Supp. 2d 526,



544-45 (E.D. Va. 2012)tn re Bill of Lading Tansmissior& Processing Sys.
Patent Litig, 695 F. Supp. 2d 680, 688 (S.D. Ohio 20 Rigoh Co., Ltd. v.
Quanta Comput.nc, 579 F. Supp. 2d 1110, 112®/.D. Wis. 2007)affd in
part and vacated in part560 F.3d 1325 (Fed. Cir. 2008);ransocean
Offshore DeepwateDrilling, Inc. v. GlobalSantaE Corp, 400 F. Supp. 2d
998, 101112 (S.D. Tex. 2005). Thus, the balance of caselaw supports
Oceaneering’s position.

But,as WWCS notes fewdistrictcourts haveéaken the opposite view.
See, e.g.CLS Bank Intlv. Alice Corp. Pty. Ltd667 F.Supp.2d 29, 3637
(D.D.C.2009) see alsdNesternGeco IL.C.v. ION Geophysical Corp869
F.Supp.2d 793, 79899 (S.D.Tex.2012)(citing CLS Bank, revdin part on
reconsideration2012 WL 1708854S.D. Tex. May 15, 20120ptigen, LLC
v. Intl Genetics, InG.777 F.Supp. 2d 390, 403 (N.D.N.Y. 201(¥iting CLS
Bank. CLS Bankrelied in part on the Supreme Court’s holdingQonanta
Computer, Inc. v. LGlectronics, Inc. 553 U.S. 6142008) that method
claims are exhaustibl&ee CLS Banle67 F. Supp. 2d at 3Tn Quanta the
Courtnotedthat although &4 patented method may not be sold in the same
way as an article or device, .method patentgre] exhausted by the sale of

an item that embodied the meth®®b53 U.S. at 6289.

10



This Court findsthe reasoning ilNTP persuasive. The Supreme
Court’s holding inQuanta upon whichCLS Bankrelied, is not to the
contrary. FirstQuantaaddressed exhatisn rather than infringementGee
Cardiac Pacemakers, Inc. v. St. Jude Med., ,[5@6 F.3d 1348, 13663
(Fed. Cir. 2009) (declining to appuantain the infringement context).
Secondthe Court acknowledged that “a patented method nmype sold in
the same way as an article or devicQuanta 553 U.S. at 628. Third, the
Court stated that “embodiments of patented metHodsher than methods
themselves, may be sold for purposes of exhaustidnThe Court cited two
cases where these embodiments were the productduped under the
patents. Ethyl Gasoline Corp. v. United State309 U.S. 436, 446, 457
(1940);United States v. Univis Lens C816 U.S. 241, 2481 (1942). Here,
by contrast, Oceameing offered to sell the service, i.e., the methaoitthe
infringing Flowline Remediation System and nmtoducts embodying the
method. Cf. Joy Techs.Inc.v. Flakt, Inc, 6 F.3d 770, 774 (Fed Cir. 1993)
(holding that the sale of equipment to perforen process is not a direct
infringement ofthe process within the meaningexdtson 271(a). For these
reasons,Quanta—and by extensionCLS Bank-do not undermine the

Federal Circuit’s reasoning INTP.

11



Furthermore, limiting infringement of method claitosthe use, rather
than sale, of such methods accords with othederal Circuit precedent.oF
example, theFederal Circuit hastated that wheretlie asserted patent
claims are method claims, the sale of a productheout more, does not
infringe the péent Instead, direct infringement of a method claim rieqs
a showing that every step of the claimed methodldeses practiced.Meyer
IntellectualProps.Ltd. v. Bodum, In¢.690 F.3d 1354, 1366 (Fed Cir. 2012)
(citations omitted). Additionally, thEederal Circuit has held that the sale
of equipment to perform a patented process doescoastitutedirect
infringement of that processloy, 6 F.3d at 773/4.

Finally, limiting direct infringement of method dtas to use of such
methods makes sense in light of the longstanding thiat ideas are not
patentable. SeeAlice Corp. Pty. v. CLS Bank Iht'134 S. Ct. 2347, 2354
(2014) (“Laws of nature, natural phenomena, andtrales ideas are not
patentable.” (quoting\ssh for Molecular Pathology v. Myriad Genetics,
Inc., 133 S.Ct. 2107, 2116 (20133) Methods, like abstract ideas, “are
‘conception[sjof the mind, seen only by [their] effects when lpexecuted
or performed’ Parker v. Flook 437 U.S. 584, 589 (1978(quoting
Tilghman v. Proctor 102 U.S. 707, 7281880)) Of course, methods are

patentable as novel applications of ideaSee id.at 594. But short of

12



application,.e. use, a method is merely an idea. Just as anvdé@aut an
application cannot be patented, a method claim euthactual application
cannot be infringed.

In accordance witiNTPand the district courts that havelmedNTP,
the Court finds that the method claims in WWCSB51Patentcan be
infringed only by use. WWCS has failed to put forth any evidealkewing
that Oceaneering used the methods described irl8®ePatent since the
patent issued on September2®,16. Thus, WWCS cannot establish direct
infringement under 35 U.S.C. § 271(a). Because WW@&Snot establish
direct infringement, its indirect infringement glEtion also fails as a matter
of law. See35 U.S.C. § 271(b)Power Integrations843 F.3d at 133¢'We
have. . . held that[t]o prevail under a theory of indirect infringemten
[plaintifff must first prove that the defendantactions led to direct
infringement of the [patenih-suit].” (quotingDynacore Holdings Corp. v.
U.S. Philips Corp.363 F.3d 1263, 1274 (Fed. Cir. 200%) Accordingly,
Oceaneering is entitled summary judgment on WWCE8laim for

infringement of the 185 Patent.
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V. CONCLUSION
For the foregoing reason®ceaneering'partialmotion for summary
judgment is GRANTED WWCS’s claimfor infringement of the ‘185 Patent

is DISMISSED.

SARAH S. VANCE
UNITED STATES DISTRCT JUDGE
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