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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF LOUISIANA

TWTB, INC., etal. CIVIL ACTION

VERSUS NO. 15-3399

BRUCE J. RAMPICK SECTION: “G”"(2)
ORDER

In this litigation, Plaintiffs TWTB, Inc. (“TWTB”) and Frank Eugene Raper (“Raper”)
(collectively “Plaintiffs”) allege that DefendaBruce Rampick (“Rampick”) violated his fiduciary
duties as a director, officer, and shareholder of TWTRSBR, LLC (“LRSBR”), which was
formed by Rampick, has filed a third party commpiagainst TWTB for trademark infringement.
TWTB has filed a cross-claim against LRSBR gilhgy that LRSBR breached its trademark License
Agreement Pending before the Court is LRSBRMotion for Preliminary Injunction;”in which
LRSBR requests that the Court enjoin TWTB fresmg its registered and unregistered trademarks
and seeks attorneys’ fees. Having reviewedbtion, the memoranda in support, the memorandum
in opposition, the evidence, and the applicable thevCourt will grant the motion in part and deny

it in part.
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|. Background

A. Factual Background

In their complaint, Plaintiffs allege that TVB was lawfully created on or about September
17,1992 TWTB is 50.5% owned by Rampick, 24.75% owned by Raper, and 24.75% owned by the
Joseph E. and Janice V. Anthony Trust (“AnthoriyJie primary business purpose of the creation
of TWTB was to create an ongoing restaurant and bar establishment known as “Lucy’s Retired
Surfer’'s Bar & Restaurant,” located at 70Ihdapitoulas Street in New Orleans, Louisiahaor
about June 2012, TWTB adopted its curt®ntaws and the Shareholders’ Agreenfoitthat time,
Rampick was the president of TWTB, as well as a director and shareh®l\diB also entered
into atrademark License Agreement in June 2012LRSBR, pursuant to which LRSBR licensed
TWTB to use trademarks owned by LRSBR, includihg federally registered trademarks ‘Retired
Surfers Bar and Restaurant’ and ‘Salt Water Wash Only’ and all other tradenames, trademarks,
service marks, marks or terms . . . owned by Licensor its successors and d$signs.”

Plaintiffs allege that Raper was notifiedanabout October or November 2014 of alleged
violations of Rampick’s fiduciary duties to TWT&nd that an investigation was undertaken.

Plaintiffs allege that on January 11, 2015, based upon the findings of the investigation, it was
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determined by the Board of Directors that Rarkpiad violated his fiduciary duties to TWTB and
that those determinations gave rise to “Just Cause,” as defined in the by-laws, to remove Rampick
from his office as President and r@ve him from the Board of Directot$.

On May 26, 2015, LRSBRllegedly notified TWTB, by letter, of at least four material
breaches of the License Agreemeoursuant to which TWTB had 30 days to cure the alleged
breaches$® On June 11, 2015, counsel for TWTB replied to the IétteRSBR alleges that on
August 24, 2015, LRSBR terminated the License Agesdrfdue to TWTB'’s failure to cure the
material breaches of the Agreerhigtentified in the May 26 letter”? LRSBR contends that despite
the termination of the License Agreement, TBVcontinues to use the trademarks owned by
LRSBR!®
B. ProceduralBackground

On August 11, 2015, TWTB and Raper filed a complaint against Rampick, allederg,
alia, that Rampick stole money and other assets from TWTB September 25, 2015, LRSBR
moved for leave to intervene, which was granted on October 2,'20RSBR filed its third party

complaint alleging trademark infringement against TWTB on October 2, 2@rbNovember 6,

2 1d. at pp. 4-5.
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2015, TWTB filed an answer and cross-claim aglLRSBR for breach of contract, alleging that

LRSBR had committed a breach of the trademark License Agreéent.

LRSBR filed the instant motion on October 16, 2615WTB filed an opposition on

November 17, 201%.With leave of court, LRSBRIed a reply on November 23, 2035The Court

held an evidentiary hearing on December 8, Z015.

Il. Parties’ Arguments

A. LRSBR’s Arguments in Support of Preliminary Injunctive Relief and Attorneys’ Fees

LRSBR moves for (1) a preliminary injunctienjoining TWTB “from further infringement

of the Lucy’s trademarks” and (2) reasonable adpshfees and costs incurred in the preparation

and filing of their motiorf> LRSBR contends that it meetd four elements required for a

preliminary injunctior?®

First, LRSBR contends that there is a substantial likelihood that it will succeed on its

trademark infringement claims against TWTB concerning: (1) infringement of its registered

trademarks; and (2) infringement of the unregistered “Lucy’s” mark and TWTB’s unregistered surfer

bar trade dres$.LRSBR essentially argues that: (1) TWTB'se of the word “Lucy’s” constitutes
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trademark infringement of LRSBR’s registereatiemarks; (2) TWTB’s use of the word “Lucy’s”
constitutes trademark infringement because LR8&%Ra valid unregistered trademark in the word
“Lucy’s”; and (3) TWTB'’s use of the surfer baade dress constitutes trade dress infringement.

Second, LRSBR asserts that TWTB is causing injuries that cannot be fully redressed by
money damages because TWTB is damaging the goodwill in the Lucy’s marks and preventing
LRSBR from making use of the mar¥sThird, LRSBR contends that the balance of harms is
overwhelmingly in its favor because “anungtion will only force TWTB to do what both
trademark law and the License Agreement requéfedurth, LRSBR avers that TWTB is confusing
consumers and an injunction that stops such confusion is in the public iffterest.

LRSBR also moves for attorneys’ fees andgasserting that under the Federal Trademark
Act, a court may award reasonable attorneys’ fees in exceptionaPta&3BR contends that
TWTB is willfully infri nging the Lucy’s marks and has effectively stolen the Lucy’s brand, and
therefore LRSBR is entitled to an award of attorney’s fees and®osts.
B. TWTB’s Arguments in Opposition tBreliminary Injunctive Relief and Attorneys’ Fees

TWTB agrees that in order to succeed on its motion for a preliminary injunction, LRSBR

must prove the four elements addressed by LR8RBRting the Fifth Circuit inLake Charles

2 d.
2 d.
%0 d.
51 |d. at p. 26.
%2 d.

% Rec. Doc. 22 at p. 7 (citirgpeaks v. Krus&45 F.3d 396, 399-400 (5th Cir. 2006)).
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Diesel, Inc. v. General Motors Corff. TWTB contends that a “preliminary injunction is an
extraordinary remedy which should not be granted unless the party seeking it has ‘clearly carried
the burden of persuasion’ on all four requiremefits.”

First, TWTB contends that LRSBR cannot stibat it has a substantléelihood of success
on the merit$® TWTB asserts that although LRSBR ownsdgistered trademarks, it does not own
any trade dress, nor does it own the word “Lucy’s7urthermore, TWTB asserts that LRSBR
cannot show that there is a likelihood of coidnshetween LRSBR’s marks and the phrases and
images utilized by TWTB, in part, because hgfe is no evidence that LRSBR and TWTB are
actually in competition®

Second, in opposition to LRSBR&aim that there is a substantial threat of irreparable
injury, TWTB asserts that “[a]n injunction is a harsh, dramatic, and extraordinary remedy, and
should only issue where the pargeking it is threatened with iparable lo[s]s of injury without
adequate remedy at lai¥’.’ TWTB contends that LRSBRas offered no evidence to support its

sweeping statements that LRSBR is damagiagitodwill associated with LRSBR’s tradematks.

34 328 F.3d 192, 195-96 (5th Cir. 2003).
% Rec. Doc. 22 at p. 7.

% 1d.

%7 1d. at p. 8.

% |d. at pp. 16-20.

% |d. at p. 21 (quotingNew Orleans City v. BellSouth Telecomms., 28 F. Supp. 2d 834, 838 (E.D. La.
July 26, 2010) (Fallon, J.)).
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Third, turning to the weighing of the harms, TWTB asserts thatldheage that it would
suffer if the Court were to grant LRSBR’s request would be “truly catastropiiev'TB avers that
its lease requires it to operate a restaurant analiiag the name “Lucy’s” and if it could no longer
use that name, the landlord could allege that it is in default of its obligations under th® lease.
Fourth, TWTB asserts that an injunction will dissetive public interest as it will “restrict free trade
in Louisiana and will essentially eliminate TW'BBability to do business, despite the fact that
TWTB has undertaken in good faith a tremendous edfaitcost to ensure that it in no way violates
any of LRSBR’s trademarks?

TWTB also contends that in the evenattithe Court finds that LRSBR is entitled to
injunctive relief, LRSBR’s motion for attorneyfes and costs should be denied because the
evidence shows that TWTB has made “every efiottto infringe on LRSBR'’s trademarks” and
therefore the case cannot be said to be excepfibnal.

C. Evidentiary Hearing Testimony

In support of its motion for a preliminaryjimction, LRSBR called as witnesses: (1) Gary
Wollerman (“Wollerman”), an indidual with over 40 years of experience in the New Orleans
restaurant business; (2) Defendant Bruce Ram(8¢iarah Campbell (“Campbell”), former events
manager and general manager of the Lucy’s ReSteter's Bar & Restaurant in New Orleans; (4)

Dave Dillen (“Dillen”), another former generalanager of the Lucy'Retired Surfer's Bar &

4 d.
42 1d. at pp. 22-23.
43 1d. at pp. 23-24.

“1d. at p. 24.



Restaurant in New Orleans; and (5) VirginiaiSsy (“Saussy”), a marketing consultant who was
previously retained by Rampick to work withe Lucy’s Retired Surfer's Bar & Restaurant
busines$?

In opposition, TWTB called as witnesses: (BiRliff Frank Eugen®aper; and (2) Deborah
Schumacher (“Schumacher”), the general manadersts who was responsible for removing any
LRSBR-owned federally registered trademarks from the busihess.

[Il. Preliminary Injunction

A. Standard for Preliminary Injunction
A preliminary injunction is an “extraordinary remedy which should not be granted unless

the party seeking it has ‘clearly carried the burden of persuasion™ on all required el&rRents.
elements must be proven before a court vedue a preliminary injunction: (1) a substantial
likelihood of success on the merits; (2) a substatitielat of irreparable harm if the injunction is
denied; (3) the threatened injury to the movant outweighs the injury to the nonmovant; and (4)
granting the injunction will not disserve the public intef&#tthe movant fails to meet its burden

regarding any one of the necessary elements,id ceed not address the other elements necessary

for granting a preliminary injunctiof{ At all times, the burden of persuasion remains on the movant

S Tr. at p. 2.

46 d.

47 Lake Charles Diesel, Inc. v. Gen. Motors Co28 F.3d 192, 196 (5th Cir. 2003) (quotivigss. Power
& Light Co. v. United Gas Pipe Line C@60 F.2d 618, 621 (5th Cir. 198%3§e alsd&ugar Busters LLC v. Brennan
177 F.3d 258, 265 (5th Cir. 1999).

48 Lake Charles Diesel328 F.3d at 195-9iting Canal Auth. v. Callaway489 F.2d 567, 572 (5th Cir.
1974)).

49 See Roho, Inc. v. Marqui802 F.2d 356, 361 (5th Cir. 1990) (declining to address the remaining elements

necessary to obtain a preliminary injunction after finding plentiff failed to show a substantial likelihood of success
on the merits)see also Barton v. Huert&13 F. App’x 426, 427 (5th Cir. 2015) (“[Flailure to succeed one any on of
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as to each of these four elemefité/hether to grant or to deny a preliminary injunction is within
the discretion of the trial couttput “[t]he decision to grant a preliminary injunction is to be treated
as the exception rather than the rufe.”
B. Objections to Testimony

As an initial matter, the Court notes that during the evidentiary hearing, TWTB moved to
strike the testimony of Gary Wollerman and olgelcto the testimony of Virginia Saussy, on the
grounds that LRSBR had not complied with the regmaients of Federal Rule of Civil Procedure 26
and therefore neither of the witnesses could be offered as eXpempposition, LRSBR asserted
that TWTB had notice that Wollerman and Saussy would be offered as experts because both
witnesses were referred to as experts in LRSBR’s bfiefs.

1. Applicable Law

Federal Rule of Civil Procedure 26 requires parties to disclose the identity of any witness
that it may use at trial to present experinogm evidence under Federal Rule of Evidence 702, 703,
or 705. Rule 26 requires that “[u]nless otherwisgudéited or ordered by the court, this disclosure
must be accompanied by a written report—prepanelsigned by the withess—if the witness is one

retained or specially employed to provide expestimony in the case or one whose duties as the

the elements results in a denial of injunctive relief.”).

%0 Callaway, 489 F.2d at 573 (vacating an injunction where the district court improperly placed the burden of
persuasion on the defendants to prove the injunction should gaaited, rather than requiring plaintiffs to carry their
burden).

1 Apple Barrel Prods., Inc. v. Bear@30 F.2d 384, 386 (5th Cir. 1984).

2 Miss. Power & Light760 F.2d at 621.

% Tr. at pp. 28, 38, 140-41.

% 1d. at pp. 30-31.



party’s employee regularly involve giving expert testimoiyif’ the witness is not required to
provide a written report, the disclosure matite the subject matten which the witness is
expected to present evidence as well as pravslemmary of the factsd opinions to which the
witness is expected to testifyRule 26 states that “[a]bsent a stipulation or a court order,” expert
testimony disclosures must be made “at least 90 lolefgge the date set for trial or for the case to
be ready for trial >

2. Analysis

During the evidentiary hearing, the Court lindid@/ollerman’s testimony to his own personal
views and experience because LRSBR had not made any expert discfoJimesextent of
Wollerman’s testimony was that extensive work affdrt went into the creation of the brand for
Wollerman’s own restaurant, and that Wollerniead visited “Lucy’s” in the past week and it
looked exactly the same as he had remembered it from previous%isitdlerman was not
permitted to testify as an expert and oftere expert opinion testimony. Accordingly, because
TWTB sought to exclude expert testimony anduaoh testimony was proffered, the Court denies
TWTB’s motion to strike Wollerman’s testimonjAWWTB also objected to Wollerman’s testimony

regarding his own restaurant’s brand development as irrel&VEme. Court allowed Wollerman to

% Fed. R. Civ. P. 26(2)(B).
% Fed. R. Civ. P. 26(2)(C).
57 Fed. R. Civ. P. 26(2)(D).
%8 Tr. at p. 33.

% 1d. at pp. 37-38.

0 1d. at pp. 36-37.

10



testify on the subject and asserted that it would assess the relevance at the cdh¢lasiog.
considered the testimony, the Court finds thaeé&dnot rule on this matter as the Court does not
rely upon this testimony in ruling on the instant motion.

TWTB also objected to Virginia SaussyttBgng as an expert witness on the grounds that
LRSBR had not complied with the requiremesftEederal Rule of Civil Procedure 26The Court
ruled during the evidentiary hearing that Saussyld/not be permitted to testify as an expert, but
stated that the Court would allow Saussy to teatifa lay withness and would decide later how much
of her testimony to admft.Upon reviewing the testimony of Virginia Saussy, the Court finds that
the vast majority of her testimony was baspdn her personal knowledge and experience working
with the Lucy’s Retired Surfer's Bar & Restantdrand. The Court sustained an objection to a
question regarding what a customer would think looking at a review orf¥&lihough Saussy
testified at one point that a Facebook user was confused about whether “Lucy’s” is the same
restaurant as “Lucy’s Retired Surfer’s Bar & Restant,” the Court gives this testimony no weight.
Therefore, with the exception 8ussy’s answer to the question about the Facebook user, the Court
will consider Saussy’s testimony. The Court ntunns to whether LRSBR has demonstrated a

substantial likelihood of success on the merits of its trademark infringement claims.

1 1d. at p. 37.
52 |d. at p. 140-41.
& d.

% 1d. at pp. 156-57.
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C. Substantial Likelihood of Success on the Merits

LRSBR essentially argues that: (1) TWTB'’s o§the word “Lucy’s” constitutes trademark
infringement of LRSBR’s registered trademaigy; TWTB’s use of the word “Lucy’s” constitutes
trademark infringement because LRSBR has a validgistered trademark in the word “Lucy’s”;
and (3) TWTB'’s use of the surfer bar trade doessstitutes trade dress infringement. The Court will
address each of these arguments in turn.

1. Trademark Infringement Claim Regarding the Registered Trademarks

Trademark infringement claims are gaved by the Lanham Act, 15 U.S.C. § 1¥keq
The Lanham Act defines “trademark,” in relevant part, as:

any word, name, symbol, or device, or aoynbination thereof . . . used by a person

. .. to identify and distinguish his or her goods, including a unique product, from

those manufactured or sold by others and to indicate the source of the goods, even

if that source is unknowfi.
In order to succeed on a trademark infringemeaaitgla plaintiff must show: (1) that it possesses
valid trademarks; and (2) that another party&s ofsthe marks “createdikelihood of confusion as
to [the] source, affiliation, or sponsorshi{3.”

Registration of a trademark with the Unitedi8t Patent and Trademark Office constitutes
“prima facie evidence of the validityf the registered mark and thie registration of the mark, of

the owner’s ownership of the madqd of the owner’s exclusive rigttt use the registered mark in

commerce on or in connection with the goodseswices specified in the certificate . > TWTB

% 15U.S.C. §1127.
% Nola Spice Designs, L.L.C. v. Haydel Enters.,,I#83 F.3d 527, 536 (5th Cir. 2015).

7 15 U.S.C. § 1057.



does not dispute the validity &¢fRSBR’s registered trademar®sThese federally registered
trademarks are: “LUCY’S RETIRED SURFER’S BAR & RESTAURANT,” “SALT WATER
WASH ONLY,” “RETIRED SURFERS BAR & RESAURANT,” a design consisting of the word
“Lucy’s” in script above a silhouette ofsairfboard and the words “RETIRED SURFERS BAR &
RESTAURANT,” as well as a “sailfish” logd.Therefore, in order for LRSBR to succeed on its
trademark infringement claim regarding its stgred trademarks, it need only prove the second
prong, that TWTB’s use of the marks “createdikelihood of confusion as to [the] source,
affiliation, or sponsorship” of the restaurant’s goods or servi¢@sformer licensee cannot mislead
the public into believing that its affiliatioroatinues once the licensing arrangement has cedsed.”
The Fifth Circuit has enumerated eight “digit€ohfusion” to be considered in determining
whether the use of a mark creates a likelihoodafusion: “(1) the type of trademark allegedly
infringed[;] (2) the similarity between the twwmarks[;] (3) the similarity of the products or
services|;] (4) the identity of thetail outlets and purchasers [;] (5) the identity of the advertising
media utilized[;] (6) the defendant’s intent[;] [] @)y evidence of actual confusion][;] . . . [and] (8)

the degree of care exercised by potential purcha&exm’single factor is dispositive and proof of

% Rec. Doc. 22 at p. 9.

% LRSBR Exs. 9-13.

® Nola Spice Designs, L.L.C783 F.3d at 536.

1 Profl Golfers Ass’n of Am. \Bankers Life & Cas. Cp514 F.2d 665, 670 (5th Cir. 1975).

2 Nat'l Bus. Forms & Printing, Inc. v. Ford Motor G671 F.3d 526, 532 (5th Cir. 2012) (citations omitted).
TWTB's reliance upon the Eastern District of Louisiana case from 1896e Refrigeration Supplies, Inc. v. Acme
Refrigeration of Baton Rouges misplaced. 961 F. Supp. 936, 938 (E.D.1906) (Fallon, J.)). More recent case law

from the Fifth Circuit instructs that there are more thanfietors to be considered and afifour factors are necessary
in order to find a likelihood of confusioMat’l Bus. Forms & Printing, In¢.671 F.3d at 532.
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actual confusion is not necess&hi court need not even find th@majority of the factors are met
in order to find that there is a likelihood of confusion.

LRSBR does not specifically argue how these factors support its trademark infringement
claim regarding its federally registered tradeksamstead, LRSBR performs a general analysis of
these factors, arguing that allBVTB’s uses of LRSBR’s marks, both registered and unregistered,
create a likelihood of confusidnin support of its argument thidere is a likelihood of confusion
with LRSBR’s registered trademarks, LRSBR as@alogizes to cases from other circuits where
courts found a likelihood of confusion followitige termination of franchise agreemefitsRSBR
asserts that in those cases, the fact that theepavere former licer®s made confusion more
likely.”” LRSBR also contends that the fact tl&YTB is trying to trade on the goodwill of the
Lucy’s mark, alone, is enough to make confusion lik&lypon reviewing the evidence presented
during the hearing and the arguments put forth éntttiefs, the Court is able to discern whether
evidence has been presented to support these factors for LRSBR’s trademark infringement claim
regarding its registered trademarks. As LRSBR does not make any argument that there is a
likelihood of confusion betweedWTB’s surfer bar trade dress and its federally registered

trademarks, the Court focuses on TWTB’s us¢éhefword “Lucy’s” as the potential trademark

® Taco Cabana Int'l, Inc. v. Two Pesos, @32 F.2d 1113, 1122 n.9 (5th Cir. 1991).
" Armco, Inc. v. Armco Burglar Alarm Co., In693 F.2d 1155, 1159 (5th Cir. 1982).
s Rec. Doc. 17-2 at pp. 17-20.

8 Rec. Doc. 33 at pp. 3—4

7 1d. (citing Howard Johnson Co. v. Khimari92 F.2d 1512, 1517 (11th Cir. 199CEntury 21 Real Estate
Corp. v. Sandlin846 F.2d 1175, 1178 (9th Cir. 1988)).

8 |d. at p. 5 (citing3d. of Supervisors for La. State Univ. Agé Mech. Coll. v. Smack Apparel C650 F.3d
465, 481 (5th Cir. 2008)).
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infringement of LRSBR’s registered trademarkise Court now turns to the evidence presented at
the evidentiary hearing regarding the factors of confusion.
a. Type of Trademark

The first factor, the type of mark, “refers to the strength of the nfatk.evaluating this
factor, courts look to the distinctivenessaofnark and third-party use of that mé&ftka order to
assess the distinctiveness of a word mark, the Eifttuit looks to whether the mark is: (1) generic;
(2) descriptive; (3) suggestivigt) arbitrary; or (5) fancifut! In evaluating third-party use, “the trier
of fact looks atll third party use, not just use in thergaindustry, to determine whether a mark is
a ‘weak’ or a ‘strong’ mark®

LRSBR simply asserts that “[tjhe Lucy’s mka are inherently distinctive and well-known
in the New Orleans market’LRSBR does not attempt to categorize any of its federally registered
trademarks in terms of their distinctiveness. H#ére mark that is most similar to TWTB’s use of
the word “Lucy’s” is LRSBR’s federally regested trademark “Lucy’s Retired Surfer’'s Bar &
Restaurant® The Fifth Circuit has explained that a suggestive mark is one that “subtly connotes

something about the service or prodiétii Soweco, Inc. v. Shell Oil Gdhe Fifth Circuit gave

" Elvis Presley Enters., Inc. v. Capedé1 F.3d 188, 201 (5th Cir. 1998).
8 Sun Banks of Fla., Inc. v . Sun Fed. Sav. and Loan A8SInF.2d 311, 315-16 (5th Cir. 1981).
81 Nola Spice Designs, L.L.C. v. Haydel Enters.,,I#83 F.3d 527, 537 (5th Cir. 2015).

82 Union Nat'| Bank of Tex., Laredo, Tex.Wnion Nat'l Bank of Tex., Austin, Te209 F.2d 839, 848 n.24
(5th Cir. 1990).

8 Rec. Doc. 17-2 at pp. 18-19 (citiAgtarains, Inc. v. Oak Grove Smokehouse, B@8 F.2d 786, 790 (5th
Cir. 1983);Quantum Fitness Corp. v. Quantum Lifestyle Ctrs. L,I8@ F. Supp. 2d 810, 818 (S.D. Tex. 1999)).

8 LRSBR Ex. 11.

8 Sun Banks of Fla., Inc651 F.2d at 315.



the example that the term “Penguin” would be sstjge if used as a trademark for refrigeraférs.
The Court finds that this mark, “Lucy’s Retir&dirfer's Bar & Restaurant” relays information to
the consumer both that it is a bar and restaurant and that the consumer mighd &gpdtack
easy-going surf bar by the decor[] [and] by the attitifdedtcordingly, the Court finds that
LRSBR’s federally registered trademark “Lucy’stiRed Surfer’'s Bar & Restaurant” is a suggestive
mark which places it in the middle of the spectrum of distinctivefiess.

In evaluating the strength of a mark, howevenrts also evaluate third-party use of the
mark?® Neither party presented any evidence of ihigl-party use of any of LRSBR’s registered
trademarks aside from the alleged uses by TWTB. Furthermore, at the evidentiary hearing, Rampick
testified that he had founded Lucy’s Retired 8usfBar & Restaurant in New York City in 1984
and the name “Lucy’s Retired Surfer's Bar & Restaurant” had been in use evef &aoepick
further testified that the name had been usdtediusiness’ New York City locations, New Orleans
locations, Austin, Texas location, Costa Rica location, as well as at other locations throughout
Louisiana over the yeafs.Therefore, the Court finds that “Lucy’s Retired Surfer's Bar &

Restaurant” is a moderately strong mark.

8 617 F.2d 1178, 1184 (5th Cir. 1980).
8 Tr. at p. 133.

8 See Sun Banks of Fla., In651 F.2d at 315 (“A strong mark is usually fictitious, arbitrary or fanciful and
is generally inherently distinctive.”).

8 |d. at 315-16.
O Tr. at p. 47.

1 1d. at pp. 71-76.
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b. Similarity Between the Two Marks

LRSBR'’s federally registered trademark “Lucy’s Retired Surfer's Bar & Restaurant”
contains “standard characters without clairang particular font, style, size, or cold?.Another
federally registered trademark owned by LRSB&nismage of the word “Lucy’s’ in script above
a silhouette of a surfboard anéthvords ‘Retired Surfers Bar & Restaurant’ below the surfocdrd.”
It is undisputed that TWTB is now using the word “Lucy’s” alone as the name of its business.

Evidence was presented through numerous witsedslee evidentiary hearing that the word
“Lucy’s” was the dominant termin the registetemtiemark and was commonly used by itself. Sarah
Campbell, former events manager and former acting general manager of Lucy’s Retired Surfer’'s Bar
& Restaurant, testified that customers identifiedréstaurant as “Lucy’s” or “that surfer bar over
on Tchoupitoulas® David Dillen, who has been involved in the business’ New Orleans, Austin,
Texas, Costa Rica, and Mandeville, Louisiana locations, testified that the customers called the
business “Lucy’s.* Rampick testified that customersaditof the businesses he had opened with
the name “Lucy’s Retired Swrfs Bar & Restaurant” had called the business “Luc}Saussy
testified that in March 2014, Lucy’s Retired Surfer's Bar & Restaurant started using the hashtag

“lucysnola” in its posts on social media, but tbastomers had been using this hashtag on their own

%2 LRSBR Ex. 11.
% LRSBR Ex. 9.

% Tr. at p. 119.

% |d. at pp. 133-34.

% 1d. at pp. 73-74.
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before the restaurant made it an official promotfoven Raper testified that, when he became
involved in the business in 1994 or 1995, the name of the business was “I*icy’s.”

The fact that the name “Lucy’s” was usedtsrown prior to the termination of the License
Agreement is further evidenced by photographghe building demonstrating that the word
“Lucy’s” alone is painted on two sides tbfe building in large, red block lettetfsSaussy testified
that the building has had the word “Lucy’s”iped on the outside of the building for “many
years."®Evidence was also presented that insidegsgurant, the word “Lucy’s” alone appeared
on chalkboards and on a mural in the courtyardeféstaurant that had been there for more than
fifteen years® Accordingly, considering the evidence befiorthe Court finds that there is a strong
similarity between TWTB's use of the word “Lyis” and LRSBR’s registered trademark, “Lucy’s
Retired Surfer’s Bar & Restaurant,” and therefors thctor weighs in favoof a finding that there
is a likelihood of confusion.

C. Similarity of the Products or Services

TWTB argues that there can be no likelihadaonfusion because LRSBR is a licensing

company while TWTB runs a restaurant andefane there is no evidence that TWTB and LRSBR

are actually in competitiol? The Court does not find this argument persuasiveCdnan

9 1d. at p. 166. A hashtag is “a word or phrase precéyeithe symbol # that classifies or categorizes the
accompanying text (such as a tweet).” Hashta$jerriam-Webster Dictionary
http://www.merriam-webster.com/dictionary/hashtag.

% |d. at p. 223.

% LRSBR Ex. 29.
100 Tr, at p. 149.

101 |d. at pp. 57, 61.

102 Rec. Doc. 22 at p. 20.



Properties, Inc. v. Conans Pizza, Intbe Fifth Circuit addresseah argument by Conans Pizza that
no reasonable person could have believed that its restaurants were related to Conan Properties, Inc.’s
CONAN THE BARBARIAN since the products asdrvices each provided were differéifThe
Fifth Circuit found that “[a]lthough CPI never licemsany entity to use its mark in connection with
restaurant services, ordinary consumers mal badieve that Conans was in fact licensed by
CPI1.""%Therefore, the Court finds that the relevant analysis is not necessarily whether the products
and services of the company that owns the raackthe company that uses the marks are the same,
but whether ordinary consumers who patronize ritstaurant are “likely to believe that the
restaurant(] [is] in some way licensed by or affiliated with” LRSEBRn this case, TWTB had a
license to operate a restaurant and bar using LRSBR’s trademarks; however, that license was
terminated. Now, TWTB continues to operate a restaurant and bar with the name “Lucy’s.”
Therefore, the relevant analysis is whether ordinary consumers believe that the restaurant and bar
is still licensed by or affiliated with LRSBR.

During the duration of the License Agreeméiné¢, trademark “Lucy’s Retired Surfer’'s Bar
& Restaurant” was being used to advertise a restaurant and bar with a surfer theme. Now, TWTB
is using the word “Lucy’s” to advertise a restanirand bar with a surfer theme. Accordingly, the
Court finds that this factor weighs strongly in favor of a finding that there is a likelihood of

confusion.

103 752 F.2d 145, 150 (5th Cir. 1985).
104 4.

105 |d

19



d. Identity of the Retail Outlets and Purchasers
It is undisputed that TWTB’s business operates out of the same physical location as it did
when it was licensed to use LRSBR’s trademarkerd&fore, the Court finds that this factor also
weighs strongly in favor of a findingdhthere is a likelihood of confusion.
e. Identity of Advertising Media Utilized
“The use of a mark in advertising is highly probative of whether the mark creates a
likelihood of confusion in relation to another mat’LRSBR presented evidence that TWTB
continues to use the same social media accounts, including the same Facebook account, Instagram
account, Yelp web page, and TripAdvisor web page as it did when it was licensed by LRSBR to use
the trademark&’ Accordingly, the Court finds that thiadtor also weighs strongly in favor of a
finding that there is a likelihood of confusion.
f. Defendant’sIntent
LRSBR also presented evidence that TWTB is intending to trade on the goodwill of the
“Lucy’'s” mark. Saussy testified regarding amstagram post that was posted following the
termination of the License AgreeméfftThe post shows the new logo used by TWTB, the word
“Lucy’s” in red block letters with a blue outknand a blue wave underneath the word. Underneath
the photo are the words “Lucy’s #neworleansaasw look . . . whatcha think? #lucysnol&The

Instagram post indicates that the business is simply striving for a “new look,” not that it is no longer

1% Elvis Presley Enters., Inc. v. Capeddl1 F.3d 188, 197 (5th Cir. 1998).
17 Tr. at pp. 149, 151, 158-59, 161.
108 |d. at p. 149.

199 | RSBR Ex. 60.



alicensed “Lucy’s Retired Surfer’'s Bar & RestauraBaussy also testified that during the time that
she was retained by Rampick, the business hguibesing the hashtag “lucysnola,” a practice that
is clearly being continued by TWTR’ Saussy additionally testifiat the social media accounts
that she had managed for the business areitheaecounts that are currently being used by TWTB
and contain reviews from before the Licensee®gnent was terminated, although the name being
advertised is no longer “Lucy’s Retired Surfer's Bar & Restaurant” but has been changed to
“Lucy’s.”

The Court therefore finds that TWTB daegend to trade on thgoodwill of the marks in
its use of the word “Lucy’s.” Although TWTB psented testimony of the efforts it has taken to
design a new logo and replace objects which cordaheeLRSBR federally registered trademarks,
the Court finds that, through its social media accguthiucy’s” is clearly holding itself out to be
the same business as the licensed “Lucy’s Retirdéi@®Bar & Restaurant.” Therefore, the Court
finds that this factor weighs in favor affinding that there is a likelihood of confusion.

g. Actual Confusion

LRSBR also presented evidence of actumifusion. LRSBR submitted as evidence posts
on social media sites where customers identifiedtbegt were at “Lucy’s” and tagged the official
fan page for “Lucy’s Retire8urfer's Bar & Restaurant® LRSBR also submitted as evidence an
instance where the official fan page for Lucy’'siReal Surfer’'s Bar & Restaurant was tagged in a

post describing how the current “Lucy’s” restantraad provided food for an event but the post

10 Tr at p. 163.
11 1d. at 149, 151, 158-59, 161-62.

112 |d. at p. 170; LRSBR Ex. 46.
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thanked “Lucy’s Retired Surfers Bar® Accordingly, the Court finds that this factor weighs in
favor of a finding that there is a likelihood of confusion.
h. Degree of Care Exercised by Potential Purchasers

Although there was evidence in the record that customers do use websites such as
TripAdvisor and Yelp in deciding whether to patrmaia particular restaurant, neither party briefed
or made arguments during the evidentiary hearing regarding the degree of care exercised by
potential customers in deciding whether to patrotiizaestaurant. Therefore, the Court finds that
this factor is neutral.

i Conclusion

Following the termination of the License Agment, TWTB has changed the name of the
business from “Lucy’s Retired Surfer’s Bar & Raurant” to “Lucy’s;” however, it is operating out
of the same location and providing the same reatduand bar services as it did prior to the
termination of the License Agreement. The new restaurant advertises in the same places, through
social media and print media, and there was evidence presented that the business operating as
“Lucy’s” uses the same social media accountsdid when it was using the name “Lucy’s Retired
Surfer's Bar & Restaurant,” having simply changed the name to “Lucy’s.” The Court finds that
TWTB'’s use of the name “Lucy’s” is highly likgko create confusion in the mind of the ordinary
consumer as to the “source, affiliation, or sposisigy” of its products and services. Accordingly,
the Court finds that LRSBR has clearly cadriits burden of persuasion on its trademark
infringement claim by demonstrating that TWTB’s use of the word “Lucy’s” creates a likelihood

of confusion.

113 Tr, at p. 170; LRSBR Ex. 45.



Although the majority of LRSBR’s argumentgezding its trademark infringement claim
for its registered trademarks were focused UpPaATB’s use of the word “Lucy’s,” LRSBR also
argued in its briefs that TWTB was continuing to use some registered trademarks of FRSBR.
LRSBR asserted that people trying to acces®ltheauthorized “Lucy’s Retired Surfer’'s Bar &
Restaurant” website were being rediegtto the new website for “Lucy’s®* TWTB presented the
testimony of Deborah Schumacher, the general mawéfjeucy’s,” who testified that the website
“lucysretiredsurfers.com” was no longer in operatiSiiowever, LRSBR presented evidence that
up until the day prior to the hearing, the webslucysnola.com” was directing users to
“lucysretiredsurfers.com?®’

Schumacher also testified that she was umawéany instance in which the registered
trademarks of LRSBR are currently display&dio the extent that arsuch instances of TWTB'’s
use of LRSBR’s registered trademarks remainCibert finds that, for the same reasons discussed
above, their use also creates a likelihood of confusion.

2. Trademark Infringement Claims Regarding the Unregistered Marks

LRSBR’s second argument is that it has a &gl likelihood of success on its trademark
infringement claim regarding its unregistered trademdfkés with LRSBR’s trademark

infringement claim for its registered trademaiksorder to succeed on its trademark infringement

114 Rec. Doc. 33 at p. 8.
15 d.

16 Tr, at p. 243.

17 d. at p. 192.

118 |d. at p. 235.

19 |d. at p. 8.



claim for its unregistered marks, LRSBR must sh@ythat it possesses valid trademarks; and (2)
that another party’s use of the marks “createssdifi@od of confusion as to [the] source, affiliation,

or sponsorship!® LRSBR asserts two trademark infringement claims for its unregistered marks,
one for the unregistered mark “Lucy’s,” and the second for its unregistered “surfer bar trade
dress.**

The Supreme Court iiwo Pesos, Inc. v. Taco Cabana, Jrabserved that “the general
principles qualifying a mark for registration under 8§ 2 of the Lanham Act are for the most part
applicable in determining whether an unregistemark is entitled to protection under § 43(4).”

The Supreme Court found that to have a pratdetproperty right under the Lanham Act, “a mark
must be capable of distinguishing theplicant’s goods from those of othet§'In order to be
legally protectable, a mark must be either inhtyatistinctive, where “itantrinsic nature serves

to identify a particular source,” or it must haleeloped a secondary meaning “which occurs when,

in the minds of the public, the primary significancaohark is to identifghe source of the product
rather than the product itsef?® The Fifth Circuit has found thdtade dress, in particular, is
protectable if it is inherently distinctive or has achieved secondary meaning in the public’'s mind,

and is not functionaf” If LRSBR can show that it has a peotable property right in its marks, in

120 Nola Spice Designs, L.L.C. v. Haydel Enters.,,I#83 F.3d 527, 536 (5th Cir. 2015).
21 Tr, at p. 8.

122 505 U.S. 763, 768 (1992).

123 |d. at 768.

124 Nola Spice Designs, L.L.083 F.3d at 537 (quoting/al-Mart Stores, Inc. v. Samara Brds29 U.S. 205,
210-11 (2000)).

125 Pebble Beach Co. v. Tour 18 | Ltd55 F.3d 526, 536 (5th Cir. 1998)rogated on other grounds by
TrafFix Devices, Inc. v. Mktg. Displays, In632 U.S. 23 (2001).
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order to succeed on its trademark infringementgla must then show that TWTB’s use of the
marks “creates a likelihood of confusion as to the source, affiliation, or sponsdféhip.”

First, LRSBR contends that TWTB is estogim challenging LRSBR’s ownership of the
Lucy’s marks because it is a foemlicensee of the Lucy’s markS.LRSBR asserts that the term
“Lucy’s Marks” was defined in the License Agreement to include the federally registered Lucy’s
trademarks “and all other tradenames, trademarks, service marks, marks or terms” owned by
LRSBR!?® Furthermore, it contends that the “Lus\Bystem,” which LRSBR also granted TWTB
the license to use in the License Agreement, was defined to include “a casual ‘surfer bar’ style
restaurant and bat?® In support, LRSBR citeBrofessional Golfers Association of America v.
Bankers Life and Casualty G&in which the Fifth Circuifound that a former licensee is estopped
from challenging the licensor's ownership oaddemarks during the course of the licensing
agreement, but may challenge ownership based agtsithat arise after the contract has expited.
LRSBR submitted as evidence the License Agreement entered into by LRSBR and"¥WTB.

A contract has the effect of ldar the parties and the words of a contract must be given their

generally prevailing meaning:“When the words of a contractatlear and explicit and lead to no

126 Nola Spice Designs, L.L.C783 F.3d at 536.
127 Rec. Doc. 17-2 at p. 16.

128 1d.

129 1d. at pp. 16-17.

130 514 F.2d 665 (5th Cir. 1975).

131 1d. at 671.

132 LRSBR Ex. 14.

133 | 4. Civ. Code arts. 1983, 2047.



absurd consequences, no further interpretation may be made in search of the partie$*intent.”
Where a contract is unambiguous, the interpimtaf the contract becomes a matter of WA
contract is considered ambiguous on the issut@nt when either it lacks a provision bearing on
that issue, the terms of a written contract aseasptible to more than one interpretation, there is
uncertainty or ambiguity as to its provisions, @ thtent of the parties cannot be ascertained from
the language employed® When a contract is ambiguous, parol or extrinsic evidence may be
admissible to prove the intent of the pari&s.

In the License Agreement, the word “Marks” is defined as:

the trade name “Lucy’s Retired Surfer's Bar and Restaurant” including, without
limitation, the federally registered tradeiksfRetired Surfers Bar and Restaurant”

and “Salt Water Wash Only” and all other tradenames, trademarks, service marks,
marks or terms (whether, in the case of any ol [sic] said tradenames trademarks,
service marks, or terms: a word, combination of words or parts of words, letter or
combination of letters, acronym, phraskgan, jingle, sound, image, animation,
video clip, color, color combinationdre dress whether product packaging, product
configuration or otherwise), web addresanbol, logo, design or otherwise) owned

by Licensor its successors and assighs.

In the License Agreement, the term “Lucy’s System” is defined as:

the system owned by Licensor . . . and usgdlicensor . . . at any time . . . for: (a)
developing, marketing, advertising and opemll or any part of a casual ‘surfer
bar’ style restaurant and bar or other footleiun association with the Marks; or (b)
making, selling, promoting, delivering and distributing goods (including, without

133 | a. Civ. Code art. 2046.

135 Strachan Shipping Co. v. Dresser Indus., @1 F.2d 483, 486 (5th Cir.1983).
138 Campbell v. MeltonNo. 2001-2578 (La. 5/14/02); 817 So. 2d 69, 75.

157 1d.

1% | RSBR Ex. 14 at p. 2.
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limitation, prepackaged food items) and merchandise in association with the
Marks!*

The contract does not address whether the partesded for the word “Lucy’s” or the surfer bar
trade dress to be included within these definitions. The Court therefore finds that the provision
regarding what marks were covered under the License Agreement is ambiguous. Accordingly, the
Court will look to extrinsic evidence to determineitiient of the parties regarding the scope of this
provision.

a. The Word “Lucy’s”

In the Shareholders’ Agreement, which swvexecuted concurrently with the License
Agreement, “Lucy’s Trademarks” are defined tolude four federally registered trademarks, as
well as “the mark LUCY'’S, LUCY’'S RETIRED SURFERS BAR AND RESTAURANT, and other
variations on these marks as used in connection with bar and restaurant services and related goods
and services™ The Shareholders’ Agreement also specificstiyes that “[t|he Shareholders agree
and acknowledge that TWTB, Inc. does not own the Lucy’s Trademarks. The Shareholders further
agree not to challenge or contest the ownershipe Lucy’s Trademarks by Rampick or LRSBR,
LLC.”** This is strong evidence that the word “Lucy’s” falls within the catch-all category in the
License Agreement of “all other tradenames, traahis) service marks, marks or terms . . . owned

by Licensor its successors and assigns.”

139 1d. at p. 3.
140 | RSBR Ex. 15 at p. 2.

1114, at p. 3.
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In addition, during the evidentiary hearing, Rackpestified that, at the time, he understood
the License Agreement to include the word “Lucy¥ Furthermore, when Raper was asked about
his interpretation of the Shareholders’ Agresm his response was the “Lucy’s Trademarks”
section of the Shareholders’ Agreement listed mark LUCY’S, LUCY’'S RETIRED SURFERS
BAR AND RESTAURANT,” which he may have integied as being one mark, rather than two
marks!**However, when Raper was asked, “In all the time you’ve worked at the business, have you
ever seen the business use the trademark ‘Luicyts)’'s Retired Surfers Bar & Restaurant?”” he
responded “No, | have not™* This is further evidence thawhen the parties signed the
Shareholders’ Agreement, they intended “Lucy’s Trademarks” to include both the word “Lucy’s”
alone, as well as the full name “Lucy’s Retiredf8ts Bar and Restaurant.” The Court finds that
there is substantial evidence in the record to demonstrate that the parties intended the License
Agreement to include the word “Lucy’s.”

The Fifth Circuit has found that a licensee vigue of the agreement, has recognized the
holder's ownership and is therefore estoppednficontesting the validity of the licensor’s title
during the course of the licensing arrangem&nthe Fifth Circuit has also held that “after
expiration of the license, a former trademadetisee may challenge theensor’s title on facts
which arose after the contract has expiréeiTWTB’s argument regarding LRSBR’s ownership of

the word “Lucy’s,” however, is that the word “Lucy’s” is not inherently distinctive, not that

142 Tr, at p. 77.

143 1d. at p. 212.

144 Id

145 Prof'l Golfers Ass’n of Am. \Bankers Life & Cas. Cp514 F.2d 665, 671 (5th Cir. 1975).

146 |d



circumstances have changed since the terromati the License Agreement that undermine the
validity of the mark*’ Because this argument is not based on facts that arose after the License
Agreement was terminated, it dasst fall within the exception to estoppel by a former licensee.
Accordingly, the Court finds that LRSBR has prdsdisubstantial evidence that TWTB is estopped
from contesting LRSBR’s ownershgh the word “Lucy’s,” and thefore has demonstrated that it
possesses a valid trademark in the name “Lucy’s,” meeting the first prong of its trademark
infringement claim.

The Court now turns to the second prong oadémark infringement claim: whether there
is a likelihood of confusiof® As discussed above, the Fifth Circuit has enumerated eight “digits
of confusion” to be considereddietermining the likelihood of confusidff. Although LRSBR does
not specifically argue how these factors supjftertrademark infringement claim regarding its
unregistered trademarks, LRSBR performs a general analysis of these'fatipm reviewing
the evidence presented during the hearing and the argsiput forth in the briefs, the Court is able
to discern whether evidence has been presdatedpport these factors for LRSBR’s trademark

infringement claim for its unregistered “Lucy’s” mark.

147 Rec. Doc. 22 at pp. 14-16.
148 Nola Spice Designs, L.L.C. v. Haydel Enters.,,I#i83 F.3d 527, 536 (5th Cir. 2015).
149 Nat'l Bus. Forms & Printing, Inc. v. Ford Motor Gd&71 F.3d 526, 532 (5th Cir. 2012) (citations omitted).

%0 Rec. Doc. 17-2 at pp. 17-20.



i. Type of Mark

The first factor, the type of markefers to the strength of the mark”In evaluating this
factor, courts look to the distinctiveness of a mark and third-party use of that°farkrder to
assess the distinctiveness of a word mark, the Eifthuit looks to whether the mark is: (1) generic;
(2) descriptive; (3) suggestive; (4) arbitrary; or (5) fanciftin evaluating third-party use, “the trier
of fact looks a#ll third party use, not just use in themsindustry, to determine whether a mark is
a ‘weak’ or a ‘strong’ mark®*

The Fifth Circuit inAmazing Spaces, Inc. v. Metro Mini Stordgend that a word is
arbitrary if it “bears no relationship to theopiucts or services to which [it is] applied>LRSBR
asserts that the “Lucy’s” mark is inherentistinctive because the word has no descriptive or
generic meaning in connection with restaurant and bar sef¥itéswever, “Lucy’s” is a personal
name. Personal names are generally regardedsespive terms that require proof of secondary

meaning>’

151 Elvis Presley Enters., Inc. v. Capedd1 F.3d 188, 201 (5th Cir. 1998).
152 Sun Banks of Fla., Inc. v . Sun Fed. Sav. and Loan A88InF.2d 311, 315-16 (5th Cir. 1981).
133 Nola Spice Designs, L.L.C. v. Haydel Enters.,,[#83 F.3d 527 (5th Cir. 2015).

154 Union Nat'l Bank of Tex., Laredo, Tex. v. Union Nat'| Bank of Tex., Austin, 98X F.2d 839, 848 n.24
(5th Cir. 1990).

1% 608 F.3d 225, 241 (quotirtatarains, Inc. v. Oak Grove Smokehouse, B8 F.2d 786, 790-91 (5th Cir.
1983)).

%6 Rec. Doc. 17-2 at p. 15.
157 2 McCarthy on Trademarks & Unfair Competiti@n13.2 (4th ed.) (“Personal names are placed by the
common law into that category of noninherently distiretierms which require proof of secondary meaning for

protection.”).See also Conan Props., Inc. v. Conans Pizza, "2 F.2d 145, 155 (5th Cir. 1985) (“‘Conan’ is a
surname and can be regarded as a descriptiveraginar than an inherently distinctive mark.”).
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The Fifth Circuit uses a seven-factor test to determine whether a mark has acquired
secondary meaning in the minds of ordinary consumgfhe Fifth Circuit inConan Properties,
Inc. v. Conans Pizza, Inooted that one commentator has stéted this test requires a plaintiff to
demonstrate that “the public has come to recgttie personal name as a symbol which identifies
and distinguishes the goodssarvices of only one sellet?? LRSBR never explicitly argues that
the word “Lucy’s” has acquired a secondary megmn the minds of ordinary consumers. LRSBR
only argues that the word “Lucy’s” was inherently distincti¥e.

In addition to evaluating the distinctivenesshad mark, courts also look to third-party use
of that mark® During the evidentiary hearing, TWTBgsented documents from the United States
Patent and Trademark Office and Louisiana Secretary of State’s business filings to show that
numerous other businesses in Louisiana and thedJ&teges use the word “Lucy’s” in connection
with their businesses. Accordingly, based uporti@ence presented, the Court finds that the word
“Lucy’s” is a weak mark.

il. Similarity Between the Two Marks

LRSBR presented evidence that the name yisichad been used in lieu of the longer

formal name of the business, “Lucy’s Retired 8usgfBar & Restaurant,” for decades. Dave Dillen,

who has held numerous positions at several Lucy’s Retired Surfer’'s Bar & Restaurant locations,

1% Test Masters Educ. Servs., Inc. v. Robin Singh Educ. Sery§98¢.3d 437, 445 (5th Cir. 2015). These
factors are: (1) length and manner of use of the mark or trade dress; (2) volume of sales; (3) amount and manner of
advertising; (4) nature of use of the mark or tradesliie newspapers and magazines; (5) consumer-survey evidence;

(6) direct consumer testimony; and (7) the defendant’s intent in copying theldhark.

1% Conan Props., Ing752 F.2d at 155 (quoting\®cCarthy on Trademarks & Unfair Competiti€ri3.2 (4th
ed.)).

%0 Rec. Doc. 17-2 at p. 15.

161 Sun Banks of Fla., Inc. v . Sun Fed. Sav. and Loan A8%InF.2d 311, 315-16 (5th Cir. 1981).
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including in New Orleans, Austiifexas, Costa Rica, and Mandeville, Louisiana, testified that the
customers referred to the business as “LuclfsRampick also testified that the businesses he
formed in New York City, Louisiana, Costaddi and Austin, Texas, were all identified by
customers as “Lucy’s:®

It is undisputed that TWTB is now using thwerd “Lucy’s” as the name of its business.
Although there has been some change in the design, with TWTB using the word “Lucy’s” in red
block letters with a blue border rather than the previous red script, the name “Lucy’s” and the red
color are the same. Furthermore, LRSBR presented evidence that the word “Lucy’s” has been in
place on the two faces of the buildinglamge, red block letters for many yed¥sLRSBR also
presented evidence that some use of the predesgn, with the word “Lucy’s” in red script,
remains in the restaurant, including on aahin the courtyard of the restauratTherefore, the
Court finds that this factor weighs strongly fevor of a finding that there is a likelihood of
confusion.

iii. Similarity of the Products or Services

The word “Lucy’s” was being used to adveets surf-theme restaurant and bar during the

time the License Agreement was in effect. Nafter the termination of the License Agreement,

TWTB continues to operate a surf-theme restauaad bar called “Lucy’s.” Therefore, the Court

finds that this factor weighs strongly in favor of a finding that there is a likelihood of confusion.

162 Tr. at pp. 133-34.
183 1d. at pp. 71-75.
184 1d. at p. 149.

165 1d. at pp. 57, 61.



iv. Identity of the Retail Outlets and Purchasers
It is undisputed that TWTB’s business operates out of the same physical location as it did
when it was licensed to use LRSBR’s trademarkgrdiore, this factor also weighs strongly in
favor of a finding that there is a likelihood of confusion.
V. Identity of Advertising Media Utilized
“The use of a mark in advertising is highly probative of whether the mark creates a
likelihood of confusion in relation to another mat’LRSBR presented evidence that TWTB
continues to use the same Facebook accounagissh account, Yelp web page, and TripAdvisor
web page as it did when it was lisen by LRSBR to use the trademafk#ccordingly, the Court
finds that this favor also weiglssrongly in favor of a finding thadkere is a likelihood of confusion.
Vi. Defendant’sIntent
As discussed aboyalthough TWTB presented testimony of the efforts it has taken to design
a new logo and replace objects which containedR&BR federally registered trademarks, LRSBR
presented evidence that TWTB is holding “Lucy’s” out to be the same business as the licensed
“Lucy’s Retired Surfer’'s Bar & Restaurant.” The Court therefore finds that TWTB does intend to
trade on the goodwill of the marksiia use of the word “Lucy’s.Accordingly, the Court finds that
this factor weighs in favor of a findlj that there is a likelihood of confusion.
vii.  Actual Confusion
As discussed above, LRSBR also preseeat@tence of actual confusion. LRSBR submitted

as evidence posts on social media where custonertfidd that they were at “Lucy’s” and tagged

1% Elvis Presley Enters., Inc. v. Capedd1 F.3d 188, 197 (5th Cir. 1998).

17 Tr. at pp. 149, 151, 158-59, 161.



the official fan page for “Lucy’s Retired Surfer's Bar & Restaurafftl’RSBR also submitted as
evidence an instance where the official fan page for Lucy’s Retired Surfer’'s Bar & Restaurant was
tagged in a post describing how the current “Latyéstaurant had provided food for an event but
the post thanked “Lucy’s Retired Surfers Baf.Accordingly, the Court finds that this factor
weighs in favor of a finding that there is a likelihood of confusion.
viii.  Degree of Care Exercised by Potential Purchasers
As discussed above, neither party briefeshade arguments during the evidentiary hearing
regarding the degree of care exercised by potenisibmers in deciding whether to patronize the
restaurant. Therefore, the Court finds that this factor is neutral.
iX. Conclusion
Accordingly, the Court finds that LRSBR hasarly carried its burden of persuasion on its
trademark infringement claim by demonstratbmh that TWTB is estopped from challenging
LRSBR’s ownership of the mark “Lucy’s” and thB¥VTB’s use of the word “Lucy’s” creates a
likelihood of confusion.
b. Surfer Bar Trade Dress
LRSBR also seeks to enjoin TWTB fromsing surfboards, eXpitly surfer-related
decorative items, and menu items tbamtain references to surfinff.LRSBR contends that there
is a substantial likelihood of success on its trad&nméringement claim regarding its unregistered

surfer bar trade dress. Trade dress infringement is established by showing that: (1) the trade dress

188 |d. at p. 170; LRSBR Ex. 46.
189 1d.; LRSBR Ex. 45.

170 Rec. Doc. 33 at p. 7.



gualifies for protection; and (2) that the tradesdrhas been infringed, which requires considering
the likelihood of confusiof’™
i. Whether the Trade Dress Qualifies for Protection

In its original motion, LRSBR broadly contended that TWTB was “estopped from
challenging LRSBR’s ownership of the Lucy’s mark€.However, LRSBR has not demonstrated
that the surfer bar trade dress was either inclwdédn the License Agreement or that the parties
intended it to be included within the License AgreainTherefore, the Court finds that LRSBR has
not demonstrated that TWTB is estopped by its status as a former licensee from challenging
LRSBR’s rights to the trade dress.

LRSBR also asserts that TWTB is estopped from challenging its unregistered marks as a
result of the dismissal with prejudice of TWEBpposition to LRSBR'’s trademark registration
applications.”® Attached to LRSBR’s motion is the “Moe of Opposition” filed by Raper and the
Joseph E. and Janice V. Anthony Trti$The opposition states that the trademarks LRSBR was
trying to register were the designatiodJCY’S RETIRED SURFER’'S BAR & RESTAURANT”
and the designation and design “LUCYRETIRED SURFER’S BAR & RESTAURANT*The
surfer bar trade dress was abissue in those proceedindsTherefore, the Court finds that LRSBR

has not demonstrated that TWTB is estoppenohfchallenging LSRBR’s ownership of trade dress

11 Taco Cabana Int'l, Inc. v. Two Pesos, @32 F.2d 1113, 1117-18 (5th Cir. 1991).

172 Rec. Doc. 17-2 at p. 16.

3 1d. at p. 17 (citingB & B Hardware, Inc. v. Hargis Indus135 S. Ct. 1293, 1299 (2015)).
1" Rec. Doc. 17-3.
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as a result of the dismissal with prejudiceanf/ opposition before the United States Patent and
Trademark Office.

Therefore, the Court now turns to whetherSBR has shown that it has a protectable right
to its use of the surfer bar tedress. The Fifth Circuit has foutitht trade dress is protectable if
it is inherently distinctive or has achieveecendary meaning in the public’s mind, and is not
functional’’” Since LRSBR filed its motion for a preliminary injunction, LRSBR has proposed a
more limited restriction for the purposes of the preliminary injunction than it did in its original
motion, requesting that the Court order “TWTB [] i@ra all surfboards, adixplicitly surfer-related
decorative items, and all menu items that contain references to suffibR3BR asserts that the
surfer bar trade dress is inherently distinetivecause it is not common or descriptive for a
restaurant and bar in New Orledfd.RSBR submits the affidavit of Rampick in which he asserts
that “many customers comment about our surfer bar theme” and “lots of customers notice the surfer
bar theme and comment about how unique it*fsri opposition, TWTB contends that the use of
surf boards and surf-related imagery does nowatiastomers to identify LRSBR as the source of
the product that LRSBR is selliff. TWTB also offers evidence ththiere are five other restaurants

and/or bars within New Orleans which utilize a beach and/or surf tHféme.

177 Pebble Beach Co. v. Tour 18 | Ltd55 F.3d 526, 536 (5th Cir. 1998)rogated on other grounds by
TrafFix Devices, Inc. v. Mktg. Displays, In632 U.S. 23 (2001).

178 Rec. Doc. 33 atp. 7.

1% Rec. Doc. 17-2 at p. 16.
180 Rec. Doc. 17-4 at p. 7.
181 Rec. Doc. 22 at p. 11.

182 1d. at p. 12 (citing Rec. Doc. 22-5).



In Taco Cabana International, Inc. v. Two Pesos,,ltihe Fifth Circuit quoted approvingly
the district court’s jury instruatins describing trade dress distinetiess: “[d]istinctiveness is aterm
used to indicate that a trade dress servesgsibol of origin. If it is shown, by a preponderance
of the evidence, that Taco Cabana’s trade dress distinguishes its peodtlisesvices from those
of other restaurants and is not descriptive and not functional, then you should find that Taco
Cabana’s trade dress is inherently distinctif&8I’RSBR presented ewdice during the hearing
from Sarah Campbell, who served as both thetsvaanager and general manager of the business,
that customers often refer to the business asyls” or “that surfer bar over on Tchoupitoula&”
Dillen testified that customers identified the besis “[a]s a surfer bar, as a laid-back easy-going
surf bar by the decor, by the attitude, bg th you walked in - - the surfboard$>Rampick also
testified regarding the central role that the lsoafds play in the restaurant’s decor. On cross-
examination, when asked about another bar located in New Orleans, Rampick testified that the surf
theme associated with his business is uniquesasuttiboards are real and the artwork depicting the
surf theme is quality artwork® The Court finds that LRSBR has presented sufficient evidence to
demonstrate that the trade dress involving sudgeny is inherently distinctive to identify the

business as “Lucy’s Retired Surfer’'s Bar & Restaurant.”

183 932 F.2d 1113, 1120 (5th Cir. 1991).
184 Tr, at p. 1109.
185 |d. at p. 133.

1% 1d. at p. 92.
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The Court next turns to whether the trade drefssitional. Even if trade dress is inherently
distinctive, it does not merit protection if it is functiofdlln Two Pesos, Inc. v. Taco Cabana, |nc.
the Supreme Court, discussing the law in the Efthuit, found that “a design is legally functional,
and thus unprotectible, if it is one of a limitedmber of equally efficient options available to
competitors and free competition would be unduly hindered by according the design trademark
protection.*®® TWTB does not contend that the suffar trade dress, as limited by LRSBR in its
reply memorandum of “surfboards, all explicitly surfer-related decorative items, and all menu items
that contain references to surfing,” is functioff&Nor does the Court find that LRSBR’s design
is only one of a limited number of equally efficiaptions available to competitors. Accordingly,
the Court finds that LRSBR has presented suffi@erdence to show that it has a protectable right
to its use of the surfer bar trade dress.

il. Likelihood of Confusion

Next, the Court turns to whether thereligalinood of confusion bisveen the LRSBR trade
dress and the TWTB trade dress. LRSBR does mdyzmwhether there gslikelihood of confusion
using the factors identified by theftfi Circuit, asserting only thatéti“new’ Lucy’s looks just like
the old.™° However, LRSBR does perform some analg§ithese factors iits argument that all

of TWTB’s uses of LRSBR’s marks, both refired and unregistered, create a likelihood of

187 Pebble Beach Co. v. Tour 18 | Ltd55 F.3d 526, 536 (5th Cir. 1998)rogated on other grounds by
TrafFix Devices, Inc. v. Mktg. Displays, In632 U.S. 23 (2001).

188 505 U.S. 763, 775 (1992).
18 Rec. Doc. 33 at p. 7.
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confusion'®** Furthermore, LRSBR presented extensive evidence regarding these factors. Therefore,
upon reviewing the evidence presented during thargeand the arguments put forth in the briefs,
the Court is able to discern whether evidehes been presented to support these factors for
LRSBR'’s infringement claim for its surfer bar trade dress.
a. Type of Trade Dress
As discussed above, the Court finds that thddrdress at issue in this case is inherently
distinctive.
b. Similarity of the Trade Dresses
During the evidentiary hearing, Rampick compagyedures of the interior of the restaurant
before the License Agreement was terminated andrpiebf the current intior of the restaurarit?
In comparing the photographs, Rampick testified thatdecor of the bdis exactly the same” as
it was back when it was originally built exd¢dépr a remodel done a couple of years &gRampick
testified that the pictures on the wall behind thevisions were pictures that he had personally put
up, there were two surfboards above the bar that tis personal surfboards, the lighting and fans
were the same, the neon clock on the wall is the same clock that he had brought from New York
City, chalkboards behind the bar are the samethansghelving and furniture were all the saffie.
The only elements that Rampick identified thatl been changed were that personal photographs

of himself and his family had been removed, r@dachair had been placed in the courtyard, a

¥ Rec. Doc. 17-2 at pp. 17-20.
192 LRSBR Exs. 30-36.
19 Tr. at p. 57.
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surfboard that had the registered trademarkes#ilfish had been removed, and the exterior sign
had been changéed.

The Court has also reviewed the photogragiswing the interior and exterior of the
restaurant before and after the termination of.tbense Agreement and also finds that the two are
almost indistinguishable. Looking specifically tetitems that LRSBR contends constitute its trade
dress, the surfboards and surfer-related decerdtwns, the vast majority of these items have
remained following the termination of the Licensgreement. Therefore, the Court finds that the
similarity of the trade dress weighsastgly in favor of a likelihood of confusion.

C. Similarity of Products or Services Provided

During the time the License Agreement was in place, the trade dress was used to decorate
a restaurant and bar. After the termination of the License Agreement, the trade dress continues to
be used to decorate a restaurant and bar. Tdrerghe Court finds that this factor also weighs
strongly in favor of a likelihood of confusion.

d. Similarity of Customers

LRSBR does not currently license the trademsoley restaurant in the New Orleans area.
However, if it were to do so while “Lucy’s” remained open, in light of the evidence that “Lucy’s”
has retained substantially the same decor, foatidanks, and operates at the same location where
“Lucy’s Retired Surfer’s Bar & Restaurant” waséded, the Court finds that the businesses would

be in competition for the same customers.

19 |d. at pp. 56—66.



e. Similarity of Advertising Media
As discussed above, LRSBR presented evidence that TWTB continues to use the same
Facebook account, Instagram account, Yelp web pexgETripAdvisor web page as it did when it
was licensed by LRSBR to use the tradem&f&ccordingly, the Court findthat this factor also
weighs strongly in favor of a findingdhthere is a likelihood of confusion.

f. Defendant’s Intent in its Adoption of its Restaurant Trade
Dress

Following the termination of the License Agremmh TWTB has not altered the decor other
than making small changes, including removing images of the federally registered LRSBR
trademarks. The trade dress was already in existanthe location at the time of the termination
of the License Agreement and TWTB has simpiletato change its decor since the termination of
the License Agreement. However, this factor calls for the Court to analyze TWTB’s intent in its
“adoption” of its restaurant trade dress. Becausetrade dress was already in existence at the
location at the time of the termination of the LiserAgreement, the Court finds that this factor
does not weigh in favor of a likelihood of confusion.

g. Actual Confusion

As discussedbove, LRSBR has presented evidewfactual confusion. LRSBR submitted
as evidence posts on social media where custonetfidd that they were at “Lucy’s” and tagged
the official fan page for “Lucy’'Retired Surfer’'s Bar & Restauranf”’LRSBR also submitted as
evidence an instance where the official fan page for Lucy’s Retired Surfer’s Bar & Restaurant was

tagged in a post describing how the current “Letyéstaurant had provided food for an event but

19 Tr. at pp. 149, 151, 158-59, 161.

197 1d. at p. 170.
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the post thanked “Lucy’s Retired Surfers B&F.’Accordingly, the Court finds that this factor
weighs in favor of a finding that there is a likelihood of confusion.
h. Conclusion

The Court finds that LRSBR has presentefi@ant evidence to demonstrate a likelihood
of confusion. Accordingly, the Court finds that 8RR has clearly carried its burden of persuasion
to show a substantial likelihood sficcess on its trade dress inflgment claim. The Court notes,
however, that for the purposes of the preliminary injunction, the Court adopts LRSBR’s limited
trade dress definition of “all surfboards, all égily surfer-related decorative items, and all menu
items that contain references to surfing.”
C. Substantial Threat of Irreparable Harm If the Injunction is Denied

In order to obtain a preliminary injunctionRSBR must also clearly carry the burden of
persuasion that there is a substantial threiategfarable harm if the injunction is denf@_.RSBR
asserts that TWTB is estopped from arguing timattinued use of theucy’s marks will cause
irreparable injury because, in the Licensedgment, TWTB acknowledged that failure to comply
with the provision requiring TWTB tefrain from further use diie Lucy’s marks upon termination
of the License Agreement would resultin “immediand irreparable harm affording injunctive and
any and all other appropriate relief to Licens@tIh opposition, TWTB contends that LRSBR has

not offered any evidence that TWTB is damaging the goodwill associated with LRSBR’s

198 |d
1% Rec. Doc. 33 at p. 7.

200 | ake Charles Diesel, Inc. v. Gen. Motors Co828 F.3d 192, 195-46iting Canal Auth. v. Callawgy89
F.2d 567, 572 (5th Cir. 1974)).

201 Rec. Doc. 17-2 at p. 24 (citing Rec. Doc. 17-6).
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trademarkg® TWTB also reiterates that “[a]n injunction is a harsh, dramatic, and extraordinary
remedy, and should only issue where the party sgekiis threatened with irreparable lo[s]s of
injury without adequate remedy at law>”

Rampick also testified at the evidentidrgaring that LRSBR has found a prospective
license€® When Rampick was asked whether the pecsive licensee “would enter into a license
agreement for the operation of a business usifgBR LLC’s system for any location other than
701 Tchoupitoulas,” he responded “I would say ffoRampick also testified that he currently has
no control over the trademarks or the “Lucy’s conitapd his federally registered trademarks are
dormant?®® Rampick testified that the new menu, sigrj aew logo do not illustrate what he spent
thirty years developing” Furthermore, Rampick testified tharm is being done to the trademarks
because TWTB has instituted a policy adding a surcharge for the use of credit cards. Rampick
testified that the practice was unprofessional and sends the wrong message to ctfétomers.

In Abraham v. Alpha Chi Omegéhe Fifth Circuit reviewed a district court’s order of
injunctive relief in a trademark infringement cd¥dn assessing whether the party seeking the

injunction had suffered an irreparable injury avitether remedies available at law are inadequate

202 Rec. Doc. 22 at p. 21.

203 |d. (quoting Lafreniere Park Found. v. Friends of Lafreniere PaNo. 97-CA-152 (La. App. 5 Cir.
7129/97); 698 So. 2d 449, 452).

204 Tr, at p. 111.
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208 1d. at pp. 78-79.

209 708 F.3d 614, 625-28 (5th Cir. 2013).



to compensate the injury, the court quoted a teptiteatise on trademarks: “All that must be proven
to establish liabilityand the need for an injunction against infringement is the likelihood of
confusion—injury is presumed® The Fifth Circuit also quotedéttreatise stating “[T]here seems
little doubt that money damages are ‘inadequate’ to compensate [owner] for continuing acts of
[infringer].”?'* Here, the Court finds that LRSBR has clearly carried its burden of persuasion in
showing that it will suffer irreparable harmtltie injunction is denieds it has demonstrated
likelihood of confusion and presented evidence that it will be unable to license its trademarks
without the injunction.
D. Threatened Injury to the Movant Oweighs the Injury to the Nonmovant

LRSBR asserts that the balance of harnmgllly favors LRSBR because “[i]f a preliminary
injunction is not granted, TWTB will continue to exploit, misuse, and abuse the Lucy’s rifarks.”
In opposition, TWTB contends that the threateingary to LRSBR does not outweigh any damage
the injunction might cause TWTB because the dgerta TWTB would be “truly catastrophié:®
In support, TWTB presented ghtestimony of Raper, the Pigsnt, Managing Partner, and
shareholder of TWTB. Raper testified that purstaiWTB’s lease, TWTB must operate a bar and
restaurant called “Lucy’s** He testified that if the Court were to enjoin TWTB from using the

name “Lucy’s,” itis “highly probablethat its lease will be terminaté Raper further testified that

210 1d. at 627 (quoting BMcCarthy on Trademarks and Unfair Competit®30:2 (4th ed. 2001)).
211 1d. (quoting 5McCarthy on Trademarks and Unfair Competit®30:2 (4th ed. 2001)).
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it would cost hundreds of thousands of dollanetocate the restaurant and TWTB currently does
not have sufficient capital to do §8.
On cross-examination, however, Raper testitieat TWTB’s lease will end in October 2017
and that the lease will not be renew&d herefore, regardless of the outcome of the motion for a
preliminary injunction, Raper’s testimony demongsahat TWTB will have to leave the building
located at 701 Tchoupitoulas Street in @ébelr 2017, and, as Raper testified, TWTB does not
currently have the capital to relocéssbusiness. Raper also testified on cross-examination that John
Kirkendoll, LRSBR’s prospective licenseeillMake over the lease beginning in October 28%7.
LRSBR has presented evidence that there Ineag licensed “Lucy’s Retired Surfer’'s Bar
& Restaurant” operating at 701 Tchoupitoulas Stre@ictober 2017, as well as evidence regarding
a potential loss of goodwill from customers throd§WTB’s new practices, including the surcharge
on credit cards, and the changes to LRSBR’s tradesnAccordingly, the Court finds that LRSBR
has clearly carried its burden of persuasion to prove that the threatened injury to it, through the
potential harm to its trademarks and the potetdss of the prospective licensee, outweighs the
injury to TWTB who, it appears, will no longer have a lease to operate a business at 701

Tchoupitoulas Street in October 2017, regardless of the outcome of this motion.

218 |d. at pp. 210, 225.

271d. at p. 228 (“A. The gentleman that approachedregarding an offer to purchase TWTB] has reportedly
signed a lease starting the day after the end of our leasedo@eBo at the end of your lease term in October of 2017,
you have to leave this location anyway? A. That's correct.”).
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E. Public Interest

In support of their assertion that an injunatwill serve the public interest, LRSBR cites the
Fifth Circuit in Sunbeam Products, Inc. v. West Bend ®bere the court found that “the public
interest calculus is subsumed within the meritgheftrade dress infringement claim: Because the
product configuration of the Amiean Classic Mixmaster® is @tled to trade dress protection, it
necessarily follows that the preliminary injunction serves the public interest. Indeed, trade dress
protection of the American Classic Mixmastes@l not frustrate competition, but will foster it™
In opposition, TWTB asserts that Louisiana hasrang public policy against “restrictions on the
spirit of free labor” and in favor of “competition which is both fair and unfettered” and will
essentially eliminate TWTB'’s ability to do busineespite its good faith effort to ensure it does not
violate any of LRSBR’s trademark®.

The Court, having found that there is a substantial likelihood of success on LRSBR’s
trademark infringement claims, finds, as the Fifth Circuit di®umbeam Products, Indhat a
preliminary injunction will serve the public interext LRSBR has demonstrated that its marks are
entitled to protection and an injunction will reduce confusion and foster compétition.

V. Attorneys’ Fees and Costs

LRSBR also asserts that it is entitled to rec@ttorneys’ fees and costs under the Federal

Trademark Act because this case is “exceptioffaltf support, LRSBR contends that the Supreme

219 Rec. Doc. 17-2 at p. 25 (citiBunbeam Prods., Inc. v. West Bend €83 F.3d 246, 260 (5th Cir. 1997)
abrogated on other grounds by TrafFix Devices, Inc. v. Mktg. Displays582.U.S. 23 (2001)).

220 Rec. Doc. 22 at pp. 23-24 (citihNgCH Corp. v. Broyless63 F. Supp. 142, 145 (E.D. La. Apr. 26, 1983)
(Beer, J.)).

221 Sunbeam Prods., Incl23 F.3d at 260.
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Court has held that a case is exceptional whégtainds out from others with respect to the
substantive strength of a party’s litigation posi{joonsidering both the governing law and the facts
of the case) or the unreasonablenmex in which the case was litigatéd’LRSBR contends that
TWTB is willfully infringing its marks and has fiectively stolen the Lucy’s brand” in the New
Orleans marke®* According to LRSBR, if TWTB had complied with the terms of the License
Agreement, this action would not have been neces$§dryopposition, TWTB contends that the
evidence “clearly shows that TWTB has made every effuito infringe on LRSBR’s trademarks,”
and has spent a “tremendous amount of time, effiod,money to ensure that it is not infringing on
LRSBR’s marks.?”® Therefore, TWTB asserts, this case fédisshort of the type of exceptional
case required to warrant an award of attorneys’ fees and*€osts.

Pursuant to the Lanham Act, 15 U.S.C. § 1117(a), a court may award reasonable attorneys’
fees to a prevailing party in “exceptional cases.” Fifth Circuit has instructed that an exceptional
case is one where the trademark infringement can be characterized as “malicious, fraudulent,
deliberate, or willful**® and requires the prevailing party twsv the exceptional nature of the case

by clear and convincing eviden&&Furthermore, the Fifth Circuit Bdound that “[a] district court

228 |d, (quotingOctane Fitness, LLC v. ICON Health & Fitness, Ji84 S. Ct. 1749, 1756 (2014)).
224 Id
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normally should not find a case exceptional wheegoidrty presents what it in good faith believes
may be a legitimate defensg&®

During the evidentiary hearing, Raper testified that TWTB had spent approximately $40,000
on new menus, a new sign, and designs for a new/bBe.testified that upon his learning that the
License Agreement had been terminatedjnm@ediately contacted Deborah Schumacher, the
General Manager, to have legin the process of rebrandiigDeborah Schumacher testified that
she began removing any of the registered tradenfraniksthe restaurant and from social media and
replacing them with TWTB'’s new log@® She testified that she is unaware of any current use by
TWTB of LRSBR’s federally registered trademaf&sShe further testified that TWTB replaced its
t-shirts, menus, pictures, business cards, signaddlaor mats and that she had engaged a graphic
design company to create a new Idgd&chumacher also testified that she contacted the host for
the restaurant’s website in an attempt to chamgeomain name and contacted Yelp to change the
name of the restaurafif.She asserted that in some instances, there was a delay because she did not

have immediate access to some of the social media acédunts.

20 4.
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TWTB presented extensive testimony regarding its efforts to remove any use of LRSBR’s
federally registered trademarks. Despite thesmgbs, however, the decor of the restaurant has
remained almost identical and the name of theauveant has simply been shortened to “Lucy’s.” In
its defense, TWTB asserted that it did not belithat LRSBR has ownership rights to either the
word “Lucy’s” or its surfer bar trade dresghe Court finds that although these arguments were
ultimately unpersuasive, they were not madead faith. The Court finds that LRSBR has failed
to demonstrate by clear and convincing evidenaetths case is exceptional and therefore merits
the award of attorneys’ fees and costs. Adowly, the Court denies LRSBR’s request for
attorneys’ fees and costs.

V. Conclusion

Considering the foregoing, the Court finds thRISBR has demonstrated that it is entitled
to a preliminary injunction. The Court finds that LRSBR has clearly carried its burden of
demonstrating a substantial likelihood of succedmtimits trademark infringement claim regarding
its registered trademarks and its trademark infringement claims regarding its unregistered trademark
of the word “Lucy’s” and its surfer bar tradeeds. Additionally, the Court finds that LRSBR has
clearly carried its burden of demonstrating that tieeassubstantial threat of irreparable harm if the
injunction is not issued, that the threatenegirin if the injunction is denied outweighs the
threatened harm that will resulttife injunction is granted, and that the grant of an injunction will
not disserve the public interest. However, the Calad finds that LRSBR Isdailed to demonstrate,
by clear and convincing evidence, that this casedsional as to merit an award of attorney’s fees

and costs.
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Accordingly,

IT IS HEREBY ORDERED that LRSBR’s “Motion fo Preliminary Injunction®® is
GRANTED IN PART AND DENIED IN PART .

ITIS FURTHER ORDERED that TWTB is enjoined fromsing the word “Lucy’s” or any
of LRSBR’s registered trademarks in connection with its restaurant.

IT IS FURTHER ORDERED that TWTB is enjoined from using surfboards, explicitly
surfer-related decorative items, and all menu items that contain references to surfing.

IT IS FURTHER ORDERED that LRSBR’s request for an award of attorneys’ fees and
costs iISDENIED.

NEW ORLEANS, LOUISIANA , thi20th day of January, 2016.

NANNETTE/JOLIVETTE BROWN
UNITED STATES DISTRICT JUDGE
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