
RECEIVED
USDC WESTERN DISTRICT OF LA

TONY R. MOORE, ~
DATE

,- ~ UNITED STATES DISTRICT COURT
(p~

WESTERN DISTRICT OF LOUISIANA

THE SANDBAGGERCORP. * CIVIL ACTION NO. 6:08-1188
*

VERSUS * JUDGERICHARD T. HAIK, SR.
*

CITY OF YOUNGSVILLE andDAVIS *

MACHINE & MANUFACTURING, L.L.C. * MAGISTRATE JUDGEHILL

REASONSFOR JUDGMENT

TheSandbaggerCorp. (hereinafterreferredto as“Sandbagger”)filed instantlawsuit

againsttheCity ofYoungsvilleandDavisMachine& Manufacturing,LLC for Patent

InfringementandUnfair TradePractices.TheCity ofYoungsvilleandDavisMachine&

Manufacturing,L.L.C. filed theinstantMotions for SummaryJudgmenton thebasisthat thereis

no genuineissueof materialfactwith respectto plaintiff’s claimsfor patentinfringementand

Unfair TradePractices.

FACTUAL BACKGROUND

Sandbaggeris theownerofandassigneeof all rights underUnitedStatespatentnumbers:

5,417,261;5,437,318;5,740,950;6,047,563;and 6,059,149.Underprotectionofthosepatents,

SandbaggermanufacturestheModel II Sandbagger.

At somepointin 2003,theMayorofYoungsville,WilsonViator, theTownManagerof

Youngsville,CharlesLanglinais,anda DavisMachinerepresentative,Darryl Davis,together

examinedaModel II Sandbaggerpreviouslysold by Sandbaggerto theCity ofBroussard.

Youngsvillethenrequestedthat DavisMachinebuild amachinethatwould performthesame

functionastheModel II Sandbagger.DavisMachinesubsequentlybuilt thesandbagging

machineandYoungsvillepurchasedthesandbaggingmachinefrom Davis Machine. Youngsville
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hassinceusedtheDavisMachinesandbaggingmachineand continuesto retainpossessionof the

machine.

Youngsvillethereafterplacedon its websiteanarrativeentitled the“Youngsville Sandbag

Facility” which uses,verbatim,the languageusedin Sandbagger’sbrochureandmaterialsto

describethesandbaggingmachinethatYoungsvillepurchasedfrom Davis Machine.

TheSandbaggerCorp. (hereinafterreferredto as“Sandbagger”)filed instantlawsuit

againsttheCity of YoungsvilleandDavisMachine& Manufacturing,LLC for Patent

InfringementandUnfair TradePractices.YoungsvilleandDavisMachinehavenowfiled

motionsfor summaryjudgmentto haveSandbagger’slawsuit for patentinfringementand unfair

tradepracticesdismissed.

LAW AND ANALYSIS

- SUMMARYJUDGMENTSTANDARD

Summaryjudgmentsis appropriatewhentherecordshows“that thereis no genuineissue

asto any material factandthatthemovingpartyis entitled to a judgmentasa matterof law.”

FRCP5 6(c). “In determiningwhetherthereis agenuineissueofmaterialfact, the evidencemust

beviewedin the light mostfavorableto thepartyopposingthemotion, with doubtsresolvedin

favoroftheopponent.If thereareno materialfactsin disputeprecludingsummaryjudgment,our

taskis to determinewhetherthejudgmentgrantedis correctasa matterof law.” Gart v.

Logitech, Inc.,254 F.3d 1334, 1339(Fed.Cir. 2001).

Theonly factrecognizedby YoungsvilleandDavisMachineasbeingundisputedis that

“[ojn or aroundAugust21, 2003 andthereafter,thesandbaggingmachineownedby theCity of

Broussarddid nothaveanymarkingsto indicatethatthesandbaggingmachinewaspatentedor

protectedby any form ofintellectualpropertyrights.”



Sandbaggerarguesthatthereis adisputeasto whetherornot substantiallyall Model II

Sandbaggerssold by theSandbaggerCorp. arelabeledwith theapplicablepatentnumberatthe

timetheyareassembledandthatfactis materialto this case.

I. PATENTINFRINGEMENTCLAIM

Under35 U.S.C. § 287(a),apatenteesuchasSandbagger“may give noticeto thepublic

that [a patentedmachine]is patented,eitherby fixing thereontheword ‘patent’ or the

abbreviation‘pat.’, togetherwith thenumberof thepatent...” 35 U.S.C. § 287. If apatenteefails

to mark its machinespursuantto 35 U.S.C. § 287(a),then “no damagesshallbe recoveredby the

patenteein any actionfor infringement,excepton proofthatthe infringerwasnotifiedof the

infringementandcontinuedto infringe thereafter,in which eventdamagesmaybe recoveredonly

for infringementoccurringaftersuchnotice.”Id. Thefederalcourtsinterpreting35 U.S.C.§

287(a)explainthatunderthis statute,apatenteemaynotify a partyit believesis infringing its

patentby (1) constructivenoticethroughappropriatemarkingon theproductor label,or (2)

actualnoticeto theallegedinfringer. SRIInt ‘1, Inc. v. AdvancedTech.Labs.,Inc., 127F.3d

1462, 1469(Fed.Cir. 1997). Thecorrectapproachto determiningnoticeundersection287 must

focuson theactionofthepatentee,not theknowledgeorunderstandingofthe infringer.Amsted

IndustriesInc. v. BuckeyeSteelCastingsCo., 24 F.3d 178, 187 (Fed.Cir. 1994).

Compliancewith themarkingstatuteis aquestionof fact.Gart v. Logitech,Inc., 254 F.3d

1334, 1339(Fed.Cir.2001)cert. denied,534 U.S. 1114, 122 S.Ct.921, 151 L.Ed.2d886(2002).

Consequently,themarkingissue“is properlydecideduponsummaryjudgmentwhenno

reasonablejury couldfind thatthepatenteeeitherhasorhasnotprovidedactualnoticeto the

particulardefendantsby informing themof his patentandtheir infringementof it.” Id.

ActualNoticeRequirement



UnderSection287(a),actualnoticerequirestheaffirmative communicationofaspecific

chargeof infringementby a specificaccusedproductor device. AmstedIndus. Inc. v. Buckeye

SteelCastingsCo., 24 F.3d 178, 187 (Fed.Cir. 1994). “The actualnoticeunder§ 287(a)‘must

be an affirmative act on thepartofthepatenteewhich informs thedefendantof infringement.”

Lansv. Digital EquipmentCorp.,252 F.3d 1320,1327-1328(Fed.Cir.2001)(citingAmsted

Indus. Inc. v. BuckeyeSteelCastingsCo.,24 F.3d178, 187 (Fed.Cir. 1994)).

1)ActualNoticeto theCity of Youngsville

Sandbaggerallegesto haveprovidedYoungsvillewith abrochure,video andother

descriptivematerialspertainingto theModel II Sandbaggerin July of 2003,at theirrequest.The

brochurethat is allegedto havebeensentto Youngsvillewasattachedasanexhibit to

Sandbagger’soppositionto theinstantmotion andprovideson thecover,thatthemachineis

“[p]rotectedby U.S. patent.” Further,YoungsvillehasattachedlettersdatedMarch22, 2007and

July 7, 2008,respectively,notifying Youngsvilleoftheirallegedinfringement.Youngsvilledoes

not provideany evidenceto thecontrary. Rather,Youngsvilleappearsto havecouchedits

defenseon thefact thatthemachinethatit inspectedin theCity of Broussardwasnotmarkedas

patented.

From thefactscurrentlybeforethecourt, thereexistsa genuineissueoffactasto if, and

when,Youngsvillewasprovidedwith actualnoticeof its infringement. Summaryjudgment,

therefore,would notbe properon this issue.

2) ActualNoticeto DavisMachine& Manufacturing

Sandbaggerallegesthatit informedtheCity ofYoungsvilleoftheexistenceofits patent

on severaldifferentoccasions.However,Sandbaggerhasnotalleged,norhasit producedany

evidencethat it informedDavisMachineby someaffirmative,or otherwiseovert, act. Thus,



theredoesnot appearto beagenuineissueoffactasto whetherornot actualnoticeofthepatent

infringementwasprovidedto DavisMachineby Sandbagger.

ConstructiveNoticeRequirement

Constructivenoticeis providedwhenthepatenteeconsistentlymarkssubstantiallyall of

its patentedproducts.SentryProtectionProds., Inc. v. EagleMfg. Co.,400 F.3d910, 918 (Fed.

Cir. 2005). Thepatentmarkingmustbe “substantiallyconsistentandcontinuous”for it to

qualify asconstructivenotice. Nike,Inc. v. Wal-Mart Stores,Inc., 138F.3d 1437, 1446(Fed.

Cir. 1998). “In determiningwhetherthepatenteemarkedits productssufficiently to complywith

theconstructivenoticerequirement,thefocusis noton whatthe infringeractuallyknew,buton

whetherthepatentee’sactionsweresufficient, in thecircumstances,to providenotice in rem.”

Nike, Inc. v. Wal-MartStores,Inc., 138F.3d 1437, 1446(Fed.Cir. 1998),cert.denied,528 U.S.

946 (1999). “The purposeoftheconstructivenoticeprovisionis to givepatenteestheproper

incentiveto marktheirproductsandthusplacetheworld on noticeof theexistenceofthe

patent.”AmericanMed. Sys.,Inc. v. Medical EngineeringCorp.,6 F. 3d 1523, 1538(Fed.Cir.

1993).

In thiscase,Sandbaggerhasalleged,throughtheaffivdavit of its President,Timothy

Vandergrift,that substantiallyall oftheModel II Sandbaggersarelabeledwith theapplicable

patentnumberatthetime theyareassembled.To date,neitherDavisMachine,northeCity of

Youngsville,hasofferedany evidenceto refutetheaffidavit ofTimothyVandergrift. Thefact

that themachineinspectedby YoungsvilleandDavisMachinewasnot markedaspatenteddoes

not precludetherebeinga genuineissueof factasto whethersubstantiallyall of Sandbagger’s

Model II Sandbaggersaremarked,sufficientto precludesummaryjudgmenton thismatteratthis

time.



Thiscourt finds that thereis agenuineissueof factasto whethersubstantiallyall of

Sandbagger’sModel II Sandbaggersaremarkedaspatented,which is materialto determiningthe

viability of Sandbagger’sclaimsagainstYoungsvilleandDavisMachinefor patentinfringement.

Sandbagger‘s claimsfor DamagesandInjunctiveRelief

Patenteesmustcomply with theMarking statutein orderto recoverdamagesfor

infringement.Thestatuteprovidesin relevantpart:

Patentees... making,offering for sale,or selling ... any patented
article ... maygive noticeto thepublic that the sameis patented,
eitherby fixing thereontheword“patent”or theabbreviation
“pat.”, togetherwith thenumberofthepatent,orwhen,from the
characterofthe article,thiscannotbedone,by fixing to it, or to the
packagewhereinoneor moreofthemis contained,a label
containinga like notice.In theeventoffailure to somark,no
damagesshallbe recoveredby thepatenteein any actionfor
infringement,excepton proofthatthe infringerwasnotified ofthe
infringementandcontinuedto infringe thereafter,in whichevent
damagesmaybe recoveredonly for infringementoccurringafter
suchnotice. Filing ofan actionfor infringementshallconstitute
suchnotice.

35 U.S.C. § 287(a).

“Whenapatentedarticlehasbeenproducedby apatenteeor its licensee,theamountof

damagesthepatenteecanrecoverin an infringementsuit is statutorilylimited to thoseactsof

infringementthatoccurredafterthepatenteegavetheallegedinfringer“notice ofinfringement.”

35 U.S.C. § 287(a)(1994).Thestatutepermits eitherconstructivenotice, which is accomplished

by markingthearticlewith thepatentnumber,or actualnotice.” Gart v. Logitech,Inc., 254F.3d

1334, 1345 (Fed.Cir. 2001).As statedabove,compliancewith themarkingstatuteis aquestion

offact and is only properlydecideduponsummaryjudgmentwhenno reasonablejury could find

thatthepatenteeeitherhasorhasnotprovidedactualor constructivenoticeto theparticular

defendantsby informing themofhis patentandtheirinfringementof it.”



In this case,a genuineissueofmaterialfactremainswith respectto thenotice

requirementand,thus,summaryjudgmentasto whetherdamagesarerecoverableand/orwhether

injunctiverelief is availablein this caseis prematureatthis time.

II. UNFAIRTRADEPRACTICESCLAIM

Defendanthasrequestedthat all of Sandbagger’sclaims bedismissed,includingthose

broughtundertheLouisianaUnfair TradePracticesand ConsumberProtectionLaw (hereinafter

referredto asthe“LUTPA”). TheLUTPA grantsa privateright ofactionfor therecoveryof

damagesto anypersonwho suffersanascertainableloss...asaresultoftheuseor employmentof

anotherpersonofanunfair or deceptivemethod,act,orpracticedeclaredunlawful by La. R.S.

51:1405.” La. R.S.51:1409. A “person”undertheAct includesanaturalperson,corporation,or

any otherlegal entity. La. R.S.51:1402(8).

La. R.S.51:1405(A)providesthat“[u]nfair methodsof competitionandunfair or

deceptiveactsor practicesin theconductofanytradeor commerceareherebydeclared

unlawful.”Thebroadlanguageofthis statutenecessarilyrequiresa case-by-casedetermination

of what constitutesanunfairtradepractice.CheramieServices,Inc. v. ShellDeepwater

Production, Inc.,2009WL 553204,2 (La.App. 4 Cir. 2009)(citingRoustabouts,Inc. v. Hamer,

447 So.2d543 (La.App. 1 Cir.1984)).Louisianacourtshaveheldthatatradepracticeis unfair

whenit offendspublic policy andwhenthepracticeis “immoral, unethical,oppressive,

unscrupulous,orsubstantiallyinjurious” to consumers.Coffeyv. PeoplesMortgage& Loanof

Shreveport,Inc., 408 So.2d 1153 (La. App.
2

nd Cir. 1981).

Plaintiff cannotbring aclaim underLUTPA, unlessit is, in fact,eithera consumeror a

businesscompetitorof thedefendant.Hamilton v. BusinessPartners,Inc., 938 F.Supp.370

(E.D. La. 1996). A “consumer”is definedby thestatuteas“anypersonwho uses,purchases,or



leasesgoodsor services.” In orderto qualify asa “businesscompetitor”and,thus, havestanding

to maintainaprivateright ofactionunderLouisianaUnfair TradePracticesandConsumer

ProtectionLaw (LUTPA), a plaintiff mustactuallyorpotentiallyengagein businessthat

competesdirectlyor indirectlywith defendantasabusinesscompetitor.TubosdeAcerode

Mexico, S.A. v. AmericanIntern. Inv. Corp., Inc., 292 F.3d471 (5thCir. 2002).

Further,Louisianaappellatecourtshaveheldthat anyonewho conspiresto injurea

party’s competitorin violation of theLUTPA is liable in solidowith thatparty.Camp,Dresser&

McKee,Inc. v. SteimleandAssoc.,Inc., 652 So.2d44 (La.App. 5 Cir. 1995); seealso Cheramie

Services,Inc. v. ShellDeepwaterProduction, Inc., 2009WL 553204(La.App. 4 Cir. 2009);

Strahanv. Louisiana,645 So.2d1162, 1165 (La.App. 1 Cir. 8/25/94);Roustabouts,Inc. v.

Hamer,447 So.2d543 (La.App. 1 Cir. 1984);SouthernTool & Supply,Inc. v. Beerman

Precision,Inc., 862 So.2d271 (La.App.4 Cir. 11/26/03).

In this case,Sandbagger,for all intentsandpurposes,cannotbeconsidereda “consumer”

in thisparticularcase. Thus,for thepurposesof thismotion for summaryjudgment,this court

proceedsto determineif thereis a genuineissueoffactasto whetherSandbaggeris abusiness

competitorofeither,orboth,of thedefendants.

L UTPA Claim AgainstDavisMachine

Sandbaggerarguesthat it hasaclaim againstDavisMachineundertheLUTPA asa

“businesscompetitor.” As such,Sandbaggermustactuallyor potentiallyengagein businessthat

competesdirectly or indirectlywith DavisMachineasa businesscompetitor. In this case,it is

undisputedthat DavisMachinebuilt amachinesimilar, andallegedly“identical”, to those

manufacturedby Sandbagger.Davis Machine,then,sold themachineto Youngsville,whowas

allegedlyapotentialcustomerof Sandbagger.



DavisMachinedid not addressthis issuein its Motion for SummaryJudgment.

Therefore,the factsbeforethecourtatthis time at leastreflectagenuineissueof factthatis

materialto theviability ofSandbagger’sclaim againstDavisMachineundertheLUTPA.

Having determinedthatthereis, at least,agenuineissueoffactwith respectto the

allegedcompetitivebusinessrelationshipbetweenSandbaggerandDavisMachine,it is

appropriatefor this Courtto assesswhethera genuineissueoffactexistsasto whetheror not

Youngsvilleactedin concertwith DavisMachineto effectuatean“unethicalandunscrupulous”

businesspractice.

LUTPA Claim AgainstYoungsville

In this case,Sandbaggerdoesnotcontendthatit is a“consumer”or a“business

competitor”of theCity ofYoungsville. Rather,plaintiffs haveallegedthat Youngsvilleand

DavisMachineconspiredto perpetratean “unethicalandunscrupulous”businesspracticeand

that, asaresult,Youngsvilleis answerable,in solido,with DavisMachinefor thedamages

causedby theirallegedactions.

Sandbaggerallegesthat Youngsvillesolicitedinformationfrom Sandbaggerconcerning

theModel II Sandbaggerin Julyof 2003. Sandbaggercontendsthat it respondedwith a

brochure,video,anddescriptivematerialsassociatedwith theModel II Sandbagger.It futher

arguesthat thosematerialscontainedschematicsanddiagramsofthemachineaswell as

notificationthattheModel II Sandbaggerwas“Protectedby U.S. Patents.”Additionally,

Sandbaggermaintainsthat in 2003,theMayorof Youngsvilleandthe TownManagerof

Youngsvilletravelledto Broussardwith aDavisMachinerepresentativeto examinetheModel II

Sandbaggerpreviouslysold by Sandbaggerto theCity ofBroussard.

In supportoftheseallegations,Sandbaggerattachedan affidavit ofTimothy Vandergrift,



thePresidentof SandbaggerCorp.,aswell asSandbagger’sphonelogs andthe Sandbagger

brochureandrelatedmaterialsallegedlysentto Youngsville. Youngsvilleoffersno evidenceto

refutetheseallegations.Thus,thereatleastexistsa genuineissueof factasto theconcerted

effortsofYoungsvilleandDavisMachineto commitanunfair tradepracticewhich caused

damagesto Sandbagger.

CONCLUSION

For all of theaboveandforegoingreasons,genuineissuesof materialfactexistwith

respectto Sandbagger’sclaimsfor patentinfringementagainstYoungsvilleandDavisMachine.

Furthermore,this court further finds that genuineissuesof materialfactexistwith respectto

Sandbagger’sclaimsagainstYoungsvilleandDavisMachineundertheLUTPA.

Accordingly,theMotion for SummaryJudgmentfiled by DavisMachineand

Manufacturing[CourtDoc.#30] is DENIED.

Further,theMotion for SummaryJudgmentfiled by theCity ofYoungsville [CourtDoc.

#33] is DENIED.

THUS DONEAND SIGNEDon this the ~ ~day of______________

2009.

~E~UDGE RICHARD T. HAIK, SR.
UNITEI5 STATESDISTRICT COURT
WESTERNDISTRICT OF LOUISIANA

1.


