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IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF MARYLAND
Southern Division

DURR SYSTEMS, INC,, *

Plaintiff, *
V. Case No.: GJH-18-2597

EFC SYSTEMS, INC.,
Defendant.

* * * * * * * * * * * * *

MEMORANDUM OPINION

In this patent infringement case, Defendant/Counter-Plaintiff EFC Systems, Inc. asserts
five counterclaims against Pdiff/Counter-Defendant Durr Syains, Inc. ECF No. 20. Pending
before the Court is Durr Systems, Inc.’stMa to Dismiss Counts lll, IV, and V of EFC’s
Amended Counterclaims, which assert violatiohthe Lanham Act, 15 U.S.C. § 1125 (Count
[1), unfair trade practicem violation of MarylandCommercial Code 88 13-304t seq (2017)
(Count IV), and tortious integfence with business expectamtyiolation of Maryland common
law (Count V). ECF No. 25. No hearing is necess8gel.oc. R. 105.6 (D. Md. 2016). For the
following reasons, Durr Systems, Inc’srip@ Motion to Dismiss is granted.

l. BACKGROUND!?
Durr Systems, Inc. (Durr) is a United Stasesidiary of the German parent company,

Durr AG. ECF No. 20 1 10. Durr Systems AG is a German subsidiary of the same parent

! These facts are taken from EFC's Amended Countercamithe documents attached and integral to those
counterclaims. They amgesumed to be true.
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companySeeECF No. 20-Z Neither Diirr AG, the parent company, nor Diirr Systems AG, the
German subsidiary, are partigsthis case. ECF No. 20 71 1-2.

Durr AG, the non-party parent company, miatures robotic paint systems for the
automotive and industrial paint industries.FES0. 20 § 10. Automatic and industrial paint
application is accomplished by using rotary atration paint systems that utilize a “bell cup,”
which attaches to the end of aldine and rotates at high spe&tl.| 7. Paint is injected into the
center of the bell cup from the rear, and the hgdfrotation moves paint to the edge of the cup
by centrifugal force, resulting in atomization of the paint into small droptetBurr, the United
States subsidiary that is a party to this casakets and sells its paresampany’s robotic paint
systems and components (i.e., turbines and bell cups) in the United States to automobile
manufacturerdd. T 9. Durr and Durr AG sell bell cups under the name Ecols$8.idf 47;

ECF No. 20-2 at 4.

EFC Systems, Inc. (EFC) is an alteima source for industrigpaint equipmentid. § 11.
EFC does not manufacture or sell robotic arms, tiolsontrol systems, or similar equipment but
specializes in the design, comgtion, and manufactarof turbines and bell cups, as well as
other critical parts for industii@aint equipment, such as color changers and fluid vai¢e$.

12.

EFC alleges that Frank Herre, a Semtamager for Process Development at Duirr
Systems AG—the German subsidiary—made a presentation on February 8, 2018 to automobile
manufacturer Jaguar Landrover (JLR) in whichriticated that certaigFC turbines infringed
on patents for the EcoBell3 turbirid. { 45; ECF No. 20-2 at 2, 1Phe last page of the

presentation materials includes.Ntterre’s contact information:

2 See als&CF No. 25-3.



Frank Herre, Senior Manager Process Development

Address: DURR Systems AG
Carl-Benz StraBe 34

74321 Bietigheim-Bissingen

Tel.: +491(0) 7142- 78-2256

E-malll  Franx herre@durr.com

Web: www.durr.com
Id. at 112 Every page of the presentation lists DBystems AG as the copyright holder of the
presentationld. at 2—-11.

The presentation was made in responsedomplaint lodged by JLR about the high cost
of spare parts for turbines and certain vilomaissues “of the DURR turbines on the EFC test
stand.” ECF No. 20 § 47; ECF No. 20-2 at 4. JLR is both an EFC, Durr, and Dirr Systems AG
customer, utilizing certain robotic paint systems in its automobile assembly lines. ECF No. 20 {
48; ECF No. 20-2. In connection with those paatiots, JLR utilizes turbines and bell cups
purchased from both Durr and EFC. ECF No. 20 1 48.

In the presentation’s discussion of EFC’snpeting turbine, Mr. Herre referred to the
EFC turbine as a “clone” of the “EcoBell3 tumb,” indicating that it infringed on the patefd.
The EFC turbine pictured in the presentation is EFC part number 34-I0AQ319. In
November of 2017, Durr’s counsel and EFC'gresentatives communicated regarding EFC 34-
1A00 parts being sold by EFC to JUK. More specifically, through those discussions, Durr’'s
counsel admitted that the EFC 34-1A00 parts being sold to JLR didfnoge Durr’s patents
due to certain distinctions tveeen the EFC and Durr desigit.

In this context, EFC alleges that Mr. Hésretatements to JLR approximately three

months later were knowingly falskl. § 50. EFC further alleges that “those statements were

349" is the country dialing code for Germany.



made with intent to cause harm to EFC” arat they have caused reputational harm to B&C.
1 51. Since Mr. Herre’s presentatj JLR has not purchased anyrmof the turbines mentioned
in the presentation from EF@I.

In a separate incident at an unknown timBuar representative met with an automobile
manufacturer who had previously purchasediastlled robotic paint equipment sold by Durr.
Id. § 56. The customer was at the time consideahegourchase of EFC bell cups to be used in
place of Durr’s bell cups on thaurr robotic paint equipmenid. § 57. When the Durr
representative learned that the customeramasidering switching to EFC bell cups, the Durr
representative told the customer that theyld not purchase EFC’s bell cups due to a patent
infringement issudd. EFC experienced economic and repotaai harm as a result of this and
other similar incidentdd. 1 58.

1. STANDARD OF REVIEW

Plaintiff/Counter-Defendant Durr movesd@esmiss Defendantilinter-Plaintiff EFC’s
Amended Counterclaims, assertingttthe allegations fail toate a claim upon which relief can
be granted. When deciding a motion to dismisxuat “must accept asue all of the factual
allegations contained in the complaint,” and “draw all reasonable inferences in favor of the
plaintiff.” E.I. du Pont de Nemours & Co. v. Kolon Indus., 1687 F.3d 435. 440 (4th Cir.
2011) (citations and internal quotation markstteai). Pursuant to Ruka)(2) of the Federal
Rules of Civil Procedure, a complaint mushtain a “short and plain statement of the claim
showing that the pleader is entitled to religféd. R. Civ. P. 8(a)(2). To survive a motion to
dismiss invoking Federal Rule of Civil Procedd&b)(6), “a complaint must contain sufficient
factual matter, accepted as trtte state a claim to relief #t is plausible on its face.Ashcroft

v. Ighal 556 U.S. 662. 678 (2009) (citir@ell Atl. Corp. v. Twomblys50 U.S. 544. 570 (2007)).



The factual allegations must be more than “lalaeld conclusion . . . Factual allegations must be
enough to raise a right to reliabove the speculative levelivombly 550 U.S. at 555. A
complaint will not survive Rule 12(b)(6) review efte it contains “naked assertion[s]” devoid of
“further factual enhancementd. at 557. “A claim has facial @usibility when the plaintiff
pleads factual content that allows the court to dimweasonable inference that the defendant is
liable for the misconduct allegedgbal, 556 U.S. at 663. “But where the well-pleaded facts do
not permit the court to infer more than therenpossibility of misonduct, the complaint has
alleged—hbut it has not ‘show[n]—'that éhpleader is entitled to relief.3ee idat 679 (citing
Fed. Rule Civ. Proc. 8(a)(2)). In reviewingration to dismiss, the Court may consider
allegations in the complaint, matters of public record, and attachments that are integral to the
complaint without converting the moti into one for summary judgme®ee Philips v. Pitt
Cnty. Mem'l Hosp.572 F.3d 176, 180 (4th Cir. 2009).
1. DISCUSSION

Statements related to a party’s patent ggire “conditionally priviéged under the patent
laws, so that such statements areawionable unless made in bad faithehith Elecs. Corp. v.
Exzec, InG.182 F.3d 1340, 1353 (Fed. Cir. 19989¢ also Hunter Douglas, Inc. v. Harmonic
Design Inc., 153 F.3d 1318, 1336 (Fed. Cir. 1998)erefore, when a party alleges Lanham Act,
unfair trade practices, or tortiouderference with business clairft arise in the context of a
patentee potentially exerang its privilege to notify the public dheir patent rights, the claimant
must allege facts demonstrating that the pateatted in bad faith gufficiently plead its
claims.See Serio-US Indus., Inc. v. Plastic Recovery Techs.,@&a®F.3d 1311, 1320 (Fed.
Cir. 2006) (noting that “bad faith must be alldgand ultimately proven, ew if bad faith is not

otherwise an element” of the claim). To sufficierdliege bad faith, a claant must allege that



(1) the patentholder’s infringement claim wagectively baseless, aii@) the patentholder
asserted infringement with subjective bad faibe Globetrotter Software, Inc. v. Elan
Computer Group, In¢362 F.3d 1367, 1375 (Fed. Cir. 2004).

Here, EFC fails to plead factual allegatidhat plausibly support the conclusion that
Durr acted in bad faith as it asserted pai&iningement. First, ta Court cannot draw a
reasonable inference that Durr is liable for Merre’s conduct. When MHerre told JLR that
an EFC product was a “clone” of a Durr produchstituting “patent infringement,” he did so on
Durr Systems AG’s behalf. ECF No. 20-2 at 2-11rr[8ystems AG is not a party to this case,
and although EFC alleges in conclusory fashimat Mr. Herre was representing Durr (the
Counter-Defendant here), ECF No. 20 | 45, tes¢mtation materials that EFC attached to and
incorporated in their Amended Counterclaimis { 46, conclusively establish that Mr. Herre
presented to JLR on Durr Systems AG’s belalery page of the presentation lists Durr
Systems AG as the copyright holder for thegentation, ECF No. 20-2 at 2-11, and the last
page provides Mr. Herre’s contanformation, identifying Mr. Here as a Senior Manager for
Process Development at Durr Systems AG, the German subsidiary for Diid. AG11. Mr.
Herre’s contact information includes the addréor Dirr Systems AG in Germany as well as a
German phone numbdd. EFC has not alleged any facts taliww the Court to conclude that
Mr. Herre was also acting as an agent for Durr—s#rdit entity and the dyparty to this suit.
SeeECF No. 20.

EFC attaches exhibits to its Opposition timaicate that Mr. Herrés an inventor on
multiple patent applications for rotary paatbmization systems, ECF Nos. 28-1 & 28-2, and
that Mr. Herre assigned his righdsectly to Durr, ECF Nos. 28-& 28-4. EFC therefore argues

that it is reasonable for the Court to infeattMr. Herre is an employee of Durr and Duirr



Systems AG and made his presentation to JLR on Durr’s behalf. However, EFC does not include
these allegations in its Amended Counterclaamd these documents were not attached to or
incorporated in their amended allegatioBeeECF No. 20. A party cannot amend a complaint
through statements made in an opposition to a motion to dissag&achair, Ltd. v. Driggs

965 F. Supp. 741, 748 n. 4 (D. Md. 1994%f,d, 141 F.3d 1162 (4th Cir. 1998) (unpublished
table opinion). Additionally, even if EFC had alleged that Mr. Herre was an employee for both
subsidiaries, the presentation slides makardhat he was presenting on Durr Systems AG’s
behalf. ECF No. 20-2. Although EFC has allegedanclusory fashion that Mr. Herre was
communicating on Durr’s behalf, it has not alledgtts that support a conclusion inconsistent
with the presentation materials. To the exteat #FC’s conclusory aligtions contradict the

facts in the presentation magds, “crediting the document oveonflicting allegations in the
complaint is proper” because EFC incorpordteslpresentation materials in its Amended
CounterclaimsGoines v. Valley Cmty. Serv822 F.3d 159, 167 (4th Cir. 2016).

EFC'’s argument that the presentation was prepared in English and included the Durr AG
logo and website does not transform the speculassgertion that Mr. Herre was serving as an
agent for Durr into a plausible ajjation. What can be inferred fraime fact that ta presentation
was given in English is little more tharatithe presentation’s audience, a British based
company, speaks English. The presentation’s laggytells the Court nothing about what entity
Mr. Herre was representing. Similarly, the useshared logo only corroborates that the
subsidiaries share a parent company. Takerthiegehe allegations about the JLR meeting are
irrelevant to EFC’s claimabout Durr’s conduct.

Thus, although EFC alleges that three months prior to the JLR meeting, Durr’s counsel

confirmed to EFC’s representatives that BtC 34-1A00 parts being sold to JLR did not



infringe on Durr’s patents, EFC fails to allegatthafter this meeting Durr or its representatives
made any false or misleading statementseatntrary. Beyond Mr. Herre’s statements, which
are not attributable to Durr, EFs more general allegations abauseparate incident at an
unknown time are not sufficient to state a claim. &ample, it is not clear from the allegations
whether the Durr representative who allegedlgl an automobile manufacturer that the
customer could not purchase EFC’s bell cups mxatia patent infringement issue did so
before or after Durr and EFC conferred aboetB#C 34-1A00 parts. i further not clear
whether the same EFC 34-1A00 parts discussdtkedtiovember 2017 meeting were the parts at
issue in the incident that occurredaat unknown time and involved an unknown Durr
representative and an unknown automobile mastufer. Because the fael allegations about
the incident involving a Durr repsentative are so unspecific, the Court cannot conclude from
the pleadings that Durr was ingperly asserting paté rights where nonexisted. Further, the
Court certainly cannot conclude from the lindit@legations, that the Durr representative was
asserting patent infringement improperhdadoing so with subjective bad faith. EFC has
therefore failed to allege facts from which tBeurt can reasonably infére two elements of bad
faith—(1) that Durr’s infringemat claim was objectively baselessyd (2) that Durr asserted
infringement with subjective bad faitBee Globetrotter Software, In862 F.3d at 1375.

In sum, EFC has failed to support its Lanh&ab, unfair trade praeces, and tortious
interference claims with sufficiefiactual allegations. As a resutpunts Ill, IV, and V of EFC’s

Amended Counterclaims will be dismissed.

4 Although Durr requests that EF@sunterclaims be dismissed with prejudice, the Court is not convinced that
further amendments would be futile and does not find aisksiwith prejudice to be appropriate at this time.
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V. CONCLUSION

For the foregoing reasons, Durr’s partial Motion to Dismiss is granted. A separate Order
shall issue.
Date: August 5, 2019 /sl

GEORGE J. HAZEL
United States District Judge




