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IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF MARYLAND

PAICELLC,etal., *
*
BMW, *
*
V. * Civil Case No. SAG-19-3348
*
BAYERISCHE MOTOREN WERKE,AG., *
et al., *
*
Paice. *
*
* * * * * * * * * * * * * *

MEMORANDUM OPINION

Paice LLC (“Paice”) and The Abell Foundation, Inc. (“AB€collectively, “Paice”) sued
Bayerische Motoren Werke, A.@GndBMW of North America, LLC(collectively, “BMW” ) for
patentinfringement. Pending is claim constructidior the disputed terms of U.S. Patent Nos.
7,104,347 (“the '347 patent”); 7,237,684he '634 patent”); and,630,761 (“the '761 patent”)
(collectively, the “Asserted Patents”PDn October 15, 2020, the Court held a claim construction
hearing. For the following reasons, the claim constructions adopted by the @logotern this
litigation.

l. BACKGROUND

Paiceis a Delaware limited liability company witits principal place of business in
Maryland ECF 1 at 3 Established in 1992 by Doctor Alex J. Severinsky, the compdayéiops
and promotes innovative hybrielectric vehicle technology that improves fuéficeency and
lowers emissions, whilenaintaining superior driving performante Id. Abell, a Maryland

corporation, is a nonprofit charitable organization whose objectives inahetgeasing energy
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efficiency and producing alternative energyd. BMW, meanwhile,is an automaker that
manufacturg markes, and se# luxury cars worldwideincluding hybrid electric vehicles.

Paice and Abell are emwners by assignment of the entire right, title, and interest in and
to U.S.Patent Ns. 7,104,347; 7,237,634nd8,630,761.1d. at 6 The’'347, '634, '761patents
are part of a family gbatents related t0.S. Patent No. 6,209,67&. at 7. The patents involve
hybrid vehicle technologies, and per Paice’s description involve “hybrid topolagiesethods
of control to optimize vehicle performance, fuel economy, emasions efficiency Id. More
specifically, since dybrid vehicle uses two power soureesn electric motor (powered by a
battery) and an internal combustion engine (powered by gaselihe)vehicle requires a way to
switch between the two power supplide patents claincontrol strategies for coordinating these
two power sources.

OnAugust 7, 2020the parties submitted a Joint Claim Construction statent&DE No.
71. Onthat same dgBMW submitted their opening claim construction brief. ECF’8y.as di
Paice,ECF No0.72. On September 8, 20MW filed their responsive claim construction brief,
ECF 82, as did&ce ECF 81 A claim constructiormearing was held on October 15, 2020.

. LEGAL STANDARD

Claim construction is a question of law, to be determined by the Cddarkman v.
Westview Instruments, Inc517 U.S. 370, 3841996). Specifically, “[c]laim construction is a
matter of resolution of disputed meanings and technical scope, to clagifwlzgen necessary to
explain what the patentee covered by the claims, for use in thenitetéon of infringement. Itis
not an obligatory exercise in redundaricyTherefore, “district courts are not ... required to
construe every limitation present in a patent's assetéaas.” O2 Micro Intl Ltd. v. Beyond

Innovation Tech. Cp.521 F.3d 1351, 1362 (Fe@ir. 2008. For instance, terms that are
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“‘commonplace”or that “a juror can easily use [] in her infrimgent factfinding without further
direction from the court” need not be construed because they “dnemenfamiliar to the jury,
confusing to the jury, nor affected by the specification or prosechisbory.”

“It is a bedrock principle of patent law that the claims of a patent digfensvention to
which the patentee is entitled the right to excludetiillips v. AWH Corp.415 F.3d 1303, 1312
(Fed.Cir. 2005) (internal quotation marks omitted)rtcelenied, 546 U.S. 1170 (2006). Thus,
unsurprisingly, “the claim construction analysis must begin and rent&interedon the claim
language itself Id. Acourt should givéhe term’swordstheir “ordinary and customary meaning”
as would be understood by “a person of ordinary skill in the art in question amtheftthe
invention.” Id. at 1313. “A determination that a claim term. . has théplain and ordinary
meaning may be imdequate when a term has more than ordinary meaning or when reliance
on a term'sordinary meaning does not resolve the patteéispute” O2Micro, 521 F.3cht1361.

In addition to the plain language of the wiaitself, “the claimshould beread within the
context of the entire patent, including the specificatioR.ilse Med. Instruments, Inc. v. Drug
Impairment Detection Servs., In2009 WL 6898404, at *1 (D. Md. Mar. 20, 2009 The
specification “is always highly relevant to the claiomstruction analysisUsually it is dispositive;
it is the single best guide to the meaning of a disputed te¥fittdnics Corp. v. Conceptronic,
Inc, 90 F.3d 1576, 1582 (FedCir. 1996). Yet, in other Federal Circuit decisions, the
specification’s usénas been limited to circumstances in which eitheerpatentee sets out a

definition and acts as his own lexicographem;™when the patentee disavows the full scope of a
claim term either in the specification or during prosecutiddriwiredPlanet, LLC v. Apple In¢.
829 F.3d 1353, 1358 (Fed. Cir. 2014d)o this end, thé&ederal Circuit has “acknowledge[d] the

difficulty in drawing the fine line between construing the claims in lgfhthe specification and
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improperly importing a limitatiorfrom the specification into the claimsCont'l Circuits LLC v.
Intel Corp, 915 F.3d 788, 797 (Fed. C2019, cert. denied, 140 S. Ct. 648019). Through close
review of the specification, “[mJuch of the time .it will become clear whether thatentee is
setting out specific examples of the invention to accomplish those goals, trewtiet patentee
instead intends for the claims and the embodiments in theispgoifi to be strictly coextensive.”
Phillips, 415 F.3d 1323. To that end, foetgpecification language to restrict the scopdaifinc
term, it must “rise to the level of ‘a clear and unmistékalisclaimer.” Cont'l Circuits, 915 F.3d
at 797 (quotingrhorner v. Sony Computer Entm't Am. L1669 F.3d 1362, 1367 (Fed. G012)).

“In addition to consulting the specification ... a court should also consider th&t'pate
prosecution history, if it is in evidence.Phillips, 415 F.3d at 1317 (internal quotation marks
omitted). “The prosecution history limits the interpretation of claim tesmsas to exclude any
interpretation that was disclaimed during prosecutiomtti8wvall Techs., Inc. v. Cardinal IG Co.
54 F.3d 1570, 1576 (FedCir. 1995), cert. denied, 516 U.S. 98¥995). “Yet because the
prosecution history represents an ongoing negotiation between the PTO apglidant, rather
than the final product of that negotiation, it often lacks the clarity of thafigadion and thus is
less useful for claim construction posges.” Phillips, 415 F.3d at 1317Relatedly, “statements
made by a patent owner during an IPR proceeding can be considemsgl daim construction
and relied upon to support a finding of prosecution disclaimasylus Networks, Inc. v. Apple,
Inc., 856 F.3d 1353, 1361 (Fed. Cir. 2017).

“In most situations, an analysis of the intrinsic evidence alone willvesoly ambiguity
in a disputed claim term. In such circumstances, it is improper ytoorelextrinsic evidence.”
Vitronics 90 F.3d at 1583. Extrinsic evidence, including expert and inventor testimony,

dictionaries, and learned treatisegy be helpful to explain scientific principles, the meaning of
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technical terms, and terms of art that appear in the patenpraséeicution history. Extrinsc
evidence may demonstrate the state of the prior art at thetithe invention.Itis useful to show
what was then old, to distinguish what was new, and to aid theinotn® construction of the
patent.Markman 52 F.3d 967, 980 (Fe@ir. 1995) (internal quotatiomarksomitted), aff'd, 517
U.S. 370(1996). “In sum, extrinsic evidence may be useful to the court, but it is unlikelyuto res
in a reliable interpretation of patent claim scope unless considethd context of the intrinsic
evidence.” Phillips, 415 F.3d at 1319.

[II.  ANALYSISOFTHE DISPUTED TERMS

a Teml
Claim Term Paice’sproposed BMW'’s proposed construction
construction
“shafts may be connected i Plain and ordinary “shafts areconnected by a non-
a nonslipping clutch” meaning slipping clutch, a non-conventiongl

automotive friction clutch that
does not allow for extensive
relative slipping before the shaftg
are engaged”

The core of the dispute over construction of this term is the parties’ eksagnt over
whetherPaicés use of the permissive phrase “may be connecsbduld be replaced with the
mandatory phrase “are connecteat BMW'’s urging. Paicearguesthatthe word “may” is not
ambiguous and is optional on its facECF 73 at 12-13.Paicealso note thatBMW failed to
identify this claim term for construction and statédt it “accord[ed] the plain and ordinary
meaning to the remaining termst’ its recentinter partesreview (IPR) petition.ld. at 12 citing
ECF 735 at 8 BMW respondsvith a contextual argument grounded in the specificatioyying
thatit arguedimits the claim to the use of a nghpping clutchandin doing saresolves ambiguity

in the meaning of the term “may.” ECF &216-18.
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BMW’ s transformation of the word “may$ unwarranted, as the term has a clear plain
meaningindicating that the use of a naiipping clutch is optionalContrary toBMW’ sconcens
that evey clause must do something to restrict the scope of the claim,7E@FL8,the Federal
Circuit has held that thers nothing inherently problematic with the use of an opeted phrase
like “may” in a claim. See In re Johnsto35 F.3d 1381, 1384 (Fed. CR006) (“Optional
elements do not narrow the claim because they carysilb@aomitted.”)see also Prolitec, Inc. v.
Scentair Techs., Inc807 F.3d 1353, 1358 (Fed. Cir. 20{%J]he use of'may’ signifies that the
inventors did nointend to limit the patent.”) (reversed other grounds).Moreover, nothing in
the specification provides the sort of “clear, limited definition ofténen being construed” such
that it could overcome the plain meaning of the word “maydad Science,LC v. Telfer Oil Cq.
2012 WL 1739817, at *5 (E.D. Cal. May 15, 2012)hile the specification does discuss the use
of nonslipping clutches, it does so in a permissive fashion similar tavtrd “may” in the
disputed claim at issueECF 73-1 at 26:33-40 (stating that the clutch “neecheoessarilybe an
ordinary automotive friction clutch”) (emphasis addedccordingly, the Court will adopt the

plain and ordinary meaning construction propose&ige!

b. Teem2
Claim Term Paice’sproposed BMW'’s proposed construction
construction
“operating the turbochargerl Plain and ordinary “operating the turbocharger whg
.. when desired” meaning the road load has exceeded
engine’s maximum torque outp,
for a specified period of time”

1 As the Court construes this term to be optional, it declinésrtioer construe the phrase “non
slipping clutd,” which is sufficiently defined by its plain and ordinary meaning.
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This second disputed teromce againnvolves Paicearguing fora plain meaningwhile
BMW seekdo import alleged limitations from the specificatioRaiceargueshatthe meaning of
“when desired” is plain on its face, in that theébtncharger caibe controlledto broadlyoperate
when desiredo “maximize efficient operation of the engine” (in coadt with a conventional
turbochargr which either operates or does not operate based on gas enginealonghutE CF
73 at 14.Paiceemphasize that “the claims are intentionally silent on when the turbocharger mus
be operated,” in stark contrastBMW’ s construction ECF 81 at 8Paice also highlights the fact
that BMW did notdisputethis particular claim ternn its previousIPR brief conguing '634,
where it stated'[p]etitioners ... accord the plain and ordinary meaning to the remaimmg.te
ECF 736 at 10. BMW, meanwhile arguesthat the term “when desired” is ambiguouBMW
thus turrs to the specification for greater detaithich it allegesprovides the relevant language
specifying when the turbocharger opesatar the purposes of the claireCF 72 at 1415. Italso
argues that the specification disclaims operation of a convehtigbacharger. ECF 72 at 15.

BMW’ s narrow definition of when the turbocharger operates falls short. While thie Cour
agrees that “when desired” is less than clear in ining, as will be discussed below, there is no
support for inserting the “roatbad > MTO” language as the sofatuation in which the
turbocharger operatesrhis is supportedby the principle of “claim differentiation,” an analysis
that revolves aroundaims 47, 103, and 13®&here Paicelid use the “road load > MTO” language
BMW attemps to insert here. The fact thatPaiceused thislimiting language elsewheréut
excluded it heresuggests an intentional choice not to limit the term “when destedhat
particular circumstanceClearsteam Wastewater Sys., Inc. v. Hydwtion, Inc, 206 F.3d 1440,
1446 (Fed. Cir. 2000) (“Under tlioctrine of claim differentiation, it is presumed that different

words used in different clainmesult in a difference in meaning and scope fohedt¢heclaims.”).
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While the specification does include language suggesting that theuttbeeharger is employed
only when the vehicle’s torque requirements, tload load as above, exceeds the engine’s
normally-aspirated maximum torque capacity for a re&yivextended period T of time,” the
surrounding language suggests that this description was meant to be exerfil&iy/32 at
44:59-65. In fact, the defining feature of the claimed turbocharger was itditemhal flexibility”

that allowed it to be operated “when useful in further improving vehicle eféigiand drivability
and not at other times.Id. at 44:52-57.Ultimately, this mix of language does not rise to the level
of “cleardisavowal’required to overcome the plain meaning of “when desir8egeEpistar Corp.

v. Intl Trade Comm'n566 F.3d 1321, 1335 (Fed. Cir. 20@quoting Teleflex, Inc.v. Ficosa N.
Am. Corp, 299 F.3d 1313, 1325 (Fed. Cir. 2002)).

While BMW's overly-narrow definition may not be supported by tbpenendedclaim
language or other intrinsic evidence, it is also true that “wheinedédoes not have the sort of
unambiguous plain meaninthat Paice argues it doedn the context ofmachines like the
turbocharger anthe controller operating jtthe term “desired” and the personification itasst
provideslittle clarity as to what is being desired or whaten, is doing the “desiring.'Setting
asidesuch semantics, the “when desil” language would not be helpful to a jury seeking to
determine questi@of infringement Whereas thether operended terms at issue here have some

well-defined boundarieapon which a jury could relye.g.a “pattern of vehicle operation” is

2 BMW argues that the specification disclaims operation of a conventionabcharger, a
viewpoint that has compelling support in the teee€634 patent, 46:14-19. However, even if it
were true that the specification disclaims a conweat turbocharger, that fact alone does not
provide support for its overly narrow construction put forward here, whichrgaay steps further
and articulates one single case in which ibeel turbochager can operate. Moreover, Paice
appears to concedbat a conventional turbocharger is not covered by its progmaedmeaning

of “when desired” in the first place, even without a disclaimer. BCEt 9. To the extent that
BMW is concerned Paice Wwiteek to include operation of a conventional turbocharger in this
claim at trial, that avenue is foreclosed by Paica/s arguments here.
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necessarily limited to operation of said vehicle, even if itdsaopen hovexactlythe pattern is
derived) “operating the turbocharger.when desired” has no such limi#tswhen desireticould
mean almost anything. Such boundless scope is not only of little use in determimggmént,
but isalsobelied by the specification, whiadoeslimit the claim termjust not in the way BMW
suggests. As noted above, théurbochargeris meant to beoperated “when useful in further
improving vehicle efficiency and drivability and not at other timdsCF 732 at44:52-57. This
language delinates a clear outer bound for the claim, while also stayinp theflexible nature
of the original “when desired”language. fie Court willthus adopits own constructin:
“operating the turbocharger . . . when useful in further improving vehidlgesfty and drivability

and not at other time's

c. Term3
Claim Term Paice’sproposed BMW'’s proposed construction
construction
“a predicted nearerm “an expected pattern{ “a pattern of operation of the
pattern of operation” and operation” vehicle expected based on
“anticipated patterns of monitoring the driver’'s repeated
vehicle operation” driving operations over time”

The core of the parties’ disagreement here centers wrthwvehicle controller derives
the “pattern of operation” it uses to vary and optimize hybrid conB&MW seels to limit how
the controller derives this patterpasing itsolely on the driver's gpeated driving operations,
whereas Paicsuggestshat the question of how the pattern is derived was left-epded by the
claim languagend covers vehicle operatiim general In support of its positionBMW relies
heavily on argumentRaice made indistinguishing its invention from others during the patent
application process, as wallegedlimiting language in the specification. ECF 72 at 8-BIW

also poins out thaPaicehasconstrued related phrases in t{B&7 patent to mean “monitoring a
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driver's repeated driving operations over time”arprior IPR proceeding.ld. at 11. Paice
meanwhile pointsto the fact that the plain language of the claim contaimefesence to how the
pattern is derived, and args that the specificatiorand prosecution historgctually suppos,
rather thardisclains, a moreopen-ended reading. ECF 73 at ECF 81 at 1412 Paicealso
looks to the’'761 independent and dependent claims as contexudlencethat BMW’s
construction improperly limits the way the patternis derived. ECF 73 at 18.

Once againBMW’s narrow construction fails to overcome theambiguously broad
language of the claim, whidPaiceaccurately notedoes not include any limitation as to how th
pattern is derived.The various intrinsic sources upon whiBMW relies do notgo so far as to
disclaim the broad scope of the claim ternsupport its narrow definition af’hat criteriamight
be usedfor prediction. Thepatentapplicationhistory, for onesays nothingabout restricting
derivation of therelevantpattern fromdriver behavioralone. ECF 721 at 5859. It merely
suggestshat, in contrast with the 970 patenhe invention will not make determinatiosisictly
in real time, and thathe determinations will be based on vehgpecific operation patterngd.
The languag®MW cites in which Paicedistinguished the '970 patenises language describing
monitoring of vehicle operation generallsather than driveoperationspecifically 1d. (noting
that the claimed invention would “anticipat@attern of operation of the vehitland “monitorf]
operation of the particular vehicle”)The portions of the specificatiaited byBMW, meanwhile,
describe predicting a pattern based on driving operationgjdsd framedin the language of
examplesrather than as theuterbounds of the claimSee, e.q.ECF 733 at 39:4867 (noting
that it is “within the scope” of the invention to monitor the vehictg¥@ration over time and to
specifically monitor repetitive driving patterns, but not articulating tihiatis theonly way to

monitor vehicle operation)
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BMW makes the compelling pointhat Paicehasargued for anore limited construction
(that closely tracks BMW's construction heod)anearidentical phrasean the context of thé847
patent ECF 72 at 11 Yet such evidence-from a different patent, litigated anseparate caset
involving BMW, in which the parties were focused on a differetdrjpretive issue-falls short of
limiting theplainly openendedanguage of the claim itseléspecially where the specification and
the prosecutiorhistory contairthe same unrestrictddnguage. Itis also worth noting thrice
whether in the specification or at oral argumdrasprovided few examples of other factors that
might play intothe expected pattern of operation. It seems apptdrantriving operations will
be the most central factorin ascertaining the pattern of oper&tevertheless, the plain language
does not rule out other inputs. Thuscause Paice’sonstruction hews most closely to the broad

plain language of the claim, ti@ourt will adoptt: “an expected pattern of operation.”

d Tem4
Claim Term Paice’sproposed BMW'’s proposed construction
construction
“monitoring operation of saif Plain and ordinary “monitoring a driver’s repeated
hybrid vehicle” meaning driving operations over time”

Like Term 3 above, this dispute centers on a dispute over whetneotitering of driving
operation should be limited to a driver's repeated driving operatiombe parties largely
incorporatetheir arguments from the preceding analyasthe two claims are connected such that
the parties agree they should be construed in conjunction with one arte@fe82 at 3; ECF 73
at 1920. Additionally, BMW asserts that Paice inappropriately relies @“gtain and ordinary
meaning” here to avoid providing its own construction of the terBBW suggests that Paice’s
strategy amounts to “neconstruction.” ECF 72 at 12-13However, as Pae points outthere is

a long history of utilizing the “plain and ordinary” in the absence dfigmity as to what the claim
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term means. See, e.g.InterDigital Commn’cs, LLC v. Intl Trade Com'690 F.3d 1318, 132
(Fed. Cir. 2012) “The plain meaning of claim language ordinarily contfglsActiveVideo
Networks, Inc. v. Verizon Commn’cs, In694 F.3d 1312, 132@ed. Cir. 2012) (finding the
district court properly construed two terms as plain and ordmagning. Moreover BMW did
not identify this term as one requiring constructiontgiprior IPRfiling regarding the 761 patent.
In doing so, BMWIlumped it together witbhe other noreonstrued terms it saghould be given
plain and ordinary meaning ECF 811 at 10 (“Except asdiscussedbelow, the terms in the
Challenged Claims should have their plain and ordinary meaninguimoses of this IPR
proceeding.”).

Here, once again, there is no ambiguity in “monitoring operation of saiddhyéhicle”
While it is undoubtedly opeanded and may not provide the sort of restricted specificity that
BMW would like, there is ncevidence in the specification or elsewhere that Paicelyclear
disclaimedthe operended plain meaninghat leaves open the question of what, specifically, is
being monitored about the vehicle’s operation. The Court will therefore adoplaiheand

ordinary meaning of this term.

e. Term5S
Claim Term Paice’sproposed BMW'’s proposed construction
construction
“repetitive pattern of Plain and ordinary “a pattern of operation of the
operation of said hybrid meaning hybrid vehicle derived from
vehicle” monitoring the vehicle’s operation
over a period of days or weeks”

The parties herdisagree regarding the period of timeerwhich the repetitive pattein
gleaned, as well ggagain)how the repetitive pattern is derive@MW seeks to specify that the

time period must be “a period of days or wetkd)ile Paiceargues that the claim is intentionally
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openended in terms othe timeframe during whickhe relevantmonitoring occurs. BMW
suggests that the definition of “repetitive” necessarily requiresi@dpeftime in which it occurs,
and points to the specificatido provide that time period because it retera “period of days or
weeks.” ECF 72 at 134. Paice, meanwhildpcuses on thallegedly problematigrammatical
ramifications of BMW’s constructignsuggestinghat the plain language is sufficietd give
meaning to the word “repetitive.” ECF 81 at 15-Faice also notes that BMW failed to contest
the meaning of this term in the prior IPR. Instdi&é,in the examples abovBMW suggested
thatthe term—together with any other term not specifically contested in its IPR brief—sheuld
given its plain and ordinary meaningd. at 16.

Here, BMW'’s proposedconstruction falls short. While it is undoubtedly true that
“repetitive” necessarily implies that somethirepeats over a period of time, that does not mean
that this time period must be specified in the clairorder for it to have a clear and unambiguous
meaning. The unambiguous meaning is thgpetitive” means the pattern repeats over time
without limitation as to whathe relevantime periodmight be The specification does not say
otherwise Rather it references “monitor[ing] the vehicle’s operation over a period of days
weeks” as “within the scope of the invention.” ECF 73-3 at 39:48F5at something is “within
the scope of the invention” does not mean that it iotiyething the invention covers, but rather
that it is one possible embodiment withtsiscope. That is not the sort of clear disavowal needed
to support BMW's insertion of “days or weeks” into the claim term.

Setting the period of time asideistsimilarly unnecessary to alter the language ofkim
to specify that the “pattern of operatiois’ derived from “monitoring the vehicle’s operation.”
Paice accurately notes that this slight tweak in language funddmaatasforms the term from

a description of a pattern into an explanation of how the pattermiv@de The impropriety of
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this transformation is highlighted by claim 3, which provides its own deimibf how the

repetitive pattern is derived artthus would resultin redundancywere BWM'’s construction

inserted Accordingly, he Courtconstrues the term to have its plain and ordinary meaning.
V. CONCLUSION

For the foregoing reasons, the five terms as construed by the Court are as follows

Term Court’s Construction

“shafts may be connected by a maipping clutch” | Plain and ordinary meaning

“operating the turbocharger . . . when desired” | “operating the turbocharger . . . when
useful in further improving vehicle
efficiency and drivability and not at
other times.”

“a predicted neaterm pattern of operation” and | “an expected pattern of operation”
“anticipated patterns of velte operation”

“monitoring operation of said hybrid vehicle” Plain and ordinary meaning

“repetitive pattern of operation of said hybrid Plain and ordinary meaning
vehicle”

Dated: October26, 2020 Is/
Stephanie A. Gallagher
United States District Judge



