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IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF MARYLAND
Southern Division

*

GARNIER-THEIBAUT, INC,,

Plaintiff,
*
V. Case No.: PWG-17-3632
*
CASTELLO 1935INC., ET. AL, *
Defendants. *
* * * * * * * * * * * * * *

MEMORANDUM OPINION AND ORDER

Defendants Castello 1935 Inc. (“Castellafd Richard William Campbell (“Campbell”)
entered into a contract to manufacture napking tablecloths for a Malgnd hotel. Plaintiff
Garnier-Theibaut, Inc. (“GT”) &ges those napkins and tablebkembodied direct copies of
GT’s copyrighted design. Accordingly, Giled this litigation on December 7, 2017. Compl.,
ECF No. 1. It brings four countagainst Castello and Campbé&bpyright Infringement (Count
1), Impoundment and Destruction (Count Iljyade Dress Infringement (Count Ill), and
Interference with Business Expanty (Count 1V). Am. ComplECF No. 16. Defendants have
filed a motion to dismiss all of plaintiff's @ims. Defs.” Mot.,, ECF No. 17. Because GT
adequately pleads all of its ala$, defendants’ motion will bdenied. Defense counsel Eric
Menhart's motion to withdraw kiappearance will be granted. Defendant Castello must retain
counsel as this case proceeddcGowan v. Cross991 F.2d 790 (Table), 1993 WL 125416, at
*1 n.1 (4th Cir. 1993) (“Corporations and partnepshias artificial entiés, may not appear pro
se but must instead appear through counseDgfendants will answer the Amended Complaint

by June 7, 2018 and | will then hold a Federal Ra@il€ivil Procedurel6 telephone aderence.
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Background

Plaintiff GT, a New York corporation, andfdadant Castello, a Virginia business entity,
are both engaged in manufactgriand distributing linens for use in the hospitality indutry.
Am. Compl. Y 4-5. In 2017, Castello, througtieddant Campbell, an officer of Castello,
entered into an agreement withe Hotel at UMCP ABC, LLC [te “Hotel”) to manufacture and
sell napkins and tablecloths tceethlotel. Am. Compl. {1 5-6, 13.he Hotel initidly planned to
award this contract to GT, batwvarded it instead to defendants because defendants agreed to
directly copy the designs of GTlinens, which are protected by copyright, for a less expensive
price. Id. 1116, 15. The focus of this litigation tefendants’ copying of GT’'s copyrighted
design.Id. 1 15.

GT owns a federal copyright e visual work (“Organic”) thais used in the weaving of
textiles, including dinner napkins and tablecloths sold to businesses within the hospitality
industry. Id. 112, 4. The copyright registrati on “Organic” (No. VA 2-072-446) became
effective on October 24, 2017d. at Ex. A. “Organic” was creéad and first published by GT in
2007 for use in its high-end linen collection aisddescribed as “a bold pattern of unique
irregularly sized rectangular fields enclosingiefl, curved elements evocative of tribal or
aboriginal works.” Id.  7-8. “Organic” can be reproducedany color or any material and
can be used as a single piece omultiple copies of the weaveld. 8. GT uses Jaquard
weaving to manufacture linens biegr the “Organic” visual work. Id. 19. These linens
containing the “Organic” design are referred to as the “Organic Productdd.

GT offered its Organic Products to the Hd@ sale, a contract worth approximately

$134,669.85.1d.  15. Castello, however, received tomtract instead by directly copying GT's

! Because this case is at the motion to dismégesthe facts are as stated in GT's Amended
Complaint.



Organic Products and selling theonthe Hotel, through Campbell, @alower price than the price
quoted by GT.Id. 11 15-17. Campbell, on behalf of Castefirst met with the Hotel in 2017.
Id. The Hotel provided Campbell with one of GToriginal products bearing the “Organic”
design, and Campbell advised the Hotel that €llastould copy the design and offer the linens
at a lower price than GTld. Defendants were aware at the time they agreed to copy the design
that it was protected by copyrightd. { 6. In fact, Castello’s agement with the Hotel contains
a provision shifting the liality for copyright infringement to the Hotelld. Castello continues
to use the copied design to adisstitems for sale to otherdd. | 15.

GT filed its initial complaibhon December 7, 2017. Compl., EGlo. 1. Consistent with
the order that | issued at the start of thissoggverning the filing omotions, ECF No. 6, a pre-
motion status conference was held on Jantéry2018, resulting in an Order permitting GT to
file an amended complaint and permitting defendants to file a motion to dismiss. ECF No. 14,
15. GT filed its amended complaint on January 26, 2018. Am. Compl., ECF No. 16.
Defendants have moved to dissi Defs.” Mot., ECF No. 17.

Standard of Review

Federal Rule of Civil Procedure 12(b)(6) pdms for “the dismissal of a complaint if it
fails to state a claim upon which relief can be grantédelencia v. DrezhloNo. RDB-12-237,
2012 WL 6562764, at *4 (D. Md. Dec. 13, 2012). Thike's purpose “is to test the sufficiency
of a complaint and not to reselwontests surrounding the factse therits of a claim, or the
applicability of defenses.Id. (quotingPresley v. City of Charlottesvilld64 F.3d 480, 483 (4th
Cir. 2006)). To that end, the Court bearamind the requirements of Fed. R. Civ. PBgll
Atlantic Corp. v. Twombly550 U.S. 544 (2007), andishcroft v. Igbagl 556 U.S. 662 (2009),

when considering a motion to dismiss pursuant to Rule 12(b)(6). Specifically, a complaint must



contain “a short and plain statement of the clamowang that the pleader is entitled to relief,”
Fed. R. Civ. P. 8(a)(2), and mustate “a plausible claim for reliéfas “[tihreadbare recitals of
the elements of a cause of action, supporteanbye conclusory statements, do not suffice,”
Igbal, 556 U.S. at 678—79See Velencia2012 WL 6562764, at *4 (disissing standard from
Igbal and Twombly. “A claim has facial plausibility when the plaintiff pleads factual content
that allows the court to draw the reasonainiference that the defendant is liable for the
misconduct alleged.’Igbal, 556 U.S. at 678.

Although at this stage of thmoceedings, | accept the weleplded facts alleged in GT'’s
Complaint as trueseeAziz v. Alcolac 658 F.3d 388, 390 (4th Cir. 2011), when reviewing a
motion to dismiss, | “may consider documents@ied to the confgint,” such aghe copyright
registration, “as well as documents attached to the motion to dismiss, if they are integral to the
complaint and their authenticity is not disputedsposato v. First Mariner BaniNo. CCB-12-
1569, 2013 WL 1308582, at *2 (D. Md. Mar. 28, 20183 CACI Int'l v. St. Paul Fire &
Marine Ins. Ca.566 F.3d 150, 154 (4th Cir. 2008ge alsd~ed. R. Civ. P. 10(c) (“A copy of a
written instrument that is an exdii to a pleading is a part ofdtpleading for all purposes.”).

Discussion

Count I: Copyright Infringement

The Copyright Act confers on the copyrightlder “exclusive’ rights to use and to
authorize the usef his work.” CoStar Grp., Inc. v. LoopNet, InB73 F.3d 544, 549 (4th Cir.
2004) (quotingSony Corp. v. Universal City Studios, Ind64 U.S 417, 432—-33 (1984)). The
holder’s rights include distribistn and performance or displaf the original, reproduction of
the original, and production of deative works. 17 U.S.C. § 10&}.; Avtec Sys., Inc. v. Peiffer

21 F.3d 568, 571 (4th Cir. 1994). Additionaltihe Copyright Act provides that “anyone who



violates any of the exclusive rights of the cogkitiowner...is an infringer of the copyright.” 17
U.S.C. 8§501(a). To establish a claim fapgright infringement under the Copyright Act, a
plaintiff must show two tmgs: (1) it owned a valid copght, and (2) the defendant(s)
encroached upon the rights conferred bpyight ownership. 17 U.S.C. § 501(&giffer, 21
F.3d at 571.

At issue in this case is the validity of GT’s copyrighbefendants contend GT does not
have a valid copyright on the “Organic” design because the design is embodied on “useful
articles” which are not protectachder copyright law, the desigs unoriginal, and GT has not
established ownership of the cojyt. To claim a valid copyrightGT must show the design is
both (1) original and@2), in the case of a usefaiticle, physically or aoceptually separable from
the utilitarian aspects of the itertlniversal Furniture Int’l, Inc. v. Collezione Europa USA, Inc.
618 F.3d 417, 429 (4th Cir. 2010). Additionally, @ilst show ownership of the copyrighd.
at 428. A plaintiff can rely on the certificate afpyright registration as prima facie evidence of
validity, provided the registration was made befaravithin five years after the first publication
of the work. 17 U.S.C. 810(c). GT, however, cannot rely d@s certificate of registration
because the first publication @rganic” was in 2007 while its géstration was not issued until
2017. Am. Compl. at Ex. A.

First, GT must show the design is originwhich “implicates only a light burden”
satisfied by showing “the worwas independently created byethuthor (as opposed to copied
from other works), and that it possesseleast some minimal degree of creativityCollezione

Europa USA, In¢.618 F.3d at 430 (citations and intermuotation marks omitted). A “slight

2 Defendants, in their motion, do not deny thaitlactions would constitute infringement of
GT’s copyright if GT’s copyright is valid.



amount” of creativity is sufficient testablish originality;[tlhe vast majority of works make the
grade quite easily, as they possess some creative spaurk.”

GT's Amended Complaint sufficiently allegélse “Organic” design is original. GT
claims it created the design independently, eithrenits own or through work for hire. Am.
Compl. §20. Additionally, GT's descriptioof the design as a “bold pattern of unique
irregularly sized rectangular fields enclosingtefl, curved elements evocative of tribal or
aboriginal works” makes it plausible that “Organpossesses “at least some minimal degree of
creativity. Id. § 8;see Collezione Europa USA, In618 F.3d at 430.

Second, because a useful arfidieat issue, GT must shatlve useful article is eligible
for protection under copyright law aspictorial, graphic, or sculptural work by showing the item
“incorporates pictorial, graphior sculptural features that cae identified separately from and
are capable of existing independently the utilitarian aspects ofaharticle.” 17 U.S.C. § 101.
This is known as the “conceptual separabilitgt.te In analyzing coceptual separability, the
Fourth Circuit has cited favorabtg this description of theest from the Seventh Circuit:

Conceptual separability exists...when thgistic aspects of an article can be

conceptualized as existing independently of their utilitarian function. This

independence is necessarily informed by whether the design elements can be
identified as reflecting the designer’s stit judgment exercised independently of
functional influences. If the elements do reflect the independent, artistic
judgment of the designer, conceptual sapdity exists. Conversely, when the
design of a useful article is as much thsult of utilitarian pressures as aesthetic
choices, the useful and aesthetic elements are not conceptually separable.

Collezione Europa USA, Inc618 F.3d at 432-33 (quotirvot Point Int’l, Inc. v. Charlene

Prods, 372 F.3d 913, 931 (7th Cir. 2004)).

3 A useful article is “an article ing an intrinsic utilitarian funatin that is not merely to portray
the appearance of the artideto convey information.” 17 U.S.C. 8 101. Napkins and
tablecloths, at issue this dispute, fall within this definition.
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Assuming the facts alleged in the Amend@dmplaint are true, it is plausible the
“Organic” design is conceptually separable from the linens on which it appears. GT alleges that
the Organic Products contaimdn-functional design elementshda that the “@ganic” design
can be reproduced on any surface, suggesting itepgesis not tied to the linens. Am. Compl.
1 11. These allegations make it plausible that“Organic” design iswholly unnecessary” to
the linens’ utilitaian function. See Collezione Europa USA, In618 F.3d at 434 (finding
conceptual separability where the designs on furniture were “wholly unnecessary” to the
utilitarian function of the furnitte). Additionally, the desgstion of “Organic” as a “bold
pattern...evocative of itsal and aboriginal works” suggts GT's objective in adding the
“Organic” design to the linens was not to imprdhe linens’ utility but instead to “give [the
linens] a pretty face.”See id(finding a designer’s “artistic jusigent exercised independently of
functional influences” relevant to concludiray design was conceptually separable from the
furniture on which it appeared).

Defendants contend the “Organic” design cdrbeseparated from GT's linens because
“the linens’ utility is decreased by suchsaparation; wear, imperfections, and stains are
increasingly visible on linens that are morefarm in appearance.” Defs.” Mot. 8. This
argument, however, is premature. The cdiurtls GT has sufficiently alleged conceptual
separability in its Amended Complaint so #&s survive defendants’ motion to dismiss.
Defendants may choose to raise this issuenagaithe conclusiorof discovery through a
dispositive motion.

Finally, GT must show it owns the copyrighCopyright “presumptively vest[s] in the
author—the one who translates an originaaidnto a fixed tangible means of expression.”

Peiffer, 21 F.3d at 571. This presumption falls, howetliéthe work is made ‘for hire,” such as



one ‘prepared by an employee within 8wpe of his or her employment.ltl. Where the work
is made for hire, “copyright vests in the eoysdr for whom the work was prepared,” unless
there is a clear writing reservingtharship rights to the employedd.

GT has sufficiently alleged ownership. @laims it created “Organic” in 2007 for use in
its high-end linen collection. Am. Compl.7f The copyright registration for “Organic”
indicates it was a work made for hiréd. at Ex. A. It is irrelevat whether GT itself was the
author of the design or the design was maddifer by an employee because, in either scenario,
copyright would vest in GT as the author ortlas employer for whom the work was prepared.
See Peiffer21 F.3d at 571. Thus, GT's Amended Cdanrg sufficiently alleges it owns a valid
copyright. Accordingly, defendants’ motion thismiss will be denied as to GT’s claim for
copyright infringement.

Count lI: Impoundmenand Destruction

Although GT’'s Amended Complaint requesimpoundment and destruction of
defendants’ infringing workgursuant to 17 U.S.C. 03, GT is not at this time seeking an
order of impoundment. ECF NA8, p. 11. If GT does decid® seek impoundment and
destruction either during discoveoy within a dispositive matn, GT must comply with this
court’s order governing the filg of motions. ECF No. 6.

Count lll: Unfair Competition — Trade Dress Infringement

Section 43(a) of the Lanham Act “protectsaengt certain deceptive practices,” even
when there is no trademark involved, includprgtecting against trade dress infringemelt.
Kramer Mfg. Co. v. Andrew§83 F.2d 421, 448 (4th ICi1986). To mainia a claim for trade
dress infringement, the plaintiff must show three things: “(1) its trade dress is primarily non-

functional;” (2) “the trade dress either (@) iisherently distinctive,or (b) has acquired a



secondary meaning;” and (3) “the alleged imjement creates a likkood of confusion.”
Ashley Furniture Indus., Inc. v. SanGiacomo N.A.,Li7 F.3d 363, 368 (4th Cir. 1999)
(citation omitted).

Trade dress is primarily non-fummgnal if it is not “essential to the use or purpose of the
article” and if exclusive use of the trade dregould not “put competitors at a significant non-
reputation-related disadvantageQualitex Co. v. Jacobson Prods. Co., |r&14 U.S. 159, 165
(1995). To establish trade dress has acduiae secondary meaning, the plaintiff must
demonstrate that, “in the minds of the public, thenpry significance of [theérade dress] is to
identify the source of the producather than the product itself.’Andrews 783 F.2d at 449
(citation and internal quotation marks omitted). The plaintiff can carry its burden on both
acquisition of secondary meaning and likelihoocdc@hfusion by putting forth evidence that the
defendant intentionally and direcitppied the plaintiff's trade dress. Such evidence “establishes
a prima facie case of secondary meaning” alldws courts to “presuml[e] a likelihood of
confusion.” Andrews 783 F.2d at 449;arsen v. Terk Techs. Cord.51 F.3d 140, 149 (4th Cir.
1998).

GT'’s allegations in its Amended Complaint atdficient to state its claim for trade dress
infringement. Although defendarasgue GT'’s trade dress is fuimmal and therefore ineligible
for trade dress protection, there is no evidence of functionality before the court. GT alleges the
design is “non-functional,” and itdescription of the design is m@evocative of artwork than
function. Am. Compl. 1 8, 11. As discussed within copyright infringement, defendants’ claims
about the functionality othe “Organic” design are prematuré&T has sufficiently alleged its
trade dress is non-functional so as to surviventledon to dismiss stage. GT has also alleged

facts sufficient to show secondary meaning bkelihood of confusion. GT claims defendants



“directly copied and held ows their own, an exact copy GT's protected work.”Id. 11 38.
Evidence of this intentional and direct copywguld establish a primatie case of secondary
meaning and allow this court to presumdikelihood of confusion. Thus, the Amended
Complaint properly states a ataifor trade dress infringemeht.

Count 1V: Interference ith Business Expectancy

Interference with business relationshighicompasses two typeof tort actions:
(1) inducing the breach of anisting contract and (2) wrongfalr malicious interference with
prospective business relationshig@aron Fin. Corp. v. Natanzod71 F. Supp. 2d 535, 540 (D.
Md. 2006). To state a claim for interferenagth prospective busess relationships under
Maryland law, the plaintiff mst allege four elements:

(1) intentional and willful acts;

(2) calculated to cause damage toptaentiffs in their lawful business;

(3) done with the unlawful purpose to casseh damage and loss, without right

or justifiable cause on the paf the defendants (whiatonstitutes malice); and
(4) actual damage and loss resulting.

K & K Mgmt., Inc. v. Leg557 A.2d 965, 973 (Md. 1989) (citatioard internal quotation marks
omitted). Wrongful or malicious interference“isterference by conduct that is independently
wrongful or unlawful, quite aparfrom its effect on the plaiiff's business relationships.”
Alexander & Alexander Inc. v. B. Dixon Evander & Assocs., 6%0 A.2d 260, 271 (Md. 1994).
Wrongful or unlawful conduct is defined as “wroagbr unlawful acts iolud[ing] violence or

intimidation, defamation, injurious falsehood or otlfirgud, violation of criminal law, and the

* Defendants also contend GT is not entitled to prevent competitors from selling competing
products. This argument is misleadingisltrue “§ 43 dog not prohibit copyinger se”

Ashley Furniture Indus., Inc187 F.3d at 368. However, it dga®hibit “a copy that can be
passed off as the product of the originator, thersmfusing the consumer and interfering with
the originator’s rights in # goodwill of its business.Td. The complaint alleges defendants
directly copied GT’s work to “cause the Hotelldelieve that the simulated product was identical
to GT's...work.” Am. Compl. 1 40. Under theakeged facts, GT is entitled to prevent
defendants from selling copies of its linens.
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institution or threat of groundless civil suiibr criminal prosecuties in bad faith.” Id. (quoting
K & K Mgmt, 557 A.2d at 979).

To escape liability for this tort, a defendam@n rely on the safe harbor of competitive
interference, which provides that competitionasjust cause “for damaging another in his
business.” Nat. Design, Inc. v. Rouse Cd85 A.2d 663, 675-76 (Md. 1984). In determining
whether this safe harbor msvailable to a defendant, Maryl courts look to the guidance
provided in the Restatemiefsecond) of Torts:

One who intentionally causes a third mersnot to enter i@ a prospective

contractual relation with another who lés competitor or not to continue an
existing contract terminable at will does noterfere improperly with the other’'s
relation if

(a) the relation concerns a matter involved in the competition between the actor

and the other and

(b) the actor does not employ wrongful means

(c) his action does not create or contimmeunlawful restiat of trade and

(d) his purpose is at least in part tdvance his interest in competing with the

other.

Id. at 676 (quoting Restatement (8ad) of Torts, § 768 (1977)).

GT properly states a claim for interferevagh business expectancy. Because there was
no contract between GT and the Hptiee tort at issue here is @ngful or malicious interference
with prospective business retatships. GT claims it was reasbly certain to receive the
contract for the linens, but was thwarted onlgdaese defendants directtppied GT's linens and
offered them to the Hotel at a lower cogim. Compl.  58-59. GT alleges defendants knew of
the existence of this business expectabeyween GT and the Hotel because the Hotel
specifically told defendants GT guiously provided to the Hotel samples of its linens, and the
Hotel provided those samgléo defendants to copyd. 1Y 53-54. Thus, defendants, according
to GT, intentionally and willfully interfered ih GT's business expectancy. Additionally, GT

alleges wrongful or unlawful conduct on the pafitdefendants because defendants engaged in

11



copyright infringement and trade dress imflement to accomplish their interferendd. 11 61—

63. The allegations of wrongful or unlawful et allow GT’s claim ofwrongful interference

to survive the motion to dismiss and prevent defendants from utilizing the competition safe
harbor at this stage in the litigation.

Individual Liability of Defendant Campbell

Fourth Circuit case law establishes that, iimimgement and unfair trade practices cases,
“[a] corporate official may be held persornaliable for tortious conduct committed by him,
though committed primarily for the benefit of the corporatioR8lo Fashions, Inc. v. Craftex,
Inc., 816 F.2d 145, 149 (4th Cir. 1987). Specificaflycorporate officer may be held liable for
its corporation’s infringement undevo theories: (1) contributoipfringement and (2) vicarious
liability. See CoStar Grp., Inc373 F.3d at 549-50. First, tlodficer can be liable under
contributory infringement if th official “with knowledge ofthe infringing activity, induces,
causes, or materially corttites to the infringing condudf [the corporation].” Id. at 550.
Second, the officer can be vicargiy liable if the official had‘(1) the right and ability to
supervise the activity and (2) an obvious and difieetncial interest in the exploitation of the
copyrighted materials.'Grey Comput.910 F. Supp. 1077, 1090-91 (D. Md. 1995).

GT’'s Amended Complaint allows the courtreasonably infer that defendant Campbell
could be personally liable for the miscondutieged, either under a thgoof contributory
infringement or vicarious liability. To estigh contributory infringement, GT alleges Campbell
personally knew the “Organic” design was pregeidoy GT’'s copyright, had direct knowledge of
the copyright infringement, and materially canotted to the infringment by arranging the
direct copying of the design.Am. Compl. 16. To show wearious liability, GT alleges

Campbell, as an officer of Ca#ib, had both the right and abilitp supervise the infringement

12



and a direct, financial intese in the infringement.Ild. These facts are sufficient to plausibly
allege individual liability on the part of CampbeAccordingly, defendants’ motion to dismiss
as to defendant Campbell will be denied.

Conclusion

For the aforementioned reasons, plaintiff GE@mnplaint properly alleges the essential
elements for each of its claims. Thus, defersl@sstello’s and Campbell’s motion to dismiss,
ECF No. 17, will be denied. Defense coun&gic Menhart's Motion to Withdraw his
appearance as counsel for Defendants Cast8d® Inc. and Richard William Campbell, ECF
No. 20, will be granted. Defendant Castello stnwetain counsel as this case proceeds.
McGowan v. Cross991 F.2d 790 (Table), 1993 WIL25416, at *1 n.1 (4th Cir. 1993)
(“Corporations and partnershipas artificial entities, may nappear pro se but must instead
appear through counsel.”). Defendants will fiteir answers by June 7, 2018. | will then issue a
scheduling order and discovenrder and schedule a Federal Rule of Civil Procedure 16
conference.

ORDER

Accordingly, it is this 17th daof May, 2018, hereby ORDERED that:
1. The Motion to Dismiss, ECF No. 17, IS DENIED;

2. Defense counsel Eric Menhartequest to withdraw kiappearance, ECF No. 20, is
GRANTED;
3. This case WILL PROCEED with regardadl of Plaintiff's claims; and
4. Defendants SHALL ANSWER the Amended Complaint by June 7, 2018.
Is%

Paul W. Grimm
UnitedState<District Judge
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