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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

AMGEN, INC,,

Plaintift,

v )~ Civil Action No. 05 CV 12237 WGY
F. HOFFMANN-LAROCHE L1D.,

a Swiss Company, ROCHE DIAGNOSTICS ) 2 M 2 an % fhid

GMBH, a German Company, and )
HOFFMANN LAROCHE INC., a New

Jersey Corporation, W
_ ) W
Defendants., Zﬁ“’w
FTissal GUR, W s
M/azM

PLAINTIFF AMGEN INC.’S MGTION TO%«.— M g

ADMIT EX[-IIBITS ]NTO EVIDEN CE WM

Plaintiff Amgen Inc. (“Amgen”) respectfully moves to have cergéin documens S

/ Z

on the chart attached hereto as Exhibit A moved into evidence in this case.! The documents on

Amgen Inc. v. Ftheophashare siided into &puy categories (Categories A, B, C, and D) and for the reasons set Doc. 1269
forth- below should be admitted into evidence in this matter.
Category A consists of documents that have been in existence for twenty years or more
and are ancient documents. Statements in ancient documents are an exception to hearsay under
Fed. R, Evid. 803(16). As ancient documents, these documents should also be deemed authentic
under Fed. R. Evid 901(b)(8) without the need for any further requirement of authentication or
identification. Docume_nts Nos. 1-11 and 19-23 of these ancient documents under Category A
are relevant because they are prior art references and/or constitute objective evidence of non-

obviousness as of 1983-1984. The determination of whether a reference is prior art is a question

! Copies of the documents will be filed manually with the Court on Monday, October 1, 2007.
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of law for the court. See Typeright Keyboard Corp. v. Microsoft Corp., 374 F.3d 1151, 1157
(Fed. Cir. 2004) (“Whether a reference was ﬁublished prior to the critical date, and is therefore
prior art, is a question of law based on underlying fact questions™). Document Numbers 12-18 of
the ancient docurnents are relevant because they reflect the state of the prior art. Document 24 of
the ancient documents is relevant because it is secondary consideration evidence reflecting the
failure of others to clone EPQO. This document is authenticated as an ancient document by the
“Declaration of WYETH Regarding Produced Documents”, which is attached hereto as Exhibit
B.
~ Category B, Document Number 25, consists of a patent-related document authored by
defendant, Roche Diagnostics GmbH (“Roche™). This document does not constitute hearsay
because it is an admission of Roche under Fed. R. Evid. 801(d)(2). Pursuant to Fed. R. Evid.
801(d}{2), this document is “being offered against a party and is (1) the party’s own statement, in
either an individual or a representative capacity or .. . (D) a statement by the party’s agent or
‘servant concerming a matter within the scope of the agency or employment made during the
existence of the relationship.” Admissions by party opponents are excluded from the category of
hearsay. See Fed. R. Evid. 801(d)(2). Parties are not prejudiced by the admissior into evidence
of their own statements since the parties may take the stand and contradict the statement if they
so choose. See Globe Sav..Bank, F.8.B. v. United States, 61 Fed. Cl, 91, 94-95 (2004), judgment
entered 63 Fed. Cl. 330 (2005), aff°d in part, rev'd in part on other grounds, 189 Fed. Appx. 964
(Fed. Cir. 2006).
Category C, Document Numbers 26 and'27, consists of documents that are excerpts of
the certified file histories of certain patents. The patent file histories contain the records of the

proceedings before the patent office and therefore constitute public records of the patent office.

DW1200626.1
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See Pieczenick and 1.C. Technologies, Inc. v. Dyax, Corp., 226 F.Supp.2d 314, 317 (D.Mass,
2002) quoting Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996) (“The
claims, specifications, and file history constitute the patent’s public record . . . on which the
publiﬁ is entitled to rely”). The documents in this category are therefore public record
documents and are an exception to hearsay under Fed. R. Evid. 803(8). As such, under Fed. R.
Evid. 901(b)(7), they should be deemed authentic without the need for further identification or
authentication. These documents are relevant because they reflect the state of the prior art as of
1983-1984, the relevant time period

Category D, Document Number 28, consists of an annual report from the United States
Renal Data Service. As a commercial publication or market report, this document fails within an
exception to hearsay under Eed. R. Evid. 803(17). The document is also self-authenticating
under Fed R. Evid 902(5) as a commercial i)ublication issued by a public authority. The report is
relevant because it provides .objer;tive evidence of non-obviousness as of 1983-1984, the relevant
time period.

For the reasons set forth above, Amgen moves to have the documents set forth in the

attached chart moved into evidence in this ¢ase.
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Dated: October 1, 2007

Of Counsel:

STUART L. WATT

WENDY A. WHITEFORD
MONIQUE L. CORDRAY
DARRELI. G. DOTSON
KIMBERLIN L. MORLEY
ERICA S. OLSON

AMGEN INC.

One Amgen Center Drive
Thousand Oaks, CA  91320-1889
(805) 447-5000

DM1\1200626.1

Respectfully Submitted,

AMGEN INC,,
By its attorneys,

/3/ Michael R. Gottfried

D. DENNIS ALLEGRETTI (BBO#545511)
MICHAEL R. GOTTFRIED (BBO#542156)
PATRICIA R. RICH (BBO#640573)
DUANE MORRIS LLP

470 Atlantic Avenue, Suite 500

Boston, MA 02210

Telephone:  (857) 488-4200

Facsimile: (857) 488-4201

LLOYD R. DAY, JR

DAY CASEBEER

MADRID & BATCHELDER LLLP

20300 Stevens Creek Boulevard, Suite 400
Cupertino, CA 95014

Telephone:  (408) §73-0110

Facsimile: (408) 873-0220

WILLIAM GAEDE I1I
McDERMOTT WILL & EMERY
3150 Porter Drive

Palo Alto, CA 94304

Telephone:  (650) 813-5000
Facsimile: (650) 813-5100

KEVIN M. FLOWERS

MARSHALL, GERSTEIN & BORUN LLP
233 South Wacker Drive

6300 Sears Tower

Chicago IL 60606

Telephone:  (312) 474-6300

Facsimile: (312) 474-0448
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CERTIFICATE PURSUANT TO LOCAL RULE 7.1

I certify that counsel for the parties have conferred in an attempt to resolve or narrow the

issues presented by this motion and no agreement was reached.

/s/ Michael R. Goitfried
Michael R. Gottfried

CERTIFICATE OF SERVICE
I hereby certify that this document, filed through the ECF system will be sent
electronically to the registered participants as identified on the Notice of electronic filing and
paper copies will be sent to fhose indicated as non-registered participants on October 1, 2007.

/8/ Michael R, Gottfried
Michael R, Gotifried
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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

AMGEN INC,, )
)
Plaintiff, )

) Civil Action No.: 05 Civ. 12237 WGY
V. )
. _ )
F. HOFFMANN-LAROCHE LTD., )
" ROCHE DIAGNOSTICS GMBH, and )
HOFFMANN LAROCHE INC., )]
)
" Defendants. )

DECLARATION OF WYETH REGARDING PRODUCED DOCUMENTS
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1, Christopker Chung, declare:

1. I am emnployed as a Senior Patent Attorney by WYETH. My office address is 87
CambridgePark Drive, Cambridge, MA.

2. I make this declaration of my own personal knowledge. If called to festify as to
the truth of the matters stated hergin, I could and would do so competently,

3. In response to a subpoena for documents in this case, a search for documents at
WYETH (which is the successor to Genetics Institute, Inc.) was conducted, resulting in the
documents that were produced pursuant to the subpoena.

4, The documents produced in response to the subpoena bear production numbers
W01022, W01025, W01040-1041 (“Documents™).

5. The Drocuments are true and correct copies of three agreements, which were
discovered in WYETH's offices in the files of WYETHs legal department, which is the place,
where if authentic, I would expect these agreements to be found.

6. The Documents, as discovered in the files of WYETH's legal department, were
found in a file in such a condition as to create no suspicion concering their authenticity.

7. The dates on the face of the Documents indicate that the Documents were in
existence for more than twenty vears.

8. I declare under penalty of perjury under the laws of the United States that the
foregomg is true and cotrect to the best of my knowledge.

Signed ﬂnsa\_{day of August, 2007.

o (IO H

Nam&: Chrisjopher Chun
Title: Senior Patent Atto
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CERTIFICATE OF SERVICE

I hereby certify that the Declaration of Wyeth Regarding Produced Documents was
served upon the attorneys of record for the defendants (as listed below) via hand delivery and
electronic mail on September 5, 2007.

KAYE SCHOLER LLP

c/o Metro Meeting Centers — Boston
101 Federal Street, 4™ Floor

Boston, MA 02110

Tel: (212) 836-8000

Emails: tfleming@kayescholer.com
dlopez@kayescholer.com;
“bborel@kayescholer.com;
dbaker@kayescholer.com;
hsuh@kayescholer.com;
jhuston@bromsun.com
cjensen{@brorasun.com

" Trasema Virrueta®

(fuadt
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ALBERT EINSTEIN COLLEGE OF MEDICINE
OF YESHIVA UNW_ERS:TY '

1300 MORRIS PARK AVENUE,BROMX,N.Y. 10461 CABLE:EINCOLLMED,N.Y,

DEPARTMENT OF MEDICINE PHOME:(212) 430-2000

April 11, 1985

Dr. Ed Fritsch

Genetics Institute

87 Cambridge Park DPrive
Cawbridge, Massachusetts 02140

Dear Ed:

I am writing to request that you and Genetics Institute continue to
retain samples of my human renmal carcinoma cell line (as defined in the
original "Sponsored Research Agreement™), in order te provide a second
storage site for these cells, The cells should be maintained frozen, with
periodic culturing if possible, to provide new cells for freezing.

These cells should not be provided to anyone other than myself and Dr.
Dani Shouval.

Please acknowledge acceptance of these conditions.

Sincerely,

Sl e 3. Sheriossd

Judith B, Sherwood, Ph.B.
Assistant Professor of Medicine

JES/1ce

Above conditions agreed to:

CONFIDENTIAL
W01022
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Exhibit FJZ

August 23, 1984

Albert Binstein College of
Medicine at Yeshiva University
1300 Morris Park Avenue

Bronx, New York 106461

Attention Dr. Sidney Goldfisher

" Dear Sidney:

As we have discussed,-Génetics Institute, Inc. {"GI") was
not ‘able to express EPO from the cell-line provided to us
by Albert Einstein College of Medicine ("AECOM") under

our agreement dated October 31, 1983 (the "Agreement").

We are therefore returning the cell-line to AECOM, and
believe that it would be appropriate for us at this time
to clarify the ongoing relationship of GI and AECOM.

GI is willing to continue to fund research at AECOM under
the terms of the Agreement. However, since no "Products”,
ag defined in the Agreemeni, have resulted or will result
from the research of GI involving the cell-line provided
to us,. 6I shall have no obligation to pay any royalties
to RECOM under the hAgreemernt.

Please 1ndlcate your acceptance to these terms by 51gn1ng
and returning this letter to me.

Sincerely,

Genetics InstLt—tJe

C_S@&'ah._ gdb\wg‘v\

Gabriel Schmergel
President

G8remo

AGREED TO:

ALBERT EINSTEIN COLLEGE OF MEDICINE
AT YESHIVA UNIVERSITY

MQ%

eci d. Shervood : “CONFIDENTIAL

- 275 Longwood Avenue - i w1025

. Boston, Massachusetts 02115
“Telgphene §17 232-6886

Tl ﬁFIQ"Hﬁ
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Exhibit FJI

"1 os1223mwey

.October%@é, 1983

Geneties Institute, Inc.
- 225 Longwood Avenug
-Boston, MA 02115

Gentlemen:

. In connection with the sponsored Research Agreement of

.even date herewith (the "Research Agreement"} between
Genetics Institute, Inc. ("Genetics"} and Albert Einstein
College of Medicine of Yeshiva Un;vers;ty, a division of

Yeshiva Unlver51ty {"aBCOM"},. this letter is to confirim the

]followeng'

l;- I shall be bound by the provisions of Sectlnn 2(c),

¥=4 and 9 of the Research Agreement to the same extent as lf
I Were a party teo the Research Agreement. '

. 2. I have not pr0V1ded the Cell Llne (as defined in
the Research Agreement), or any part thereof, to any party
{other’ than AECOM and Daniel Shouval}. ,

'3, My performance under this Agreement and urider the
. Research Agreement shall not breach any obllgatlons which I

-:mey have to any third party.

/ Co 4, During the term of the Resaareh Agreement, I shall
W r3 "~ not directly or indirectly pexform regearch in the field of
Y erythroyoz%xs for anyéfhlrd party. ‘
\&} Commercrqlf '
/@ »yﬂg 5. I understand that, during the term of the Research

Agreement, Genetics will pay consultlng fees to me at the
" rate of $6,000 per annum and, in consideration thereof, I

cghall cons: lt with Genetics in the Field «f Kescarch. Sach

consulting services shall inveolve not more than six days of

consulting per year at the facilities of Genetics in

‘Massachusetts, plus telephone consultations. . Genetics shall.

' reimburse me for reasonable travel, lodging, telephone and

. 751m11ar out-of-pocket expenses incurred by me in connection
- with my performance of such consultlng serv1ces for Genetlce.

. 6. Genetics shall grant to me a non—quallfled stock
~cptlon for the purchase of 500 shares of Common Stock of

Genetlcs, at an exercise price of $20.00 per share, vesting
in five equal installments of 100 shares each at the end of

=each six-month perlod commen01ng on the date hereof

' CONFIDENTIAL |
W01040

7’“
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Cenetics Institute, Inc.
October -, 1083 :
Page Two

7. Any mnventlon or dlscuvery, whether or not
patentable, which relates to the Fisld of Research and which
‘is conceived or reduced to practice by me, solely or 301nt1y
with others, in the performance of my consulting services
.for Genetics shall be treated as if it were conceived or
reduced to practice by AECOM under the Research Agreement .
and shall be subject to all of the terms and conditionz of

_ the Research Agreement. It is understood, however, that all
-obllgatlona of Genetics to pay royalties with respect to amy - .-
such invention or discovery shall be- salely a5 set forth in
the Researrh Agreement.

Very truly youxs,

W AMM;&% ﬂ/ )

- Dr. Judy Sherwood

!

y

r

- hgreed to:

~ Genmetics Imstitute, Inc.

| o Ey; <5a35uu£tii Sg&hv¢¢qqo\ |




