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Roche respectfully moves this Court for an order precluding Amgen from presenting 

evidence, expert testimony and arguments in support of its current assertion that the claims of the 

patents-in-suit are not obvious variations of the claims of the expired U.S. Patent No. 4,703,008 

(“the ‘008 patent”).   

Amgen’s proposed arguments and purported evidence squarely contradict arguments and 

representations Amgen successfully relied upon in prior administrative and judicial proceedings, 

including Interference No. 102,097 (“the ‘097 Interference”) between Fritsch and Lin and various 

proceedings in Europe.  For example, Amgen has been successful in prior proceedings in making 

arguments that the DNA sequence (i.e. the subject matter of the expired ‘008 patent) was the point 

of novelty of its invention, and that further steps in the process of producing recombinant 

erythropoietin were obvious and routine.  Amgen’s current position --  that the process claims of 

the ‘868, ‘698 and ‘349 patents are not obvious over the ‘008 patent claims -- directly contradicts 

Amgen’s prior position.  Courts, including this Court, have consistently prohibited parties from 

making such intentionally contradictory assertions through the application of the doctrine of 

judicial estoppel.  To allow such intentional contradiction would offend the integrity of the judicial 

system and allow Amgen to play fast and loose with the court system.  

Based on the foregoing, Roche respectfully requests that this Court invoke that doctrine 

and preclude Amgen from offering evidence, testimony or attorney argument that contradicts 

assertions made in procuring favorable judgments in prior judicial proceedings, including that 

Amgen should be precluded from arguing: 

(1) that the Lin process claims of the ‘868, ‘698 and ‘349 patents are not obvious over the 

‘008 patent claims; 



 

  2 

(2) that the use of mammalian host cells for expression of EPO confers patentability to the 

asserted claims of the patents-in-suit; 

(3) that isolation of the EPO glycoprotein product from mammalian host cell expression  

confers patentability to the asserted claims of the patents-in-suit;  

(4) that purported differences in glycosylation linkages confers patentability to the asserted 

claims of the patents-in-suit; and 

(5) that the asserted claims are patentable because production of a biologically active 

protein was an “unexpected result.” 

In support of this motion, Roche submits an accompanying memorandum of law, and 

declaration of Krista M. Rycroft including exhibits. 

 

CERTIFICATE PURSUANT TO LOCAL RULE 7.1 

 I certify that counsel for the parties have conferred in an attempt to resolve or narrow the 

issues presented by this motion and that no agreement could be reached. 
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