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CONPIDENTIAL MATERIAL OMITTED AND
PILED SEPARATELY WITH THE SECURI~
TIES AND EXCHANGE COMMISSION.
ASTERISKS DENOTE SUCH OMISSIONS

DEVELOPMENT AND LICENSE AGREEMENTY

Betweaen
BOEHRINGER MANNHEIM GMBH
Sandhofer Strasse 116
D=-6800 Mannhaim 31
Federal Republic of Germanv

(in the following refarred to as "BM")

And
GENETICS INSTITUTE, INC.
87 CambridgePark Drive
Cambridge, Massachusatts 02140
U.8.A.

(in the following vefarred %o as “G1l")
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AGREEMFENT datcd as of October 8, 1985 hetwesn GENETICS
11'1“-773' INC., a Dclaware corporation, having its principal
5 of business at 87 CambridgePark Drive, Cambridge,
achusetes 02140, U.S.A. ({herainafter referred to as
v¥,), and BOEHRINGER MANNHEIM GMBH, a corporation having its
'Glncipll place of business at Sandhofer Strasse 116, D-6800
?‘thf-i’” 31, Faderal Republic of Germany, (herminafter
:?grred to as "BM"),

1
2N

e,

et
e,
creeea,,,
ceveen,,
revana.,
Teveea,

(@200UCTION

teteve.,,
[

4l has and maintains research and development facilities
and exparienced scientists, resesarch associates and
assistants and other vpersonnel which enables it ¢to
conduct research and development activities in the area
of recombinant DNA technologv and the application theracf
to the development, production and processing of

recombinant DNA and to the production and expression of
preducts using that technologv,

" s s St s Ak AS AT Rs RS A

LI I R
Se.
.
s sae,,,
.

2

Ces e,

sM dasires that GI, on behalf of and 4in collaboration
with B, undertake a resaarch and developmant project
utilizing recombinant DNA technoleqy for producing
Licensad erythropoietin on a comuercially feasible basis for use

in humans. In return for certain rights under the
patents and Know-how developad bv GI, BM will financially
suooeTt the research and develovment activities of G and
vill pav GI the rovaltias provided for herain.

Gl is willing, for the consideration and on the terms set
forth herein, to uxe its ressarch and development
facilities and scientists as wvell as GI patents and
Knovehow, ressarch associates and technicians and other
personnal to ¢onduct the Prodect (as dafined balow).,

_“C?Hsldc.ra:ion of the mutual covenants and bpromizes
-_l"f‘-“'d in this Agraement and other gond and valuable
ferations, GI and BM agree as follows:

Article 1, Definitions

::d in thia Aqreement, tha following tarms, whather used
" Yinqular or plural, shall have the following meanings:

™

. —
ly - 3 _‘
“_\ - ] - Z(\. JDC}‘ ‘

A 73224

AQ73224 AM-ITC 00119897



Case 1:05-cv-12237-WGY Document 878-9  Filed 08/27/2007 Page 7 of 36

|

1.1 *Affiliate” means anv <¢Orporation, 1.1
partnership, ieoint venture and/or firm which °°ntrc°?’“' 4, patt
controlled by or is under common control With either p."; . productl
with either Parey's shareholders; withoue liminnr" "{ ervthroF
qenerality of the foragoing, control shall mean: 9 sroductr
' informat

a) in tha case of corporate entities, direes enable I

indirect ownership of at least fifty percent |¢, Licensec
of the stock or shares entitled to vote fo; . )
election of directors, and '“ 2

b) in the case of non-corporate entities, dizec: o
indirect ownership of at least fiftv percent i
of the equity interest with the power to direc: -
management and policies of such non-comen B)
entities,

1 1.2 “Chugai® shall mean Chugai Pharmaceutical Co. :x
with whom GI has entered into an agreemant relating to
development of erythropoietin,

1.3 .

1.4

1
1.5 “"Chugai Research Proiect” shall mean the r'-“f"jd Terriee
program conducted bv GI and Chugai pursuant to the terss &

agreement dated as of June 29, 1984. vorlgd i
o ena)
_ 1.6 "“Banchmarks® shall mean ths sagquential res“f‘”., T Li
developrent staps of the Project, as set forth in Schedy: contint
to this Agreement. “Steny:
1.7 °“COMECON Countries® shall mean the countri®s 1
territories specified in Schedule C hereto. ghe st
n
qua
1.8 "Cont*idential Information" shall mean Kpo"r:;; loreaq
' defined in Sectinn 1.l11 below, and anv other mf"ral. Renehm,
designated by the disclosing partv as confidanti?' |
proprietary, whether or not related to tha products
exprassion of Licensed Compound and/or Licensed Product?’ 3:\":
o Span:
1.9 “Effective Date" shall mean the date on whxc’fe.. Mrkag:

agreement iy axecutsd and completmly signed by both partt "

: 1
1.10 "Final PRenchmark®” shall mean the last of 4 O nos

act .
sequential Tesearch and devalopment steps of the Proife Tlr”’q
forth in Schedule A heretn. " the

. : //
-2 [z,i
- I
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T kRN

Y )

the resear:
he terms of a4

1 resmarch ¢
in Scheduyle }

countries "¢

n Know-hov *
informat:

eote v
YRR T

1.11 "Xnow~How" shall mean all technical information of

.on, €omp, . paceneabIe or otherwise, relating to the exnression and
contrgle V. v!'duction of ervthropoietin, the c¢loning of genes ~oding for
ither Pagy, % ?sthfopoietin or precursors thereof, and/or orocedures and
limiting“'f‘-: g, ucts used in developing such a <clonad gene, which
?‘famation is used bv GI in the Proiect and is required to
"n;ble BM to manufacture and/or sell the Licensed Compound or

S, direc f:cens‘d Praduct, inecluding without limjtation:

percany “r}
vote f,,t(sc’ll a) aquch information which is licensed or sublicensed to
t or obtained by GI includingi#f
’ (to the
23, direey . extent that GI i{s entitled to license or sublicense
vercent (50\" such information to others); and
to direcs o

non-corpct;‘; b) all inventions, cell sources, cultures, setrains,
¢ organisms and parts thereof, vlasmids, clones,
vectors, proqenv, derivatives and parts thereof,
iical Co. .. formulaa, methods, procedures, nrocessas, materials,
‘lating o o, reagents, components, squipment, equipment design,
animal studies, <clinical or other avaluations,
analvtical r=sults, and qualitv contrnl or safetv
procedures - which have bhean, are or shall be
daveloped, isclated, purified, conscructad or

improved bv GI relating to the production, use or
manufacture of the Licensed Compound and/or o the
devalopment of clonad asanas coding for
arvythropoiatin or pracursors thersof,

1.12 "Patent Rights” shall mean all patent ri_qhts in the
wrritoryll '

and all patents througheut zne
orld based on subjecr mattar used in the Protact and required
19 enabla BM to manufacture and/or sell the Licensed Compound
1 Licensad Product, including anv additions, divisions,
atinuations, continuationse~in-part, substitutions,
isnsions, ranewals or reissues thereof or therefore.

1.13 "GMP Materials™ shall mean erythropoiatin maetina
¢ standards o q manufacturing practica® and sufficient
3 quality for use in connection with clinjical trials, as
“reed ypon bv the parties separatealyv hefore conclusinn of

23 \ e
nfiden:uon haark II.
[d
pgodug::. l.14 "Government Recqulatorv Agencv®"™ shall mean the
predu Termental” aqgency 1n  each countrv in the Territory

v,
an Uhich °

oth parti®®
s

las o
je Proiect

et

;f’Wnsiblc for reviawing and approving the development or
“Mating of Licena=d Produnts.

w 1-15 "Improvemonts® shall mean anv information, whether
'ﬂrimt patentable, deoveloped or accquired bv either Partv
a ";'7 the tarm af this Aqraement which is usad bv such parev
® manufacture of Licansced Comnound, With reqard to GT,

2073226

A

&

A 73226
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the term “Improvements” sh3ll rafer onlv ¢, ; _
developed or accquired by Gl follewing the conpleg-"“""- 1,20 "RPri
Final Benchmark. LLLEFPIR

With

LY

regard tn BM,

“Improvement” shalj

information directly related to the established pro::
Licensed Compound at BM's facilities and develcped afz:—"' B
establishment. i

*
.
MATY

1.16 "Licensed Compounds” shall mean any and al) Xise
human erythropoietin consisting s§¢ e

which, or the making or iw
which, {s covered bv a Valid Claim of any of the Patent &~
and/or embodims any Know-how,

1.17 "Licensad Products” shall mean anv and all kiad
formulations, mixtures and/or compositions for whateve:
which contain Licensed Compound.

1,18 "Nat Sales™ shall mean the amount iaw:
(exclusive of value added taxes) by BM to wholesalars or 2
users of Licensed Pzglucta and Licensed Compounds, less o
lump =um of to covar all usual deduci™
such as credits for returns, cash, trade or other &iscec™
transportation charges, allowances, atc.

In case of diseribution of the Licansed Prnduct!
Affiliates or sublicensees of BM, Net Sales shall ™
meaning as defined sbove.

For countries where BM is only representad by ““’:lt
distributors supplied bv BM with finished goods, the ’“x
shall be calculated on BM's Net Sales to such diastzibutol

Net Sales shall not include anv transfer between LA
any of its Affiliates or sublicensees for rasale but

include the resale from an Affiliate or sublicensed :.
independent third party or use bv the Affilid
sublicensee.

Any commercial uxe of the Licensad Compounds ©Of t;’.zf"
Produycts by BM, its Affiliates or sublicensees in a COF’ .«

..¢n!‘.lnf'=’ res
‘..‘_\HV other B

1.2} {".‘.’.EEE

the effec

:c final Ben

.2 performed
 well as

recombinant ©

xP.

1.22 "Re
:n¢ Project
jccordance Wi

1.23 °S¢

1.24 °T
pecified in

1.2 "V
stent or 1
vithdrawn,
oure  of
iminnealahle

2.1 G
tontained 3
Bite, to ur
e nhjecti
A2 tha comp

2.2 1
ZTange fo:
?" Prodec
laboratorie
A decai] ¢
. her part:
u“'inqss e
Perations

: ' 2.3
transaction with a third partv, in which no invoics 13 ‘; ¥ MNitahle 1}
shall be consideread a sala hersunder for tovlltb.'. % nerform
accounting purpnaas and Net Sales for such use shall et A
averane price of arms' length sales bhv PM, ins Aff£3lia%h . 2.4
sublicensees during the rovaltv reporting peried in Wh".cod,- ‘hall  ra
use occurs, nr if no such sales occurred in sueh perd , eiantists
the las= perind in which nuch azm=' length salas occurr™ :“d tnchn:

e reement

1.19 "Party" shall mean GI or 0OM; "Parties shall ma? ’

~nd M. ’ :
- 4 - [t‘
A 73227
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——‘“

20 "Princival Investigator® shall mean the scnior

ntl L, responsible vice preuaent for process developmant,
‘Jnv other person agreed upon betwean the parties.

1.21 "Proiect” shall mean the research program commencing
the effective date and terminating with the comoletion of
0 rinal Benchmark conceived, planned, oreanized, controlled
WP performed bv GI for development of production technology
well as manufacture of Licenged Compound by means of

'comm.nant DNA following the latest standard of science and

e

1.22 "Resesarch Fee® shall mean the agreed upon cost of
a8 proiect to be paid by BM to GI in the wnanner and in .
{cc,a.mca with the schedula set forth in Article 3 herasof.

1.23 "Sole Technology" is defined in Section S.1 hareof.

1.24 "Tarritorv"

shall mean tha countries and territorias
scified in

chedule B and C haereto.

mount inveizet
1igalars or fi-a.
1ds, less o=,
;ual deducztires
yeher discceures.

;ed Producis T
shall have °°¢

Ped bv Uﬂr
1s, the rovalt

vl"'

1.2% *Vvalid Claim" shall mean a claim of an unaxpired
aent OF inventor's certificate which shall not hava baen

condrawn, cancelled or disclaimed, nor held invalid bv a
-t of competent jurisdietion in an unappealed or
sisnealahle decision.
Article 2 THE PROJECT
.1 General. Subject to the terms and conditions

==uined 1n this Agreement, GI agrees, as of the Effective
29, to undartake the Project on a best efforts basis, with
™ bjective of completing aach Benchmark and/or assisting BM
2 e completion of each Benchmark, as the casa may be.

distzibutes:

¢ batween ¥
:gc&l. b"l.

jeense
lsbl agfilist?

A073228

'S4 X0

.2 Inspection. Fach Partv shall have the right to
Tuge for its emplovees and outside consultants invelved in
A Mroject %o visit the othar Parev at its officeas and

f ‘G'aeerin. and to discunxs the Project work and its results

-Ouu with the tachnical perscnnal and consultants of the
“ Arey;

. rcvid.d rhat, such visits ehall be during normal
"’l hoursa 3ha not unreasonrahly interrupt the
tions of thc o:nu- Pactv.

4113 Lahoratezv Facilities. GI agrees to furnish
‘ 1ﬂ50ratorv facilities and egquipment for the work to

d ip connmction with tha Projece.

’“@nt and Confidential Information Agreemants.

GI

‘m, *qUire the Principal 1nhveastiqator, and all Gl

Ly, rf‘snarch assnciates and assistanes, tcchnicians
\niﬂa

parsonnael assigned %o the Prnojeact to axsaytn

an
nr the asgignment of inrcntions and far the

f—ob
-5 - [‘— QDL’.‘
rt

Ly

A 73228
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orotection of Know~How and Confidenvial Informatjan
reasonabla form as mav from time to time ba uged by c -
such purpose. ot
BM shall recuire all scientific and other amp!.
working on or iavolved in tha Proiect, to be similarly o,
by written agrcement.

2.5 Proqress Reports. Eaeh Party shall provy, ..
other Partv with Writtshn progress reports summarjz;.. .
technolegical, clinical testing and marketing progress . .
Projact within 30 days after ths end of each siy a-..
period, starting with Januvary 1, 1986,

For a six months peried in which a Benchmark is comaie.
the raport of the applicable Partv will include a final rex-
on the attainment of such Benchmark,

2.6 Disclosure, GI shall disclose all Know-How as e
as the production clone in confidence to BM 30 davs follw-~
tha signature of the Agreament or immediately after obtair=
them to enable BM to manufacture and produce Licensed (oo~
aa wall as Licensed Products.

BM shall diaclose in confidencs to GI all animal studi
human studies and other tests or submissions to Gover>-
Requlatorv Agencies arising from the Project, after M’
obtained such data, results and documents. GI may uti--
such information outside tha Tarritocrv only if aareed upc®:
writing hetween the Parties casa bv case.

2.7 Flexibility. In carrying out the research \ﬂ“‘-"‘,‘
will conduct in tha course of the Projace, GI shall h""m_.
maincain sufficient flexibility to shift affort and *Wo,
within the overall scope of such Project in a u-'m"‘..g
will, in the opinion of the Principal Investigater. cr‘
consyltation with and giving due consideration to the ¥ o
of BM, best result in the development of useful techaclod
the production of thea Licenged Compound.

o
2,8 Commercialization. Promptly and diligently '}
GIl's supply o ~material in an amount of at least
EM shall exert its best efforts, at its own exvense, to
L
A) undertake and complets galenical develo.""",c“;:,
the formulations to be usad for clinical trid

.

B) conduct all nacessapy and apprapriace aﬂl‘“.':,_»s{
human testing and clinical trials on the [
Products, and control tha mannar and extent
traring; - g

¢) provida for commercial scale produntion ot
Licnnsed Products:

Case 1.05-cv-12237-WGY Document 878-9  Filed 08/27/2007 Page 11 of 36

'r

a)

L I W= I s |

e)

o n

1.9
:ampletion
teachmark
3¢ such ¢
sefficient
syeh othe:
Sueh othe
Lanchmark
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. . &) prepare, £ilen and prosgeccute all  qovarnmental
nation AN syey aoplications for approvals necessarv tg peoducn,
ised by GI Lo manufacture, distributa and markat the “Licensed

Products in thae Territorv; and
sher emp‘-”"‘.e; e) market the Licensed Products in the Territorv on A
similazly baoyp, diligent commercial basis after

approval bv the
applicable Governmant Requlatorv Agencv,

1 providae

: the BM shall provide information o0 GI upon its
URmAT1Zing oy, raasonable raquest as to the status of its
SINQGTAass of .., commercialization efforts under subsections a)
ich 8ix manes, through e) above.

rk 1S completes 7.9 Completion of Ranchmarks. Promptly after the
a final repqr letion of each Benchmark, the Partv completina such
ynchmark {tha "Notifving Partv®} shall notify tha othmr Party
1. such completion and shall orovide to such other Party
Agw=Haw 33 i wgficient writtan materials and samplas in order to parmit
davs follrw::: feh other Party to evaluate completion of such Banchmark.
after obtaini-s | 50 ocher Party shall comment on the completion of such
icensed Compos-: ,u.-.chmaxk within 45 davs after receipt of such notica,

animal studics. SE
s €O Govaegnree:
¢, afeer havitt
GI may umi.i:e
f agread upch .’

B which 2,10 Arzrangements with Third Parties. GI shall have the
eseatcl have vt [t to contract with third parties aporoved bv BM for the
t Shald ampriv.t | 2:iormance of work in connection with the Protect, as well as
kAR s it | the production -of Licensed Compound for commercial use,
a2 '“:;,, a?°vt I =vided that BM shall have the opportunitvy to raview ard
astidatis. ~ | et on any such pronosed contract prior to its execution.

‘d""‘ k
7 toch:}::lcc': ** 175l intends to contract with third parties wha  are not
11 tech: “hliates of GI, the production of Licensed Comoound for
ercial use, then BM reservas the right to take over such

‘o ] ™huceion as set forth in this Aareement,

ailigentlv 'y

iy In this event, '
« least “Mula G doss not apply.

2 nse, %%° ,__‘*nrovu of anv such contract shall not he unreasonably
xoe .- yo7mle. 6T will provide AM with a complete copy of each
develon : - txeeutnd contract.

1 tr:
nic? R Article 3. PPOJECT FUNDING

L] aﬁ‘:_ 'f'-"l .
”:: ehe L.t -.1“ Research Fne. In consideration of thn research,
g ex%ct ' wao it Tand rolated aetivities undertaken bv GI with
n I B .‘h“’ the Praject, 0 chall pay to GI thn Resaarch Fes in

- :-..“:“‘Aand in tha periodieal inatallments set forcth in
Can N :

codu:-.c\“ ;’undahlql?“""' all such amounts to bhe firm and

. ey - .
S Nt for mach Denchmirk shall b~ dumr only
ReRmaA i

in naen
ie satisfactorily comnletnd,
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: ¢
3.2 Reimhursement of Additional Fxpeonces, n E‘Z‘;m
that the transfar of technologv from GI to BM e bl_th.. éiscl
License Compound in qualitv as aqgreed upon ay.. " -,
projected time and cost budget as described in A,f;'f' “ publi
then GI shall be reimbursed hv AM for its additiona) L eh resp
to ba agreed upen in writing case bv case. GI shalj vl ':.i.ons BV
and accurate records to substantiate all Additiaena) E; “e Lcic!ati‘“‘
invoiced to RM, including the date incurred and the .~ V...
thereof. Upon request from BM, GI shall permit gu ..~ yeo1eCtd
aythorized representatives to inspect such Tecers, al A Pa
confidence in order to verifvy the amount of agq.,.. othe’
Expenses invoiced hereunder. oubl
such
Article 4, CONFIDENTJAL INFORMATION oppo
heli
4.1 Treatment of Confidential Information. Each i= Knov
hereto sha maintain the onfidentia Information of = and
other Party 'in confidence, and shall not disclose, diwuic - shal
otherwise communicata such Confidential Information to cthen
or usa it for anv purpose, except pursuant to, and in order: b) It
carry out, the tarms and objectives of this Agreemen:, wit
herebv agrees to exercise everv reasonable precavtic: ° pro
prevent and restrain the unauthorized disaclosuge o! =~ rea
Confidential Information by anv of its directors, offiad mat
emplovyees, consultants, subcontractors, syblicensees ° Knc
agents, c.th
de
4.2 Releasa from Raestrictions. The provisinns ° the
Section 4.1 shall not applv *to anv Confidential Inford- sy
disclosed hereunder which: , a‘!}‘
- LI
a) was known or used bv the receiving Party Pprict® in

its date of disclosurs to the receiving past':’

evidenced by the prior writtan records ©of ° A
receiving Party; or

- 5.1 S¢
b)  aither bafore or after the data of the disclossf' ] title and T

the receiving Party is lawfully disclosed t° pe developed
receiving Paztv by an independent, unaffilif ] (hereinafee:

third partv rightfully in possession of

Confidential Information; or . ... . 3.2 L
' . “itle and 1
@]  eithar bafora or after rhe date af the disclosv® N Know-F
the recaiving Party becomas published »r aeﬂ‘?'“ «§ SPnsuleants
known to tha public threugh no fault ar omis$1,°g,..- Todycts an
the part of the receiving Partv or its Affil¥? S5
or 3

o Mrticular
d)  the receiving Partv is required tn diselof® o :U-JM:. tit

comply with applicable laws, to defend or pro%® .. ti‘"\ts in
litigation or tn comply with qovern™ . t° Practic
reqularions, pravided that thn rncaiving ‘o¢ Re proiec

. A o ]
provides nrier weiften notice of such disclnsuf
!

S
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)

tha other Partvy and takes reasonable and 1lawful

In the q,, actions to aveid and/or minimize the degree of such

o nprodyce éht disclosure.

fXCaodg . ]

Article g A 4.3 Dublications. The follewing restrictions shall
onal expany:’ with respect to the disclosure in scientific journals or
all kaep Say | -blica:ions bv any Party or anv emplovee or consultant of anv
onal Expans® | %;cv relating to anv scientific work performed as part of the
1d the “ltixi‘ ':01"86'55
it BM or it |! )

recordy ' a) A Party (the "Publishing Party”) shall provide the

¢ Add ition:?

1

¢ EQCh Pags.
ation of :;;
e, divulqe o

other Party with an advance copv of any proposed
cublication of results arising from the Project, and
such other party zhall have a reasonable
opportunity to recommend anv changes it reasonably
heliaves are necessarv to preserve Patent Rights or
Know-How beleonging in whole or in part to GI or BM,
and the incorporation of such recommended chanqes
shall not be unreasonablvy refusad; and

ion to othapy,

nd in ordee .. b) If such other Partvy {nforms ths Publishing Party,
\gqreement, .. within 30 davs of caceipt of an advance copy of a
nrecaution - proposed publication, that such publication in its
‘SuTA  Of gye- rsasonable iudgment could bs axpectad to have a
s, officers, matarial advarse effecm on anv Patent Rights or
licansass - Know-How belonaing in whole or in part to GI or BM,

the Publishing Party shall use its bast effores to
delav or prevent such publications as proposad. In
>rovisiong -« the case of inventions, the dalav shall ba
1l Informae:i:- sufficiantlv long to permit the timely preparation

and filing of a patent application(s) or applica-
tion(s) for a cartificate of invention on the

‘arty prier information involved.
‘inqg Partv, &

cords of ¢ Article 5. INTELLECTUAL PROPERTY RIGHTS

. 5.1 Sole Technologv. GI shall own the entire right,
disclosure ' | ile and TIntarest in and to all Patent Rights and KnoweHow
closed to "‘.': avsloped solely by emplovees or consultants of GI
unaffilidt™ § “sreinafear °*Sole Tachnology"). )
sion nf =
. 5.2 Licensaa Technoleav. BAH shall own tha entire right,
. .+ | #tle and Tntorest in and to all patents, patent applications
- disclosuf® . § M Znow-fow of RAM Jdevalopnd solelv hv  emplovees or
i nr d"-::;__'.. Jultants of PM at anv time which relata to Licensed

or ;';itsill-""‘" “ducts and/or the Licensed Compound.
ts :

.“!_5-3 Joint Technologv.  Unless otherwisa agreed in
PRPPTER I h*CUlar instances, the Dartias chall own jointly the entirae
> disc »+ § ™, tirle and intermst in and ro all patent and other
._'"‘" in any preduct, mathod or apparatusx conceived, rmducnd
ac Mt -.\D;'"ice or davelomad jointly bv GT and BM in the course of
caivifd oo r oinet (hermainafrter "Joint Tachaolanay”).

' - i
-9 - é_\ \bC
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5.4 Improvoments. To the extent that th, P
davelop an Improvement aor otherwise acquire the ri .

. . ght Lo e...
a license coverinq anv Improvements, each Partv granee te o
other a nonexclusive, non-transferable licensa, to mak. -
and sell such Improvements solely in connection iy, *
manufacture of Licensed Compound for the Territorv j, .'
Partv's and its Affiliatmsa' production facilities, ]
5.5 Responsibilitv for Protection of Technology,

al Except as otherwise provided in this Aqraemene, -
shall have the responsibility on its own accse

to:

(i) maintain patent protection in anv coue-
within the Territory on anv Sole Technoloes::

(ii) file Zfor, procure and maintain patents ir i~

countrv within the Territory on such S
Technolngqv; and

(iii) protect and enforce in the Territorr =
patants issued on any Sole Technologv, sut**’
to Section 5.8 balow,

b) Copies of all substantiva communications to ard "_"
United States and foreiqn patent offices ;equf:_
applications, patents or certificates of invess
on any Sole Technology shall be provided t¢ |
promptly after tha receipt thereof; CoOpi*s |
proposed substantive communications to such P=,
offices shall, if practicable, ba provided to 8-
sufficient time before the due date in ordef
enable.RM to comment on the contnant thareof.

!
5.6 Right of BM to Prosecute Asplications. If GI “1;;,-:
not to. segk Of CONtinue to seek, use or maintain .°“-,~
protection on any Sole Technology in anv country "'“m'-n,;'.'
Territory, BM shall have the right to file, procure, 3817 .
and enforce in such countries patents on such Sole Tﬁf-*‘”t,:-,
GI agrees to advise BM of all decisions taken under S5¢¢ .
5.5 (a} i)eiii) in a timnly manner in order to allov
protect its rights under this Section 5.6. on b
If GI elects not to file a npataent applicl?”’air’
application for a certificate of invention, not to maintl,.
patent or certificate of invention, Or to abandon a P¢":
patent apolication or application for a cortificdtip
invention, GI' shall advise RM, and RM shall have th? . ..
hut nnt the obligation, tm file such application, MAl .
cuch patent or cortificate of invention or continua to 3%
to obtain protecticn on the subject matter disclosed 1“‘!'
pending application, &I shall pav the renasonable axpans®’
such activitier for the countries A listrd in Schadule B

- 10 -
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5,7 Mutual Agsistance. Each Party shall make available
ne other Partv or its respective authorized attornevs,
9 bg OF representatives, such of its emplovees whom the
;gnr party in its reasonable judgment deems necessary in
#mr to assist such Party in obtaining patent protection for
ﬂ&sole Technoleqy and Joint Technologv.
2¢ “fach Party shall sign or use its best efforts to have
ped all legal documents necessary to file and prosecute
“hnt applications or applications for certificates of
*hnti°“ or to obtain or maintain patents or certificates of
7.ention at ne charge to the other Partyv.

5.8

Infringement.

a) Each Partv shall promptly repor% in writing to

the other Partv during the term of this
Agreement any (i} known infringement or
suspected infringement of any of the Patent
Rights, or (ii) unauthorized uga or
misappropriation of KnoweHow or Confidential
Information by a third party of which it
becomes aware, and shall provide the other
Party with all available evidence supportinag
said infringement, suspacted infrindement or
unauthorized usa or misappropriation,
h) Except as provided in paraocraph 4)
shall have the vight to initiate
infringemant or other appropriate
anywhare in the Territory against anv
party who at any time has
suspectad of infringing,
Rights or of using without proper
authorization all or any portion of the
Know-How. GI shall give 3BM sufficient advance
notice of its intent to file said suit and the
reasans therefor, and shall provide BM with an
opportunity to make suggestions and comments
reqarding such suit. GI shall keep EM
promptlv informed, and shall from time to time
consult with BM regarding the status of anv
such suit and shall provide BM with copies of
all documents filed in, and all written
communications relating to, such suit.

below, GI
an

suit
thizrd
infringed or is

any of the Patant

c) GI =hall have the gole and exclusive right to

salact counsel for anv suit referred to in
paraaraph b) abova and shall, excapt as
provided helow, pav all exnensns of tha ruit,

A073234

ineluding without limitation attorney's fees
and court cnst.
/ .
- 11 - !
Ce
A 73234

AM-ITC 00119907

Page 16 of 36



Case 1.05-cv-12237-WGY Document 878-9  Filed 08/27/2007 Page 17 of 36

DM, in its sole discretion, may elecy .
60 days after the commencemen: of v-
litigation, to contribute to the '
incurrad by GI in connection wiep O
litigation and, if it so elects, any dgn, ™
rovalties, settlement feas o
consideration received bv GI, its afs
or sublicensees as a result of such litjq,..
shall be shared by AM and GI pro raca p,,
respective sharing of the costs of .
litigation. In the event that BM elects ~
to contribute to the costs of such litiqar..
GI and/or its Affiliates shall be entit]ec -
retain any damages, rovalties, settlement fa
or other consideration resulting theref:s
If necessary, BM shall ioin as a party to -
suit but shall be under no obliagatien -
participate excapt to the extent that s«
participation is required as the result =
being named paretv to the suit. BM shall oie
reasonable assistance to GI in conneci~
tharewith at no charqe to GI except
reimbursemeant of —reasonabla outeof-necir
expensag, including salaries of AM personnt.
incurred in rendering such assistance.

Qs
llil‘_h

BM shall have the richt to participate and ™
reprasented in anv such suit by its &
counsel at its own expense. GI shall *=
settle any such suit involving rights of ?
without obtaining the prior uritten conseat:
BM, whiech consent shall not be unreasons®
withheld.

d) In the avent that GI elects not to initiat®!
infringemsnt or other appropriate 5%
pursuant to paragraph b) above, GI ”“:,
promptly advice BM of its intent not [
initiate such suit, and BM shall have ..
right to initiate an infringement or °% 5.9 cCl

appropriats suit against anv third partV '. o=

at any time has infringed, or is suspects .

infringing, anv of the Patent Rights OF .

using without proper authorization all of”

portion of ‘tha Know-How,

If BM decides in good faith and ﬂ:f','
ronsyltation with GI to initiate such %

)
L

A 73235
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7

In exercising its rights pursuant to this

paragraph d), BM shall have the sole and
exclusive right to select counsel and, except
as provided below, shall pav all expanses of

the suit including . without limitation
attornev's fees and court costs. Anv damages,
rovalties, settlament feeas or other

consideration receivad by BM as a result of
such litigation shall be shared by GI and BM
pro rata their respective sharing of the costs
of such litigaeion.

If necassarv, GI shall join as a party to tha
suit but 3h:sll be under no obligation ¢to
participas~ eaxcep:r to the extent that such
participaticn is required as a result of being
a named pavev to the suit. At BM's racquest,
61 shall »:'’er reasonable asasistance to BM in
connectio: therawith at no charge to BM except
for reimbirsement of reascnable out-of-pocket

expanses, including salarias of Gl's
personnel, incurrad in rendering such
assistance.

"GI shall have the right to participate and be

repreyented in any such suit by its own
counsel at its own expansae. M shall not
settla any such suit involving rights of GI
without obtiining the prior written consent of

GI, which consent shall not be unreasonablv
withheld,

5.9 Claimed Infring=ment.

a)

In the event that a third partv at anv time
brings suit aqgainst BN, its Affiliates or
suhlicansaaes anywhara in the Territory
claiming infringement nf itx patent rights or
unauthorized usea or misappropriation ot its
technologv, based on a eclaim arising out of

- 13 -
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the manufacture, use or sale by gpu |
Affiliates or sublicensees of Li;nni
Products, BM shall hava the sole and exciﬁ;-
responsibility for the selection of cmm;?
and the control of the suit, and shal) kesp ~
informed of the current status of thae syjr,

b) BM shall, after receint of notification af,
third party claim or notice of commencement .
anv action, suit or proceeding of the o
described in paragraph a) above;, notifv GI i
such claim or the commencement of said actie
suit or proceeding, enclosing a copy of i

papers served, GI mav participate in
conduct of the suit at its own expense.
5.10
Article 6. PATENT AND KNOW-HOW LICENSES
6.1 Patent Licensas. Subiect to the pavment of ¥

royalty provided in Article 7 and the fulfillment of the oMU
terms and conditions of this Agreement, GI hereby qrants 0.
and its Affiliates an axclusive license in the Territorv U0
the Patent Richts, including the right to grant sublicens®
for the sole and exclusive purpose of manufacturing, h‘ﬁ;
manufactured for BM and its Affiliates, using and sei,
Licensed Products as wall as Licensed Compound 38 7,
Territory, provided however, that such licanse insofar .:Kz
pertains to the manufacturing of Licensed Compound is 39575
to the provisions and limitations of Article 8 hetoif‘i y
provided ~ further that the foreqoing licenses sndll ..
applicable to GCOMECON Countries but only to the cx"—'"‘v o
BEM, its Affiliates and/or sublicensees sall, suppl.ﬂ ;'
otherwise provide Licensed Products in final, finished f"o' #
such COMECON Countrias and’ not any information, Know=A% .
other data pertaining to the davalopment, manufactur®’
production of Licensed Products or Licensed Compound: .d
licenses qrantnd nursuant tn thia Scetimn 6.1 shall ¢
in effect until the expiration af the 1last Pparnent
licensed to BM hareunder.

i

. Ai-
- 14 =

Page 19 of 36

6.2
evalty D
cerms and
and its A
«hm Terri
-ne Sole
sanufactu:
ricensed
nrovided |
the manuf
arovision:
further <t
COMECON ¢
Affiliate:
provide 1
CCMECON C.
daca pert.
nf License

6.3
sublicense

A 73237

AM-ITC 00119910



Case 1.05-cv-12237-WGY Document 878-9  Filed 08/27/2007 Page 20 of 36

B

v oM 6.2 Knowsliow Licn‘nsn.«. Subject to the pavment of +hn
Li’ it salty prnvid{:d in :\rt:.cig 7 and the fulfillment of the other
4 eycc{“m"‘- :C:ﬂ" and conditinns of thxs_Acrer_:mnnt, GI hereby grants to NAM
of ‘c USiye ‘-‘d its Affiliates an exclusive license to use the Know-How in
1L kn Sa| ‘:n rerritorv, includina the right to grant sublicenses, for
he s Ge Sl 5';‘ sale and exclusive purpose of manufacturing, having
uie Mafactured for BM and its Affiliates, using and selling
sation #ensed Products and Licensed Compound in the Territory,
anceme L :;ovided howevey, that sgch license ingofar ag it pertains to
£ the Rt o : manufacturing _of .L:.cansed Cc_nnpound is subject to the
Stify Gt\m._ “ovisions and limitations of Article 8 herein, and preovided
aid 'actI' o¢ |irther that the foregoing licenses shall be applicable to
OBy of ion, r'ea'u' Countrines but only ¢to tha extent that BM, its
‘te in al ;,gj,lia?-“ and/or sublicensees sell, supplvy or otherwise
nse the | ovide Licansed Products in final, finished form in such
: <wECON Countries and not anv information, Know-How or other
el partaining to the devslopment, manufacture or producticn

7 ticensed Products, or Licensed Compound.
6.3 Sublicenses, GI shall ba informad by BM of each

nslicense aranted,
Articla 7. PATENT AND KMQW=HOW ROYALTIES
7.1 Rovaltimes
a) BM shall pay to GI ¥

it of swe . . ,on
s the other all Net Sales made in the Territory by BM, its
—ants to 3N Affiliates and sublicensees of Tlicensed
i torv undes Products and Licensed Compound which involve a
iblicenses. valid claim under the Patent Righets,
ng, havise Rovalties shall be pavable on a countrv bv
ad sellins countrv basim with respact to Nat Sales in
d in t=e each countrv of the Territery where there is a

nfar as =t
is subject

Valid Claim under Patent Rights,
countrvy whare the Uicensed

and in each
Products or

.erein, a=? Licensed Compound beinag sold were manufacturad
ghall > or are to be used in which there is a Valid
sxrant that Claim under Patent Rights.
upplv 7 .
_‘idp‘;cﬁ e h) BAM shall pay to GI earnad royalties »¢ )f
‘now-How 7 basad on all dNar Salas anvwheran in ctne
acture, °F Territorv hy  BM, its Affiliates and
ound. ¢ subliconsnes of Licensed Products or Tlicensed
1 con*it:t Compaund which embadv Ar utiliza anv of tha
rant RCT Knaw-How, Royaltiaa <hall ha pavahle under °
this subvaraararh h) on a countrv bv countr
basis for a period of after ¥ '
i / -
. O
[uj - 15 - e o TR
A 73238
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c) Under ne circumstances shall BM be Obliqgn
to pav rovalties under both paragraphe 4 .. f 34
b) ahove: only one royalty shall bae paw»" .,nert_zc.
and due regardless haow manv patent rith“;:' i ds
involved. AT cublic
i tha
7.2 Minimum Rovalty. Beginning with P :;:zc;z;
pank 1
4
BM shall pay to GI :u§ a¢eili
minimum annual rovaltv set fortf in Schedule D heges: packs
provided that for the calendar vear in which the minisz and da

royalty commencement date occurs, the minimum annual rovaln tovalt
due shall be proportionately adjusted if the minimum rovalr

date o
period for such vear is less than the full calendar vear, Agreem

a*? termin

o tir

inspac

In the event that the minimum annual rovalties for ¢« inspec
calendar vear excead the actual earned rovalties for &~

calendar year, the diffarence between thasa amounts shall ¥ 7

due and pavable within 60 days aftar the end of such calarii§ undere,

vear. Prodyc:-

Amounts by which earned royaltias in any such year exc®*'} The p,
the minimum royalty for such vear shall not be credilf provig:

against the minimum rovalty due in any subsequent vear, ° AfLi14;
may be set off anainst the ninimum rovaltvy due in - exploit
preceding y=ar. AN any

Vithout

7.3 Peports and Pavment. BM shall deliver to GI Vlf'_', Onhe oy
60 days after the end of each calendar quarter a Wit in she
report showing its computation of rovalties due under 14 Compoun

P

Aqreement upon Net Sales by BM, its Affiliates andg Wl Counery
sublicensees during such calendar quarter. All Net -", St Nag
shall be segmented in mach such report according to ’°1'a’a’ vear ne
BM, aach Affiliate and sach sublicensee, as well a* T
country-by-country basis, including the rates of exchang¢ e
to convert such rovalties into U.S. dollars from the cuf ™
in which such sales are made. For the purpose h“”"g:r"

, rates of exchonge to be used for converting roVi . .
hereunder into U.S. dollars shall he tha dollar .- .

"

officially in effect in the relevant countrv of the TeI™ .-

at the date rovaltv pavments are due and as shown in Aew, . 8-
rovaltv report. T I {lia

AM, simultanmously with the dalivery of each such 7 . nay Nt
~hall tender payment in U.S. dollars of all rovalties sh%" napoRic
he dua +~hereon. ot Fr;cr‘""

Anv withholding tay shall be deducted hv pM, POl o Pduce.
that NM shall usge its best efforne tn obtain exempt"":. . cﬁ,’;;;lcd-
withholding #a% to ha axtent such evempeion is availabif ) simerc:
shall gdviss AT in advanea of such withhnldina pos.-ibl” o *dule

order far €1 *o agecist if necassarv in  ebtainin?
oxemptinm,
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7.4 Certain Faoreian Rovalties, Whara ravalties are dun
¢l hercundar tor =alrns of Licensed Products in a counecrw
e, bV reason of currency reculations or taxes of anv kind,
is 1imposgible or illegal for BM, its Affiliates or
i jicensesas to transfer rovalty pavments to GI for Nat Sales
%Y nat countrv, such rovalties shall ba deposited in whataver
# ency is allowable bv the person or entity not able to make
. transfer for the henefit or cradit of GI in an accredited
x in that country that is acceptable to GI.

7.5 Records. BM shall ksep, and shall requirea all
Jliliates and sublicensees to keep, full, true and accyrate
oxs of accounts and other records containing all information
nd data which may be necessary ta ascertain and verifvy the
ovalties pavable hereunder for a period of 7 years from the
ute of creation of each such record. During the term of this
;“ement and for a period of one vear following its
mination, GI shall have the right at its axpenses from time
.0 tize (not to excead twice during each calendar ymar) to
.soect, QF hava an agent, accountant or other representative
.spec%, such books, records and supporting data.

Jnt

o
sl

7.6 Dominant Patenta., The Partias recoqnize that ehe
sdertaking of tha Project and the marketing of Licensed
»oducts involves soma degree of risks of ratent infringament.

~¢ pcarties wiash tno share such risk in accordance with the
wovisions of this Section 7.6. Aceordinglv, if BM, its
iiiliates or sublicensees, in order to operate under or

wploit tha licenses gqranted under Article § of this Agreesment
2 any country of the Tarritory, must make pavments (including
sshout limitation rovaltiea, option fees or licenss faas) to
»e or more third partiem tc obtain a license or similar right
= the absence of whiéh the Licansed Products or Licensed
zesound c¢ould not leaally bhe manufactured or sold in such
=untzry, BEM mav deduct from rovalties thareafter pavable to GI
= Mot Sales earnad in such ecountzy onlv dnring the calendar
=iz pariod in which BM makes such pavment _’\K

Article 8, MANUFACTURING RIGHTS

g 321 Pra-Commereialization  Rights. GI and/or  i*%s
v'iliates shall axclusivelv manufacture for and supply fo AM
.t entira amount of Tficrnsed Comoound required bv PM for
~enieal davalooments, ~linical trials ar other
;enmmercial usas prinr to commercialization of Liransed
“™ucts, lLicanend Comnound used for galanical develooments,
Meal trials or other non-commercial uses prior tn

Mecejalizasion will hn supplied hv GI te BM as autlined in
Aedyle p, ’

17 =
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COM 1 Yuns iy .
8.2 Commercial Supplv 0f Licensed Mssducsd,’ . . ,oordard avo
BM has not axercised its right to manufacture the | o To ass
Compound, GI and/or its Affiliates shall Supoly RM exc:‘::';'"" ;nindards.
with all its requiremants of Licensed Compourd jpn , “:"‘- _.c_—.,qcructf:
agreed upon in a separate supply agreement. vhe sypply ; oot re:Jdu Co‘
shall ~~+ exceced i "‘"MGI <ha
If GI shall at any time agree to supply Licansed roge. | 0% SP‘:S"E
to anv third party outside the Territory on ters . ::-HPO“’;‘“;_G
conditions more favorable to such third npartv than the ;,: ““fader .
and conditions hermunder, GI shall notify BM of syen wf re:eund‘
favorable tarms and BM shall, upon written notice to GI q= - hem re
within 30 days after its receipt of GI's notice, be ent;:, 11  direc
to substitute the entire terms and conditions containe .| i, cporta
such more favorable transaction for the comparable tams <} ™
conditions hereof.
*. 9.1
il exec
inless mo<
cerecf fo
sale and/:
lieanse o
9.2
sntirled
ither Pax
itfaule o
rmedy an
he nonet
Firsuane
of any ok
8.3 Tachnical Assistance, GI shall, upon raquest ".', BM
BM, make available to BM the Principal Investigator (% =1 lorenyjey
extent available) ard membars of the technical staff o
assigned to the Project in order to asaist BM in the scalé’} - .
ef opmrations and in the start up of BM's commer the
production facilities for the manufacture of the require™ ., eli
¢f BM and its Affiliataes of Licensed Compounds, subiect t"l- \
manufacturing rights granted te GI pursuant to Section -4 ~ or
Details of technical assistance shall be aareed arr
snrparatelv no later than 12 months prior to tha dare th¥ : is
exercises its right to manufacture pursuant to Sectiod the
above. ) o~ vol
GI shall provide to BM detailed documentation 00 ..
processing conditions it uses for the praduction nf LJ-C“'E',-'- 9.:
Compound, follawinag the latest rctandard apelicable to v eit
nroduction at that rima whiech shall includa tha cell 1i7° .
be used, cell culturn medium composition, environm®'y
conditions for cell culture such as pH and temparacur® .
rurification nrocessas as well as all specification$
Auality coantreal dascriptinns following the latanr GLP-GMP f
/,_
- 18 - i
A 73241
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e

ard applicable at the date of transfer,

NS long ;c““d.ro assist DM {n reaching quality control compliance at GI
he Licﬁnsﬁ‘j dards. GI shall make available to BM facilitv design and
2XClygji, 0t “":t;uctim‘ data as well as aseptic techniques and programs
noa qu,;lil"{.*’“' requlating compliance which apply to the production of
uPRly oo tv 10 ced Compound.

Cs 14761 shall not be responsibla for assisting 8M with matters
ad o . specifically related to the manufacturing of Licensed

.om

Doyn fz,.pouﬂdsc such as matters generally practiced in the
termg af;“ “wfacture of biological materials. GI shall not be required
7 the g #'tender more than 3 man hours of technical assistanca to

such qc';: * pareunder, unlass otherwiss agqraad yoon by the Parties.
%O GI qi,.' |*" 1n rendering such assistance GI shall be reimburced for
be entig) 1 direct and reasonabla expeanses such as hotel,

2 ed ;. |lansportation and meals incurred bv GI parsannel.

Article 9. TERMINATION

3,1 Term. This Agreament shall bacome affective upon
411 execution and shall continue in full force and affect
sless modified or terminated in accordance with any provision
qreof for a period of K vears as of BM's first commercial
ale and/or the last ocatent to expire or until expiry nf the
icans® dranted pursuant to Art. 6 whichever is longer.

9.2 Termination for Breach. Each Partv shall ba
weirled to tarminate the AcGreement bv written notice to the
iher Party in =he event that the other Partv shall be in
ifault of anv of its oblisations hersunder, and shall fail to
waedy anv such default within 60 days after notice thereof by
s non=breaching Partv, Upon termination of this Aqreement
nrsuant to this Section 9.2, neither Party shall be realieved
2 any obligations incurred prior to such termination.

quest fre~

ot (to the 8M rererves tha right to terminate this Adgreement

lase of ¢ |FHWith,
e scale-us in the event that the use of the Licensed Product has in
commercia:

: X the opinion of BM a neqgative risk/benefit value in
32'2:"2.-.: clinical use )

zeion 3,c " or GI shall become bankrupt, insolvent or make any
:eedha.-'ﬂ arrangament with its creditors and/or a winding up order
-8 -tn-s.I is made and/or if the business of GI shall be placed in
1€Tio the handas of a Receiver, Assiqgree or Trustee whether bv
n on ¢ veluntarv act of GI or otherwisae,
v : sec
f‘;:"gg-. 3.3 Termination hv Gl of Fxclusivitv. In the aevent that
‘l 1ine '.? eithoer
L ronmanci- . C

ce A6 a) BM fails to make anv raquired minimum rovalty
A e ant pavment within 30 dave of the date such
S lowp payment is due, or

’ . -7
_ - R
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b) BM fails to comply with Sectionn 2.8
Agrrement, and TR,
c) BM fails to remedy any such defayly wites

days after written notice thereof by g;
then upon written notice provided by g1 .. ._'

(1) GI shall receive from BM non-exclusive ...,
in and to BM's Know~how, technc).cq.:"
described in Section S5.2), animal ang sy
data, and to such other information i:
possession that GI mav require in orce: -

obtain approval of the applicable Govars
Requlatory Agencias;

{ii) All licenses granted herein by GI to BM 5.
become non-exclusive: and

(iii) All other tarms and conditions of =
Agreement not inconsistent with this Seci”
9.3, shall remain in effect, provided how

#
10.2

9.4 Survival of Oblications; ] edlicicy,
Return of Confidential Information. Notwithsta®- } =2z ora}l,

any termination of this Agreement, the obligations o | existence
Partias with respect to the protactien and non-disclosss® '} 2rior wri

Confidential Information shall survive and continue '} rfequired !
enforceable. Upon any termination of this Agreement pUr™’

to Sections 9.2, each Party shall promptlv return to the o~ ~10.3

Party all written- Confidential Information, and all % fights "o

thereof, of the other Party. Parev wit

tXcept t¢

: *he bugir

Article 10. MISCELLANEQUS °F otherw

10,1 Product Liabilitv Indemnification. 10.¢

o NA: inte

' a) GI agreas o defend BM, its agents, Airec®.l SOntroye,

officers and emplovees at GI's cost 9resment

expanse, and will indemnifv and hold BM . 'i" arbit
hatmless, its agents, directors, office?s Angquage
emplovees, from and against anv 2R° ~ommnrce
losses, costs, damages, feas or exP¥ .| TOury,

Arising out of or in connection with .l "*%lusiv.
actual or alleged {niurv, dJdamaga oOf "‘. Tivs Fac
consaquence occurring to any person ¥ LWan

result of any neagligence of &I 10 o Nranein
manufacture of [icensed Comnound wh' Arty fa
claimnrd bv reascn of hrerach of warranty:

!

A

A 73243
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- ;=:--lIll-ll!Illll.l.llllllll.llllllll

2.8 of thy
A

naqligence, produnt defret, Or otherwire, and
reqardlrss of the form in which any such claim
is made, In the cvent n»nf any such claim
against BM, or any agent, director, officer or

emplovee by any party, BM shall promntly
£ withjip 3 notifv GI in writing of the claim, and GI
by GI, 0 shall manage and control At its sole expensa

AQ073244

bY GI o an

the dafense and the claim and its sgttlement.
BM shall cooperate with GI and mav at its
options and expense, be reormsented in anv

usive rjq such action or proceeding. GI shall not be
nnolegy ot liable for any litiqation cosSts or expcnses
L and pyqt ineurred by  BM  without GI's  written
ion in B“.: authorization.

in order

2 Governna,, (b} BM undertakes to indemnify and bheld GI

harmless from and cefend against anv and all
claims, actions or threat of action based upon

to BM sh,). or related to or arising from omissions,
: negligence or anv wrongdoing of R®M in the
performance of this Agrasement or the

ng  of ., manufacture of the Licensed Compound and the

:his Seceie.
dad Nowatys-
e ——ra—————

manufacture, sales anad distribution of the
Licensed Praducts. BM shall bear the cost
arising in connection herewith.

10.2 Publicity. Neithey Parey shall originate anv
«blicity, news releasze or other public announcameant, written
~ithswand:~s | . oral, relating to this Agrasment, the Project or the

Ong nf tRe
.sclosure ¢f
.inue to ke
ne pursuan:

aistence of an arrangemant between the Parties, without the
srior written approval of the other Party except as cotherwise
requized by law,

o the orkers 10.3 Assignment. Neither this Acreament nor any af the
all copiet | rights or obligations hareunder mav be assianed by seither
hrev without the prior written consent of the other Parey,
ucept to a partv which acquires all or substantially all of

¢ business of the assigning Party bv merger,
iz otherwise.

sale of assets

10.4 Governing Taw. This Agreament shall be covernad bv
*d interpretad in accordance with S5Swiss Law. Any dispute,

ALirectot™ | uatroversy, or claim arising out of or relating to this
gost 7 | ‘treement which cannot ba amicablv settled shall be referred
a BM 4+t | arbitration hmld in furich/switzerland in the Fnqlish
£g£icmrs VU | inquage in accordance with the rules of the Chamber of

¥4 and .-

PY X
r  exoff i Linure T e “Court of Arbitration shall decide finally and
vowieh | tlusivaly.
r oot 9 .  Fach Partv shall! name one arhbitrator within 30 davs of
rean 3.0 WWing or receiving raspectively written noticn of the
I “:‘..m-! M'ftian =0 applvy to the Court nf Arbitration. If aither
s y” o Aty fails to dosiqnate its arbitrator wirhin the scated
antVy. .
.
- R
=21 - (/ (,k('k)f.

Marce of 2urich/Switrarland to the exclusion of ary othar

A 73244
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Y
period of time, such arbitrator will be appointed , If ¢
President of tha Zurich Chamber of Commerce, who shal) v
appeint the Chairman of the Court of Arbitration as “.,J" Gene
two additional arbitrators proposed bv the Presidene ¢ . 87 C
Chamber of Commerce of Zurich/switzerland, having reqar . camt
recommendations made by the previocuslv named arbitrators, U.S.
The acceptance of the mandate by the Zurich Chambe; .. Atte
Commerce will he obtained by BM at BM's rost and shall se
as Schedule H of this Agreement. ) If ¢
10.5 Force Majeure., In the event that either Part: . Boeh
preventad from performing or is unabla to perform any of .- Sand
obligations under this Agreement due to anv act of God, %n D-68
casualty, flood, war, strike, lockout, failure of pu.. Fede
utilicies, injunction or any act, axercise, assertior - Atte
requirmment of governmental authoritv, including
governmental law, ordear or Trequlation or anv prelim:: 10.¢
injunction permanently or temporarilv prohibiting or reduc- constitut
the level of research, davelopment or production v sther Pa:
hersunder or the manufacture, use or sale of Licew Any purp:
Products; epidemie, destruction of production facilitw employee
riots, insurrection, inability to procure or use materiit its serv
labor, equipment, transportarion or energy sufficient to 2 discretic
experimentation or manufacturing needs; or anv other ¢ T omiss:
bevond the reasonable control of the Partv inveking ** authorig
Section 10,5 if such Partv shall have used its best effor: |1 17 any
avoid such occurrence, such Party shall give notice %9 % Pargy,
nther Party in writing promptlv, and thareupnn the affec”
Party's performance shall be aexcusad and the time ° . 0.t
performance shall be extended for the period of delav” netreto |
inability to perform due to such occurrence, Agraement
10.6 Waiver. The waiver by either Partv of a breach©, f;Pﬁtsedo
default of any provision of this Agreemant by the other : " ereto.
shall not be construed as a3 waiver of anv succeading bredc . .i"“”-’im
the same or any other provision, nor shall anv deld' ' :g“?.“ed b
omission on tha part of either Party to axercise of ) Y auel
itself of any right, power or privilege that it has o '
have hereunder operate as a waiver of any right, P° ire l0.
privilage by such Partv. c.o“igf:r
R : 34
10,7 Notices. Any notice or other communicatid::
connection with this Agreement must be in writing and ,_-:'- thi lo.
mail, bv certified mail, return reccipt requeszed, And .- haY Agr
he cffective when dalivered to the addressee at the 3y la,, nenf
listed helow or such other address as the addrassee shal remﬂ.°?
specifiad in a notice actuallv receivad bv the addressor’ "’bli:::?
& N
.. the
held to
.
- 22 -
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If to GI:

genctics Institute, Inc.
87 CambridgePark Drive

cambridge, Massachusetts 02140
U.8.A.
Attention; President

1f to BM:

Boehringer Mannheim GmbH
sandhofar Strasse 116

D=6800 Mannheim 31}

Fedexral Republic of Germany
Attention: Geschaeftsfuehrung

10.8 No Agency. Nothing herein shall be deemed to
constitute either Party as the agent or representative of the
sther Party, or both Parties as joint vantures or partners for
iny purpose. GI shall be an independant contracter, not an
sployee or partner of BM, and the manner in which GY renders
.ss services under this Agreement shall be within GI's sole
irezetion. Naeithar Partv shall be responsible for the acts
sz cmissions of the other Party, and neither Party will have
juthoritv to speak for, represent or oblicate the other Partv
:a any wav without prior written authority from the other
rey.

10.9 Entire Aqreement. This Agreement and the Schedules
wreto (which Schedules are deemed t0 be a part of this
:greezent for all purposes) contain %he full understanding of
ch¢ Parties with respect to tha subiect matter hereof and
suparseda all prior understandings and writings relating
ierato. No waiver, alteration or modification of anv of the
stevisions hereof shall be binding unless made in writing and

uqned by tha Parties by their raespective officers thereunto
wly authorized,

10.10 Headinags. The headings contained in this Agreement
e far convenience of reference only and shall not be
nsidered in construing thia Agreement.

_ 10.11 Saverabilitv. In the avent that any provision of
“is Agreement it held by a court of compatent jurisdiction to
% unenforcnable becaute it is invalid or in conflice with anv
W of any relevant durisdiction, the validity of the
#Mining provisiesns shall not boc affected, and the rights and
Sligations nf tha Parties shall be conetrund and enforced as
;. *he Agreement did not contain the particular provisions
*ld to be ynenforcaable.

— {.
/c wr B

L
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Y

10.12 Successors and Assigns. This Agqraement shall be
binding ypon and inura to tha bhenefit of the Parties heretqo
and their successors and cermitted assigns,

10.13 Counterparts. This Agreement mav be axeruted jp
anv number or counterparts, sach of which shall be deemed ap oel —_
original but all of which together ‘shall constitute one and
the same instrument.

IN WITNESS WHEREOF, the Parties herato have caused this
Agreement to be executed as a sealed instrument in their names
by their oproperly and duly authorized officers or
representatives as of the date first above written.

Mannheim Cambridge,
ROEHRINGER MANNHEIM GMBHR GENETICS INSTITUTE, INC.
pPa.
[}
L -
- 1\.) . .
/} oW b W Qalon & oy
T bbi;:f”;rnﬂ. Dr. Abshagen Gabriel Schmergel
1
- 24 ~
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SCHEDULE A
BENCHMARKS
Description
3 -
“ied:

NSTITUTE, INC.

. : i
K

SUMANNHEIM GMBH
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—

-

SCREDULE R

TERRITORY

cgz0Cratlc
* Lvakia

;sien (USE

Acknowledged:
GENETICS INSTITUTE, INC.

Ry: C‘\%&M

ROEHRINGER .MAMNHE

x[?msn
nvi\tL ;\p\ - 4%%%2}2

J -
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SCHEDULE «

COMECON COUNTRIES

| ocratic Republic

}'“,xia

 .on {USSR)
- H

2ed 1
IsrIrore, iNc.

- P b /TS
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A073250
AM-ITC 00119923



AQ73251

Case 1:05-cv-12237-WGY Document 878-9

SCHEDULE D

MINIMUM ROYALTY

*_

Acknowledged:

GENETICS INSTITUTE, INC.

v Gabuael SW\(\
/ A}

BOEHRINGER, MANNHE M/ GMBH

By _ \~ \'\‘))\_

Y
o /
\‘.
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SCHEDULE E

* .

2ed:
ISTITUTE, INC. \

« wm——

/
/ Zl,c,k Re il
{ e
»‘*"‘( p 73252
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A073253

SCHEDUT.E F

Filed 08/27/2007

PREACQMMERCIALIZATION SUPPLY OF LICENSED COMPOUND

*

Acknowledgad:

GENETICS INSTITUTE, 4iNC.

By:

ROEHRINGE!
\ ‘\4 \
W\ -

By,

Page 35 of 36
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R T —

‘SCHEDULE G

PRODUCTION SCKFEDULE

* |

tz"'%d:

3 INSTLTUTE, INC.

L y
2%
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