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Roche apparently intends to tell the jury that Amgen’s patents-in-suit represent an 

improper extension of the term or duration of patent protection afforded Lin’s inventions, and 

that the jury should remedy this situation by invalidating the claims-in-suit.1 In granting 

Amgen’s Motion for Summary Judgment of No Obviousness-Type Double Patenting, the Court 

has determined that Amgen’s claims-in-suit are not invalid for ODP over the claims of the 

Lai/Strickland ‘016 Patent. The Court has also determined that the ‘933, ‘422 and ‘349 claims-

in-suit are exempt from ODP over the claims of the ‘008 patent pursuant to 35 U.S.C. § 121.2

Consequently, Roche’s rhetoric is legally irrelevant to the validity issues that the jury properly 

may decide, and instead asks the jurors to apply their subjective beliefs regarding the appropriate 

length of patent protection when assessing Roche’s remaining ODP and other invalidity 

defenses. Accordingly, Amgen respectfully moves the Court for an order under FED. R. EVID.

402 and 403 precluding Roche from making irrelevant, confusing and unfairly prejudicial 

statements to the jury regarding the duration of Amgen’s patent protection.3

  
1 See, e.g., 4/6/07 Expert Report of Dr. Lowe, Demonstrative Nos. 100-101 (8/28/07 Declaration 
of Geoffrey M. Godfrey, Ex. A) (depicting and characterizing Amgen’s patents-in-suit —
including the ‘933, ‘422 and ‘349 patents — as an “improper extension of monopoly”); D.I. 494, 
at ¶ 46 (“To protect the public from an unwarranted extension of the patent monopoly, a terminal 
disclaimer limiting the patent terms of these patents to the full life of the earlier ‘016 patent 
should have been required.”); D.I. 491, at 1 (“At the very least, with the expiration of the ‘016 
patent in 2005, Amgen’s right to exclude competitors from selling recombinant erythropoietin 
(‘rEPO’) has come to an end”); Id. at 2 (arguing Amgen should be prevented “from obtaining a 
10-year extension of patent protection for the subject matter of the expired ‘016 patent”).
2 See Electronic Order, dated Aug. 27, 2007, granting Amgen’s Motion for Summary Judgment 
of No Obviousness-Type Double Patenting (D.I. 498). 
3 FRE 402 provides, in pertinent part: “Evidence which is not relevant is not admissible.” FRE
403 provides: “Although relevant, evidence may be excluded if its probative value is 
substantially outweighed by the danger of unfair prejudice, confusion of the issues, or misleading 
the jury, or by considerations of undue delay, waste of time, or needless presentation of 
cumulative evidence.”
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The term of the patents-in-suit is set by statute, 35 U.S.C. § 154. Although the current 

law provides for a 20 year term, this was a change adopted in 1995. Prior to this change, the term 

of patents was 17 years from the date of issuance. Because the patents-in-suit issued from 

applications filed before the change in the statute, the 17 year term applies. Each patent-in-suit is 

entitled to its own term. The ‘933 patent issued in August of 1996 and will expire in August of 

2013. The ‘422 patent issued in September of 1999 and, because of a terminal disclaimer over 

the ‘933 patent, will also expire in August of 2013. The ‘349 patent issued in May of 1998 and 

will expire in May of 2015. The ‘868 and the ‘698 patents both expire in 2012 (the ‘698 patent 

was terminally disclaimed over the ‘868). Any arguments by Roche that the patents-in-suit 

“wrongfully” extend the term of the Lai/Strickland ‘016 patent, or that the ‘933, ‘422 and ‘349 

patents “wrongfully” extend the term of the ‘008 patent, are legally irrelevant and should be 

precluded. All legally relevant questions involving these ODP defenses have been resolved by 

the Court on summary judgment.

Similarly, the Court, not the jury, must ultimately decide Roche’s remaining ODP 

allegations that the ‘868 and ‘698 patent claims are invalid for ODP over Lin’s ‘008 claims. The 

decision of that issue requires the Court to determine whether the process inventions claimed in 

the ‘868 and ‘698 patents are patentably distinct from the DNA and cell inventions claimed in 

the ‘008 patent, that is, whether the later-issued process claims would have been non-obvious at 

the time in view of the earlier-issued DNA and cell claims of the ‘008 patent. The PTO held that 

these inventions were patentably distinct. While it is Amgen’s position that the Court should 

decide all issues regarding Roche’s remaining ODP defense, at most, the jury’s role in assessing 

this defense would be limited to determining whether a person of ordinary skill in the art in 1984 

would have found the ‘868 and ‘698 claims-in-suit to be obvious over one of the ‘008 patent 
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claims. The Court, not the jury, must perform the first step of the ODP analysis, which is to

construe the claims at issue. And even as to the ‘868 and ‘698 patents, it would be legally 

irrelevant and inappropriate for the jury to consider what term of patent protection is 

“appropriate” or “fair” or “too long.” Thus, Roche should be precluded from making statements 

to the jury concerning the duration of Amgen’s patent protection, or the length of Amgen’s 

separate patent terms.4

Furthermore, because the term of all of the patents-in-suit is determined by the version of 

35 U.S.C. § 154 in effect before 1995 (i.e., a term of 17 years from the date of issuance, subject 

to any terminal disclaimers or adjustments), the Court should preclude Roche from telling the 

jury about the 1995 change in the law regarding the term of patent protection, and about how the 

term of patents filed after 1995 is 20 years from the date of filing. Those facts are irrelevant to 

Roche’s ODP defense in this case.

Roche’s rhetoric concerning an improper extension of patent term and its inaccurate 

references to a 28-year term of patent protection are misleading and highly prejudicial to Amgen.

Roche seeks to draw the jury’s attention away from the one probative issue that resolves Roche’s 

remaining ODP defense (i.e., whether an ordinarily skilled artisan in 1984 would have found the 

‘868 and ‘698 claims-in-suit to be obvious over one of the ‘008 claims) and to focus the jury’s 

attention instead on the legally irrelevant issue of whether the jury believes Amgen has enjoyed 

“enough” patent protection for its EPO inventions. Roche’s arguments undermine the statutory 

presumption of validity by urging the jury to decide the validity of Amgen’s patents based on a 

subjective, emotion-driven determination of the “appropriate” or “fair” duration of patent 

protection, rather than a structured application of the relevant law to the relevant facts. Roche’s 

  
4 If the Court determines that the jury must be told the purpose of the ODP doctrine, the Court 
can communicate that purpose as part of its instructions to the jury.
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improper appeals to the jury’s emotional prejudices also risk undermining this Court’s summary 

judgment order regarding ODP, because there is a significant danger that the jury, at Roche’s 

urging, will decide that Amgen has enjoyed “enough” patent protection and therefore invalidate 

all of the claims-in-suit, including the ‘933, ‘422, and ‘349 claims that the Court held are exempt 

from Roche’s ODP attack.

For the foregoing reasons, the Court should preclude Roche from making irrelevant, 

confusing and unfairly prejudicial statements to the jury regarding the duration of Amgen’s 

patent protection and the current law that sets a term of 20 years from the date of filing.
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