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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

CIVIL ACTION NO. 09-115056A0

VOICE OF THE ARAB WORLD INC.,
Plaintiff/Counterclaim Defendant,

V.
MDTV MEDICAL NEWS NOW, INC.,

Defendant/Counterclaim Plaintiff

OPINION AND ORDER
March 29, 2012

O'TOOLE, D.J.

The paintiff, Voice of the Arab World, Inc. ("VOAW?"), filed this action againite
defendantMDTV Medical News Now, Inc. (“MNN”), seeking declaratory relief relating to a
trademark dispute. MNN responded by bringsaunteclaims againsVOAW for trademark
infringement, cybersquattingnd a variety of other federal and state claims. The plaintiff
has filed a Motion for Summary Judgment on its affirmative claims as webnashe
counterchimsasserted by the defendant. Tlefeshdant opposesimmary judgment.

After careful review of the parties’ submissions and after hearing, lwbathat genuine
issues of material fact exist as to issues ra{geduding VOAW'’s acquiescencand estoppel
defenseswith respect to all the claims eq@t MNN'’s counterclaim for cybersquatting. As to
that claim, on the undisputed facts the necessary elements of the caugenafaawiot be made
out, and VOAW is entitletb prevail as a matter of law.

The Anticybersquatting Consumer Protection Agchsto prevent “cybersquatters who

register numerous domain names contegrAmerican trademarks or tragemes only to hold
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them ransom in exchange for money.” N. Light TachN. Lights Cluh 97 F. Supp. 2d 96, 115

(D. Mass. 2000) (citing H.R. Rep. No. H8@2, at 5). To succeed on a cybersquatting claim, the
proponent must provd) theclaimantowns theright to therelevant mark(2) the defendarttas
registeed, trafficked in, or usel a domain name that is identicat confusingly similar to a
distinctive mark or a famous mark at the time of registration;(@nhthe defendant ldba bad
faith intent to profit from the plaintiff's markd.

VOAW argues there is no evidence that it registered the MDTV.com domain name in bad
faith. The statue identifies nine factors a court may consider in determiniegigtence of bad
faith. 15 U.S.C. § 1125(d)(1)(B)() Further, Congress provided an “escape clause,” which states

that “bad faith shall not be found in any case in which the court determines that the person

1 «(1) the trademark or other intellectual property rights of the person, if anpeimidmain

name; (ll) the extent to which the domain name consists of the legal name ofdbe peia
name that is otherwise commonly used to ideritit person; (Ill) the persomsior use, if any,

of the domain name in connection with the bona fide offering of anysgoodervices; (IV) the
personsbona fide noncommeial or fair use of the mark in a site accessible under the domain
name; (V) the person's intent to divert consumers from the mark ®wnkne location to a site
accessible under the domain name that could harm the goodwill represented bykiheithear

for commercial gain or with the intent to tarnish or disparage the markebting a likelihood

of confusion as to the source, sponsorship, affiliation, or endonteofiethe site; (VI) the
persors offer to transfer, sell, or otherwise assign the domain name to the mark owngr or a
third party for financial gain without having used, or having an intent to use, the domain name in
the bona fide offering of any goods or services, or the persons prior conductingdicpattern

of such conduct; (VII) thgersoms provision of material and misleading false contact information
when applying for the registratioaof the domain name, the persomtentional failure to
maintain accurate ctact information, or the persons prior conduct indicating a pattesoctf
conduct; (VIIl) the persan registration or acquisition of multiple domain names which the
person knows are identical or confusingly similar to marks of others that arectilistiat the
time of registration of such domain names, or dilutive of famous marks of othease¢lamous

at the time of registration of such domain names, without regard to the goodgicessef the
parties; and (IX) the extent to which the mark incorporated in the persons domain name
registration is or is not distinctive @fiamous within the meaning of subsection (c)(1) of section
43



believed and has reasonable grounds to believe that the use of the domain namé& wss arfa
otherwise lawful.” 15 U.S.C. § 1125(d)(1)(B)(ii).

MNN argues that VOAW'’s registration of seveneven domain names in 1998 is
evidence of bad faith. While thimay suggestome intent to profit from the registratiotise fact
of multiple registrations alondoes not rise to the level of proving bad faittere VOAW
actually used treedomain names to promote its legitimate business venturesgagnddence is
proffered thatit used false or misleading contact information when registering the domain
names.ld. Additionally, there is no evidence VOAW did nottenpt to sell the domains to
MNN; rather, MNN approached VOAWith an offer to purchase, mch VOAW refused.In
fact, VOAW has never sold a single one of its domain names. There is no evidenceANdt VO
knew of MNN or its use of the mark when it registetieel domain names, nor is there evidence
of any bad faith in the registratigtiself. MNN has been unable to point to evidence sufficient to
sustain the cybersquatting claim, and VOAW is entitled to its dismissal.

VOAW’s motion for summary judgment is th@RANTED with respect to Count | of
the Counterclaim, and the related claim for a declaratory judgment set forthum ICof the
Complaint, but otherwise is DENIED.

Itis SO ORDERED.

/sl George A. O’'Toole, Jr.
United States District Judge
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