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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

DONALD THOMAS SCHOLZ,

Plaintiff and
Counterclaim Defendant,

Civ.Action No. 13-cv-10951

BARRY GOUDREAU,

Mo T o T N T

Defendantand
Counterclaim Plaintiff. )

)
)

MEMORANDUM AND ORDER

CASPER, J. September 21, 2015
l. Introduction

Plaintiff Donald Thomas Scholz (“8olz”) has filed this lawsuit against
Defendant Barry Goudreau (“Goudreau”) glleg federal trademark infringement in
violation of 15 U.S.C. 8 1114(1ount I); unfair competition imiolation of 15 U.S.C. §
1125(a) (Counts Il and Ill); ademark dilution in violatin of 15 U.S.C. § 1125(c) and
Mass. Gen. L. c. 110H (Counts IV and Vllpntributory trademark infringement and
vicarious trademark infringement in violati of 15 U.S.C. § 1114(1) (Counts V and VI);
trademark infringement under Massachtssecommon law (Count VII); unfair
competition in violation of Massachusettsmmon law (Count 1X); violation of Mass.
Gen. L. c. 93A (“Chapter 93A”) (Count X); vition of the Truth in Music Statute, Mass.

Gen. L. c. 93, 88 12 and 43B (Count XI); breax contract (Count XII); and breach of
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the implied covenant of good faith and fagating (Count XllII). First Amended Comp.,

D. 43 ("FAC”). Goudreau asserts five countaims: declaratgrjudgment (Count I);
breach of contract (Count)] breach of the implied covenant of good faith and fair
dealing (Count Ill); violatiorof Chapter 93A (Count IV)and abuse of process (Count
V). D. 45. Goudreau hasawed for summary judgment @&cholz’s claims, D. 83, and
Scholz has moved for summgndgment on Goudreau’s counterclaims, D. 88. For the
reasons stated below, the Court ALLOWS part and DENIES in part Goudreau’s
motion and ALLOWS in part anOENIES in part Scholz’s motion.

. Standard of Review

The Court grants summary judgment whirere is no genuindispute as to any
material fact and the undisputed facts destrate that the moving party is entitled to
judgment as a matter of law. Fed. R. Civ. P. 56(a). “A fact is mateitialarries with it

the potential to affect the outcome of the suit under applicable law.” Santiago—Ramos v.

Centennial P.R. Wireless Corp., 217 F&8 52 (1st Cir. 2000) (quoting Sanchez v.

Alvarado, 101 F.3d 223, 227 (1st Cir. 1996)). The movant bears the burden of

demonstrating the absenceafjenuine issue of materi@ct. Carmona v. Toledo, 215

F.3d 124, 132 (1st Cir. 2000); see Celotex virélg 477 U.S. 317, 323 (1986). If the

movant meets its burden, then-moving party may not rest time allegations or denials

in her pleadings, Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 256 (1986), but “must,

with respect to each issue on which sheuld bear the burden of proof at trial,

demonstrate that a trier of faobuld reasonably resolve thasue in her favor.”_Borges

ex rel. S.M.B.W. v. Serrano—Isern, 605 F.3d (1& Cir. 2010). “Asa general rule, that
requires the production of evidence that'sgnificant[ly] probative.” 1d. (quoting

Anderson, 477 U.S. at 249) (akéon in original). The Court “view[s] the record in the
2



light most favorable to the nonmovant, dmagv reasonable inferences in his favor.”

Noonan v. Staples, Inc., 556 F.3d 20, 25 (1st Cir. 2009).

[1I. Factual Background

Scholz and Goudreau were both membsfrshe rock band BOSTON. D. 92
(Goudreau’s statement of undisputed matdiaats) § 1; D. 99 (&olz’s response to
Goudreau’s statement of undisputed mate facts) § 1, D. 101 (Scholz's
counterstatement of additional materialcts) Y 2-3. Goudau, a guitar player,
performed on BOSTON'’s first two albwmand performed with the band from
approximately 1976 until 1979. D. 92 1Y 2D4;99 11 2, 4. Goudreau left the band in
1981, filing a lawsuit against Scholz and other band members in 1982 regarding the
rights and obligations of the pes$. D. 92 § 8; D. 99 T 8n May 1983, the parties to the
suit executed a settlement agresn(the “Settlement Agreemehnt’D. 92 § 9; D. 99 1 9.
Pursuant to the Settlement Agreement, Geadrcontinued to receiha one-fifth royalty
for the songs on the first two BOSTON albums. D. 92 { 10; D. 99 § 10. Regarding
Goudreau’s use of the BOSTON nartiee Settlement Agreement stated:

1. By the execution hereof, therpas acknowledge #t Goudreau is

no longer, and he has cedsto be, a partner Boston, and as such shall

have no interest, right nor title tthe name “BOSTON,” nor to any

recording royalties, performing rightroyalties, performance income,

copyright interests or payments, ondncial interest therein, except as
provided herein.

2D. The Name "BOSTON": The p@&t hereto expressly agree that
Goudreau may use the term “FormenfyBoston” for and in conjunction
with any biographical usage withsmect to future performances, but,
except to this extent, Goudreau shall haweother interest, right or title to
the name “BOSTON.” Without limiting the foregoing, Goudreau may not
use the name “BOSTON?” for or ironjunction with any advertisement or
promotion.




D. 43-3 at 3, 8-9.

Goudreau’s music career continued follogihis departure from BOSTON. He
has been a member of, or performed with,auaimusical groups atraimber of venues.
Scholz’'s FAC focuses on the advertisemeatsl promotions ass@ted with five
particular groups or performances involvi@pudreau: performances at the Cannery
Casino Hotel, promoted by Paul Curcio (“Coi¢;, “The Best ofBoston” performances,
promoted by Maximus Entertainment and @kief Executive Officer, Robert Devine
(“Devine”); a musical revue called Wd Class Rockers (“WCR”); the James
Montgomery Blues Band (“JMBB”); and Ernand the Automatics (“EATA”). D. 43 {1
30-32, 34, 36, 38, 40; D. 92 1 25. The crux of Scholz’s claims is that Goudreau violated
the Settlement Agreement and infringed on Scholz’'s BOSTON trademarks by using or
allowing the use of descriptive terms that @éé®ifrom “formerly of Boston,” as specified
by the Settlement Agreement, in connectiathwhese performances and musical groups.
D. 43 1M1 15-17, 51, 57, 63, 70, 77, 82, 90, 96, 102.

Scholz has sued or threatened to S&wmmdreau prior to tB action. Scholz
pursued similar claims in a 2009 complairdttivas later dismissed. D. 96 (Goudreau’s
statement of additional undisputed matefadts in opposition to Scholz’s motion for
summary judgment) 1 77-80; D. 104 (Sch®lresponse to Goudreau’s statement of
additional undisputed material facts) {80- Scholz again sued 2010, asserting the
same claims as in the 2009 action, butdbmplaint was never served. D. 96 1 81-83;
D. 104 11 81-83. Scholz threatened tosper the same causes of action in 2011,
providing Goudreau’s counsel with a draft comuiahat ultimately was never filed. D.
96 19 84-85; D. 104 11 84-85. Goudreau'snterclaims are primarily premised on

Scholz’s litigiousness and his ditional efforts to thwart Gudreau’s ability to promote
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himself. See, e.g., D. 45 | 46 (alleging ttjghere are literally dozens of threatening

letters . . . in which Scholz uses his putpdrtrademark rights in BOSTON to interfere
with Goudreau’s efforts to perfiorfor venues and promoters”).
V. Procedural History

Scholz instituted the present action orriRp7, 2013. D. 1. Goudreau answered
and asserted five counterclaims against Schdb. 7. Scholz’'s motion to dismiss the
counterclaims, D. 10, was denied on Daber 26, 2013. D. 22. On January 17, 2014,
Scholz moved for leave to amend his cormleD. 30, which theCourt allowed on May
19, 2014, D. 41. Scholz filed the FA@e operative complaint, on May 21, 2014,
asserting the thirteen claims now before @ourt. D. 43. Goudreau answered the FAC
and asserted five counterclaims agai@sholz. D. 45. Goudrealas now moved for
summary judgment. D. 83. Simultaneously, Scholz moved for summary judgment on
Goudreau’s counterclaims. B8. The Court heard the parties on the pending motions

and took these matters under advisement. D. 109.

V. Goudreau’s Motion for Summary Judgment
A. Direct Trademark Infringement
1. Goudreau’s performances and recordings

The Lanham Act, 15 U.S.C. § 1114(1),0pibits infringement of registered
trademarks, providing:

Any person who shall, without the cam of the registrant—(a) use in
commerce any reproduction, counterfeapy, or colorable imitation of a
registered mark in connection withetlsale, offering fosale, distibution,

or advertising of any goods or sex®s on or in conmm#&ion with which
such use is likely to cause confusiorntmrcause mistake, or to deceive; . . .
shall be liable in a civil action byhe registrant for the remedies
hereinafter provided.



Federal trademark infringement undkee Lanham Act andnder Massachusetts
common law require that a plaintiff proveath“(1) the plaintif owns and uses the
disputed marks; (2) the defemdaised similar or identicaharks without permission; and
(3) unauthorized use likelyoofused consumers, harming the plaintiff.” Lyons v.

Gillette, 882 F. Supp. 2d 217, 226 (D. Mass. 2(tiing Venture Tape Corp. v. McGills

Glass Warehouse, 540 F.3d 56, 60 (1st AX08&). The dispute here centers on the

second prong. Goudreau assdtiat the infringing usesf the BOSTON mark about
which Scholz complains were, in every instance, the result of actions of third parties, not
of Goudreau. D. 91 at 8. The Court agrees 8cholz has failed to proffer evidence that
Goudreau was responsible for any of takegedly infringing advertisements and
promotions that are the subject of the@A Without evidence that Goudreau himself
directly participated in the infringing acily, Scholz’s claims fordirect infringement

fail. See Lyons, 882 F. Supp. 2d at 226.

Scholz’s trademark infringement allggens center on advertisements for and
Goudreau’s involvement in five bands or satperformances: (1) “The Best of Boston”
series, promoted by Maximus Entertainmnand Devine; (2) theshows with Francis
Migliaccio (“Fran Cosmo”) at the Cannefyasino Hotel organized by Curcio; (3) the
JMBB; (4) WCR; and (5) EATA led by Erni&och, Jr. (“Boch”). D. 91 at 3-5.

a. “The Best of Boston” series

Scholz points to an advertisement for TBest of Boston series stating that the
show featured “original founding Boston meentBarry Goudreau.” D. 102 at 3. The
wording of the advertisement deviates from the “formerly of Boston” language permitted

by the Settlement Agreement. Goudreauiespthat he did not perform in any shows



promoted as “The Best of Boston” becahseconcluded that the proposed promotional
materials were “asking for trouble” due to the wd the “The Best of Boston” moniker.
D. 105 at 5; D. 92 Y 28-30. Goudreau further demanded that he be omitted from any
advertisements already created. Id. Scholz da¢ direct the Coutb any evidence that
Goudreau played any role in the naming conpotion of the series or that Goudreau
performed. _See D. 101 f 60; D. 102 at The Court thus concludes that Goudreau
cannot be liable for directfinngement with respect to The Best of Boston series.
b. Cannery Casino Hotel

Scholz next alleges that the shows at@annery Casino Hotel were marketed by
Curcio with materials that referred tooGreau as BOSTON's former “lead” guitarist
and an “original” BOSTON member. D. 99 21-22, 24. Scholz points to promotional
materials circulated by Curcio to potent@ncert purchasers and venues. D. 99-36 at
13-14. He also cites a billba@htype of advertisement stating that Cosmo and Goudreau
were “Playing the Hits of BOTON.” D. 99 | 20; D. 99-19. Scholz does not, however,
offer evidence that Goudreau was directigsponsible for these promotions and
advertisements. D. 102 at 6. Withoutlsyproof, Goudreau isot liable for direct
trademark infringement.

c. JMBB

According to Scholz, Goudreau performiada concert witthe JMBB where he
was advertised as the “lead guitarist rtedend from the band BOSTON.” D. 101 {1 60,
84. While acknowledging the advertisemeBtudreau urges that the advertisement
submitted by Scholz omits the complete advertisement including a fuller description of

Goudreau as “former band meendrom The Band BOSTON.D. 87-29; D. 87-30. The



complete advertisement appears to be hsite printout containing both the permitted
descriptions containing the words “former” and “formerly” as well as the prohibited
description “lead guitarist rock legendofn the band BOSTON.” _Id. While the
promotion thus infringes on Scholz’s markcemagain Scholz provides no evidence that
Goudreau was the party respotesifor the promotion. D. 101 {{ 60, 84. Without such
evidence, Goudreau cannot be liable for direct trademark infringement.
d. WCR

Scholz’'s complaint allege that WCR “promoted Goudreau’s work as a
‘trademark’ of the BOSTON sound on a varietiy’'smash singles . . . and other chart-
toppers.” FAC Y 38. Whatever that promatimay be, it does not appear to be part of
the record before the Court. Inste&bhudreau points to a 2008 advertisement about
which Scholz previously complained as in§iing on his marks. The WCR advertisement
used the BOSTON mark, stating that W@Rs “an all-star performance by former
members of rock & roll's greatest bandsynyrd Skynyrd, Toto, Steppenwolf, Journey,
Santana, and now . . . BOSTON!” D. 929. Goudreau, however, established that he
provided permission to WCR to use hismeand likeness specifying that Goudreau
could be promoted only as “formerly of Bost or “former member of BOSTON,” a fact
not disputed by Scholz. D. 92 § 47; D01 § 77. In addition, WCR provided a
“Production/Technical Rider” to venues tisecified that Goudreau had to be promoted
as a “former member of BOSTON.” D. 92 { 4®/ithin five days of receiving a cease
and desist letter from Schodz’attorney, WCR or its advertising agency changed the

advertisement, which change wasknowledged by Scholz. Id. § 51.



Scholz provides no evidence that Goudreeas responsible for the disputed
advertisement, which was amended only fi\ays after WCR was informed of Scholz’s
grievances. Scholz also provedeo evidence of the likelihdoof confusion based on the
use of his mark in the WCR advertisemen&cholz claims that there were additional
instances of WCR’s infringement of his rks, including the misrepresentation of
“biographical facts on the WCR website ceming Goudreau’s former affiliation with
BOSTON,” D. 99 1 49, but Schotibes not indicate the presenof any record evidence
detailing these examples or assigning resibditg for them to Goudreau. Based on
these facts, Goudreau is not lalor infringement with respetd the WCR allegations.

e. EATA

Finally, turning to EATA, Scholz maintas that Goudreau vgacomplicit in his
promotion as an “original” BOSTON membeR. 102 at 3, 5-6. In response, Goudreau
contends that he was explicit in his instraos to Boch that he could be promoted only
as formerly of BOSTON. D. 91 at 5. Seakeexcerpts from Boch’s deposition bear out

this contention._See, e.g., D. 99-3 attat(sg that Goudreau “always said, ‘You've got

to put ‘former member”) & at 8 (answeringo to question “did [Goudreau] tell you to
promote him with the band as [an] ‘gimal member of BOSTON?"). Despite
Goudreau’s instructions, he was promoteaddivertisements, on BA's website and on

a CD label as an “original”’ BOSTON membdD. 99 | 14. Boch &ified, however, that

he was responsible for regsenting Goudreau as an original member, even after

1 Scholz offers an expert report concluditigat consumers were confused by certain
advertisements that promoted Goudreaursgpmances. D. 99-34. The advertisement at
issue with respect to WCR, however, was oo¢ of the two exemplar advertisements
used in the study. Id. at 36, 38.



Goudreau told him to limit proations to the phrase “formenember.” D. 99-3 at 6-7;
D. 99 1 14 (Scholz’'s acknowledgment that Baeferred to Goudreau as an original
member even after Goudreau instrudted to say “formerly of BOSTON?”).

Scholz appears to rely primarily onro@®reau’s own counterclaim to show that
Goudreau instructed EATA that he be proetbas an “original member of BOSTON.”
See, e.g., D. 99 11 13, 76; D. 102 at 7. Thedohgestates that “Goudreau . . . made sure
that all venues, managers aather [stet] involved referred to Goudreau as a former
member of the band BOSTON any biographical and othenaterials associated with
Goudreau’s performance, using the truth&uld accurate descriptive designations of
formerly of BOSTON or as an original megrtof BOSTON.” D45 Counterclaim § 53.
Despite Goudreau’s allegation, however, neithenty directs the @urt to any evidence
that Goudreau actually did direct Boch or anyetse affiliated withEATA to bill him as
an original BOSTON member. D. 101 {1 &- For these reasons, Goudreau is not
liable for direct infringement withespect to the EATA allegations.

2. Goudreau’s website

Scholz contends that Goudreau’s usenwdta-tags such as “BOSTON,” “band
BOSTON” and “Tom Scholz” on Goudreau'website conclusively demonstrates
trademark infringement. D. 102 at 15. While us a mark is evidenagf intent to use a

mark, “the only relevant intens intent to confuse.”Jenzabar, Inc. v. Long Bow Grp.,

Inc., 82 Mass. App. Ct. 648, 661 (2012) (tjng Starbucks Corp. v. Wolfe’'s Borough

Coffee, Inc., 588 F.3d 97, 117 (2d Cir. 2009))Yrademark infringement requires a

likelihood of confusion, which means “morthan the theoretitapossibility of

confusion.” International Ass’'n of Bthinists & Aerospace Workers, AFL-CIO v.
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Winship Green Nursing Ctr., 103 F.3d 198)0 (1st Cir. 1996). “[T]he allegedly

infringing conduct must create a likeliho@d confounding an appreciable number of

reasonably prudent purchasersmxsing ordinary care.” Boston Duck Tours, LP v.

Super Duck Tours, LLC, 531 F.3d 1, 12 (X&ir. 2008) (internal quotation marks

omitted).

There is no evidence that the contentGafudreau’s website igkely to confuse
the reasonably prudent purchaser. Timdisputed evidenceffered by Goudreau
indicates that the website identifies itsa#f the website of “former BOSTON guitarist”
and “[tlhe OFFICIAL website for formeBOSTON guitarist, Barry Goudreau!” D. 91 at
11-12; D. 92 1 95; D. 99 1 95. The URL address of the website is Goudreau’s name. D.
92 1 94; D. 99 at 11. Scholz insists that thenintegarding the use tihe meta-tags is to
drive traffic to Goudreau’s website, D. 1@R 15, relying on Venture Tape, 540 F.3d at
61. In that case, however, the Court caded that a likelihood of confusion could be
inferred from the defendant’s admitted purpose of luring his competitor’'s customers to
his site. Id. at 61-62. [Ewn if Goudreau’s website diite consumers who search for
Scholz or the band Boston toshbwn website, “[m]ere divsion, without any hint of

confusion, is not enough.” Hearts on F@e., LLC v. Blue Nile, Inc., 603 F. Supp. 2d

274, 285, 286 (D. Mass. 2009) (noting that even if a consumer chooses a competitor’s
product after finding that product via a search using a trademarked name, the consumer
has been diverted, but not confused). MentTape relied heavily on the defendant’s
intent to trade on his competitor’s reputation #ns silent as to any consumer confusion
resulting from the use of the defendantisbsite. 'Venture Tape, 540 F.3d at 61. In

contrast, here, the record daest indicate that a consumerlikely to be confused and
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that Goudreau makes his former relationshifh BOSTON clear. D. 99-34 (assessing
advertisements for consumer cosibn, but not Goudreau’s website).

In summary, Goudreau is entitled to suamgnjudgment on the claims for direct
infringement (Counts | and VII) with respeict The Best of Boston series, the Cannery
Casino Hotel advertisements, JMBB, WCRdaBATA. Summary judgment is also
allowed on the direct infringement clairbased on the use of meta-tags on Goudreau’s
website (Counts | and VII).

B. Contributory Infringement a nd Vicarious Infringement

Scholz asserts two claims premised Goudreau’'s secondary liability for
trademark infringement. In Count V, |88z alleges contributory infringement under
Section 32(1) of the Lanham Act, 15 U.S81114(1)(a), and in@int VI Scholz alleges
vicarious infringement pursuant to the same section.

1. Contributoryinfringement

To prove contributory infringement, a pitiff must show thathe defendant “(1)
‘intentionally induced’ the primary infringer tmfringe, or (2) continued to supply an
infringing product to an infringer with knowdge that the infringeis mislabeling the

particular product supplied.” Perfect 10¢clw. Visa Int'l Serv. Ass’n, 494 F.3d 788, 807

(9th Cir. 2007) (quoting Inwood Labs.,dnv. Ives Labs., Inc., 456 U.S. 844, 855

(1982)). “When the alleged direct infrirgeupplies a service rather than a product,
under the second prong of this test, the court mmssider the extemtf control exercised
by the defendant over the third party’s meahsnfringement.” _Id. (internal quotation

marks omitted). “For liability to attach, tleemust be direct control and monitoring of
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the instrumentality used by a third party tdrimge the plaintiffs mak.” 1d. (internal
guotation marks and alterations omitted).

Scholz’s argument that Goudreau inducegrianary infringer to infringe is not
supported by the record before the CouBicholz maintains that Goudreau instructed
promoters and venues regarding the us¢hefBOSTON mark in such a manner that
infringement was inevitable. D. 102 at 1Bhe evidence cited taipport thisassertion,
however, does not demonstrate that Goudmedwced infringement. Specifically, Scholz
cites several advertisements with allegedly infringing descriptions of Goudreau, such as
“lead guitarist rock legend from the band Bost but Scholz doesot point to evidence
that Goudreau instructed those responsible ®mptiomotions to use that description. D.
101 1 60. Scholz also asserts that Goudreauifped an infringing advertisement for the
JMBB, but he does not cite any record evide supporting that sextion. _Id. In
addition, the cited promotional piece is nottpaf the record. D. 106  60. Similarly,
Scholz points to an advertisement for EATAproperly describing the band as “[jJust
another band out of Boston,” but the evidershows that the adiisement was a third-
party advertisement not approved by BanhEATA. D. 101 § 60; D. 87-9 (Boch’s
deposition transcript) at 11-13cholz also does not point amy evidence that Goudreau
induced anyone to produce, or provided instoms regarding, the advertisement. D. 101
1 60. Finally, Scholz claims EATA promotedher concerts billing Goudreau as an
“original” BOSTON member, D. 101 § 60, @9-30, but the reed evidence does not
show that EATA was responsible for thdvartisements or that Goudreau induced any

party to create them. D. &at 15 (Boch testimony that think these weren’t generated
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by us” and that Boch had not seen allegeaxiiginging advertisements). Scholz’s claim,
therefore, does not satisfy tlentional inducement test foowtributory infringement.

However, regarding the supply of an inffing product to tb infringer test for
contributory infringement, the Court concludést a dispute of material fact precludes
summary judgment. Because the allegedctlirdringers provided a service (Goudreau’s
musical performance) rather than a prodube Court must examine the extent of
Goudreau’s control over the means of imjement. There must be evidence of
Goudreau’s “direct control ral monitoring” of the infinging advertisements and
promotions._Perfect 10, 494 F.3d at 807.

Scholz argues that Goudreau is liable bsedwe continued to perform at concerts
promoted by infringing advertisements. T®2 at 19. The evider, however, does not
show that Goudreau continuéal perform at shows that he knew were promoted in an
infringing manner. For example, Scholies the Legends of Rock Cruise 2 where
Goudreau was promoted as an origiBE®DSTON Member. D.101 § 60. While
Goudreau admits that he performed on theseruhe testified thahe instructed the
promoters to bill him only as formerly dOSTON, consistent with the Settlement
Agreement. D. 106 T 60. Scholz does nohptd any contrargvidence showing that
Goudreau had direct control and ntoring of the advertisement.

Another example concerns the Cannery @asiotel shows. The record evidence
appears to show that infiging advertisements promottte shows, D. 99-36, 99-19, and
that Goudreau performed at the Cannery Caldioiel, D. 99-1 at 42. The record further
includes material improperly promoting Goadu with Curcio’s name as the contact

person, although the record does not make cleatliese materials were in fact provided
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to the Cannery Casino Hotel. D. 99-15 4t16- But, again, the crucial missing element is
some proof that Goudreau exercised dismtrol and monitoring over the infringing
promotions. In contrast, Goudreau testifiedtthe objected to the manner in which the
shows were promoted, so he severed ties witlciGand did not continue to perform. D.
87-2 at 15-16. Scholz does not offer ende refuting this testimony. D. 101 { 60.

Goudreau’s affiliation with EAA, however, presents assue of material fact
sufficient to avert summary judgment with respto the issue of direct monitoring and
control. Goudreau acknowledges that hes \vmamember of EATA. D. 92 { 73. He
indicates that he instructed Boch andhir8aggott (“Baggott”),whose responsibilities
included “management of EATA’s bookings . and oversight of EATA’s promotion,”
regarding acceptable descriptions Gbudreau’s BOSTON affiliation. _Id. § 74.
Goudreau insists he was not involved in sexguperformances or promoting EATA and
that he informed both Boch and Baggott thatmust be promoted only as “formerly of
BOSTON.” 1d. 11 75-76. Boch and Baggaihfirm that Goudreau did not tell them he
could be described as an “original” member of the BOSTON. Id. § 77. Goudreau,
however, did not immediately notify Boch caiBaggott that the Settlement Agreement
prohibited any description of Goudreau athigan “formerly of BOSTON.” D. 101 1
72-74; D. 99-3 at 5-6; D. 106 11 72-74.

Unlike the other performances and affiliations complained of by Scholz, the
record as it pertains to EATA plies that there is at least asplute of material fact as to
whether Goudreau had the requisite abitiby directly control and monitor EATA’s
promotions. Boch admitted that he promot@dudreau as an “original” member of

Boston. D. 99-3 at 6-8, 65.It may be reasonably infedefrom the evidence that
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Goudreau did not attempt togment Boch from promoting him as an “original” member

for some period of time. D. 99-3 at 6 (Botestifying that Goudreamstructed him to

say “former member” only when EATA started“evertise more heavily”). Yet, when
Goudreau did weigh in, the evidence shows that he was diligent in instructing Boch and
EATA regarding the approptia description. _1d. at 1(Boch describing Goudreau as
“methodical”), 8 (Boch testifyig that Goudreau did not tellim he could describe
Goudreau as an “original” member). Bochtlfer testified that he acceded to Goudreau’s
requests._Id. at 6.

Evaluating the evidence in the light most favorable to Scholz, the non-moving
party, Goudreau’s instructions to Boch and Boch’'s responsiveness to Goudreau’'s
requests lend credence to the contention@matdreau had direct control and monitoring
of EATA’s promotions. Whether Goudreaueegised sufficient ability to direct and
control the promotions, and thus to estabtishtributory infringements the subject of a

factual dispute that must be resolved dyury. See Robinson v. Delicious Vinyl

Records Inc., No. CV 13-4111-CAS (PLAX013 WL 3983014, at * 6 (C.D. Cal. Aug.
1, 2013) (reasoning that plaintifigsere likely to prevailon contributory infringement
claim where defendants “tour[efyr the better part of gear knowing that a significant
number of venues and third-party proemst were infringing” on mark because
defendants admitted “direct control and monitoring” of third-party promoters, as
demonstrated by third-parties’ compliance with instructions to remove infringing

advertisements); but see Scholz v. Migtiio, No. C13-1229 R, 2013 WL 4482077, at

* 3-4 (W.D. Wash. Aug. 20, 2013) (disagreewgh reasoning in Robinson and stating
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that defendant’s efforts to awbinfringement could not be ed to show that defendants
could do more to avoid infringement).

Aside from Goudreau’s performances, Scholz points to one additional instance he
asserts demonstrates that Goudreau is lifbleontributory infringement. An email to
Goudreau requested that ‘tielhoose a photo” and asked, “Do you want a small Boston
logo?” D. 99-16 at 2. Goudreau respondedéeTolor shot with the Boston logo would
be great.” _Id. There igo evidence, however, that tiphoto of Goudreau with the
Boston logo was used Bm infringing manner.e., in connection witithe sale of goods
or services or in a way likely to causenfusion. 15 U.S.C. § 1114(1). Without

infringement by a third party, there can be natabutory infringement CrossFit, Inc. v.

Mustapha, No. 13-11498-FDS, 2014 WA499589, at *2 (D. Mass. July 10, 2014)
(stating that “there can be no contributarfringement absent actual infringement”).

To summarize, Scholz’s caitiutory infringement clan, Count V, may proceed
only with respect to Goudreau’s involvementhWEATA on the issue of direct control
and monitoring of EATA’s advertisements and promotions.

2. Vicariousliability for trademark infringement

“Vicarious liability for trademark infrigement requires ‘a finding that the
defendant and the infringer have an appapemictual partnership, have authority to bind
one another in transactions with third parter exercise joint ownership or control over

the infringing product.” _Perfect 10, 494 F.ad807 (quoting Hard Rock Café Licensing

Corp. v. Concession Servs., Inc., 955 F.2d 11430 (7th Cir. 1992)). Because there is
no evidence of an actual partnership betweendeeau and an infringer, of authority to

bind Goudreau, or of joint ownership of the infringing promotions, Scholz’s case turns on
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apparent authority ahe alleged infringers to act f@oudreau. Apparg authority, in
turn, “results from conduct bthe principal which causesthird person reasonably to
believe that a particular person . . . hatharty to enter into negotiations or make

representations as his agent.” LinkagepgCw@. Trustees of Boston Univ., 425 Mass. 1,

16 (1997) (quoting Hudson v. Massachus@ttsp. Ins. Underwriting Ass’n, 386 Mass.

450, 457 (1982) (alteration in original)). Goudreau disputes that he had the requisite
relationship with any third-partinfringer, noting that he had not had a manager or agent
since the 1990s. D. 91 at 17-18.

Scholz relies upon Goudreau’s alleged trefeship with Maximus Entertainment,
with which Devine was affiliated, and witurcio. D. 92 1 27-34, 41-42. But Scholz
fails to point to any conduct by Goudreauattiresulted in a third party reasonably
believing that Devine or Curcio was acting Goudreau’s behalf. Scholz contends that
Goudreau did not withdraw from shows proewin an infringing manner, D. 102 at 17,
but the evidence shows that Goudreau did exdbty with respecto the shows at the
Cannery Casino. The record is not cleatcalsow many performances included him, but
Goudreau withdrew due to Curcio’s promotionSee D. 92 § 23 (stating that Goudreau
informed Curcio and that he “would ngterform any more shows with Curcio”).
Moreover, nothing in the record shows tkedudreau acted in a maer that reasonably
indicated to a third-party th&urcio was his agent.

As for Goudreau’s relationship with BDiee, the record shows that Goudreau
never performed in The Best of Boston ssrimarketed by Devine. D. 92 f 28-30.
Scholz argues that Maximus Entertainment nonetheless continued to circulate infringing

promotions in the course of marketing ThesBef Boston concertand that Devine was
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Goudreau’s agent. D. 99 11 30-31. Sclamknowledges that Goudreau did not have a
written agreement with Devine, but assetat Devine solicited concert buyers on
Goudreau’s behalf. 1d. § 33. Scholz, howedees not point to any evidence to support

his contention that Devine acted with Goegln’'s apparent authority. Scholz indicates
that at least two venues promoted a BesBa$ton concert with #h understanding that

the concert included Goudreau, id. 1 34, but nothing in the record points to any conduct
by Goudreau that led the ventepresentatives or anyone efeasonably to believe that
Devine acted with Goudreau’s authority.

Although nothing in Goudreau’s relationship®h Curcio and Devine suggests
vicarious liability, Goudreau’s membership in the EATA band raises factual issues that
prevent summary judgment in his favo&Goudreau acknowledges he was a member of
EATA, D. 92 { 73, and he performed with EATAas many as 60 shows per year at the
height of their popularity. D. 106  63. Frahis conduct, a third party could reasonably
infer that representatives of EATA, inding Boch and Baggott, acted on Goudreau’s
behalf. Linkage, 425 Mass. at 16. Goudreassociation with EAA implied that the
band was empowered to act on his behalf in its promotion of its performances and
recordings. To the extent that it is shotlat Boch and Baggott agreed to or perpetrated
infringing promotions for EATA, it reasonablgould be inferred that they acted with
Goudreau’s authority, makinga@dreau vicariously liable fdoreaches of the BOSTON
mark committed by EATA. Accordingly, sunary judgment for Goudreau is denied on
Scholz’s claim for vicarious trademark infgement as to EATA (Count VI).

C. Trademark Dilution and the Huckabee Event
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At a political event for then-presidential candidate Mike Huckabee (“Huckabee”),
Goudreau was filmed answering a query reg@ravhere he was from and why he was in
attendance with the responsBarry Goudreau from Bostonl like Mike.” D. 92 | 71;

D. 99 1 71. The parties disagree as teetivar this statement sufficient to support
Scholz’s claim for trademark dilution by tarnieent. D. 91 at 9-10; D. 102 at 15.

Federal trademark dilution requires a shaythat the defendant’s actions likely
caused the “dilution by blurringr dilution by tarnishmenof the famous mark.” 15
U.S.C. § 1125(c). A plaintiff need not denstrate the likelihood of confusion. Id. As
the statute implies, there are two types ibitebn: dilution by blurring and dilution by

tarnishment. _Bose Corp. v. Ejaz, No. 11-10629-DJC, 2012 WL 4052861 at * 10 (D.

Mass. Sept. 13, 2012) (citing Louis Vuitton Maiér S.A. v. Haute Diggity Dog, LLC,

507 F.3d 252, 264 (4th Cir. 2007)Pilution by tarnishment, assue here, occurs when
there is an “association arising from the itamty between a mark or trade name and a
famous mark that harms the reputation & thmous mark.” 15 U.S.C. § 1125(c)(2)(C).
The Massachusetts statute prohibiting dilutiofegs strict, requiring@ plaintiff to prove
“(1) that its mark is distinctive, and (2)ahthe defendant’'s use of a similar mark has

created a likelihood of dilutn.” Santander Consumer B3nc. v. Walsh, 762 F. Supp.

2d 217, 231-32 (D. Mass. 201@yuoting Astra Pharm. Bds., Inc. v. Beckman

Instruments, Inc., 718 F.2d 1201, 1209 (1st Cir. 1983)).

Assuming Goudreau’s statement constdutee use of the BOSTON mark, the
Court concludes that is neither direct infringememtor dilution by tarnishment because
the statement did not use the mark in caroa. _See 15 U.S.C. § 1125 (c)(3)(C) (stating

that “noncommercial use of a mark” “shalbt be actionable as . . dilution by
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tarnishment under this subsection”). Thes wf marks in a pdical context is not
commercial and thus is exempt fromethstatutory prohibition against dilution.

MasterCard Int’l, Inc. v. Nader 2000iRsary Comm., Inc., No. 00 Civ.6068(GBD), 2004

WL 434404, at *1, 9 (S.D.N.Y. Mar. 8, 2004)ofexcluding Nader’'s use of plaintiff's
“priceless” tagline was not commercial bytotitical in nature” and thus not covered by
the anti-dilution statute). $olz attempts to distinguidhe MasterCard case by arguing
that Nader used the mark in parody wh®udreau sought to “falsely associate[e]
himself with a famous mark to give a falsadorsement of a decisive [stet] political
figure.” D. 102 at 15 n.4. The Court disagreeith this distindon. As Mastercard
points out, the legislative history of the Lanham Act indicates that Congress did not
intend for the statute to inhibit politicabeech. 2004 WL 434404, at * 7. “Political
advertising and promotion is political spaeand therefore not encompassed by the term
‘commercial.” 1d. at * 8 (quoting 134 Congrec. H. 1297) (Apr. 13, 1989) (statement of
Rep. Kastenmeier). Accordingly, Scholz’s claims for dilution by tarnishment (Counts IV
and VIII) fail.

D. Unfair Competition

Scholz asserts three counts for unfaimpetition. Two arise under Section 43(a)
of the Lanham Act, 15 U.S.C. § 1125(a)(1) (Cauiitand Ill) and one is predicated on
Massachusetts common law (Count IX)ecBon 43(a) of théanham Act provides:

Any person who, on or in connectiorithvany goods or services, or any

container for goods, uses in commerce any word, term, name, symbol, or

device, or any combination thereaft any false designation of origin,

false or misleading description ofact, or false or misleading

representation dhact, which—

(A) is likely to cause confusiomyr to cause mistake, or to
deceive as to the affiliath, connection, or association
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of such person with anothperson, or as to the origin,
sponsorship, or approval bis or her goods, services,
or commercial activities by another person, or

(B) in a commercial advertising or promotion,
misrepresents the nature, cheteristics, qualities, or
geographic origin of his or her or another person’s
goods, services, or commercial activities,

shall be liable in a civil action by amperson who believes that he or she is
or is likely to be damaged by such act.

15 U.S.C. § 1125(a)(1). Proof of a viotatiof Section 43(a) of the Lanham requires a
five-part showing: (lLa false or misleading description representation of fact by the
defendant in a commercial advertisement alwgior another’s product; (2) “materiality,
such that the misrepresentation is likelyinbuence the purchasing decision”; (3) “the
misrepresentation actually deceives or hagehdency to deceive a substantial segment
of its audience”; (4) “the defendant placed thise or misleading stament in interstate

commerce”; and (5) the plaintiff was injureBuro-Pro Operating LLC v. TTI Floor Care

N. Am., No. 12-10568-DJC, 2012 WL 2865793, at * 3 (D. Mass. July 11, 2012) (citing

Cashmere & Camel Hair Mfrs. Inst. v.I&aFifth Ave., 284 Bd 302, 310-11 (1st Cir.

2002)); Datacomm Interface v. Computerido Inc., 396 Mass. 760, 769 (1986) (stating

that “the gravamen of an unfair contiien claim is the likelihood of consumer
confusion as to the source of the goods or services”).

Goudreau argues that Scholz lacks standinder_Lexmark Int’l, Inc. v. Static

Control Components, Inc., _ U.S. __, 134C%.1377 (2014). In Lexmark, the Court

held that “a direct application of the zeokinterests test and the proximate-cause
requirement supplies the relevant limiis who may sue” founfair competition under

Section 43(a) of the Lanham Act, 15 U.S§C1125(a)._Id. at 1391. €hissue here is the

22



proximate cause element. “[A] plaintidtn only have standing under section 1125(a) if
[his] ‘injuries are proximately caused byiolations of the statute.”” _Ahmed V.
Hosting.com, 28 F. Supp. 3d 82, 91 (D. Mass. 2014) (quoting Lexmark, 134 S. Ct. at
1390). In addition, a plaintiff‘cannot obtain relief withoutevidence of injury
proximately caused by [the defendant’s] all@geisrepresentations.’Lexmark, 134 S.

Ct. at 1395 (emphasis in original). “Tiavoke the Lanham Act's action for false
advertising, a plaintiff must plead (andtiodately prove) an injury to a commercial
interest in sales or business repaati proximately caused by the defendant’s
misrepresentations.”_Id.

Goudreau contends that Scholz hasffpred no evidence that he suffered any
injury to a commercial interest in salesharsiness reputation. @1 at 13-14. Scholz
responds that he “will be able to prove at trial that Goudreaxfsoitation of the
BOSTON marks has proximately caused h&rScholz and BOSTON's reputation.” D.

102 at 20. The problem is that, at the summary judgment stage, Scholz needs to point to
actual evidence of reputatidnajury. Anderson, 477 U.S. at 256 (stating that a non-
moving party may not rest on the allegatiamsdenials in its adings); Borges, 605

F.3d at 5 (requiring plaintiff to come foasd with specific admissible facts showing
there is genuine issue for trial). Wit evidence in the record demonstrating
reputational injury, Scholz’s claims fanfair competition (Counts II, Ill and IX) may

proceed no further. Lundgren v. AmeriStare@it Solutions, Inc., 40 F. Supp. 3d 543,

550 (W.D. Pa. 2014) (allowing summary judgmeiitere Lanham Act plaintiff failed to
support his allegations of re@tional harm with record @ence and noting that “[a]t

this stage of the proceedings, Plaintiff mpitsent evidence to support his allegations”).
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E. Breach of Contract
A claim for breach of contract obligatdse plaintiff to show the existence of a
valid and binding contract, the defendant breadhectontract’s terms and the plaintiff's

damages._Coll v. PB Diagnostic Sysg¢.Ir60 F.3d 1115, 1122 (1st Cir. 1995). Scholz

asserts two categories of breaches of the Sadtlemgreement. First, as discussed with
reference to direct trademark infringame Scholz contenddhat Goudreau used
descriptive language other than “formerly B®STON,” the wording referenced in the
Settlement Agreement. D. 102 at 9Second, Scholz argues that Goudreau has
improperly referenced BOSTON in advertisits and promotions when the Settlement
Agreement limits his usage of “formerly &OSTON" to “biographical usage with
respect to future perforances.”_Id. at 10.

The Court may dispose of the secondh&fse arguments. The contract at issue
states that Goudreau “may ube term ‘formerly of Bostonfor and in conjunction with
any biographical usage with respect to futurdgeenances . . . .” D. 43-3 at 8-9. The
provision goes on to stateWithout limiting the foregoingGoudreau may not use the
name “BOSTON” for or in conjunction witlany advertisement or promotion.” _Id.
(emphasis added). The phrase “without lingtithe foregoing” means that the second
sentence is subject to the rights grantethin first sentence. Goudreau may say he is
“formerly of BOSTON” in biographical desptions made with respect to future
performances, but he may not otherwise theeBOSTON mark in advertisements and
promotions. The second sentence may nateitihe rights bestowed by the first or the

first would be meaningless. LexingtonsinCo. v. All Regions Chem. Labs, Inc., 419
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Mass. 712, 713 (1995) (instructingath[a] contract should be construed in such a way
that no word or phrase is made meanisgley interpreting another word or phrase”).

The Court discussed the first categofybreach — Goudreasralleged deviation
from the term “formerly of BOSTON” — witlhespect to direct trademark infringement.
Scholz must point to competeavidence that Goudau (and not third paes) violated
the Settlement Agreement. Scholz has faiteanake such a showing, and, therefore,
Goudreau is entitled to summgudgment on Count XII.

F. Truth in Music Statute

In Count XI, Scholz alleges that Goudreaolated the Massachusetts Truth in
Music Statute, Mass. Gen. L. c. 93, §8 & 43B, through his “false and misleading
advertisements regarding his ‘original’ ‘twunding’ affiliation with BOSTON.” D. 102
at 20. The statute provides for injunctive @ehgainst “[a] person who engages in unfair
methods of competition or unfair deceptive acts or practicas defined in this section .

..” 1d. 8 43B. “Unfair methods of agpetition” and “unfair or deceptive acts or

practices” include “advertising a live migal performance or production in the
commonwealth through the use of a falsgaptive or misleading affiliation, connection
or association between the performing grong the recording group.”_1d. “Performing
group” is defined as “a vocal or instrumengabup seeking to use the name of another
group that has previously released a commiesoiand recording under that name.” Id.

As it states, the statute is applicable dwlyperformances in Massachusetts, which
means that only EATA and the JMBB araplicated. D. 92 § 55-57, 73. Neither
group, however, sought to perform under B®STON name and thus neither is a

“performing group” under the statute. Schalonetheless insists that “nothing in the
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statute requires that the ‘performing grouge the BOSTON trademark as the name of
the performing group.” D. 102 at 20. Thaskartion is belied by the statute itself which
defines performing group as “a . . . group segkio use the name of another group.”
Mass. Gen. L. c. 93, § 43B. The Court allows summary judgment on Count Xl alleging
violation of the Truthn Music statute.

G. Covenant of Good Faith and Fair Dealing

Massachusetts law implies an obligatimingood faith and fair dealing in every

contract. _Warner Ins. Co. v. Commamser of Ins., 406 Mass. 354, 362 n.9 (1990).

“[T]he purpose of the implied comant is to ‘ensure that neghparty interferes with the
ability of the other to enjoy the fruits dlie contract’ and that ‘when performing the
obligations of the contract, the partiesman faithful to the intended and agreed

expectations of the contract.” FAMIgteel, Inc. v. Sovereign Bank, 571 F.3d 93, 100

(1st Cir. 2009) (quoting Chokel v. Geinae Corp., 449 Mass. 272, 276 (2007) (internal

guotation marks omitted)). To make out aimi for a breach ofthe covenant, Scholz
must demonstrate that Goudreau “acted with . . . dishonest purpose or conscious

wrongdoing necessary for a finding of bad fasthunfair dealing.” _Schultz v. Rhode

Island Hosp. Trust Nat'l Bank, N.A., 94 F.3d 721, 730 (1st Cir. 1996).

Scholz’s claim for breach of the impliedvenant of good faith and fair dealing is
premised on his other allegations. &8 | 125-27. Because Scholz’s claims for
contributory trademark infringement and vicarsdiability survive summary judgment as
to EATA, his claim for breach of the covernaf good faith and fair dealing based upon
the same facts also may proceed. Goudreahikty to directly control and monitor

third-parties’ infringing activity, the basis tife contributory infringment claim, and his
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actions giving rise to a reasonable belief ththers acted with his apparent authority, on
which the vicarious liability theory turns, tbosupport a claim for a breach of the implied
covenant of good faith and fair dealing as to EATA. Summary judgment on Count XIII
is denied.

H. Chapter 93A

Chapter 93A prohibits “unfair or deceptiaets or practices in the conduct of any
trade or commerce.” Mass. Gen. L. c. 934(8). A plaintiff asserting a Chapter 93A
claim must show that the lajed conduct “(1) falls within the penumbra or some
common-law, statutory, or le¢r established concept of amhess; (2) is immoral,
unethical, oppressive, or ungpulous; and (3) causes substantial injury to consumers or
other business persons.” KM Steel, 571 F.3d at 107nternal quotation marks and
alterations omitted).

The FAC alleges that Goudreau atdd Chapter 93A through “Goudreau’s
infringing use of the BOSTON Marksnd JUST ANOTHER BAND Marks.” D. 43
109. The focus of the allegations on Goudreaawn use of the marks implies that the
claim rests on the contention that Goudreagaged in direct trademark infringement;
the allegation does not mention Goudreaindpecomplicit in or acquiescing to third-
parties’ infringing activity. But Scholz noargues that Goudreau “engaged in a pattern
of conduct to confuse, mislead, and/or enagarconcert promoters and venues to misuse
the BOSTON trademark in promotions.” D02 at 22. In addition, Scholz contends that
his claim for contributory trademark infringemntesupports his Chapter 93A claim._Id.

As pleaded, Scholz’s claim for violatiosf Chapter 93A fails. As the Court

discussed above, there is no evidence supypéticlaim that Goudreau directly infringed
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upon Scholz’s marks. The evidence shovat tBoudreau did natreate the allegedly
infringing promotions and advertisements heths Even if the Court credits Scholz’'s
argument that Goudreau “engaged in a patéwgonduct” intended to mislead promoters
and venues, the Court has already catmtu that Scholz has not demonstrated
Goudreau’s control of the promoters and venaetions. Scholz makes much of the fact
that Goudreau consummates his business d@cings with a handshake rather than a
written agreement, e.g., D. 99 { 13, but doesexplain why such a practice violates
Chapter 93A. Moreover, Scholz reliesn Goudreau’s countemim alleging that
Goudreau allows himself to be describedasoriginal member of BOSTON.” Id. | 14;
D. 45 Counterclaim  53. But, as the Couatext above, Scholz must point to competent
evidence that that in fact occurred; he has not done so. Finally, the FAC does not
indicate that the Chapter 93A claim is preea on the contributorinfringement claim,
instead focusing on Goudreau’s use of the mamkt a third-party’snfringing activities.
D. 43 1 109. In this pleading, Scholz does alktge that his Chapter 93A claim to
activity that allegedly contributed to fimgement and thus Goudreau’s summary
judgment motion is allowed as to Count X.
VI. Scholz’s Motion for Summary Judgment on Goudreau’s Counterclaims

A. Declaratory Judgment

Goudreau seeks a declaration that he and others may describe him as “former
member of BOSTON” and as “former origihhmember of BOSTON” without violating
the Settlement Agreement. D. 45 Countaral § 60. Goudreau argues that the contract
language is ambiguous and that he should betahlse a broader array of terms than the

language specified in the Settlement Agreemetformerly of Boston.” D. 95 at 14-15.
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Whether a contract is ambiguous constitategiestion of law for the court. LPP

Mortg. Ltd. v. Sugarman, 565 F.3d 28, 31 (1st 2009). If a contract term is deemed

ambiguous, then the Court may consult extdresiidence to deduce the term’s meaning.

Bank v. International Bus. Machs. Corp., 183d 420, 424 (1st Cil998). Ambiguity

exists only “where an agreement’s terms arconsistent on their face or where the
phraseology can support reasonable differentepinion as to theneaning of the words
employed and the obligations undertakerColl, 50 F.3d at 112Zinternal quotation
marks and alterations omitted).

The relevant provision of the Settlemekgreement states that “Goudreau may
use the term ‘Formerly of Boston’ for amu conjunction with any biographical usage
with respect to future performances, but, except to this extent, Goudreau shall have no
other interest, right or title to the nameOBTON.” D. 43-3 at 8-9. The Court does not
discern any facial inconsistenaythis provision. The Settlement Agreement is clear that
Goudreau may say he is “formerly of BostorNothing in the laguage suggests a right
to deviate from this language. In contr&tholz entered into an agreement with another
former BOSTON member permitting him to use the description “formerly of Boston or
similar designation.” D. 89 at 9 n.1; D. §B9 n.2. This latter phraseology allows for a
broader array of descriptiotisan that in Goudreau’s Settlement Agreement.

Similarly, the Court concludes thatettcontract language does not support a
reasonable difference of opinion regarding theaning of the limitation and Goudreau’s
obligations under the Settlemehgreement. Goudreau does not explain how reasonable
minds might differ in interpretig the restrictions to which tegreed, arguing instead that

ambiguity is demonstrated by Scholz’s couissstatement at the hearing on the motion
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to dismiss that Goudreau may say is artfer member of Boston.” D. 95 at 14; see

Murphy Door Bed Co. v. Interior Sleepys., Inc., 874 F.2d 95, 102 (2nd Cir. 1989)

(explaining injunction to prevent traderkainfringement was proper where defendant

had contracted to refrain from wagi Murphy name). Whatever counsel’s

characterization, this does not make the contract ambiguous as a matter of law.
However, even if the Settlement Agment were ambiguous, Goudreau points to

little extrinsic evidence supporting an altatime reading. _General Convention of New

Jerusalem in the U.S. of Am., Inc. vakKenzie, 449 Mass. 832, 835-36 (2007) (noting

that a court may consider tersic evidence if cont language is ambiguous).
Extrinsic evidence “includes proof negotiations between the parties, their post-contract

conduct, and general trade practice.” Natidrax Inst., Inc. v. Topnotch Stowe Resort

& Spa, 388 F.3d 15, 19-20 (1st Cir. 2004). u@eau points to a 2007 email from Scholz
to another former BOSTON member gstgtithat Scholz had no issue with Goudreau
describing himself as “having performed wBIOSTON.” D. 92 § 12. This one email,
however, hardly encapsulates the post-contract conduct of tiespaNo other extrinsic
evidence bolsters a broaderading of the Settlement fggpment Goudreau advocates.
Accordingly, the Court holds that the Settlent Agreement is unambiguous and allows
Scholz’s motion for summary judgmieas to Count | for declatory judgment.

B. Breach of Contract

Goudreau asserts that Scholz breached the Settlement Agreement by interfering
with Goudreau’s right to degbe himself as a former mber of the band BOSTON or
as an original member of the band B@BN and by threatening promoters and venues

who wish to hire Goudreau. D. 45 Countenel § 65. Scholz argues that Goudreau has
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not identified any specific provision of the Settlement Agreement breached by Scholz and
that Scholz complied with atibligations under the contractD. 89 at 22.

In reply, Goudreau shifts his claim to asghat Scholz breached the provision of
the Settlement Agreement rpatting Goudreau to refer himself as “formerly of
BOSTON.” D. 95 at 17. Héurther argues that Scholz héreached the Settlement
Agreement by pursuing or threatening legection against Goudreau related to
promotions or advertisements that conformed to the parameters of the Settlement
Agreement._lId. at 17-18.

To maintain an action for breach afrtract, Goudreau must demonstrate “(1)
that the parties reached a valid and bindingexgent . . . (2) that [Scholz] breached the
terms of [that agreement] . . . and [3] ti@budreau] suffered damages from the breach.”
Coll, 50 F.3d at 1122. The Court concluded above that Goudreau has not directly
infringed Scholz’s trademarks but th&cholz may proceed with his claims for
contributory and vicarious infrgement relating to EATA. If a jury finds that Goudreau
never contributed to or permitted trademark infringement, then it also may be reasonably
concluded that Scholz failed to honor his ogamtractual obligations by endeavoring to
deny Goudreau the right to promote himisgl conformance with the Settlement
Agreement.

Scholz also argues that Goudreau cannotatestrate that he suffered damages.

See D. 89 at 18. “However,uJnder Massachusettaw, a person ho is injured by a

2 Scholz attempts to reca@oudreau’s claims for breach @bntract, breach of the
implied covenant of good faith and fair dealing, violation of Chapter 93A and abuse of
process as a claim for intentional interferemdth contractual relatios. D. 89 at 17-18.
Goudreau, however, does not asieat claim, D. 45, and th@ourt is not persuaded that
Goudreau’s claims should b@alyzed under that rubric.
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breach of contract has a right to judgmerdreif the breach caused no harm.”” Neponset

Landing Corp. v. Northwestern Mut. Life Ins. Co., 902 F. Supp. 2d 149, 165 (D. Mass.

2012) (quoting_Flynn v. AK Peters, Ltd., 3F/3d 13, 23 (1st Cir. 2004)). Goudreau

would be entitled to nominal damages if euld not prove actualamages at trial.
Flynn, 377 F.3d at 23. The Cowenies summary judgmetd Scholz on Goudreau’s
counterclaim for breach of contract (Colijt

C. Breach of the Implied Covenant of Good Faith and Fair Dealing and
Chapter 93A

“[T]he purpose of the implied covenantf[good faith and fair dealing] is to
ensure that neither party interferes with the ability of the other to enjoy the fruits of the

contract.” _Lass v. Bank oAm., N.A., 695 F.3d 129, 1338 (1st Cir. 2012) (quoting

FAMM Steel, 571 F.3d at 100). The covenanbiisached “when one party violates the

reasonable expectations oktbther.” _Eigerman v. Putnam Invs., Inc., 450 Mass. 281,

287-88 (2007). Because the Court concludes that Goudreau’s claim for breach of
contract may proceed, premised on Sclwlalleged efforts to hinder Goudreau’s
contractual rights, it also concludes tha ttaim for breach of the implied covenant may

go forward. Goudreau’s Chapt®83A claim is similarly devative of his breach of
contract claim._See D. 45 CounterclaimA(alleging Scholz integfed with Goudreau’s
ability to secure performae opportunities and promote himself); D. 89 at 23 (stating
Scholz’s argument that Goudreau’s Cha@®A claim is supported by the same “core
allegations” as the other counts). Accoghyn Scholz’s motion fosummary judgment is
denied as to Goudreau'’s claims for breackthefimplied covenant of good faith and fair

dealing (Count Ill) and viaition of Chapter 93A (Count IV).
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D. Abuse of Process

“To prevail on an abuse of process claitirust appear thahe process was used
to accomplish some ulterior purpose for whictvas not designed or intended, or which
was not the legitimate purpose of thetjgatar process employed.”  Datacomm, 396

Mass. at 775 (quoting Beecy v. Pucciaré8B7 Mass. 589, 595 (1982)); see Broadway

Mgmt. Servs. Ltd. v. Cullinet Softwaréc., 652 F. Supp. 1501, 1503 (D. Mass. 1987)

(noting that “[tlhe essence of the tort of abo§@rocess is use of process . . . [to] extort
some collateral advantage not properly inedl in the proceeding”). An abuse of
process claim requires a showifipat ‘process’ was used, for an ulterior or illegitimate

purpose, resulting in damage.” Psy-Ed Corp. v. Klein, 459 Mass. 697, 713 (2011)

(quoting_Millenium Equity Holdings, LL&. Mahlowitz, 456 Mass. 627, 636 (2010)).

A proper claim for abuse of process setkaddress a “perversion of process to

achieve an extraneous end.” CohenHwurley, 20 Mass. App. Ct. 439, 442 (1985).

[T]here is no liability whee the defendant has done nothing more than carry out the
process to its authorizedmclusion, even though with #hantentions.” 1d. (quoting
Prosser & Keeton, Torts § 121, at 898 (1984)Rrocess is abusive when it is coercive,

as when it is used “tmbtain a collateral advantagapt properly involved in the
proceeding itself, such as the surrendeproperty or the payment of money, by the use
of the process as a threat or a clubd. (guoting Prosser & Keeton, Torts § 121, at 898).

The alleged collateral benefits of the process must be “clearly outside the interests

properly pursued in the proceeding.” Bdeay Mgmt., 652 F. Supp. at 1503. Claims

for abuse of process are “not to be favaaed ought not to be encouraged.” Cohen, 20

Mass. App. Ct. at 443 (internal quotation marks omitted).
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On the present record, the Court canoonclude that Scholz used process to
obtain an improper end. The first ultermootive alleged by Goudreau is Scholz’s goal
of obtaining all royalty rightso and copyrights in BOSTON'srfit two albums. D. 95 at
5-8. Rescission of the Settlement Agreentbat conferred the copyright and royalty
payments on Goudreau, howeveraistated purpose in Scholzemplaint. D. 43 at 27 §

C; see IPL Sys., Inc. v. EMC Corp.0N952816E, 1993 WL 818577, at * 2 (Mass.

Super. Nov. 30, 1993) (concluding that motive ritdrior where it was a stated purpose).
Scholz cannot be said to have used proed#is the “intent to gain some other end
indirectly” when one of his stated purpose$o sever Goudreau’s rights to copyright and
royalty revenue._Psy-Ed, 459 Mass. at 714 n.35. Goudreau doegphan how this

purpose is not properly part of the prodegdor not “a legitimate purpose of the

particular process employed,” Quaranio Silverman, 345 Mass. 423, 426 (1963)

(internal quotation marks omitted), givenathScholz brought claims related to the
contract between the partidbe Settlement Agreemenalthough rescission is a remedy
typically awarded “only upon a showing ofafrd, accident, mistake or some type of

grossly inequitable conduct v renders the contract voab initio,” P.L.A.Y., Inc. v.

NIKE, Inc., 1 F. Supp. 2d 60, 65 (D. Mass. 199)d it is questionable as to whether
those elements have been pled and pro@eddreau has not challenged Scholz’s efforts
to obtain rescission as a remedy. Accordingtg abuse of process claim premised on
Scholz’s efforts to rescind tigettlement Agreement fails.

The second ulterior motive argued byu8&reau is Scholz’s efforts to obtain
discovery related to a defamation lawsuibught by Scholz against the Boston Herald.

D. 95 at 8-10. “[TJraditionally, discovermgctivities have not vided grounds for abuse
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of process actions in Massachusettalphas Co. v. Kilduff, 72 Mass. App. Ct. 104, 115

(2008). Abuse of process claims “aimed atailing discovery activities . . . would be
inconsistent with the spirit of Mass. R. CR. 26(b)(1) . . . whiclaffords broad latitude
in the discovery of relevanhformation and is not limited to the issues raised in the
pleadings or to the merits of the case.” dtd115-16. Fed. R. Civ. P. 26 similarly affords
parties significant leeway in their discoveo§ pertinent facts. Fed. R. Civ. P. 26
(permitting the discovery of “any nonprivileged ttea that is relevant to a party’s claim
or defense”). For all of these reasosgsmmary judgment is warranted on Goudreau’s
abuse of process claim (Count V).
VII.  Conclusion

For the foregoing reasons, the Court ALMMS in part and DENIES in part
Goudreau’s motion for summary judgmem. 83. The Court ALLOWS summary
judgment to Goudreau with gpect to all Counts exce@@ount V for contributory
trademark infringement and Count VI for vimars trademark infringement as to EATA.

The Court ALLOWS in part and DENIE®B part Scholz’'s motion for summary
judgment on the counterclaims, D. 88. eT@ourt ALLOWS summary judgment to
Scholz as to Count | for declaratory judgrmend Count V for abuse of process. The
Court DENIES summary judgment on the rémvay counterclaims as to breach of
contract, breach of the imptlevarranty of good faith andifadealing and violation of
Chapter 93A.

SoOrdered.

& Denise J. Casper
Lhited States District Judge
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