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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

SOPHOSINC,,

Plaintiff,
Civil Action No. 13-12856-DJC
RPOST HOLDINGS, INC. and RPOST
COMMUNICATIONS LIMITED,
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MEMORANDUM AND ORDER
CASPER, J. June 3, 2016

l. Introduction
Sophos, Inc. (“Sophos”) seeks a declaratodgiuent that claims of).S. Patent Nos.

8,504,628 (628 patent”), 8,224,913 (“913 patdn®,209,389 (389 patent”) and 8,468,199
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("199 patent”) (collectively, thépatents-in-suit”) are invalid othat Sophos does not infringe
them. D. ! In a separate action, RPost Holdings. and RPost Communications Limited
(collectively, “RPost”) allege that Sophos infjes on the patents-in-suit’s claims. No. 14-cv-
13628, D. 1. The parties now seek constructiodigiputed claim terms and Sophos has filed a
motion for judgment on the pleadings in bathses. D. 95; No. 14-cv-13628, D. 71. After
extensive briefing and a Markman hearing, @eurt’'s claim construction follows. For the
reasons below, the Court DENIES Sophastgtion for judgment on the pleadings.
Il. Patents-in-Suit

This lawsuit concerns patents that fyerthe delivery and integrity of electronic
messages. D. 1-2 ('628 patent), D. 1-3 ("913 patéht1-4 (‘389 patent); D. 1-5 ('199 patent).
RPost contends that Sophos infringes clairbs 1-19, 21-27 and 30 of the '628 patent, claims 1,
4,5, 7 and 10-16 of the '389 patent, claims 1-3n® & of the '199 patent and claims 1 and 2 of
the '913 patent. D. 98 at 8. The patents-iri-stem from the same parent application, which
issued as U.S. Patent No. 7,966,372 (“3@atent”). The ’'628 and '389 patents are
continuations of the '372 patent, and the '199 paiteat continuation of #°'389 patent. D. 1-2
at 2, D. 1-4 at 2, D. 1-5 at 2. The '913 patsna division of U.SPatent No. 7,865,557 (557
patent”), which is in turn a division of the '372 paténb. 1-3 at 2. The '628 patent was filed

on June 4, 2010 and issued on August 6, 2013.1-D.at 2. The '913 pgant was filed on

L All docket citations are to the case filegt Sophos (Civil Action No. 13-cv-12856), unless
otherwise indicated.

2 A continuation application isa second application for the sarimvention claimed in a prior
nonprovisional application and fdebefore the original priorpplication becomes abandoned or
patented.” _Antares Pharma, Inc. v. Med®warma Inc., 771 F.3d 1354, 1358 (Fed. Cir. 2014)
(citations and internal quotation marks omitted. divisional application is “another type of
continuing application and is imded for distinct inventions, cagd out of a pending application
and disclosing and claiming only subject matter dssdbin the earlier or parent application.”
Id. (citations, brackets and internal quotation marks omitted).
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November 22, 2010 and issued on July 17, 2012. D. 1-3 at 2. The '389 patent was filed on
December 29, 2010 and issued on June 26, 2012.4xt P~ The '199 patent was filed on June
25, 2012 and issued on June 18, 2013. D. 1-5 at 2.
[1I. Procedural History
On November 12, 2013, Sophos sued RPostariltrict of Massachusetts. D. 1. One
day later, RPost sued Sophos in the Eastern &listriTexas. No. 14-cv-13628, D. 1. The Court

denied RPost’s motion to transfeophos’s case to the Eastern District of Texas. Sophos, Inc. v.

RPost Holdings, Inc., No. 13-cv-12856-DJC, 2014 WL 2434637, at *1 (D. Mass. May 30, 2014).

Meanwhile, Judge Gilstrap of the Eastern fistof Texas ordered that RPost's case be

transferred to the District dflassachusetts. RPost Holdingis. v. Sophos, Inc., No. 2:13-cv-

959, 2014 WL 10209205, at *2 (E.D. Tex. Aug. 20, 201Byth cases are now before the Court
as related cases.

On December 30, 2014, the Court denied RPost’s motion to dismiss for lack of subject
matter jurisdiction or to decline to adjudicate thatter under the Declaratory Judgment Act.

Sophos, Inc. v. RPost Holdings, Inc., No. 13-cv-12856-DJC, 2014 WL 7409588, at *1 (D. Mass.

Dec. 30, 2014). Sophos has nfild a motion for judgment on ¢hpleadings under Fed. R. Civ.
P. 12(c) in both cases. D. 95; No. 14-cv-186R. 71. After claim construction briefing, the
Court held a_Markman hearing, heard argunan Sophos’s Rule 12(c) motion and took both

matters under advisement. D. 122.

V. Standard of Review

A. Claim Construction

The construction of disputed claim termsaiguestion of law._ Markman v. Westview




Instruments, Inc., 517 U.S. 37872 (1996). The Court must conge “the meaning that the

term would have to a person of ardry skill in the art in questioat the time of . . . the effective

filing date of the patentpgplication.” Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir.

2005). The Court must look to “the words of the claims themselves, the remainder of the
specification, the prosecution history, and extrinsic evidence concerning relevant scientific
principles, the meaning of technical termsdahe state of the drt. Id. at 1314 (quoting

Innova/Pure Water, Inc. v. Safari Water i&tton Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir.

2004)) (internal quotation marks omitted).

Claim construction begins with the words oé ttlaims themselves where “the claims of
a patent define the invention to which the pagernis entitled the right texclude.” _Id. at 1312
(quoting Innova, 381 F.3d at 1115) (internal quotation marks omitted). Claims “are generally
given their ordinary and cust@ry meaning” and can “providgubstantial guidance as to the

meaning of particular claim terms.” ldt 1312, 1314 (quoting VitronidgSorp. v. Conceptronic,

Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)) (intepadtation marks omitted). “[T]he context in
which a term is used in the asserted claimlmhighly instructive.”_Id. at 1314. A claim itself
may provide the means for construing a term whiereinstance, the claim term is consistently
used throughout the patent. Id. As a resulte ‘ineaning of a term in one claim is likely the

meaning of that same term in another.’bbétt GmbH & Co., KG v. Q#tocor Ortho Biotech,

Inc., No. 09-cv-11340-FDS, 2011 WL 948403, at(EB Mass. Mar. 15, 2011(citing Phillips,
415 F.3d at 1314).
Claims are not to be read alone, but “are péra fully integrated written instrument,

consisting principally of a specification that concludes with the claims.” Id. (citation omitted).

“Usually, [the specification] is dispositive; it isdlsingle best guide to the meaning of a disputed



term.” 1d. (quoting_Vitronics, 90 F.3d &582) (internal quotation mark omitted). The
specification, as the patentee’s descriptiontlug invention, defines “the scope and outer
boundary” of the claims and, thus, “claims cannobbbroader scope thahe invention that is

set forth in the specification.”_On Demand Mach. Corp. v. Ingram Indus., Inc., 442 F.3d 1331,

1338-40 (Fed. Cir. 2006). In looking to the speaition in interpreting th meaning of a claim,
the Court must be careful not to “import[] ltations from the specification into the claim.”
Phillips, 415 F.3d at 1323. Thstandard may “be a difficult orte apply in practice,” id., but
“[tlhe construction that stays true to theiclalanguage and most nadlly aligns with the
patent’s description of the invention will b, the end, the correct construction,” id. at 1316

(quoting_Renishaw PLC v. Marposs Socigdai Azioni, 158 F.3d 1243, 1250 (Fed. Cir. 1998)).

After looking to the claims themselvesich the specification, “aourt should also
consider the patent’s prosecution history, if ilnevidence.” _Id. at 187 (citation and internal
guotation marks omitted). The prosecution history, as evidence of how the inventor understood
the patent, “can often inform the meaning of the claim language by demonstrating how the
inventor understood the invention and whether tiventor limited the invention in the course of
prosecution, making the claim scope narrower thamuld otherwise be.” 1d. (citing Vitronics,

90 F.3d at 1582-83). Because the prosecution histdtgri‘dacks . . . clarity,’it is “less useful
for claim construction purposes” and is given legsght than the claimand the specification.
Id.

Finally, the Court may also consider émsic sources which can educate the Court
“regarding the field of the invention” and in determining “what a person of ordinary skill in the
art would understand claim terms to mean.” dd1319. Dictionariesral treatises often assist

courts in understanding the umiyéng technology and “in determiimg the meaning of particular



terminology to those of skill in the art of thevention.” 1d. at 1318. Generally, extrinsic
evidence is considered “less reliable thanghtent and its prosecutidnstory in determining
how to read claim terms,” id., and thus “is legm#icant than the intrinsic record in determining
the legally operative meaning of claim languagd,’at 1317 (citationgnd internal quotation
marks omitted).

B. Indefiniteness

The Patent Act requires that a patent speaiiion “conclude with one or more claims
particularly pointing out and distinctly claimg the subject matter which the applicant . . .
regards as the invention.” 353JC. § 112(b). Definitenessnseasured “from the viewpoint of

a person skilled in [the] art at the time the patent was filed.” Nautilus, Inc. v. Biosig Instruments,

Inc., 134 S. Ct. 2120, 2128 (2014) (citation, in&rquotation marks and emphasis omitted).
Additionally, “claims are to be read in lighif the patent's specddation and prosecution
history.” 1Id. Section 112 thusequires “that a pam#'s claims, viewed in light of the
specification and prosecution history, inform thoskilled in the art lzout the scope of the
invention with reasonable certainty.” Id. 2629. This requirement “mandates clarity, while
recognizing that absolute preicis is unattainable.” _Id. A defendant “bears the burden of

proving indefiniteness by clear @rtonvincing evidence.”_Vacode, Inc. v. Appthority, Inc.,

No. 12-cv-10487-DPW, 2015 WL 5749435, at *18 (@ass. Sept. 30, 2015) (citing _Tech.

Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1327 (Fed. Cir. 2008)).

C. Motion for Judgment on the Pleadings

A motion for judgment on the pleadings undedH8. Civ. P. 12(c) “is treated much like

a Rule 12(b)(6) motion to dismiss.” Pérezefedo v. Rivero-Cubano, 5%33d 26, 29 (1st Cir.

2008) (citing_Curran v. Cousins, 509 F.3d 36, 43t Cir. 2007)). A court “must view the




facts contained in the pleadings in the lightst favorable to the nonmovant and draw all

reasonable inferences therefrom to the nonmovant’s behoof.” Sandborn v. Avid Tech., Inc., No.

11-cv-11472-FDS, 2013 WL 4784265, at *2 (D. MaSspt. 5, 2013) (quoting R.G. Financial

Corp. v. Yergara—Nuiez, 446 F.3d 178, 182 (1st Z006)) (internal quotation mark omitted).

In reviewing the motion, the Court may “consid@ocuments the authenticity of which are not
disputed by the parties; . . . dooents central to plaintiffs’ alm; [and] documents sufficiently

referred to in the complaint.” Curran, 5098H at 44 (quoting Watterson v. Page, 987 F.2d 1, 3

(1st Cir. 1993)). To survive a Rule 12(c) tma, “a complaint must contain factual allegations
that raise a right to relief abotlee speculative levebn the assumption thall he allegations in

the complaint” are true”__Pérez-Acevedo, 52@8drat 29 (citation and internal quotation mark

omitted). “Whether a claim is drawn to patent-eligible subject matter under § 101 is an issue of
law.”® Sandborn, 2013 WL 4784265, at *2 (citing In re Bilski, 545 F.3d 943, 951 (Fed. Cir.
2008)).

V. Construction of Disputed Claims

The parties dispute the meaning of théofeing terms and the Court resolves these

3 RPost argues that for Sophos to prevail up@motion for judgment on the pleadings, Sophos
must establish that the patefb-suit do not cover patentabsubject matter by clear and
convincing evidence because a presumption dfliya applies. D. 102 at 11-12. Courts,
however, have noted that thewvlaappears unsettled on this iesand have applied different
standards._See, e.qg., Esoterix Genetic Labs. LLC v. Qiagen Inc., No. 14-cv-13228-ADB, 2015
WL 5680331, at *4 & n. 4 (D. Mass. Sept. 25, 2015)tigpthat “[lJower courts appear to be
divided on this issue” because “there is lminding precedent from the Federal Circuit” and
declining to resolve the question “because debate over the appropriate burden of proof
appears to be purely academic in the contesttisfcase”); DataTern, Ing. Microstrategy, Inc.,

No. 11-cv-11970-FDS, 2015 WL 5190715, at *7 (Bass. Sept. 4, 2015) (applying clear and
convincing standard to pateatigibility challenge);OpenTV, Inc. v. Apple, Inc., No. 14-cv-
01622-HSG, 2015 WL 1535328, at *3 (N.Dal. Apr. 6, 2015) (declining to apply the clear and
convincing standard). Because the Court kales that the patents-in-suit are drawn to
patentable subject matter everthe clear and convincing standard applies, the Court need not
resolve this unsettled issue here.




disputes below.

A. '628 Patent

1. “special processing” / “special process”a normal process usd by the server”
/ “the normal process used by the server”

Term Sophos’sProposed RPost’'s Proposed Construction
Construction
special processing Indefinite under 35 U.S.C. § 112  Not indefinite; ordinary meaning
(628 patent, Claims 1, 14,
30)
special processing
('628 patent, Claims 8, 23)
a normal process used by théndefinite under 35 U.S.C. § 112  Not indefinite; ordinary meaning

server”
(628 patent, Claim 8)

“the normal process used b
the server”

('628 patent, Claim 23)

Sophos notes that each of the assertednslaf the '628 patent requires a “particular
indication” in a message that identifies it as tneqg special processing.” D. 98 at 11 (citing
'628 patent, claims 1, 14, 30). Sophos conte¢hdsbecause the patent provides no guidance on
what “special processing” means, the term isextthje and all asserted claims of the '628 patent
are indefinite. _Id. at 10-11.Sophos also notes that althouglaims 8 and 23 recite that a

“special process” is “different than” the “normal process used by the server,” what normal is

according to the patent is “just as agumus as what is ‘special.””_ld. at 13.

RPost argues that Sophos is attempting to ventioe term “special processing” from its

context, when the term is objectively defineg the claims. D. 105 at 5-7. The ’628 patent
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“does not seek to define the boundary between wlsecial processingid what is not special
processing,” but “distinguishes between messagddhve a particular indication . . . and those
that do not.” _Id. at 6. Because the methodlaam 1 includes “processing the message by the
server in accordance with the particular aadion,” RPost contendthat special processing
means “processing the message according to whagttieular indication tells the server to do.”
Id. (internal quotation marks omitted).

The Court agrees with RPost. The irdgiinrecord provides objective guidance that
“special processing” refers fwocessing dictated by particuladications on the message, while
the normal processing occurs whem particular indications existAs RPost points out, claims
4-7 and 18-21 provide examples of what speciat@ssing may entail. D. 105 at 7; see, e.g., D.
1-2 at 33, claim 5 (stating “[tjhe method of ahal, wherein processing the message in a special
manner includes encrypting the mags#o transmit the message in a more private manner”); D.
1-2 at 33, claim 6 (stating “[tjhe method of ahal, wherein processing the message in a special
manner includes preparing for re@pt electronic signature on theessage or attachments to the
message”). Sophos claims that those exampiesardispositive because they fail to limit the
term. D. 98 at 13. But for a patespecification to be invalifor indefiniteness, “it must be

insolubly ambiguous,” where “reasdia efforts at claim construot prove futile.” _Trustees of

Boston Univ. v. Everlight Elecs. Co., 109 k. 3d 344, 350-51 (D. Mass. 2015) (citations and

internal quotation marks omitted). Sophos hasshotvn by “clear and convincing evidence that

m

‘a skilled artisan could not discern the boundariethefclaim.” Accentra, Inc. v. Staples, Inc.,

500 F. App’x 922, 930 (Fed. Cir023) (quoting_Halliburton Engy Servs., Inc. v. M-I LLC,
514 F.3d 1244, 1249 (Fed. Cir. 2008)).

2. “first route” / “second route dfferent from the first route”



Term Sophos’sProposed RPost’'s Proposed Construction
Construction
first route A path taken by a message from Route: A path taken by a messg

(628 patent, Claims 1, 2, §
14, 23, 30)

second route different from
the first route

(628 patent, Claims 2, 15)

sender’'s mail transfer agent to
,recipient’'s mail transfer agent v
a network that does not include
intermediate relay through a ma
transfer agent at a differe
network address

A path taken by a message fron
sender’'s mail transfer agent to
recipient’'s mail transfer agent v
a network that includes 4

intermediate relay through a mail

transfer agent at a differe

network location

&om a sender to a recipient via
anetwork

an

Al
nt

na
a

a

n

nt

Claim 1 requires transmission of a messageuidh a “first route if the message lacks the

particular indication.”

D. 1-2 at 33. Onelother hand, claim 2 regas transmission of a

message through a “second route different fronfitberoute” “in accordance with the particular

indication.” Id. Both parties age that the first and secondutes refer to different network

paths. D. 98 at 26, D. 105 at 15.

The parties, however, disagree whether thestesoshould be limited to Figure 3 of the

'628 patent:
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In Figure 3, if a message does not have the™“{{)ication, the message is transmitted without
an intermediate relay tthe recipient’s mail transport agenD. 1-2 at 11, Fig. 3. Sophos
contends that this route defines the “first mutD. 103 at 15-16. If a message does have the
“(R)” indication, the message is transmittedatseparate registering mail transport agent—an
intermediate relay through a mail transfer agent—before transmission to the recipient’s mail
transport agent. D. 1-2 at 11, Fig. 3. Sophaogertds that this route defines the “second route.”
D. 103 at 16-17. In response, RPost arguesSbphos’s proposed construction seeks to limit
these terms to the embodiment diseld in Figure 3. D. 105 at 15.

The Court agrees with RPost. As RPost adgaethe hearing, “[tlhe use of the terms

‘first’ and ‘second’ is a common patent-law contien to distinguish between repeated instances

11



of an element or limitation.”_3M Innovativeroperties Co. v. Avery Dennison Corp., 350 F.3d

1365, 1371 (Fed. Cir. 2003). Moreover, Sophos’swgiteo define these terms by whether an
intermediate relay occurs is problematic, becass8ophos acknowledgedtla¢ hearing, even if
the term “first route” was confined to Figure iBfermediate servers could exist between the
sender’s mail transport agent and the recipiemizsl transport agent. Accordingly, the Court
adopts RPost’s construction ofetlterm “route” because claims 1 and 2, for example, already

show (and the parties agreeatithe first route and secondite are different paths.

3. “message”
Term Sophos’sProposed RPost’'s Proposed Construction
Construction
message No construction necessary An electronic message

('389 patent, All asserted
claims)

(913 patent, All asserted
claims)

(199 patent, All asserted
claims)

(628 patent, All asserted
claims)

RPost argues that the Court should constreetéhm “message” in all four patents to
mean “electronic message.” D. 101 at 8.r Sapport, RPost points otitat in RMail Ltd. v.

Amazon.com, Inc., No. 2:10-cv-258-JRG, 204 968246, at *51 (E.D. Tex. Mar. 12, 2013),

Judge Gilstrap construed the term “messagethen'372 patent and ¢h’557 patent to mean
“electronic message.” By contrast, Sophos asghat no construction isecessary. D. 103 at

10. That Judge Gilstrap construed the termadiffarent case with different parties and different

12



argument does not overcome the heavy presumptifavar of a claim term’s ordinary meaning.
Id.

The Court agrees with Sophos that no consttngs necessary. In the case before Judge
Gilstrap, both parties agreed that the teimessage” referred to electronic messages, but
disputed whether the term was limitedetmail. Amazon.com, 2013 WL 968246, at *51. There
is also no reason to deviate from the terma&arpmeaning because RPost has not shown that the
inventor acted as his own lexicographer for this term. Phillips, 415 F.3d at 1316.

B. '389 Patent

1. “mail transport protocol dialog”

Term Sophos’sProposed RPost’'s Proposed Construction
Construction

mail transport protocol A conversation between a senddata including a sequence of at lepst

dialog and a receiver consisting obne mail transport protocol command

commands and responses |tand at least one mail transport

('389 patent, Claims 1, 7,transmit an e-mail protocol response exchanged between

14) Message devices during transmission of the
message.

Claim 1 of the '389 patent states that “ailnteansport protocol dialog” is generated
during the transmission of the message from tineese¢o the recipient.D. 1-4 at 37. Sophos
argues that this dialog is a conversation vaithre than one command and response but limited
to the transmission of email. D. 103 at 7-8. RPost argues that the term is not limited to multiple
commands and responses nor to email. D. 101 at 10, D. 105 at 10-11.

Two other courts have construed this texna they have adoptexnstructions like the

one proposed by RPost. In Amazon.com, Inc., 2013 WL 968246, at *52, Judge Gilstrap
construed this term from the '372 patent, frevhich the '389 patent is a continuation. He

concluded that in the term, dialog was notitéd to only commands and responses because

13



certain claims of the '372 paterdcited that the dialog also included data such as receipt by the
recipient and server identitietd. at *55. He also noted thatetlprosecution history requires that
the list include at least one command and ongorese, a construction that is consistent with the
plain meaning of “dialog.” _Id. Finally, he reasoned that tlherm was not limited to email
because the specification explained that otheegyof electronic messages could be transmitted.
Id. Thus, the term “mail transport protocol digl meant “data including a list of at least one
command and at least one response exchangeadre devices during the transmission of a
message.”_Id.

In GoDaddy.com, LLC v. RPost Commc’hfd., No. 14-cv-00126-PHX-JAT, 2016 WL

212676, at *28 (D. Ariz. Jan. 19, 2016udge Teilborg construed thertein the 389 patent, the
same patent here. After discussing Judge @p&rconstruction, Judge Teilborg stated that he
agreed and adopted a similar construction: ddatluding atéast one mail transport protocol
command and at least one mail transport patogsponse exchanged between devices during
transmission of a message.” Id. at *30.

Although the earlier construotis of this term are nobinding, “unless otherwise
compelled . . . the same claim term in the same patent or related patents carries the same

construed meaning.”__In re Rambus .|n694 F.3d 42, 48 (Fed. Cir. 2012) (quoting Omega

Eng’g, Inc. v. Raytek Corp., 334 F.3d 1314, 1334d(Reir. 2003)) (internal citation omitted).
After reviewing the prior decisions, the Court finitiem persuasive, espalty in light of the
absence of compelling reasons wthgse constructions should ragiply. Like the '372 patent,
the '389 patent also statesaththe mail transport protocalialog includes da other than
commands and responses, such as timestaknpszon.com, 2013 WL 96824t *54; D. 1-4 at

31, 15:43-46. Similarly, the specifition in the '389 patent alstates that “[a]lthough the above

14



generally describes a system anethod of verifying that an e-nhavas sent and/or received, the
present invention may apply to any electromessage that can be transmitted through a[n]
electronic message network or through any elaeatrgate,” messages such as “text, audio,
video, graphics, data, and attachments obua file types.” Amazon.com, 2013 WL 968246, at
*55; D. 1-4 at 37, 27:24-30. &kordingly, the Court adopts B&t's construction with minor

changes. Instead of using RPost's “sequenarfjuage, the Court uses “list,” which is the

language used in the prosecution histoAmazon.com, Inc., 2013 WL 968246, at *54. “Mail
transport protocol dialog” thus means “data inahgda list of at least @mail transport protocol
command and at least one mail transport patoesponse exchanged between devices during
transmission of the message.” Id. at *56.

2. “first information”

Term Sophos’sProposed RPost’'s Proposed
Construction Construction
“first information” A non-forgeable record of theOrdinary meaning; no

message recipient(s), theonstruction necessary
('389 patent, Claims 1, 4-5, [fmessage content, and the timeg(s)

11-15) and route(s) of delivery Alternatively, information
regarding the transmissign
(199 patent, Claim 1) and/or delivery of a message.

20 The term “first information” appears in several claims of the '389 patent. For example,
claim 1 recites:

A method of transmitting a message from a sender to a recipient through a server
displaced from the recipient, theps at the server comprising:

forming at the server a first inforrti@an from the at least a portion of the
mail transport protocol dialog andethindication of the receipt of the
message by the recipient; . . .

15



D. 1-4 at 37, 27:58-60, 28:1-3.

Claim 7 recites:
A system for transmitting a messageotigh an electronic mail system from an
originating processor to a recipient preser and providing proof of receipt of the

message by the recipient process, comprising:

a server displaced from the origimagi processor, the server capable of
being configured by software commands to:

Generate a first information includj the indication of receipt of the
message from the recipient of the ss&ge from the recipient processor
and at least a portion of the mail tsport protocol dialog generated by the
electronic mail system during transmasiof the message from the server
to the recipient processor.

D. 1-4 at 37, 28:33-39, 28:47-52.

Finally, claim 1 of thé199 patent recites:

A method of transmitting a message from a sender to a recipient through a server
displaced from the recipient, theps at the server comprising:

forming at the server a first informan from the at least a portion of the

data transport protocol alog and the indication of the failure to deliver

the message by the recipient; . . .
D. 1-5 at 35, 27:58-60, 28:1-4.
Sophos argues that the term in the '389 pategdns a delivery receipebause the term “first
information” contains information about whetl@message was successfully delivered. D. 98 at
23 (citing D. 1-4 at 37-38, claims 1, 7, 14).edause the term refers to a receipt, Sophos
contends the specification provides a precisend&fn: “a non-forgeable record of the message
recipient(s), the message content, and the tinae@)youte(s) of delivery.” Id. at 24 (citing D. 1-
4 at 31, 15:44-46).

RPost argues that the plain language ofdlaem shows that a st information “need
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only include” information regarding the transsion and the delivery of a message. D. 101 at
11. As RPost posits, Sophos is not construireg dlaims in light ofthe specification, but
improperly importing limitations from the speciftegan. 1d. at 11-12 (citing Phillips, 415 F.3d at
1323).

The Court agrees with RPost and concluthas “first information” means “information
regarding the transmission and/or delivery ofmassage.” The claims in the 389 and '199
patents do not state that the term is a recdpt105 at 14. Instead,an 7 of the 389 patent
states that the “first information” generatedciude[s] the indication of receipt of the message
from the recipient of the message from the recipprocessor and at léasportion of the mail
transport protocol dialog.” D. 1-4 at 37, 28:47-8en if a delivery recpt were an example of

a “first information,” “it is well establishet that ‘particular embodiments appearing in the

specification will not generally be read intoetlkelaims.” MikkelsenGraphic Eng’g, Inc. v.

Zund Am., Inc., 541 F. App’x 964, 971 (Fed. Cir. 2013).

3. “transmitting . . . the first information to the sender” / transmit the
authenticatable
information
Term Sophos’sProposed RPost’'s Proposed Construction
Construction
transmitting . . . the firstE-mailing . . . the first Ordinary meaning; no construction
information to the sender | information necessary

('389 patent, Claims 1, 5)

transmit the authenticatableE-mailing the authenticatable
information information

('389 patent, Claim 10)

Claim 1 of the '389 patent cides “[a] method of transmittgna message from a sender to

a recipient through a servdisplaced from the recipient, theegs at the server comprising: . . .
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transmitting, before any authentication of tmessage, a copy of the message and the first
information to the sender from the serveD. 1-4 at 37. Sophos arguéhat the specification
and the prosecution history show that the claimadsimission in the term is by email. D. 98 at
25. RPost argues that because the claims of the '389 patent do not even use the word email, the
patent should not be limideto it. D. 101 at 9.

The Court agrees with RPost. Sophos’s amgumests on the Court’s agreement with its
contention that the '389 patent is limiteddmail, D. 103 at 11, D. 105 at 14, which the Court
has now rejected. See suprdBM.. Accordingly, the Court cohales that no construction of
this term is necessafy.

4. “before the message is authenticated (anyhentication of the message) by the

server”
Term Sophos’sProposed RPost's Proposed Construction
Construction

before the message [idNo construction necessary before the content and delivery of the

authenticated (any message is proved (proving the

authentication of the content and delivery of the message)

message) by the server by the server

('389 patent, Claims 1, 8§, The plain language of this phrase does

10, 11, 12, 14, 16) not require that any authentication |of
the message be performed by the

(199 patent, Claims 1, 3, 4) server

Several claims of the '389 and th&99 patents include the phrase “before any
authentication of the message,” D. 1-4 at 37 nclaj and “before the message is authenticated
by the server,” id. at 38, claim 10. RPost argilned the Court shoulddopt Judge Gilstrap’s

constructions of these terms in Amazon.cod. 101 at 13. In that case, Judge Gilstrap

4 The parties do not discuss the term “transmitiit@enticatable information” in their briefs but

add this term in their joint claim constructictatement. D. 107-1 at 3. For the reasons
discussed for “transmitting . . . the first information to the sender,” the Court also concludes that
no construction of this term is necessary.
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construed “authentication of the message’imtean “proving the content and delivery of the
message.” _Amazon.com, 2013 WL 968246, *&0. He also construed “before any
authentication of the message’have its plain meaninge., that the clause simply requires that
the transmitting step occur before any authetitinaof the message. Id. Sophos argues that the
Court need not construe the term “before thessage is authenticated.” D. 103 at 17-18.
Sophos also disagrees with RPsstontention that “the plain language of this phrase does not
require that any authentication thfe message be performed by Heever.” 1d. at 18 (citation
and internal quotation marks omitted).

The Court agrees with Sophos that no constrads necessary. First, the construction in
Amazon.com is not particularly persuasive hageause the defendants in that case presented no
arguments in support of their constructiontbéir disputed terms._ Amazon.com, 2013 WL
968246, at *59-60. Second and more importantlg Words in these mas can be readily
understood by the jury. There is need to rephrase the termitgert language about content,
proof, and delivery, particularly when, as Sophwentioned at oral argument, the specification
of the '389 patent suggests that a message’sobntay not be used for authentication at all.
See D. 1-4 at 31, 16:61-67.

C. ‘913 Patent

1. “protocol dialog”

Term Sophos’sProposed RPost’s Proposed Construction
Construction
protocol dialog A language of commands andData including a list of at least one

responses used to transmit |acommand and at least one response
(913 protocol dialog| email message from a sender tp a

Claim 1) recipient Alternatively, SMTP or ESMTP da
including a list of at least one
command and at least one response
generated by the electronic mail
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system during transmission of the
message from the server to the
recipient

Claim 1 of the '913 patent recites:

A method of transmitting a message from a sender to a recipient through a
server acting as a Mail Transport Agantluding the stepat the server of:

transmitting the message to the recipient's Mail Transport Agent in a
protocol dialog selected from a groapnsisting of the selected one of
the SMTP and ESMTP protocols; and

recording at the servepme portion of the selext one of the SMTP and
ESMTP protocol dialog between thenger and the recipient through the
server including those portions tie selected one of the SMTP and
ESMTP protocol dialog between the server and the recipient in which
the receiving Mail Transport Agent accepts or declines delivery of the
transmitted message.

D. 1-3 at 35. The parties dispuhe term “protocol dialog” inalm 1. To construe the term, the
parties rely upon many of theirgaments for the term “mail transport protocol dialog.” See,
e.g., D. 101 at 10-11, D. 103 at 7-8, D. H3510-11. In_GoDaddy.com, 2016 WL 212676, at
*31, Judge Teilborg construed the term “SMTP an®EB protocol dialog” inthe same claim.
He construed the term as “SMTP or ESMTP datzuding a list of atleast one protocol
command and at least one protocol responseaexged between devices during transmission of
a message.”_ld.

For the reasons expressed above in consttumag transport protocol dialog,” the Court
starts with RPost’s constructis. The Court, however, adofrPost’s alternate construction
because unlike for “mail transport protocol d@loClaim 1 of the '913 patent makes clear that
the “protocol dialog” is “selected from a groupnsisting of the selected one of the SMTP and

ESMTP protocols.” D. 1-3 at 35. Accordingthie Court construes “pracol dialog” as “SMTP

20



or ESMTP data including list of at least one command andeatst one response generated by
the electronic mail system during transmission of thesage from the server to the recipient.”

2. “portions of . . . dialog . . . in which the receiving Mail Transport Agent accepts
or declines delivery ahe transmitted message”

Term Sophos’sProposed RPost’s Proposed Construction
Construction

portions of ... dialog ... in Part of the conversation ofOrdinary meaning; no construction
which the receiving Mail commands and responsesecessary
Transport Agent accepts psufficient to show that the
declines delivery of thereceiving Mail Transport Agent
transmitted message has accepted or declined the
transmitted message
('913 patent, Claims 1 and
2)

Claim 1 of 'the 913 patent recites:

A method of transmitting a message from a sender to a recipient through a server
acting as a Mail Transport Agentgclading the steps at the server of:

recording at the server some portionttedé selected one of the SMTP and
ESMTP protocol dialog between tlserver and the recipient through the
server including thosgortions of the selected one of the SMTP and
ESMTP protocolialog between the server and the recipientvhich the
receiving Mail Transport Agent acceptw declines delivery of the
transmitted message.
D. 1-3 at 35 (emphasis added). The term inudesys in italics. Sophosontends that there are
many parts of the SMTP/ESMTP protocol tleae unrelated to acceptance or rejection of an
email message. D. 98 at 22. Because the clatassthat the recorded portion “includ[es] those
portions of . . . dialog . . . iwhich the receiving Mail Trap®rt Agent accepts or declines
delivery of the transmitted message,” Sophos artheeterm should read to mean the portions of

dialog that are sufficient to show that the mgsswas accepted or declined. Id. RPost urges

that the plain claim languagbauld control. D. 101 at 12.
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The Court agrees with RPost that no consibads necessary. The claim is clear as to
what the recorded portion must include. Consgguhe term to mean th#te “conversation” is
“sufficient to show” whether the transmitted megsahas been accepted or declined injects
needless ambiguity throughetladdition of new words(g, “conversation”) ad may change the
term’s emphasis.

3. “Mail Transport Agent”

Term Sophos’sProposed RPost’'s Proposed Construction
Construction
Mail Transport Agent A program executing on @Software that transfers electronic
computer that routes electronienessages from one computer |to
('913 patent, Claim 1) mail messages along a networi&nother
path from the sender to a recipignt

Claim 1 of 'the 913 patent claims “[a] thed of transmitting a message from a sender to
a recipient through a server axgjias a Mail Transport Agent.” D. 1-3 at 35. Sophos contends
that the term should be limited to email because the protocols nameddiaith are “explicitly
and indisputably used” to transmit email. D3 at 12. RPost argues that mail transport agent
and message transport agent are interchangeablke t&n105 at 16. Because the claims of the
'913 patent use the word “message” and not ‘igirfaRPost argues that ¢hterm “Mail Transport
Agent” is not intended to be limited to email. Id. Finally, RPost notes that in GoDaddy.com,
2016 WL 212676, at *35, Judge Teilbargnstrued this term to meésoftware that resides on a
server and that transfers aneceived electronic messages from one computer to and from
another.”

The Court starts from the language inoRPs proposed construction but agrees with
Sophos that this term should be limited to emdtirst, the protocols recited in the claims—

SMTP and ESMTP—are, as the specification staiestocols for email. D. 1-3 at 34, 26:60-61
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(stating that “SMTP is a prototfor sending e-mail messages between servers”). Thus, unlike
the other patents-in-suithe '913 patent has expressly cosfinitself to a type of message by
reciting two specific protocols in the claims. elmclusion of these two protocols, and not the
use of “mail” in the term, is the decisive fact@re. Second, this consttion is also consistent
with RPost’s alternative construction of “protbebalog” in the same patent, which the Court
has already adopted. Ssgpra V.C.1. For that term, RPegbuld have had the Court construe
“protocol dialog” as “SMTP or ESMTP data..generated by the electronic mail system,” which
suggests to the Court that RPost implicitly agimizes that the '913 patkeis more properly
limited to email. Finally, Judge Teilborg’s congtion of the term is not persuasive here
because the parties before him did not dispatel therefore Judge Teilborg did not decide,
whether the term should be limited to émaoDaddy.com, 2016 WL 212676, at *34-35. The
Court construes “Mail Transport Agent” asofsvare that transferslectronic mail messages
from one computer to another.”

A. 199 Patent

1. “data transport protocol dialog”

Term Sophos’sProposed RPost’s Proposed Construction
Construction

Data transport protocglA conversation between a sendéfransport data including a list of at
dialog and a receiver consisting ofeast one command and at least ong
commands and responses |t@sponse

(199 protocol dialog| transmit a message
Claim 1) Alternatively, transport data including
a list of at least one command and at
least one response exchanged between
devices during the transmission of
the message
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The term “data transport protocol dialog” appein claim 1 of the '199 patent. D. 1-5 at
35. To construe this term, the parties rely ugweir arguments from the term “mail transport

protocol dialog.” _See, e.g., D. 101 at 10-D1,103 at 7-8, D. 105 at 10-11. In GoDaddy.com,

2016 WL 212676, at *31-32, Judge Teitllj construed the same term in the same patent as
“transport data includop a list of at least one commanddaat least one response exchanged
between devices during the transmission of thesage.” For the reasons expressed above in
construing “mail transport prototdialog” and in Judge Teilbgis decision, the Court adopts
RPost’s proposed alternative ctrmstion. The Court construesata transport protocol dialog”
as “transport data including a list of at ease command and at least one response exchanged
between devices during the transmission of the message.”
VI. Motion for Judgment on the Pleadings

35 U.S.C. § 101 provides that “any new anéfukprocess, machine, manufacture, or
composition of matter, or any new and usefupiavement thereof” is eligible for patent
protection. The statute, howevécpntains an important implicit @eption: [lJaws of nature,

natural phenomena, and abstraetas are not patentable.”liée Corp. Pty. v. CLS Bank Int'l,

134 S. Ct. 2347, 2354 (2014) (citation internal quotation mark omitted).
At the same time, courts “tread carefullydonstruing thisexclusionary principle lest it
swallow all of patent law. Id. at 2354. “[A]ll inventions asome level embody, use, reflect, rest

upon, or apply laws of nature, natural phenomenabstract ideas.” Mayo Collaborative Servs.

v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1293 (2012).

The Supreme Court hastailished a two-step frameworkrfanalyzing patent eligibility
under § 101. First, a court must “determine whether the claims at issue are directed to one of

those patent-ineligible conceptg’g, a law of nature or an abstradea. _Alice, 134 S. Ct. at

24



2355. Second, if the claims are directed to temganeligible concept, the court must ask
“[w]hat else is there in the claims before us?” Id. (citation and internal quotation marks omitted).
To answer that question, the court “considettig] elements of eachain both individually and
as an ordered combination to determine whetieradditional elementsainsform the nature of
the claim into a patent-eligible applicationld. (citation and internajjuotation marks omitted).
Step two is “a search for an inventive concept, an element or combination of elements that is
sufficient to ensure that the patent in praetamounts to significantly more than a patent upon
the [ineligible concept] itself.”_Id. {@tion and internal quotation marks omittéd).

Sophos argues that the patents-in-suit are invalid because they claim unpatentable
abstract ideas. According to Sophos, the '628 patent clasnsldbtronic equivalent of certified
mail, the '389 patent recites the concept of notifying the sender that a message was successfully
delivered, the '199 patent claims the conceptatification when the aéfied message was not
successfully delivered and th@13 patent claims the conceptuding a communication system
or language when delivering certified mail. ¥ at 15-17. To Sophos,ethpatents-in-suit lack
an inventive concept. ld. at 20. They “do tedch an algorithm or other novel technique for

certifying the delivery of email,” but “simply computeriz[e] concepts that the post office has

> As an initial matter, RPost argues that @eurt must deny Sophos’s motion because patent
ineligibility is not an “authorized . . litigation defense.” D102 at 13. Courts, however, have
made clear that parties are entitled to judgnrepatent infringement cases where the invention
or discovery is not patentabdeibject matter under 35 U.S.C. § 101. See, e.q., Alice, 134 S. Ct.
at 2354-57 (affirming summary judgment becausecthiens did not transform the abstract idea
into a patent-eligible invention); OlPe¢hs., Inc. v. Amazon.com, Inc., 788 F.3d 1359, 1360
(Fed. Cir. 2015) (affirming the district cowst'decision to grant judgment on the pleadings
because the patent did not claim patentablgest matter); buySAFE, Inc. v. Google, Inc., 765
F.3d 1350, 1351 (Fed. Cir. 2014) (affirming distgourt’s conclusion on a motion for judgment
on the pleadings that the asserted claims weralid because they covered ineligible subject
matter).
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been using for years.” Id. at 22. “With tivell-known computing elements removed, the claims
are reduced to a series of steps for sandertified electronienail.” Id. at 24.

The Court disagrees with Sophos. First, thems-in-suit do not clai the abstract idea
of certified mail because their methods do more tvanide proof of mailing, they also provide
proof of delivery and content. D. 102 at 21; see D. 1-20at1:19-24 (stating that “[t]his
invention relates generally @ system and method for verifying delivery and content of an
electronic message and, more tatarly, to a system and method of later providing proof
regarding the delivery and conteof an e-mail message”). RPost identifies several different
claims from the patents-in-suit that relate toifyeng the content of messages, a task that the
United States Postal Service cannot do.

Second, even if the patents-imitsclaim an abstract idea, they also claim an inventive

concept sufficient to pass muster under Aliéde.DDR Holdings, LLC v. Hotels.com, L.P., 773
F.3d 1245, 1257 (Fed. Cir. 2014), the Fati€ircuit stated that clais that “merely recite the
performance of some business practice knovamfithe pre-Internet world along with the
requirement to perform it on the Internet” are p&iaeligible ideas. On the other hand, claims
that are “necessarily rooted @aomputer technology in order twercome a problem specifically
arising in the realm of computeetworks” claim an inventiveonicept and are pent-eligible.
Id.

Sophos argues that the pateim-suit simply duplicate a gfinternet business practice on
the internet because the patentsiit allegedly acknowledge thakih solution is directed at the
same problem that exists with regular mail, nignpeoof of delivery. D. 96 at 25. The patents-
in-suit, however, address moreaththat. More importantly, the patents-in-suit aim to solve a

technical problem of electronic messages,ictvhbecause of their form, present unique
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challenges for establishing proof of receipt atelivery. The patents-in-suit thus use an
intermediate server between the sender and receiver of an electronic message to address the
problem of providing reliable pof of the content and delivenf electronic messages, without
requiring the cooperation of theaipient and without requiring special email software. See

DDR Holdings, 773 F.3d at 1257-58he patents-in-suit’s technicablution thus satisfies step

two of the analysis under Alice.
VII.  Conclusion

For the foregoing reasons, the disputed claim terms are construed as follows:

1. the terms “special processing, “specpabcess,” “a normal process used by the
server,” and “the normal process usedhm/ server” do not require construction;

2. the term “message” do@®t require construction;

3. the term “mail transport protocol dialog”@ans “data including a list of at least one
mail transport protocol command and adeone mail transport protocol response
exchanged between devices during transmission of the message”;

4. the terms “first route” and “second route diffat from the firstoute” do not require
construction because both sides agree ttedgr to two different network paths,
although “route” will be constired as “a path taken by a ssage from a sender to a
recipient via a network”;

5. the term “first information” means “information regarding the transmission and/or

delivery of a message”;

® That the Patent Trial and Appeal Board (“PTAB®nied petitions to institute covered business
method patent reviews of the '389 and '913 patéands to support this conclusion. Although

the PTAB does not review patents to determine whether they claim patent-eligible subject matter
under 35 U.S.C. § 101, D. 112 at 7, D. 117 ao8ered business method patent reviews cannot

be conducted on patents for technological inwersj and the PTAB denied review because the
petitioners could not meet thédiowing, D. 102 at 23; D. 102-3 at 8-9; D. 102-4 at 8-9.
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6. the terms “transmitting . . . the first information to the sender” and “transmit the
authenticatable informatiordo not require construction;

7. the term “before the message is authergtdany authentication of the message) by
the server” does not require construction;

8. the term “protocol dialog” means “SMTP BSMTP data including a list of at least
one command and at least one responsergéed by the elecmic mail system
during transmission of the messagenirthe server to the recipient”;

9. the term “portions of . . . dialog . . . iwhich the receiving Mail Transport Agent
accepts or declines delivery of the transmitted message” does not require
construction;

10.the term “Mail Transport Agent” meansdfsware that trangfrs electronic mail
messages from one computer to another”;

11.the term “data transport protocol dialogeans “transport data including a list of at
least one command and at least one regpershanged between devices during the
transmission of the message.”

The Court DENIES Sophos’s motion for judgnt on the pleadings, D. 95; No. 14-cv-

13628, D. 71.
So Ordered.

& Denise J. Casper
Lhited States District Judge
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