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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

CIVIL ACTION NO. 15-12297GAO
LYNX SYSTEM DEVELOPERS, INC. and
ISOLYNX, LLC,
Plaintiffs,
V.
ZEBRA ENTERPRISE SOLUTIONS CORPORATION,

ZEBRA TECHNOLOGIES CORPORATION, and ZIH CORP.
Defendans.

OPINION AND ORDER
March 28, 2018

O'TOOLE, D.J.

This caseinvolves allegations of trade secret misappropriatiomequitable patent
procurement, and variog®ntractand common law claims arisifigom the partiespastbusiness
dealings The gravamen ohte complaint filed by the plaintiffs, Lynx System Developers, Inc. and
IsoLynx, LLC (collectively “Lynx”), is that the defendants, Zebra EntemiSolutions Corp.,
Zebra Technologies Corp., and ZIH Corp. (collectively “Zebra”), misappropriate’'s real
time player trackingeichnology and excluded Lynx fromsaibsequentieal with the Mdtional
Football League (“NFL”) for the use of that technolo@urrentlypending before the Court is
Lynx’s motion concerninghree email documents thatalleges were inproperly redacted by
Zebraon the basis of attornegfient privilege
I. | ntroduction

The disputestemsfrom an exchange of email discovarywhich Zebra produced email
documentdgo Lynx in two digital formats one of which was keyword searchglthe othemnot.

Lynx eventuallynoticedthree documentwithin this productiorthatwere inadvertentlyredacted
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in oneof theformat but not the other. Thievealedstatements that were purportedly subject to
the attorneyelient privilege Pursuant to the partie@int protective order, Lynx notified Zebra of
the discrepancy and contested the assertion of privilege. In response, Zebranedititat the
privilege was applicable to these three emails and sought their lBagawusehe partieswere
unableto re®lvethis matteby agreement,ynx filed the presentlotion to Remove Defendants’
Improper Designation of Three Emails as Attor@ient Privileged(dkt. no. 171).

Theemail documenthave been identifieds Exhibits A, B, and CHaan Decl., Ex A—
C (dkt. no. 178))and submitted tthe Court for in camera reviewhe communicatios at issue
contain sensitive information, $aescribeghemin only as much detail as necessargtplain the
rulings.

1. The Attorney-Client Privilege

The purpose of the attornelient privilege is to encourage “full and frank communication

between attorneys and their clientdJpjohn Co. v. United States449 U.S. 383, 389

(1981); ®eF.D.I.C. v. Ogden Corp., 202 F.3d 454, 461 (1st Cir. 206hg Upjohn 449 U.S.

at 389) butthe privilegeis narrowly construed to accomplish that eddijted States v. Nixgn

418 U.S. 683, 71(01974) (‘{E]xceptons to the demand for every man’s evidence are not lightly
created nor expansively construed, for theyimmerogabn of the search for truth); accordin

re Keeper of Records (Grand Jury Subpoena Addressed to XYZ Corp.), 348 F.3d 16, 22 (1st Cir.

2003)(“[P]rivilege must be narrowly construed because it comes with substantialrubstaiads

as an obstae of sorts to the search for truth?’).

1 Although the parties’ submissions do not address whether state or federal ptawegjeould
apply to this dispute, they citenly federal cased. do not disturb their implicit agreement that
federal law controlslluberes v. Uncommon Prods., LLC, 663 F&@3 (1st Cir. 2011§*When
the parties agree on the substantive law that should govegnmay hold the parties to their
plausible choice of law, whether or not that choice is corrgct.”
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The attorne)client privilege protects communications that satisfy the following criteria:

(1) Where legal advice of any kind is sought (2) from a professional legal edvise
in his capacity as such, (3) the communications relating to that purpose, (4) made
in confidence (5) by the client, (6) are at his instance permanently protected (7)
from disclosure by himself or by the legal adviser, (8) except the proicod
waived.

Cavallaro v. United States, 284 F.3d 2285 (1st Cir. 2002{citing 8 J.H. WigmoreEvidence §

2292, at 554 (McNaughton rev.19%1Jhese requirements apply with equal force tdhanise
attorneys, whoskegal advice based on communicationgh corporateofficersis protectedbut

whosegeneral businesslvice isnot. eTexaco PR., Inc. v. Dept of Consumer Affairs60 F.3d

867, 884 (1st Cir. 1995Neelon v. KruegerNo. 12cv-111984T, 2015 WL 4254017, at *4 (D.

Mass. July 14, 2015)'Generally, disclosing attorneglient communications to a third party
undermines the privilegeCavallarg 284 F.3d at 24{citations omitted) Evencommunicatios
that would otherwisebe privilegedmay neverthelessoecome discoverablapon subsequent
disclosure to a third partigecause itdestroys the confidentiality upon which the privilege is

premised.”Lluberes 663 F.3dat 24 (quotingln re Keeper of Records, 348 F.3d at. BR)t there

are twoqualifications ofthis generafule that are relevanh the present case.

The socalled ‘Kovel doctrin€ extends the attorneglient privilege to intude
communicationwith a third party that is “necessary, or at least highly useful, for the igéect
consultation between the client and the lawyer which piwilege is designed to

permit.” Cavallarg 284 F.3dat 247 (quotingJnited States v. Kovel, 296 F.2d 918, 922 (2d. Cir.

1961))? This doctrine, however, is limited in two important respects. First,stiaing of

otherwise privileged information withthird party must be more than “useful” or “convenient” to

2 Althoughthe First Circuit has never explicitly goted_Kove] it has cited the case approvingly
and implied that it wouldo soin the right circumstancekluberes 663 F.3dat24 n. 20.

3




the legal representatiobyt ratherthe third party’s participatiomust be “nearly indispensable or

serve some specialized purpose in facilitating the attecheyt communications.ld. at 249

(quoting Elna SelarEpstein,The Attorney-Client Privilege and the Work-Product Doctrine 187

(4th ed.2001). Second, such third party communications must be made “for the purpose of

obtaininglegal advice from the lawyerld. at 247 (quotindovel, 296 F.2d at 922). As noted by

the First Circuit, this exception is more likely to apply when the lawsgex opposed to the client

is the one who hires the third party, but this alone is not dispositaxallarg 284 F.3d at 248.
Anotherpotential qualifications the “functional equivalent” doctringshich provides that

certain thirdparty agents of corporate entities, such as consultants, can be considered the

“functional equivalent” of corporate employees by virtue of their close obiondo the corporate

entity. In re Beter Co., 16 F.3d 929, 938 (8th Cir. 1994 ategorizing certain third party agents

as functionally equivalent to employees, in turn, allows communications betwéeagants and

corporate counsel to fall within theae ofUpjohn, which protects communications between

corporate employees and corporate counsel. United States v. Graf, 610 F.3d 114%) (9th8
Cir. 2010) (adopting the functional equivalent doctrine articulat&later) (citing Upjohn, 449
U.S.at390-94) In Bieter, where the EigHit Circuit established this doctrinae court considered
that the consultant had a longstanding relationship with the company, interactdee\pitim¢ipals
on a dailybasis, was intimately involved in the single ohjstfor which the company was
created, worked from the company office, was paid a monthly wage, and appeptddia
meetings as its sole representative, leading to the court’s ultimate conclusifijhtbee was no
principled basis to distinguish [tltensultant’s] role from that of an employeBiéter, 16 F.3d at

934, 938.



As the party asserting the attorpgient privilege, Zebra bears the burden of establishing
not only that the privilege applies to the communications at issue, but also tpavilege has

not been waivedn re Keeper of Record848 F.3d at 22.

A. Exhibits A and C

Exhibits A and C both contain email communications between Zebra employessnand
employeeconsultants hired by Zebra to assist in its attengatsach an agreemewith the NFL
for the use of its player tracking system. Exhibit A is a single email corréspoa from a third
party consultant talill Stelfox the vice president and general manager of Zebra's Location
Solutions business uni) which the consultambutlinesher strategic approach to the NFL deal.
The email is several paragraphs long but contains only three redadfti@ss than a sentence
each.Exhibit Cis a document containingn emailchain between Stelfoxand three different
consultantavho were alsdhired to assist Zebra in its dealings with the NFL. The cbamains
three emaildrom the consultants, includingvo from the same consultant, both of which are
redacted in full.

Lynx contends that anyotential claim of privilege as tmatterswithin Exhibits A and C
is nov foreclosedby Zebra’s disclosuref these communicatis to norattorney thirdparty
consultants.Zebra concedes that these consultants are neither attorneys nor employees, but
nevertheless asserts that these consultant communications are protectedKbyeth@ndor
functional equivalent doctrines, and therefthre privilegeclaim is not foreclosed.

Zebra,however,presents npersuasivdegal anafsis to support this contentiprelying
insteadon post hoc representatiotisat, at the time these communications occurred, its employees
and attorneys intended for the conversations to be privileged. But simply intendirsg for

communicationto be privileged does not make it so, and neither clients nor lawyers can



retroactivelycreate privilege where it did not previously exist, which is what Zatteanptshere.
In short, there is no legal or factual basis for concluding that these consultesfiesdseitherof
theabovementionedxceptiors 3

TheKovel doctrineas citedoy Cavallarg does notapplyto any of the consultants in these
emails First, the communications apéainly not for the purposes of obtaining legal advice. It is
undisputed that these consultants were hired by Zebra to provide it with business advic
concening its potential opportunity with the NFhis is evident upon reading the redacted
portions of the Exhibitand the consulting agreemen{SeeCheng Decl.Exs. 1, 24 (dkt. no.
189).) To the contraryit seems quite clear that Zelhwaedthese norattorney consultants to
doublecheck the legal advicewas reeivingfrom its actual attorneyS&uch communiations are,
by definition, not privilegedSee Cavallarg 284 F.3d at 249hplding thataccountarg who
“doublechecked” legal advice and improved the quality of the lawyers’ representatiemuater
subject to protection undéfovel). As in Cavallarg Zebra has simply failed to provide any
contemporaneous documentation to suggest that these communications were for the purpose o
obtaining legal advice from the lawyeee284 F.3d at 24839, and the purpose requirement is
not so elastic that itcan encompass Zebra's collateral solicitations for advice from these
consultantsseeKovel, 296 F.2d at 922'If wh at is sought is not legal advice lmrtly accounting
service . . or if the advice sought is the accountant’s rather than the lawyer’s, no privlstgee

Nor hasZebrashownthat these consultants wéereearly indispensable or serve[d] some

specialized purpose in facilitating the attorrodignt communications.Cavallarg 284 F.3dat

3 Zebra initially opposed Lynx’s motion in all respects only to withdraw its oppositi&xHbit

C shortly before the hearing on the matter. It did not address Exhibit C duringtios fmearing
except to suggest that the issue was moot and did not warrant a ruling from the Geelie
Zebra’s invitation to forgo ruling on this exhibit and address Exhibits A and C in tandenmsbec
they fail to satisfy either doctrine for the same reasons.
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249.Third parties must do more than merely offer their advice and perspecthes, thagy must
interpret or translate atters that are beyond the lawyer’'s reach or competandevould

otherwise interfere with the attornelient communicationsSeeid.; United States v. Ackeri69

F.3d 136, 139 (2d Cir. 199@because [the third party’s] role was not as a translatmterpreter
of client communications, the principle Kbvel does not shield his discussionsSge als®ahl

v. Bain Capital Partners, LLC, 714 F. Supp. 2d 225, 228 (D. Mass. g@@l0)hg communications

not privileged because the attorneys “were not relying on [the third partgnslate or interpret
information given to them by [the client]'eneral business advice of the saridenthere is a
paradigmatic example of whatillmot be protected b¥Xovel because it rarely, if ever, presents
complex matters that are beyond the reach of an attamdwyarrant the involvement of a third

party.Cf. Crane Sec. Techs., Inc. v. Rolling Optics, AB, 230 F. Supp. 3d 10, 25 (D. M&g3. 20

(applying Kovel where third party was hired by the client's outside counsel and found to be
“indispensable in the provision of legal advice” concerning a complex intellectapeny
licensing agreement)

Zebra’'s argument that the consultants are protected by the functional equd@dtrine
is similarly without merit or supportAs an initial matter, | note that the doctrine has resnb
adopted within this Circuit or applied within this District. Bueauf that were not so, the cases
are easily distinguishable. Notwithstanding Zebra’s failure to providea#imnative factual
support for its contentiorthe documents before the Cowstiggest thathese consultantsare
unlike Bieterbecause theglid na havelongstanding relationships with Zebra, were paid hourly,
worked from their own locations, were not obligateavtirk exclusively for Zebra, andid not
act as Zebra’s sole representatiwaih respect to the matters being negotialdee present fds

are decidedly differerftom the facts considered by tBéeter court.Seel6 F.3d at 934, 938.



| concludethat Zebra has waived arprivilege within Exhibits A and Gndthatnone of
the consultants satisfy either extiep to third party disclosuréAccordingly,the redactions to
these exhibitareimproper and must be removed.

B. Exhibit B

Exhibit B is a collection of email communications between Zebra employe&sgjintg
several of Zebra’s Hnouse attornesy The chain was initiated by Stelftorwarding an email she
had receivedwhich raised various legal issues, both explicitly and by implication. Stelfox
forwarded ths email to four Zebra employeésughGagnier, senior vice presidesf engineering
and operationgnd three irhouse attorneys. Thamail chain includes three redacted responses to
Stelfox’s email; the first response from Gagnier, and two subsequent resfronsas-house
attorneys.

Lynx argues that these communications are not privileged because they are nat, on the
face, for thepurposes of obtaining legal advi¢éotwithstanding the presence of several attorneys
on the email chaint claimsthatthe emails araliscoverabldecause neither Stelfox nor Gagnier

wasexplicitly seekinglegal advice. But requests for legal advice rhaymplicit, Hercules, Inc.

v. Exxon Corp., 434 F. Supp. 136, 144 (D. Del. 194y it is olno consequence that Stelfox and

Gagnier are not attorneys because they arelbigh corporate employeagekinglegal advice

on matters relatet their positionsas suchseeUpjohn,449 U.Sat389-90. This is not an instance
where one attorney isopied on arotherwise discoverablemail just to give “cover” for an
otherwise unprivileged communicationhe subsequent response from one of Zebraloue
attomeysdoes in fact,seem to provide legal perspective on the questions implicitly raised by
Stelfox and Gagnier. In sum, this is a communication between twterds and three of their-n

house attorneys concernitige company’segal matters.



| concludethat Exhibit B contains privileged communications asgroperly redacted.

1. Conclusion

For the reasons stated, Lynx’s Motion to Remove Defendants’ Improper Bgsigof
Three Emails as Attorne@lient Privileged(dkt. no. 171) is GRANTED with respect to Exhibits
A and C andENIED with respect to Exhibit B.

It is SO ORDERED.

/sl George A. O’'Toole, Jr.
United States District Judge

4 All redactions apart from “Just in” are allowed.
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