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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

*
SYNTHEON, LLC *
*
Plaintiff, *
*
*
v . Civil Action No.16-Cv-10244ADB
COVIDIEN AG, *
*
Defendant *
*

MEM ORANDUM AND ORDER

BURROUGHS, D.J.

This case arises fromcantractual dispute between Syntheon, LLC (“Syntfigoand
Covidien AG (“Covidien”). [ECF No. 1]Syntheon claims &old Covidien certain intellectual
propertyrelating tosurgical devicesincluding a patent application that would ripen into U.S.
Paten No. 8,742,269 (‘the ‘269 Patent”). [ECF Nos. 78 at 1; 101 ah3xthange Covidien
agreed tgay Syntheon royaltie®n sales othose devices|[ECF Na. 78 at 2101 at 3].

Syntheon alleges, in part, thhe ‘269 Patent covera particular device, theigaSure™
Small Jaw Open InstrumeritSmall Jaw”), and that Covidien has failed to pay rm®&lon sales
of this device. $eeECF No. 78 at 2]. Covidien disputes that the ‘269 Patewtrs this device.
[ECF No. 5511 4-5, 22—-24]The parties agree that to determine whether omeoce claims in
the ‘269 Patent cover the Small Jaw dewloe courtmust first determine the scope and

meaning of the patent claims asseftddlearstream Wastewater Sys., Inc. v. Hy8uaiion, Inc,

206 F.3d 1440, 1444 (Fed. Cir. 2009efECF No. 587 3.
To that end, thearties fied claim constructionbriefs [ECF Nos. 78, 79, 82, 83], anah o

June 7, 2017, the Court conducted a hearing at whelpdrties presented a technological
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tutorial and leir claim construction arguments. [ECF Nos. 96, 126]. For the wedsanfollow,
the Court adopts the constructions set forth below.
l. BACKGROUND

The particular allegations and factual disputesandigg the contractual relationship
between Syntheon and Covidien are spelled out irtegreketail in a prior opinion of the Court.
[ECF No. 101].The following summaryis derived fromthe ‘269 Patentwith additional details
reserved for later discussioas needed

The ‘269 Patenpertairs toultrasonic surgical device®269 Patent, 2:683:2. Such
devicesuseultrasonic frequenciesto produce higtspeed vibrationsn the tip ofa blade.ld., 3:4—
18.Theseinstruments are very effective labth cutting organic tissue and simultaneously
coagulating the tissue using the heatrgy produced by the ultrasoniequencies.ld. In other
words, the devices both cut tissue and stop theedelsleeding.Seeid. They are particularly
useful in minimally invasive surgeriessuch as endoscopic or laparoscqmioceduresid.
Optimal performance atitrasonic surgical devices deperasseveral factors, including the
frequency, current, and voltage applied to theeblit, 3:19-29.

The ‘269 Patent, reitled “Two-Stage Switch for Surgical Device,” disclosessardical
device control assemblfthat] includes a control deviceperable to carry out at leasto
operational conditions ofsurgical device and a button operativelgnnected to theontrol
device” 1d., Abstract When presseth one direction from the resting poirthe buttonactivates
one “operational conditon” of the device and, when geddurtherin that same directionit
activates a second “operational conditiofd” In effect, gererally speaking, one button is used to
cause two different operatioms actions Seeid. Determining the more precise meaning and

scope ofthese and other related termghe primary task of thelaim construction that follows



. APPLICABLE LAW
Claim construction, he first step in a patent infringe me@inalysis, requires the Qart to

determine the scope and meaning of the patent claims asse@dzhrstream \Wasi@ater Sys.,

Inc., 206 F.3dat 1444. Claim construction is a question of law fordbart Markman v.

Westview Instruments, Inc517 U.S. 370, 372 (1996p be resolved with an eye towdha fact

that the Court's adopteambnstruction“becomes the basis of the jury instructions, showddctse

go to trial on the issue of inihgement, e AFG Indus., Inc. v. Cardinal 1G Ca®239 F.3d 1239,

1244, 1247 (Fed. Cir. 2001).

The Federal Circuit hagrovided a framework governinglaim construction. In generad
court must give claim termstheir “ordinary and customary meanjfigwhich the Federal Circuit
has deemed to bé& meaning that the term would have to a person afaydskil in the art in

guestion at the time of the inventi®rPhillips v. AWH Corp, 415 F.3d 1303, 1312-13 (Fed. Cir.

2005)(en banc) To ascertain thi meaning, a coughould consulintrinsic evidence-including
‘the words of the claims themselves, the remainoliethe specifiation, [and] the prosecution
history” of the patest-and may also look ttextrinsic evidence concerning relevant scientific
principles, the meaning of technical terms, and the stfathe art.”ld. at 1314 (quoting

Innova/Pure Water, Inc. v. Safari Water Fitratiogs.SInc, 381 F.3d 1111, 111 ed. Cir.

2004).

This list represents ‘“hierarchy of sources,Skyine SoftwareSys., Inc. v. Keyhole, Inc.

421 F. Supp. 2d 371, 375 (D. Mass. 20@8@t places primary importance on the intrinsic
record—in particular, the claimanguageand the specificationSeePhilips, 415 F.3d at 1313—
14, 1317 First, the claim language itself is whedaim construction rhust begin and remain

centeed” becauséthe claims of a patent define the invention to whioh ghatentee is entitled



the right to excludé Innova/Pure Water, Inc381 F.3cat1115-16 Second, the specificatiofis

always highly relevant to the claim constructioralgsis” and “{u]sually . .is dispositive”

Phillips, 415 F.3d at 1315 (quotingitronics Corp. v. Conceptronic, InQ0 F.3d 1576, 1582

(Fed. Cir. 1996) In the specitation, gpaentee may define his own ternggye a claim term a
different meaning tharhé term would otherwise possess, or disavow cemaianings Seeid. at
1316.That beingsaid, the Federal Circuit has “warned agaimsporting limitations from the

specification into the claims absent a clear disela of claim scopé.Andersen Corp. v. Fiber

Composites, LLC474 F.3d 1361, 1373 (Fed. Cir. 200IMird, the prosecution historyyhich is

also part of the intrinsieevidence canprovide additional insight into how the inventor and the
Patent and Trademark Office understood the padthgugh such evidencemay lack the clarity
of the specification and therefore be less helgfah other intrinsic evidencéhilips, 415 F.3d
at 1317.Finally, district courts have discretion to rely on extringgidence such as inventor
testimony, dictionaries, or learned treatisdsut when doing so muskéep in mind the faws
inherent in each type @éxtrinsic] evidence and assess thaidence accordingly Id. at1317,
13109.

This case also implicatesspecial class of claimsso-called “meansplus-function”
claims—that must be construed under 35 U.S§QL12(f¢ (formerly 35 U.S.C. § 112, 1 6).
“Meansplus-function” claims are those that recite a “meamsstep forperforming a specified

function without the recital of structure, materiak acts in support thereofTele-Publishing,

Inc. v. Facebook, Inc205 F. Supp. 3d 142, 140 (D. Mass. 2016) (quoting 35 U.S.C. 8 112(f)).

1 Section 112(f) provides: “An element in a claim foroabination may be expressed as a

means or step for performing a specified functioithout the recital of structure, material, or
acts in support thereof, and such claim shall Imstoged to cover éhcorresponding structure,
material, or acts described in the specification and deiga thereof.” 35 U.S.C. § 112(f).



SeePhilips, 415 F.3d at 131¢'Meansplus-function claiming applies only to purely functional
imitations that do not provide the structure tpatforms the recited functici).
The starting point for determining whether 8§ 112(f) applietheispresencer@bsence of

the word fnean$ in the disputed claimSeeWiliamson v. Citrix Online, LLC 792 F.3d 1339,

1348 (Fed. Cir. 2015Jse of the word “means” creates a rebuttableupmetion that § 112(f)
applies 1d. Conversely,a claim thatdoes not use the word “means” triggers a rebuttable
presumption that § 112(f) does not apphd. A chalenger however,can overcome this
presumption by showinghat “the claim term fais torecitq] sufficiently definite structure’ or
else recites tiction without reciting sufficient structurerfperforming that function.’”Id. at
1349(alteration in original)(citaton omited). When the Court encounters a “meuuns-
function” claim within the scope of § 112(f), claioonstruction is a twstep procesdd. at
1351. The court must firsidentify the claimed functionThen, the court must determine what
strucure, f any, dsclosed n the specification corresponds tHinged function.”Id. (ctation omited).
1.  CLAIM CONSTRUCTION
The parties present six dispaitelaim terms for construction: (I9perational
conditions” (2) “control device operable to carry out at least two afimral conditons of a
surgical device,” (3) “a single actuaton membe@) “effecting a first [or second] of the atlst
two operational conditions,” (5) “switch,” and (6) “buttorFive of theterms are emphasized in
the following ilustrative claim:
“16. A surgical devie control assembly, comprising:
acontrol device operable to carry out at least twerational conditions of
the surgical deviceand

a two-actuationposition button operatively connected to the control device
and havinga single actuation membea frst depressed posttion of the actuation

2 This presumption was once characterized as “strdmg, this is no longer the caséliliamson
v. Citrix Online, LLG 792 F.3d 1339, 1348-49 (Fed. Cir. 2015).
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member effecting a first of the at least two operational conditions and a second
depressed position of the actuation member m substantially the same dwection

effecting a second of the at least two operational conditions that is different from
the first operational condition.”

269 Patent, Clamm 16, 39:25-40:2 (emphases added). The remaming term, “switch,” appears m
several dependent clamns. For example:
“l11. The device accordmg to clamn 1, wherem the button comprises:
a two-position switch; and
a phnger coupled to the two-position switch and operable to change the
positions of the two-position switch when pressure is applied to the phnger.”

Id., Clam 11, 39:5-10 (emphases added).

A. “operational conditions”
Syntheon’s Proposed Construction Covidien’s Proposed Construction
Plam and ordmary meanng. Condition m which an amount of power is

delivered to drive the surgical device.
Altemnative: states of the surgical device when
used m surgery, such as graspmg, clampmg,
cuttmg, cauterizing, or coagulating.

[ECF No. 89-1].

Syntheon argues that the term “operational conditions” needs no construction because its
meanmg within the ‘269 Patent would be readily understood by any English speaker. [ECF No.
78 at 13—14]. Should the term requwe construction, Syntheon, m support of its proposed
language, offers mtrinsic evidence from the specification and extrmsic evidence, such as
dictionary defmitions and testimony from one of the mventors on the patent. Id. at 14-15.

Cowvidien argues that this term is facially ambiguous and that, under Phillips, its proposed
construction should prevail because the specification language only discloses “operational
conditions” that relate to an amount of power bemg delivered to drive the surgical device. [ECF

No. 79 at 14-15]. Covidien finther asserts that the patent’s prosecution history supports such a



construction. Id. at 17-18. Syntheon does not dispute that the ‘269 Patent discloses some
“operational conditions” that result from powerrgedelvered to the surgical device, but argues
that the patent also covers other “operatioraiditions,” such as graspingr clamping that do

not require the agipation of power. [ECF No. 78 di4-15].

To begin, the Court disagrees with Syntheon’s posithat the term “operational
conditions” requires no constructioAs demonstrated in thesdussion below, a person having
ordinary skil in the art would not readily undewsil the scope and meaning of this term without
reference to the rest of the claim language, teeifg@mtion, and the prosecution history of the
patent.Further, althoughSyntheon’s proposedconstructionmay makesensein the abstracti is
not supported bthe claim language, the specification, and ther @io reied upon in the ‘269
Patent, and therefore must be rejected.

First, be claim language indicates a direct inkage betweperational conditions” and
the twostage switch that is the main focustia ‘269 Patent. For examplelaim 1 describes a
device equipped with a “button” that, when actuatediect[s]” either of two “operational
conditions.” ‘269 Patent38:25-41. See alsaliscussion ofeffecting a first [or second] of the at
least two operational conditonsind “button,” infra, Sections III.D, lll.F This same basic
relationship—the user presses a button to “effect” one of two “operatiocnabiitions*—appears
in independent laims 16 and 20 as welbee'269 Patent, 39:2510:2; 40:2132. Thus, the claim
language itselfimits the scope of “operational conditions” to those conditions that ar@yrhbe
“effected” by pressing a button to engage dlagmed twestage switch.

Next, the specification describes “operational conditiof@gely in terms of the varying
amounts of power that may be applied to the surgisadce, consistent with the fact thaarying

amounts of power is what results wheosa presses the button to engage the claimed switch



Seediscussion ofswitch” and “buttory’ infra, Sections Ill.EF. For instance, the patent states
that “the first operational condition is power delr@ from the power supply” and that “the
second op&tional condtion is power delivered from the power supply.” ‘26@MmRa6:44-49
38:58-62 It further specifies that “the control device lasircuit and the button further
comprises at least one electrical contact that ielekyr closes the circuito effect at least one of
the at least two operational conditiongd., 6:50-54. The patentee also explained tharpose of
the invention’s two-stagefunctionality:

“In practice, ultrasoai cutting devices, such as ore&sploying the

present inventionencounter a variety of tissigpes and sizes and are use@ in

variety of surgical procedurgpes, varying from precismovements that must be

tightly controlled to nordelicate cutting material that requires lesse. It is

therefore advanggous tqrovide two ultrasoniccutting power levels that allow

an operator to select betwearowpower cutting mode and a higheower

cutting mode.”

‘269 Patent, 35:55-62Al of this language reinforces thgea of gpowerbased limitation on
“operational coditions.”

Further, bhe Federal Circuit has instructed thaite' prior art cited during the examination
of the pateritis part of the prosecution history, and hence péthe intrinsic evidence upon
which the Court may rely in construing clain8eePhilips, 415 F.3cat 1317 In this case, the
prior art cited in the ‘269 Patent covers a broad rarfigexisting ultrasonic surgical devices,
including somethat are capable of grasping or clamping tissee e.g, ‘269 Patent, 3:30-44
(describing device wittipivoting armthat acts to grasp alamp onto tissue))Figs. 2.
According to Syntheonbecause the patent disclosbesemechanical (and not powéased)
“operational conditions™for instance in Figure 25one of skil in the art would understand

‘that clamping and grasping are among the thingscbimed instruments are capable of and

intended to do.” [ECF No. 82 &.



This argumentblurs the distinction, relied upon elsewhere in Synthedmiefing,
between thepatent claimsand the particular embodiments disclosed in thermpdtederal Circuit
case law is clear thathe claims, not the specification, pites the measure of the patentee’

right to exclude. Johnson & Johnston Assocs. Inc. v. R.E. Serv, £8b F.3d 1046, 1052 (Fed.

Cir. 2002) Here,the Court interprets the '269 Patergntitled “Two Stage Switch for Surgical
Device™—to claim various forms of a twstage switch, which the specification describes as
being incorporated intvarious existing ultrasonic surgical devices that wereaalyecapable of
other “operational conditions” such as grasping or clamping. Td@esof the term “operational
conditions,” then, is best understoodbasg limited to those “operational conditions” brdtig
about by engaging the claimed tstage switch.Based on this disclosure, a person having
ordinary skil in the art would not understand the claim tewpefational conditions” in the ‘269
Patentto encompassll imaginable “operational conditons” thaltrasonic surgical devices
might encounter, but only those particular “opieral conditions” that may be brought abowut b
the patentee’s novel twstage switch.

This conclusion receives further support from tmitdd portion of the prosecution
histary that is available ni the record before this Coufthis history shows thahe patentee took
pains to distinguish the claimeidvention from prior art, which did not allowuser to “carry out
two different operational conditons (e.g., MAX and MIN paovegettings) by pressing just a
single activaton member of the button member to a firssexond deressed position. [ECF
79-2 at § (emphases in original)Based on this language, the distinguishing feature of the ‘269
Patent is technology that permisuser to effectwo “operational conditions™a highpower

mode and a lowwpower mode-by pressinga single button.



Syntheonalso elies on extrinsic evidence, includirtggo declarations by one of the
named inventors and a declaration by a consultingneer. In effect, these declarations offer
interpretations of the ‘269 Patent consistent \8iimtheon’s—that the “operational conditions”
disclosed in the patent include grasping and clampasgvell as higipower and lowpower
modes. [ECF Nos. 78-4 1 5; 824 1214; 9911 7, 14].The Federal Circujt however,has
cautioned thathis type of extrinsic evidencis generally less reliable than the patent and its
prosecution history in determining how to read claim téraillips, 415 F.3d at 1318-19.
Moreover, the proffered extrinsic evidence does let the Court's conclusion th&yntheon’'s
construction of “operational conditons” is incateint with the intrinsic evidencé&eeid. at
1319("{E] xtrinsic evidence may be useful to the court, ibist unlikely to result in a reliable
interpretation of patent claim scope unless corwitlén the context of the intrinsic evideriye

Key Pharm. v. Hercon Labs. Corfi61 F.3d 709, 716 (Fed. Cir. 199§)] f the meaning of a

disputed claim term islear from the intrinsic evideneethe written record-that meaning, and
no other, must prevail, it cannot be altered or sepled by witness testimony or other external

sources simply because one of the parties wishgsréd otherwisé).; see alsdSanoftAventis

Deutschiand GmbH v. Genentech, Jn€73 F. Apfx 885, 892 (Fed. Cir. 201qyeclining to

adopt construction based on extrinsic evidence vdigrict court’'s construction was supported
by intrinsic evidence).

Although the Court does not accept &gain's proposed construction, it also finds
Covidien’s proposed construction to fo@ narrow.There isnothing in the intrinsic record that
would require limiting the construction of “operatid conditions” to those states in which

different amounts of @wer are used to “drive” the surgical device. Instdlael Courtconstrues
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“operational condition” to mean: a condition in which an amount of power is delivered to the

surgical device.

Syntheon coumters that such a construction renders superflious dependent clamns 6 and 7,
which specify that the two “operational conditions” are “power delivered from the power
supply.” [ECF No. 82 at 8-9]. See 269 Patent, 38:58—62. Syntheon is correct that the doctrme of
clam differentiation creates a presumption that dependent clamm lmitations are not mchuded m
an mdependent clamn. GE Lighting Sols.. I.L.C v. Agillight. Inc., 750 F.3d 1304, 1310 (Fed. Cu.
2014). Therefore, dependent clamns 6 and 7 are presumptively not mchided m mdependent
clams 16 and 20. However, “clamm differentiation is not a hard and fast rule, and the
presumption can be overcome by a confrary construction requwed by the specification or
prosecution history.” Id. Here, a person of skill m the art would, based on the mfrinsic evidence
described above, understand the term “operational conditions™ to encompass those states of the
surgical device that are brought about (or “effected”) by the clamed two-stage switch, which
necessarilly mposes a power-based lmitation on the clamn. A broader readmg is precluded by the
clam language, the specification, and the prosecution history.

B. “control device operable to carry out at least two operational conditions of a
surgical device”

Syntheon’s Proposed Construction Covidien’s Proposed Construction
Plam and ordmary meanmg. This clam element s governed by 35
US.C.§112,96.

Alternative: a device, for regulating the
operation of a surgical device, that is capable | The disclosed structure is: “assembly
of carrymg out two or more operational consisting of a processor and related
conditions of the surgical device. crrcutry.”

The disclosed fimction is: “to carry out at
least two operational conditions.”

[ECF No. 89-1].
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Syntheon agairclaims that the Court need not construe this teMternatively, Syntheon
arguesthat because this term does not use the word “mednis,presumptively outside the
scope of 8§ 112(f), anflirther thatthe ‘269 Patent recites sufficient structureptecludethe
presumption from being rebutted. [ECF No. 78 at113. Finally, Syntheonassertgshat if the
Court decides to construe the term under § 11ty Covidien's construction, in light of its
related construction of “operational conditighseesupra Section lll.A.,is too narrow because
it fails to include ‘“various triggershandles, levers, and the like” that may be a pacaoying
out the disclosed functiondd. at 13.

Covidien in turn, argues thaa person of ordinary skil in the art would not understand
the term “control device” talisclosea definite structure, and therefore the presumptigainst
applying 8 112(fin the absence of the word “means’rebutted. [ECF No. 79 at]19
Accordingly, Covidien identifies the ‘269 Patent as disclosirtge function “to carry out at least
two operabnal conditons” and argues the only disclosedcsire capable of perfomng this
function consists of a processor and related gragquired to deliver power and carry out the
operational conditions of the surgical devitg. at 19-20.

At the outset the Court must determine whether this disputeanciaia “meangplus
function claim” under8 112(f). SeeWiliamson 792 F.3cat 1348.The Court concludes that
athough this claim does not use the word “meansg’térm “control device operable tarry
out at least two operational conditions of a safgdevice” fails torecite asuficiently definte
structureto avad the application of § 112(fSeeid. at 1349The term is buitt aroundhe word
“device™—so-called “nonce” languagethat the Federal Circuit has deemed inadequatiefeat8

112(f). SeeRobert Bosch, LLC v. Sna@n Inc, 769 F.3d 1094, 1099 (Fed. Cir. 20{4)]his

court has found the word ‘device’ to be a+sbructural, ‘nonceword””); Mass.Inst. of Tech. &

12



Elecs. For Imaging, Inc. v. Abacus Softward62 F.3d 1344, 1354 (Fed. Cir. 20@@he

generic terms ‘mechanism,” ‘means,’” ‘element,” amevice’ typically do not connote
suficiently definite structur®.. Such languagedriggers 8 112(fpbecause it sets foria “black
box recitation of structure” akin to using the teimeans.” SeeWiliamson 792 F.3d at 1350
(discussing term “module”)While additional description may sometirsesave such “black box”

claim languagefrom the applicaton of 112(f), seeMass.Inst. of Tech. & Elecs. For Imaging,

Inc., 462 F.3dat 1354 no such languageescues this term.

Having determined that thierm recitesa “meansplusfunction” claim, the Court
proceeds to theequisite two-step proces®or construingthe claim SeeWiliamson 792 F.3dat
1351.First, he Gurt mustidentify the claimed functianld. Herg the only function disclosed by
the term tontrol device operable to carry out at least tywerational conditions of a surgical
device” is, as Covidien suggests, ‘to carry out at least tperational conditons of a surgical
device.” Syntheon does not dispute thecific point. [ECF No. 78 at 18Covidien proposes
the claimed function is to ‘carry out at least tejperational conditios,” which on its face is
appropriate.”)].

Second the Court mustletermine what structure, if any, disclosed in the ifi@don
corresponds to the claimed functioWiliamson 792 F.3dat 1351 A proper understanding of
the disclosed function dependstba Court'sconstruction of “operational condiiofisas more
fully discussed abové&elying onthat construction here, the contested claim recitedutittion
of carrying outa condition in whichan amount of power is delivered to the surgicalicgde®ee
discussion of “operational conditonssupra Section Ill.LA The only structure disclosed in the
‘269 Patentthat correspondso this function is the claimed tw&tage switch, triggered by the

pressing of a button.
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Syntheon argues that the disclosed structures in @& P2atent “comprise far more than a
processor and circuitry” and should include ‘“theious triggers, handles, levers, and the like”
that appear in the paterfECF No. 78 at 13]The fundamental problem with this argument is
that the ‘269 Patent does weaind could net-cover prior artAlthough te patentdisclose
someexisting ultrasaic surgical devices that use “various triggersndles, levers, and the like”
for grasping oclamping the ‘269 Patentloes not lay claim to these devices independenteof th
novel twostage switch that allows the user of such devices tmatle between highower and
low-power modes by moving a single button.

Instead, the specificatiostates tht

“embodiments of the inventiodescribed herein may be comprised of one or more

convetional processorand unique stored program instructions tt@attrol the

one or more processoto implement, in conjunctiomwith certain nofprocessr

circuits and ther elementssome, most, or all of thenctions of ulrasonic

cutting devices described heréin.

‘269 Patent, 11:66:2:5. It thenrepeatedidiscuses or depicts embodimentthat incorporate
processorsSeege.g, id., 12:36-52; 20:112; 28:4-19; 30:4t6; 35:14. Severalembodiments
also referto or incorporate Figure 3, depictirfg block circuit diagramthaf shows the
invention [and] includes a microprocessor . .” Id., 12:37-39.Syntheon points to no
embodimentor potential embodimentapale of carrying out an “operational conditigh as

construed abovayithout a processor and related circuitrgnd none are apparent to the Court

based on this record

3 The Court's claim construction, therefore, assumas sbme combination of processors and/or
circuitry is necessary to effect an “operationahdition” as construed above. The parties point
to no information that would supp an alternative conclusion. Nonetheless, if ssasy, the
Court may engage in “roling claim construction”darevisit its interpretation of the claim terms
as its understanding of the technology evohgseWi-LAN USA, Inc. v. Apple Inc. 830 F.3d
1374, 1385 (Fed. Cir. 2016)ert. deniegd 137 S.Ct. 1213 (2017).

14



In light of the foregomg, the Cowt adopts the following construction for this clam term:

an assembly. consisting of a processor and related circuitry, or its equivalents, used to

carry out at least two operational conditions.

C. “a single actuation member”

Syntheon’s Proposed Construction Covidien’s Proposed Construction

Plam and ordmary meanng. Smgle depressible button.

Alternative: a smgle device configured to
move the two-actuation position button.

[ECF No. 89-1].

Syntheon argues the term “smgle actuation member” needs no construction because it
consists of common and easily understood words, and the patent requres no alternative
defmition. [ECF No. 78 at 15]. If the Cowrt construes the term, Syntheon proposes “a smgle
device configured to move the two-actuation position button,” based m part on defnitions from
Dictionary.com, the Dictionary of Mechanical Engmeering, and testimony from one of the
mventors named on the patent. Id. at 15-17. Covidien’s proposed construction relies on evidence
m the mirinsic record related to the patentee’s attempts to distmguish the mvention from prior
art. [ECF No. 79 at 22]. Covidien also pomts to several places m the specification that mention
“a smgle button” or “only one button.” Id. at 23. The parties do not attempt to redefne the word
“smgle.” Thus, the dispute comes down to whether “actuation member” means (a) “device
configured to move the two-actuation position button,” as Syntheon suggests, or (b) “depressible
button,” as Covidien suggests.

The clam language itself is the first mpedmment to Covidien’s proposed construction.
Spectfically, clams 16 and 20 use “button” and “actuation member” as distmet terms. 269

Patent, 39:25-40:2; 40220-32. These clamms mdicate that the “button” is a structure that mcludes
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a “single actuation member,” whi can be depressed to two positions to correspond with two
different “operational conditions. Id. “Where claims use different terms, those differenars

presumed to reflect a difference in the scope of tiens! Forest Labs., Inc. v. Abbott Labs.

239 F.3d 1305, 1310 (Fed. Cir. 2001).

The prosecution history of the ‘269 Patent suggessimdar distinction between these
two terms “To further clarify that the claimed surgical devicentrol assembly comprises a
single depressible button, claims 16 and 20 have been atheéadspecifically recite thabhe

two-actuatiorposition button is comprised of a single actuation memijECF No. 792 at3]

(emphasesltered fromoriginal). Construing “actuation member” to meanyofdepressible
button” would contradict this intrinsic evidence, whichsuggeststhat the former is a component
of the latter.

Syntheon’s proposed construction is not without its own problemgarticular, the word
“device” does little, if anything, toefine the meaning of “actuaton membe’nd may be even
more ambiguous than the original terrurther, defining “actuaton member” as a “device
configured to move the twactuation position buttdndoes notnecessarilyaccount for the fact
that the ‘269 Patent discloses a structure in which the “actuati@miver” isa component of the
“button” used to alter thposition of theunderlying switches.

Instead, a person having ordinary skil in thevaotld understand the term “actuation
member” to denote single piece of the buttorthat can be moved to activate the underlying-two
stage switchSeeg e.q, ‘269 Patent, 35:1%3 and k. 55 (describingsingle button in which
plunger is depressed to two distancesctwvate different sutswitches); 39:25—-40:2(similar);
40:20-32(similar). That is the ‘269 Patent discloses tligingle actuation member” constitutes

alabel for a device such as a plunger that is usexpérate dbutton” as construed belaw
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Therefore, the Cowrt construes the term “a smgle actuation member” to mean a single

component of a button, such as a plunger, the movement of which changes the position of a

coupled two-position switch.

D. “effecting a first [or second] of the at least two operational conditions”
Syntheon’s Proposed Construction Covidien’s Proposed Construction
Plam and ordmary meanng. Causing a first/second operational condition.

Alternative: bringing about or accomplshing
the first [or second] operational condition.

[ECF No. 89-1].

Settmg aside the phrase “operational conditions,” which has been construed above,
Syntheon argues that this phrase does not need construction because the word “effecting” is
common and easily understood by any English speaker. [ECF No. 78 at 17]. If the Court
construes the phrase, Syntheon proposes “bringing about or accomplishing the first [or second]
operational condition.” Id. Covidien argues that the term “effecting” has mmltiple meanmgs, and
that the construction most supported by the teachmg of the ‘269 Patent s “to dwectly cause the
operational condition to be carried out.” [ECF No. 79 at 27].

The word “dmectly” appears nowhere m the patent clamns or specification as related to
this particular clam, and Covidien makes no compelling argument as to why the Cowrt should
read it mto the clamn. Insofar as the parties debate whether ‘“brmging about” or “causmg” more
accurately captures the meanmg of “effecting,” the Cowrt sees no reason to resolve the dispute.
See Brown v. 3M, 265 F.3d 1349, 1352 (Fed. C. 2001) (“{Terms that] are not technical terms of

art . . . do not requre elaborate mterpretation.”); U.S. Surgical Corp. v. Ethicon. Inc., 103 F.3d

1554, 1568 (Fed. Cm. 1997) (cowrt need not ‘repeat or restate every claim term,” as claim

construction ‘s not an obligatory exercise m redundancy”); Federal Judicial Center, Patent Case
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Management Judicial Gude § 5.1.4.3, at 5-29 (2016) (“If a clamm term is nontechnical, is m plam
English, and derives no special meanng from the patent and its prosecution history, then the
court need not fimction as a thesaurus.”).

Netther party pomts to any convincing mirmsic evidence to show that “effecting” takes
on a special meanng m the context of the ‘269 Patent, that the term would be misunderstood by
a person having ordmary skill m the art, or that the term otherwise requmes clarification by the
Court. To the contrary, a person havmg ordmary skill m the art would readily understand the
meanmg of “effecting” m this clam term without any mput from the Cowt. This conclusion is
bolstered by extrmsic evidence, which shows that to “effect” means “to cause to come mto
bemg” or “to bring about.” See Effect, MERRIAM-WEBSTER ONLINE DICTIONARY,
https//www. merriam-webster.com/dictionary/effect (last visited Sept. 20, 2017). The parties’
suggested constructions are merely synonyms for readily understood clam language.

Accordmgly, the Cowrt declmes to construe this term.

E. “switch”
Syntheon’s Proposed Construction Covidien’s Proposed Construction
Plam and ordmary meanng. A device for makmg or breaking a two-pole

connection m an electrical creutt.

[ECF No. 89-1].

Syntheon agam asserts that the term “switch” is fanmliar to any Enghsh speaker and that
it needs no construction because the ‘269 Patent does not use the word m any unusual way. [ECF
No. 78 at 17]. Syntheon also argues that Covidien’s proposed construction is overly narrow even
based on Covidien’s own extrmsic dictionary defmition because it lmits the term to “makmg or
breakmg” cmcuit comnections and to “two-pole” comnections, which are not mitations found m

the patent itself Id. at 18. Covidien argues that the term “switch” m the 269 Patent is repeatedly
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associated with madg or breaking an electrical connection, and tsaproposed construction
comportswith an extrinsic dictionary definition from MemaWebster.[ECF No. 79 at 2425.

The Court agrees with Syntheon tHag patent claims and specificatiantlude no
unique definition of “switci apart from its“two-stagé nature, which is not offered for
construction herelnstead,the claims and related specification languagly upon the
rudimentary understanding that a “switch” is usednbke, break, or alter the connections in an
electrical circuit. See e.q, 269 Patent, 13:2@6 andFig. 3 (depictingrole ofswitch between
power suply and drive circuit);34:58-35:4 (describing how button causes switch to close,
which “complet[es] a circuit between the battery.and the ultrasonidriving-wave signal
generating circuit’}) 35518 (describinghow the “switch. . .controls powedelvery to the
transducel’ such that “the state change wil either completdoreak the circuit’) 35:19-43and
Fig. 55(depictng how twestage switch can allow user to move between “‘twsspé& output
power levelsavailable that result in two different motion displacemeniuea of the
waveguide); 36:18-37 (similar)

Theseportions of the patent disclose a definition of “switdhat mirrors the simple
dictionary definition offered by Covidierdefining “switch” as ‘a device for making, breaking,
or changing the connections in an electrical cifcyECF No. 79-3at 3. In essencethis term,
as used in the ‘269 Patent, falls within that class oftedentified by the Federal Circuias
having a readily apparent meaning to the persardifiary skil in the art such thataim
construction“involves little more than the application of the &ld accepted meaning of
commonly understood wordsPhillips, 415 F.3cat1314 This type of claim construction

permits reference tdgeneral purpose dictionaries]d.

19



That bemng said, Covidien provides no basis, and the Cowrt finds none m the mtrinsic
record, for miting the construction of “switch” to “two-pole” comnections. At the hearmg, the
parties identified some confusion about whether a “two-pole” comnection was meant to relate to
the “two-stage” switch mentioned throughout the ‘269 Patent. [See ECF No. 126 at 102:25—
107:1]. In any event, because the “two-pole” lmitation appears nowhere m the mtrmsic record,

the Cowrt declmes to read it mto the claimn. See Homeland Housewares, LLC v. Whirlpool Coip.,

865 F.3d 1372, 1375 (Fed. Cm. 2017) (clam construction mquny “begms and ends m all cases
with the actual words of the clamm™) (citation omitted). Accordingly, the Cowrt construes the term

“switch” to mean a mechanism for making, breaking, or altering connections in an electrical

F. “button”
Syntheon’s Proposed Construction Covidien’s Proposed Construction
Plam and ordmary meanmg, A device for makmg or breakmg a two-pole

comnection m an electrical crcutt.

[ECF No. 89-1].

Syntheon argues that the term “button” requires no construction because its meanmng is
famuliar to any English speaker. [ECF No. 78 at 18]. Should the Cowt construe the term,
Syntheon proposes a definition from Dictionary.com (“any small knob or disk pressed to activate
an electric cwcutt, release a sprmg, or otherwise operate or open a machme, small door, toy,
etc.”). Id. Covidien argues that the author of the ‘269 Patent acted as his own lexicographer by
claming a “button” that operates m essentially the same way as the clamed “switch.” [ECF No.
79 at 26]. See discussion of “switch,” supra, Section IILE. In other words, the patent discloses a
“button” that sends power to a transducer by completing a crcuit, which is accomplished by

closmg the clamned “switches.” [ECF No. 79 at 26]. Thus, accordmg to Covidien, the Cout
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should construe “button” the samay it construes'switch.” Id. at 26-27.Covidien seeks to
bolsterthis position by arguing the terms “button” and “shiitcare “used interchangeably
throughout” the ‘269 Patentld. at 26.

The Court agrees with Covidien that the patent discles#sitton” that operates by
closing a twestage “switch.”But ‘[w]here claims use different terms, those differences are

presumed to reflect a difference in the scopthefclaims’ Forest Labs., Ing 239 F.3cht 1310,

and the Court does not find thaie terms “button” and “switch'are being usedhterchangeably.
Although the claim language demonstrates a close functiogiationship between the
“button” and the “switc/i the claim languageand the specificatiomepeatedly andnmistakably
showthat these are two distinct components of the claimeehtion. See'269 Patet, 6:61-65
(“In accordance with again atfier feature of the inventiorthe button comprises adaposition
switch and a plungecoupled to the twgposition sviich and operable to change thesitions of
the twostage switch when pragse is applied tdhe plunger); 34:.58-35:4 (describing a button
that causes electrical contacts within a switch deg)t 35:19-43and Fig. 55describing
relatonship between “pbutton” and tvatage “switch” in one embodiment36:18-38 (similar);
36:9-17 (“The presentivention includes any multiplstage switch that engages different stages
by movement of a single butto.”
Claim 11 ilustrates th@oint neatly
“11. The device accordingp claim 1, wherein théutton comprises:
a two-position switch; and
a plunger coupled to the twposition switch and operablgo change the
positions of the tweposition switch when pressure is applied to the plunder.

‘269 Patent, Cln 11, 39:510 (emphasis addedjhis claim would make no sense if the words

“button” and“switch” were interchangeable.
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Based on this languagand onsistent with the constructions providablove, gerson of

ordinary skil in the art would understand “button’ the ‘269 Patento denotea structure that

combines a single actuation member_and a switch. This meaning is apparemtithout resorting

to Dictionary.com, and Covidien offers no compelling reason to depart fibm
V. CONCLUSION
For the reasons discussed, the Court adopts the ctiosisudescribedabove. For ease
of reference, theyra reproduced below in Table. A
SO ORDERED.
Dated: September 22017 /sl Alison D. Burroughs

ALLISON D. BURROUGHS
U.S. DISTRICT JUDGE
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Table A

Disputed Clamm Term

Court’s Adopted Construction

“operational conditions”

A condition m which an amount of power 1
delivered to the surgical device

“control device operable to carry out at least
two operational conditions of a surgical
device”

An assembly, consisting of a processor and
related crcutry, orits equivalents, used to
carry out at least two operational conditions

“a smgle actuation member”

A smgle component of a button, such as a
phnger, the movement of which changes the
position of a coupled two-position switch

“effecting a first [or second] of the at least
two operational conditions”

No construction needed

“switch” A mechanism for makmg, breakmg, or
altermg connections m an electrical crcuit
“button” A structure that combmes a smgle actuation

member and a switch
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