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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

AMERICAN CONSUMER CREDIT *
COUNSELING,INC., *
*
Plaintiff, *
*
V. * Civil Action No. 16-cv-12170-IT
*
AMERICAN CONSUMER CREDIT, LLC, *
*
Defendant. *
MEMORANDUM & ORDER
April 27, 2017
TALWANI, D.J.

Plaintiff American Consumer Credio@nseling, Inc.’s Motion for Preliminary

Injunction [#6] asks the court &njoin Defendant American Camser Credit, LLC’s use of the
marks: “American Consumer Credit”; “Amedn”; “ACC”; and any other marks confusingly
similar to Plaintiff's “American Consumé2redit Counseling” and “ACCC” marks. Although

this is a close case, for the reasons that folRlaintiff's Motion for Preliminary Injunction [#6]

is DENIED.
l. Background

Plaintiff, a Massachusetts non-profitarporated in 1992, provides confidential
counseling regarding credit, debt, housing, baptay, student loans, and financial education.
Pl.’s Mem. Supp. Prelim. Inj. (“Pl.’s Mem. Supp.”)#7]. Plaintiff “has cliets in every state, is

authorized to do business in all 50 states, ia specifically licensed to provide debt

L For purposes of the motion, the court acceptsuasviell-pleaded allegi@ans in the complaint
and uncontroverted affidavits. Ettw. Burns, 427 U.S. 347, 350 n.1 (1976).
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management services in every state that reqsirels a license.” Id. at 9-10. Plaintiff has helped
over 560,000 people in its twenty year higtoncluding 55,000 in 2015 alone. Decl. Steven
Trumble Supp. Pl.’s Mot. Prelim. Inj. (“TrumdDecl.”) | 5 [#7-1]. Plaintiff owns Federal
Registration Nos. 3,253,648 for “Americaniidumer Credit Counseling,” and 2,366,063 for
“ACCC.” Compl. 1 22 [#1]. Both registrations & “credit and debt iquiry and consultation
services, debt and credit counsg| debt repayment planning@scheduling; debt consolidation
services; educational services, namelgducting seminars, workshops, and individual
instruction in the field of credit, debt, antbney management.” Id. Since 1992, Plaintiff has
provided services in connection with these marks. Id.

Defendant is a Florida limited liability gooration formed by Dana Micallef in 2013.
Decl. Dana Micallef Supp. Def.®pp’n PIl.’s Mot. Prelim. Inj. (“Micallef Decl.”) § 13 [#22].
Nine years prior to forming Defendant, Micallefgan operating a business in Florida under the
fictitious name American Consumer Credd. 1 3. Micallef provided amseling and advice to
consumers regarding timeshare obligations“émdonsumers strugglingith debt or facing
problems with their credit,” and referred custosnier credit counseling agcies in exchange for
a referral fee. Suppl. Decl. Dana Micallef Suppf.’s Opp’n PIl.’s Mot. Prelim. Inj. (“Suppl.
Micallef Decl.”) § 2 [#45].

Beginning in 2007, Micallef adopted a secorddiious name — A Debt Consolidation
Company — for providing “advice drcounseling with respect to financial matters.” Id. § 5. In
2009, Micallef started operatingnder a third fictitious nameé\AA Debt Consolidation, and
temporarily stopped operating his business undenéme “American Consumer Credit” when

that fictitious name expired. Id. 1 4-5.



Between 2011 and 2012, Micallef operated uradlethree fictitious names, despite the
2009 expiration of the fictitious name regisiva for “American Consumer Credit.” Id. 1 5, 8.
In 2012, Micallef also founded two non-profit corpavas focused on assisting individuals with
their timeshare obligations. 1§.9-10. Those companies wergistered as Florida Resale
Recovery, Inc., and American Consumer Servites 1d. American Consumer Services, Inc.,
launched a website in August 2012 with thendan name “consumeraide.org.” Id.  11. The
website featured the name “American Consu@redit” and stated that “American Consumer
Services” was a “subsidiary” of “Americaro@sumer Credit.” 1d. In early 2013, Micallef
stopped operating these non-profit comparasy 12. The consumeraide.org website was
maintained through August 1, 2016, when thegstegiion expired and the website was taken
down. Id.

Meanwhile, after learning #t the domain name “www.americanconsumercredit.com”
was unavailable, Micallef selected, amdJanuary 7, 2013, registered, the name
“aconsumercredit.com.” Def.’s Opp’n Mot. Prelitnj. (“Def.’s Opp’n”) 8 [#20]; Micallef Decl.

1 12 [#22]. Micallef formed Deferaht two weeks later. Micallédecl. § 13. Defendant uses the
aconsumercredit.com domain and offers advidardlies and individuals seeking to cancel
their timeshare obligations. Def.’s Opp’n 5 [#20]. Defendantuatask its clients’ timeshare
obligations, and determines tbeurse of action for cancelling urgleble timeshare contracts.
Id. at 7. Ancillary to the timesin@ cancellation business, Defendalso offers information about
protecting credit scores, avoidingrib@uptcy, and managing debt. I1d.

In March 2014, Defendant purchased itstfpaid advertiseant on Google. Suppl.
Micallef Decl. | 14 [#45]. In 2014 and 2015, Defendadded additional advertising campaigns.

Id. In March 2016, Defendant retained Fill in Blank to improve Defendant’s search engine



optimization strategy. Id. 1 15; Decl. Corybbell Supp. Def.’s Opp’n Mot. Prelim. Inj.
(“Hubbell Decl.”) 11 2, 4 [#44]. Since March Z&1Defendant has paid Fill in the Blank $65,000
in fees, and has paid Goodl#,855,620.11 in advertising feesigpl. Micallef Decl. | 15 [#45].
Defendant is currently spending approximat&®s0,000 per month for advertising on Google.
Id.

[l Standard

A preliminary injunction is an “extraordinaand drastic remedy . . ..” Munaf v. Geren,

553 U.S. 674, 689 (2008). A party seeking a prglary injunction must show “(1) a likelihood
of success on the merits, (2) a likelihood of irrapée harm absent inter relief, (3) a balance

of equities in the plaintiff's favor, and (4) sex® of the public interest.” Arborjet, Inc. v.

Rainbow Treecare Sci. Advancements, Inc4 F3Bd 168, 171 (1st Cir. 2015); Winter v. Nat.

Res. Def. Council, Inc., 555 U.S. 7, 20 (2008)e likelihood of success on the merits and

irreparable harm weigh heavily in the analysid Hrese factors are assessed in relation to one

another, See W Holding Co., Inc. v. AlG I%0., 748 F.3d 377, 383 (1st Cir. 2014); Voice of

the Arab World, Inc. v. MDTV Med. News Nownc., 645 F.3d 26, 32 (1st Cir. 2011); Braintree

Labs., Inc. v. Citigroup Glob. Mkts. Inc., 6%23d 36, 42-43 (1st Cir. 2010). “[W]hen the

likelihood of success on the merits is great, a movant can show somewhat less in the way of

irreparable harm and still garner preliminaryuimgtive relief.” E.E.O.C. v. Astra U.S.A. Inc., 94

F.3d 738, 743 (1st Cir. 1996). The burden of paotll factors is on theovant._ Esso Std. Oil

Co. (Puerto Rico) v. Monroig—Zag, 445 F.3d 13, 18 (1st Cir. 2006).

A. Likelihood of Success on the Merits
To succeed on a claim of trademark infringem@dintiff must demonstrate that it owns

a protectable mark and that Defendant’s use of that mark will likely cause consumer confusion.



15 U.S.C. § 1125; Boringuen Biscuit CorpM.W. Trading Corp., 443 F.3d 112, 116 (1st Cir.

2006) (“Before a party can succeed in an infrmngat action, it must demonstrate that its mark
merits protection and that tladlegedly infringing use isKkely to result in consumer
confusion.”). Here, Plaintiff is able to shawslight likelihood of success on the merits.
1. Eligibility for Trademark Protection
Plaintiff can demonstrate that its marksfi@rican Consumer Credit Counseling” and
“ACCC” are registered. “Registratids ‘prima facia evidence diie validity of the registered

mark.” Borinquen Biscuit Corp., 443 F.3d at 117. (quoting 15 U.S.C. § 1115(a)).

Defendant argues that Plaintéffinark as a whole is genérand therefore not entitled to
protection. Generic terms “serve primarily tasdebe the products rather than identify their

sources . . . .” Boston Duck Tours, LP v. Supack Tours, LLC, 531 F.3d 1, 14 (1st Cir. 2008).

Generic marks explain “what ayeu?” rather than awering the question “where do you come
from?” Id. at 14.
Plaintiff's registration of thenarks creates a rebuttable presumption that the mark is not

generic._Colt Defense LLC v. Bushmaster &iras, Inc., 486 F.3d 701, 705 (1st Cir. 2007). This

presumption may be overcome, however, whereatleged infringer demonstrates genericness

by a preponderance of the evidence.” Id.; seeRésk ‘N Fly, Inc. v. Dollar Park and Fly, Inc.,

469 U.S. 189, 194 (1985) (“[A] registered markyniee canceled at any time on the grounds that
it has become generic.”).
In evaluating a mark’s generic-ness, the towrst determine “the primary significance

of the phrase to the relevant public,” 155WC. § 1064(3); Colt Defense LLC, 486 F.3d at 709,

2 American Consumer Credit Counseling is a composite mark and the court considers the mark
as a whole, as “a complete phrase may signifiyesbing different than the sum of its parts.”
Boston Duck Tours, LP v. Super Duck Tours, LLC, 531 F.3d 1, 18-19 (1st Cir. 2008).
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considering evidence such as “(1) consuswveys; (2) the use of the term in media
publications; (3) use of the term by competitorghe industry; (4) purchaser testimony

concerning the term; and (5) the plaintiff's ugehe term,” Boston Duck Tours, LP, 531 F.3d

at 18. “The preferred form of proof includésect evidence (such asnsumer surveys)
suggesting that the average puasér actually regards the mak merely descriptive of the

plaintiff's product.” Borinquen Biscuit Corp., 4433d at 118 n.4. Neither party has provided the

court with this prefeed type of evidence.

Defendant has submitted printouts from the internet for searches for third party use of the
phrase “American Consumer Credit Counseliagt similar variants. See Decl. Zachary C.
Kleinsasser Supp. Def.’s Opp’n.BIMot. Prelim. Inj. (“Kleinsasser Decl.”) Exs. A-B [#21-1,
#22-2]. Plaintiff argues in response that other cetibqrs are also improperly using Plaintiff's
mark as a means of attracting Plaintiff's clietatsheir own websites, drthat these printouts do
not show legitimate third party use of “American consumer credit counseling” as a generic
phrase. Pl.’s Reply Supp. Mot. Prelim. Inj. (“Pl.’s Reply”) 4-6 [#37]. The printouts are
ambiguous. One competitor uses the phrase “AraerConsumer Credit Counseling” at the top
of its website (perhaps to direct traffic therdPéaintiff contends), but elrly identifies its own
name — Aegis Debt Consolidation — and suggtst generic-ness of the name by referring to
“American consumers” and the “average Ameri€amsumer” in the text. Kleinsasser Decl. Ex.
B 12-13 [#21-2]. The website of another conipet- Credit Counselin@orp. — in contrast,
could be read to identify (falsely) the sourcehs product, rather than describe the product.
There the term “American Consumer Credit ColingeServices,” and itancapitalized variant
“American consumer credit counseling services” are arguably used as the name of the entity

providing services, rather tharettype of service — referring,rfexample, to “an alliance in



American consumer credit counseling . .Id."at 14-15. Yet another competitor, CuraDebt,
arguably uses the phrase — with #uglition of the letter A at the gimning — as the source of the
product. Its website states, for example, thafAmerican consumer credit counseling has
helped” people and that “A American consurceunseling can reduce overall monthly debt . . .
. 1d. at 20. The printouts and use of the tdryrcompetitors do not help resolve the question of
generic-ness.

Plaintiff argues that it has spent millions ofldcs in online advertising and marketing in
connection with its marks, and that it is well kmoin the industry and igequently quoted in
national media. Trumble Decl. § 8 [#7-1]. Pldinpioints to an extensive list of media mentions
that are listed on its website as evidenggpsrting its claim that its mark and name are
recognized in the industry. See Pl.’s Mem. Suppt7]; http://www.consumercredit.com/about-
us/media-mentions/2016-media-mentions.aspx.

Somewhat undermining Plaintiff's argument, however, is Plaintiff's own use of the mark.
On Plaintiff's homepage, the phrase “Americaan@umer Credit Counseling” does not appear in
a banner at the top identifying the organizatilnstead, the banner is “ConsumerCredit.Com.”
Trumble Decl. Ex. 3 2 [#7-5]. hblerneath that large banner inadhprint is “ACCC - The Credit
Counseling Professionals.” Id. Not until thensumer scrolls down to the bottom of the
homepage is the phrase “American Consumedi€Counseling” found, in small font, in three
paragraphs which describe the nature of PEimtiusiness. Id. at 3-AVhile Plaintiff's press
releases use ACCC and Anean Consumer Credit Counseling,
http://www.consumercredit.com/about-us/press-releases/2016-presgsEldas fact that
Plaintiff's own homepage does nfetature the mark prominenthyndercuts its argument that the

mark has strong brand recognition.



In sum, the court does not have sufficient evidence to determine the primary significance
of the mark to the relevant public. Because Rifhimas an incontestable mark, it is Defendant’s
burden to rebut the presumption of validity a preponderance of the evidence. Although
Defendant presented some compelling evidencePllaaitiff’'s mark is generic, at this stage
Defendant has not rebutted by a preponderanegidénce the presumption that Plaintiff's
incontestable mark “American ConsenCredit Counseling” is valid.

Defendant has also faileéd provide sufficient evidese that the mark “ACCC” is
generic. While Defendant provided evideticat the phrase “ACC” is used by other
organizations which provide similar servicetaintiff, Defendant has not provided evidence
that any of these competitors use “ACCC.” American Consumer Council, a non-profit
membership organization dedicated to conswurdecation, advocacy and financial literacy, uses
“ACC” in its logo, but not the full ACCC. Kleirasser Decl. Ex. A 2 [#21-1]. Consumer Credit
of America is another non-profit@anization that also provides debtief to clients. Id. at 5.
American Credit Counseling Services, a non-ptbat provides consner credit counseling
services uses “ACCS” as its acronym. ld6aflthough these examplesovide evidence of
companies that use similar acronyms, Defendaes not provide any examples of a company
using the same mark, and there is no evidantige record to support a finding that ACCC is
descriptive of a type dafervice or has become a stand-in for the genus of services provided by
Plaintiff. Thus, Defendant has failed to overeothe rebuttable presumption that “ACCC” is an
incontestable mark warranting protection.

2. Consumer Confusion
The second element to a determination adlifood of success on the merits is whether

Defendant’s use of the mark creates conswuoefusion. Likelihood of anfusion is analyzed



using eight non-exclusive factoemd requires a comparisontbé allegedly infringing mark
with the Plaintiff's protected mhr Courts will considef(1) the similarity of the marks; (2) the
similarity of the goods; (3) the relationship beem the parties’ chaniseof trade; (4) the
relationship between the parties’ advertisi{t);the classes of prospective purchasers; (6)
evidence of actual confusi; (7) the defendant’s intent in@uting its mark; and (8) the strength

of the plaintiff’s mark.” Orierdl Fin. Group, Inc. v. Cooperativke Ahorro y Crédito Oriental,

832 F.3d 15, 25 (1st Cir. 2016). “A proper analyales cognizance of all eight factors but

assigns no single factor dispositive weigtteoples Fed. Sav. Bank v. People’s United Bank,

672 F.3d 1, 10 (1st Cir. 2012) (quoting Boringugiscuit Corp., 443 F.3d at 120) (internal
guotation marks omitted). The evidence ultimatalyst demonstrate a substantial likelihood of

confusion, not a mere possibility. Id. at 12i(@tStar Fin. Servs, tmv. AASTAR Mortg. Corp,

89 F.3d 5, 10 (1st. Cir. 1996)).
a. Similarities of the marks
Here, both marks use the exact same ghtAmerican Consumer Credit,” and both

marks use the first three letters “ACC.” Seaham, S.L. v. Hotel Melia, Inc., 728 F.3d 55, 66

(1st Cir. 2013) (marks are $sentially identical for tradenapurposes” when both have the
same word as their “most salient word”).
b.  Similarity of goods
While the main services of the parties do noeclly overlap, there is some overlap in the
ancillary services and in thestomer base of each company. Defant states that it does not
provide credit counseling servigésstead it maintains a narrowciess on customers who seek to
void their time share contracts. Defendant adthis it will occasionally offer information to

clients about protecting creditores, avoiding bankruptcy, nmeging debt and retirement



planning, but this is only andty to its main business functidbef.’s Opp’n 7[#20]. Plaintiff
points to a video recording of an interview Mledgave on January 5, 2017, in which he stated,
“I've had American Consumer Credit since 200Belped the people with all types of financial
problems, restructuring debts and things of tfatre,” to show that Defendant has offered
products in the same areas as Plaintiff. dl8uppl. Decl. Katie Ross Supp. Mot. Prelim. Inj.
(“Third Ross Decl.”) | 4-5 [#56]; Evan Carrhgel, There is No SUGESS Without Risk ft.
@aconsumercredit, Youtube, 1:28 (Jan 5, 2017),
https://www.youtube.com/watch?v=yBwBEoY SGTHB\/tallef Interview”). This evidence is
undercut, however, by the fact that the interview itself and the accompanying biography of
Micallef focus on his success specific to helptngtomers cancel time share contracts. Id. When
viewed in context, this inteiew underscores Defendant’s focus on time share customers. Thus,
this factor weighs in favor of Defendant.

c. Relationship between the parties’ channels of trade, relationship
between the parties’ advertising, asldsses of prospective purchasers

The relationship between the channels of tréue parties’ advertisg, and the classes of

prospective purchasers are inteatetl, and may be treated togatiPignons S.A. de Mecanique

de Precision v. Polaroid Corp., 657 F.2d 482, 488Cirst1981). The First Ccuit has noted that
“any meaningful inquiry into the likelihood @bnfusion necessarilpust replicate the

circumstances in which the ordinary consumeualtt confronts (or probably will confront) the

conflicting mark.” Peoples Fedd Sav. Bank, 672 F.3d at 14 (quujilnt’l Ass’n of Machinists

& Aerospace Workers, AFL—CIO v. Winsh@preen Nursing Ctr., 103 F.3d 196, 201 (1st Cir.

1996)). As noted above, there is some overlgpertwo business, but their core services are
different. Plaintiff argues that ¢hareas of overlap — educatiarddinancial planning, retirement

planning, credit counseling and bankruptcy colinge- are all aimed at the same general
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consumer population and are advertised the same way on the idtelaiatiff again points to
the video interview Micallef recently gave andhis specific statemengbout advertising and
communication with consumers. Third Ross Decl. 1 4-5 [#56]; Midalierview 6:15, 7:03.
As described above, this evidence does nottanbally change the cot’s analysis when
viewed in context.

Plaintiff also argues that because the custdrase is similar, there is a strong likelihood
of confusion. Defendant refutes this argumant states that it hapecifically geared its
advertising efforts to avoid PHtiff's customers. Defendant’s affiant Cory Hubbell, the Chief
Operating Officer of Fill in the Blank, Defendanti®b and digital strategy company, states that
the customers targeted by Defendant are diftdfrem Plaintiffs. Hibbell Decl. § 7-8 [#44].
According to Hubbell, individuals with significadebt, credit problems,sdent loans, or large
balances on credit cards, ohavare on the verge of bankruptcy aot the customers targeted by
Defendant because these customers canndDefgndant’s fees. Id. Hubbell states that
Defendant has never purchased keywords forretesearches that include the terms “debt

” o

counseling,” “bankruptcy,” “debconsolidation,” “financiaplanning,” “housing,” “student
loans,” “financial counseling,financial education,” or “defamanagement plan.” Id. § 9.
Hubbell also states that Defendaradvertising needs to be tatgd toward its own customers,

because when a customer of Plaintiff inadmetfiy clicks through an ad on Google, Defendant

has to pay for that user click. Id. § 12. Hubbedbadtates that Defendasyecifically chose to

3 Plaintiff points to Defendant’s Titer account as evidence that Defendant makes references to
budgeting and financial planningiis twitter feed. Looking at the full Twitter posts, however,
reveals that each Twitter post cited by Plainsifframed in reference to timeshares, and not
budgeting or financial planning geneyalEee Trumble Decl. Ex. 43 [#7-45].
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avoid having its ads appear on a Google seaage when the consumer types “American
Consumer Credit Counseling.” Id. { 15.

Defendant’s current website focuses almostiesively on timeshares, and states in large
type that its service is to “cael timeshare contracts.” Kleisser Decl. Ex. D [#21-4]. While
there may be some overlap in the ancillary bissred Defendant and Plaintiff, as well as the
customers of each company, based on the evigersented, these factors weigh in favor of
Defendant. Defendant remains a timeshare selurg company, and Plaintiff remains a credit
counseling company. Although some consumers nhigi#t some confusion based on an internet
search, the companies remain sufficiently distinct.

d. Evidence of actual confusion

Evidence of actual confusion is “hightyobative of the likehood of confusion.”
Dorpan, S.L., 728 F.3d at 67 (internal quotatizerks omitted). Plaintiff has provided evidence
of one case of actual confusion. On Octdti&r2016, a customer mistakenly posted a Better
Business Bureau complaint against Plaintiffien the customer was discussing Defendant.
Trumble Decl. | 15 [#7-1]; TrumbIBecl. Ex. 55 [#7-57]. Plaintiff ab points to some confusion
stemming from misdirected emails, including sigtpails from Defendant’s customers that were
mistakenly misdirected to Plaintiff. Trumbecl. § 14 [#7-1]; Trumble Decl. Exs. 6-28, 54 [#7-
8—#7-30, #7-56]; Second Suppl. Decl. Katie Ross Supp. Pl.’s Mot. Prelim. Inj. (“Second Ross
Decl.”) 1 2 [#38]; Second Ross Decl. E&9-73 [#38-1-#38-5]; Thir®Ross Decl. | 2 [#56];
Third Ross Decl. Exs. 87-95 [#56-1-#56-9]; FouBtippl. Decl. Katie Ross Supp. Pl.’s Mot.
Prelim. Inj. (“Fourth Ross Decl.”) 2 [#60].

Plaintiff's evidence of a customer posting @ lvaview of Defendarin Plaintiff's Better

Business Bureau account points to both aataafusion and the harm to Plaintiff from

12



confusion between the two companies. The misdirected emails, however, do not directly support
Plaintiffs’ confusion argumenklaintiff has not presented evidence of customers who used
Defendants’ service under the medibf that they were using Priff's services, and all of the
misdirected emails were Defendantustomers, not PlaintiffsThus, while the evidence of one
case of actual confusion weighs slightly in favor of Plaintiff, this evidence is not dispositive.

Plaintiff has not presented evidencevamether there was any confusion based on
Defendant’s use of “ACC.” Without evidendemonstrating confusion based on ACC, this
factor weighs in favor of Defendant.

e. Defendant’s intent in adopting its mark

Plaintiff argues that Defendairst attempting to trade on its name and reputation by using
“American Consumer Credit” as its name. Pldirargues that Defendant is using a name which
does not accurately describe its business, andtPiaivers that this ioongruity speaks to the
fact that Defendant is seeking to capitalize on Plaintiff's mark. Plaintiff also points to
Defendant’s Facebook and Yelp pages which clzian A+ business rating, as evidence that
Defendant is intentionallyying to confuse potential cushers. Compl. § 32 [#1].

Defendant, however, provided MicalleBsvorn testimony that when he founded
American Consumer Credit in 2004, he was unmaved Plaintiff. Micallef Decl. | 2 [#22]
Micallef further avers that while his fictitiousme registration for American Consumer Credit

expired in 2009, he used the name agaromunction with a welte, “consumeraide.org”

4 Going forward, even this misdirection is likely to be reduced. Defendant’s information email
address was info@aconsumercredit.conleMBlaintiff’'s information address is
info@consumercredit.com. Since receiving Plaintiff’'s complaint, Defendant has changed its
information email to timeshareinfo@aconsumedit.com and has updated marketing and client
communication materials to reflect this oga. Hubbell Decl. 17 [#44]; Second Suppl. Decl.
Dana Micallef Supp. Def.’s Opp’n P’ Mot. Prelim. Inj. 11 3-6 [#57].
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which he launched in 2012. Suppl. Micallef Decl. § 11 [#45]. He stated that he believed the name
“would be attractive to potentialiehts.” 1d. Micallef contends th&e does not target Plaintiff's
customers because he is a for-profit enterprisaded on time share clients, and that Plaintiff's
client cannot afford his services amhol not seek his specific services. Id.

Although Defendant’s explanatioase somewhat contradicyoron this record the court
cannot find at this stage thatgHactor favors either party.

f.  Strength of Plaitiff’'s mark

The strength of a mark is @emined by “its tendency tdentify the good sold under the

mark as emanating from a particular [] sour@orpan, S.L., 728 F.3d at 68 (quoting Eli Lilly &

Co. v. Nat. Answers, Inc., 233 F.3d 456, 464 (7th 2000)). As discussed earlier, from the

evidence before the court at the preliminajymation stage, the mark “American Consumer
Credit Counseling” is weak. While Plaintiff hased its marks for twenty years, and no other
companies have registered for the mark, thaggfAmerican consumer credit counseling” is
used by competitors. Furthermore, the coustiaevidence before it to determine whether
relevant consumers choose Plaintiff becausesoharks, and Plaintiff does not prominently
display the mark on its own homepage. Simylaals discussed above, Plaintiff’'s mark ACCC,
also appears weak. In sum, based on the lih@teédence before the court, Plaintiff has not
demonstrated that its marks are strong.
g. Consideration of the factors as a whole

A review of the evidence prested reveals that this is a close case. While the marks are
similar, this factor does not wgh heavily in Plaintiff's favor where the parties’ main business
services do not directly competetire same channels of trade. Plaintiff offers consumer debt

counseling and education seesc Defendant’s business, tgntrast, focuses on timeshare

14



clients. Although there may berse overlap between the two,smme of Defendant’s clients
may seek information about protecting credibres, avoiding bankrupt, managing debt, and
retirement planning, the core businesses rematmdt. Thus while “simdrity of the marks is
highly salient where . . . the parties sell simgaods, via similar channetd trade and similar
modes of advertising, and compete for simti@nsumers,” because the marks do not directly
compete, the similarity of the marks weighsyomlarginally in Plainfi’s favor. See Oriental

Fin. Group, Inc., 832 F.3d at 26.

And while Plaintiff has established validcontestable trademarks, the evidence does not
suggest that the marks are strowthile there has been some aasibn between the two parties,
the evidence of that confuasi is slight given the volume agbnsumers using both parties’
services. In sum, there is some indication onréuerd that Plaintiffnay ultimately prevail on
the merits, but not a substantial likelihoodsatcess on the merits at this stage.

B. Likelihood of Irreparable Harm Absent Interim Relief

“The [Supreme] Court has repeatedly held thatbasis for injunctive relief in the federal
courts has always been irreparable injury ardldequacy of legal remedies.” Voice of the

Arab World, Inc., 645 F.3d at 32 (quoting iMeerger v. Romero-Barcelo, 456 U.S. 305, 312

(1982));_Charlesbank Equity Fund Il v. Blinds to Go, Inc., 370 F.3d 151, 162 (1st Cir. 2004) (“In

most cases . . . irreparable harm constitutes a necessary threshold showing for an award of
preliminary injunctive relief.”). Plaintiff arguesdhits reputation is vitally important to its
business. Plaintiff states thats “approved by the U.S. Departmteof Justice Executive Office
of the United States Trustee and several fedenakruptcy courts to prade pre-bankruptcy and
post-bankruptcy debtor eduaatiin 49 states, and by the U.S. Department of Housing and

Urban Development to perform pre-purochasd post-purchase haug counseling, debt
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management, mortgage delinquency and defastilution, homebuyer education programs, as
well as home equity conversion mortgage colinge€ Trumble Decl. § §#7-1]. Plaintiff has
presented evidence that confusicould cause irreparable haRiaintiff's business reputation.
Notably, Plaintiff retains an A+ rating withe Better Business Bureau, but Defendant has
rapidly declined to an F rating during the csmiof these proceedings. Fourth Ross Decl. I 3
[60]. Plaintiff has also provided evidence ofltiple complaints filed by customers describing
Defendant as a “fraud” and a “scam.” Trumble Decl. Ex. 38 5-12 [#7-40].

While the Plaintiff has established that thisre potential for harm, it has not established
that the harm it may suffer is immediatetioait the extraordinary remedy of a preliminary
injunction is warranted at thegage. The two companies havéseed since atdast 2014 and the
fact that both companies have existed fanedime without diminishment to Plaintiff's

reputation underscores that the harm it may sugfaot immediate. See Voice of the Arab

World, Inc., 645 F.3d at 35 (“[T]he failure totamoner undercuts therse of urgency that

ordinarily accompanies a motion for preliminaejief and suggests thttere is, in fact, no

irreparable injury.” (quotig Tough Traveler, Ltd. v. Outbound Prods., 60 F.3d 964, 968 (2d Cir.

1995)) (internal quotation marks omitjgdAdditionally, Defendant’s website
www.consumeraide.org is no longer active, @aadurrent website describes Defendant’s
services exclusively in the timeshamntext. Kleinsasser Decl. Ex. D [#21-4];
www.aconsumercredit.com.

Defendant’s increased advertising efforts reagalate the fear of irreparable harm, but
based on the record before it, the court dusdind a preliminarynjunction merited. See

generally Winter, 555 U.S. at 22 (“Issuing a pnéhary injunction based only on a possibility of

irreparable harm is inconsistent with our charazétion of injunctive relief as an extraordinary
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remedy that may only be awarded upon a clear sfptlat the plaintiff is entitled to such
relief.”).

C. The Balance of Equities

Plaintiff must show that the injury thatig likely to incur will outweigh the harm that
granting the injunctive relief wodlinflict on Defendant. Winte§55 U.S. at 24. Plaintiff argues
that an injunction would restorts right to be free from counsion and a tarnished reputation,
and that an injunction is justiflegiven the decades Plaintiff hagdsand invested in its marks.

Plaintiff has not shown, however, that tl@tnuation of the status quo will present an
immediate threat of irreparabharm that outweighs the potential harm to Defendant. Both
companies have invested significant resouneeslvertising and marketing. Issuing a
preliminary injunction estopping Defendant frone tontinued benefit of its advertising efforts
when there has not been a showing of likely ss&o® the merits is unjustified. See Polar Corp.

v. PepsiCo, Inc., 789 F. Supp. 2d 219, 240 (D. Mass. 2011) (“Rebranding costs should be

balanced against the harm taipkiff if an injunction does not issue.”). A preliminary injunction
remains an “extraordinary remedy,” and at this tireputational harm to Plaintiff is speculative,

whereas harm to Defendant in rebrandingoiscrete. See generally Winter, 555 U.S. at 22.

While the court acknowledges that Defendant’stiomed advancement of its advertising efforts
could increase the likelihood obnfusion and potential reptitan diminishment, based on the
current record, the court finds the balanceqfittes to be evenly benced between the two
parties.

D. ThePublic Interest

Plaintiff presented evidence that somstomers may have mistakenly relied on

Plaintiff's A+ Better Business Bureau rating evhthey chose Defendant’s business. Trumble
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Decl. Ex. 38 6 [#7-40]; Compl. § 32 [#1]. Plaintiff has also shown that Defendant’s Better
Business Bureau Rating has declined from &G@Gn F since December 2016 as a result of
customer complaints and negative reviews. FoRadhs Decl. § 3 [#60].hus, there is evidence
of a continuing potential harm that future comers will mistake Plaintiff's A+ business rating
for that of Defendant’s. Plaiifithas also shown that emails which were misdirected often
contained confidential informatiazoncerning costumer’s financialk@rests. The interests of the
public, therefore, weigh ifavor of an injunction.
II. Conclusion

Despite demonstrating that the interestthefpublic weigh in favor of a preliminary
injunction, Plaintiff has not demonstrated a sabsal likelihood of sacess on the merits, nor a
clear likelihood of ireparable harm warranting the extraordinary remedy of an injunction at this

stage. But see CMM Cable Rep., Inc. v. Ocean Coast Props., Inc., 48 F.3d 618, 620-21 (1st Cir.

1995) (observing that the reason “immedigipesl of an order refusing a preliminary
injunction” is allowed, is “to prevent irrepdoi@ harm to a litigant who, otherwise, might
triumph at trial but be left holding an emptyga For the foregoing reasons, Plaintiff’'s Motion

for Preliminary Injunction [#6] is DENIED.

IT 1S SO ORDERED.

Date:April 27,2017 /s/Indira Talwani
United States District Court
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