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UNITED STATES DISTRICT COURT
DISTRICT OF MASSACHUSETTS

ACCUSOFT CORPORATION, )
Plaintiff, )
V. CIVIL ACTION
NO. 12-cv-40007-TSH
QUEST DIAGNOSTICS, INC.,
and MEDPLUS, INC.,
Defendants. )

N N ;

ORDER ON PLAINTIFF’'S SEALED MOTION
TO COMPEL THE PRODUCTION OF UNREDACTED DOCUMENTS

February 14, 2014

Hennessy, M.J.

Pursuant to 28 U.S.C. § 636(b)(1)(A), and an order of referral (Docket #294), this matter
was referred to me for a ruling on Plainsf{Sealed) Motion to Gopel the Production of
Unredacted Documents (Docket #325), filed veithupporting sealed affidid from Plaintiff's
counsel (Docket #326). Defendants filedogposition (Docket #328) with its own supporting
affidavits from Defendants’ couakattaching exhibits, sona which are filed under seal
(Dockets #329, 335). A hearing attended by celufws Plaintiff and Defendants was held on
February 12, 2014. This matter is now ripeddjudication. For the reasons that follow, the
motion to compel is DENIED as set forth in this Order.

BACKGROUND

This lawsuit centers on whether Defenddraétge used a computer program copyrighted
by Plaintiff, Accusoft Corporation (“Accusoft’)n violation of copyight laws. Defendant

MedPlus, Inc. (“MedPlus”) and Accusoft engdde a number of business transactions between
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2001 and 2006 that resulted in software liceaggeements and purchase orders. The parties
disagree about the scope of what MedPlusimsed. In recent months, Accusoft deposed
MedPlus’s former General Counsel, Daniglddett (“Hackett”), and MedPlus’s former
operations and business manager, Ray MaiMazza”). During the depositions, Accusoft
inquired regarding certain email communications tzat been withheld @roduced in redacted
form due to an asserted attorney-client prgg@e In its motion (Docket #325), Accusoft argues
that before the depositions, the deponents readetve unredacted versions of the documents to
prepare for, and refresh their recollectionscésoft seeks an order compelling Defendants to
produce the email communicationsunredacted form. In its tion, Accusoft identifies four
email strings (Docket #325, pp. 3-4), but Defendaniat out that Accusoft also generally seeks
“all email communications that had previouslyehbevithheld, or have been redacted based upon
attorney-client privilege, to the extent thag¢¢le documents were shown to Mr. Hackett and Mr.
Mazza in preparation for the depositions.” (lap. 2-3). At the hearg, Accusoft's counsel
argued that the production of an email, bates stamped Q-MD0011155 to Q-MD0011160 (“Email
Four” discussed at point “E” bekg, would be particularly importd if the Court determines the
terms of the license agreement is unclear and parol evidence is admisaitleaut deciding
whether parol evidence will be admissible, and irx@rcise of caution, the Court requested that
counsel submit Hackett’s entire transcript and Email Four for aarerareview.

After reviewing the parties’ submissions and considering arguments at the hearing, to the

extent that Accusoft seeks documents other tharfour email strings, the motion is denied.

1 The issue of parol evidenizenot before the Court. There has been no finding, or motion for
that matter, concerning an argument that thguage of the software license agreements is
ambiguous. At the hearing, counsel for Accusffitred an argument regarding parol evidence
in response to a quést from the Court.



With respect to the four email chains ideietifin Accusoft's motion, the following facts and

analysis demonstrate why Accusseftotion to compel is DENIED.

FACTS

Mazza’'s Deposition

Mazza was an operations and busimeasager for MedPlus from 2002 to 2006.
(Docket #329-2, 20:7-21:1). He worked direailith Hackett and Accusoft to negotiate the
2003 software license agreement filsait issue in this case. (]@1:3-9). Defendants’ counsel
represented him during his defims on November 20, 2013. (IdL0:6-21). Mazza testified
that in preparation of his deptisn, he met with Defendantstigation counsel and was shown
certain emails. (1d.10:2-5) (Docket #326,>E B; 80:8-19; 99:18-10Q). However, Mazza
testified that the emails did not refresh t@sollection. (Docket #329: 15:4-10; 43:10-18;
49:25-50:9; 81:6-13; 100:3: 124:4-7; 124:14-16t25:1-4; 125:8-11). Mazza testified that
even before he reviewed the email documdrgsemembered generally having conversations
with Accusoft, but he could notmeember specific conversations. (Ii4:9-15:6).

Hackett’'s Deposition

Hackett was General Counsel at MedHhom 2001 to 2007. (Docket #328-A, 17:5-10.
As General Counsel, Hackett provided leghliee to MedPlus, including employees like
Mazza, who were negotiating software license agreements with AccusafR0{lL-24). He
advised MedPlus regarding bdtte 2001 and 2003 software liceraggeements with Accusoft
that are contested in this matter. Hacketailed MedPlus employees, and Defendants produced
the emails with redactions of attorney-client communications. Defendants recorded the

redactions on a privilege log they senadAccusoft on May 31, 2013. (Docket #329, par. 5).



After Accusoft noticed Hackett's deptisn, Defendants’ counsel objected to the
subpoena and deposition notice on the basis ofthethttorney-clienand attorney work
product privilege, and further informed Accitsthat the deposition could move forward
“subject to and without waiving any of the forgoing objections.” (Docket #329-3). Hackett was
deposed on October 10, 2013. (Docket #329-1knEkiough he is no longer an employee,
Defendants’ counsel representech during his deposition._(Id.

During his deposition, Hackett testified thet had no independent memory of the
negotiations with Accusoft. (Docket #326, Ex.38:13-37:17). He furtheestified that in
preparation of his deposition, he met with Defents’ litigation counsel and was shown emails
that refreshed his memory. (Docket #329-4:6-16) (Docket #326, EA; 66:18-68:2; 75:6-13;
128:1-8). When Accusoft’'s counsel asked Héicitdne recalled the damnents he reviewed
with Defendants’ counsel,atkett responded “[s]Jome | did,ree | didn’t.” (Docket #329-1;
15:13-20). Other than in one email @gastamp Q-MD0011155 to Q-MD0011160 — discussed
at point “E” below), Hackett neveestified that the documentsiasue refreshed his recollection
about the substance of those documents; rattamkett testified thdtis review of allthe
documents provided to him, of which the emails in question wera pattion, generally
refreshed his memory about the license agreemmtitsAccusoft. (Docke#329-1; 14:6-15:25).

Assertions of Privilege by Defendants

Defendants have asserted the attorney-ctiad work product privileges to protect the
emails at issue from disclosure. Initialg part of their docuemt production, Defendants
produced a privilege log which included entriestfa redacted material at issue in Accusoft’s
motion to compel. (Docket #329, par. 5). Th#terain the weeks before Hackett's deposition,

Defendants’ counsel notified Accusoft thila¢ deposition would only go forward subject to



objections based on both the attorney-clientattmney work product privileges. (Docket
#329-3). Finally, Defendants’ counsel agassexted the objectio@nd privileges during
Hackett's deposition._(e.goocket #326, Ex. A; 68:9-16).
DISCUSSION

A. Standard

Accusoft seeks to invoke Rule 612 of #hexleral Rules of Evidence to pierce the
attorney-client privilege clainteby Defendants. The Rule provides that if a witness uses a
writing to refresh memory before testifying, amtarse party is entitled to have the writing
produced at the hearing, to inspicto cross-examine the witeg about it, and to introduce in
evidence any portion thatlages to the witness’s testimony” ahfithe court decides that justice
requires.”_Seé. R. Evid. 612(a)(2) and (b). Howar, Rule 612 does not provide unfettered
access to the opposing party’s files. Instead, tleeseeks to “insure that access is limited only
to those writings which may fairly be saidfact to have an impact upon the testimony of the
witness.” Fed. R. Evid. 612, Advisory Committee Notes (187Zhere are several factors to

help the court determine whether justice reegiproduction of the writing. Nutramax Labs.,

Inc. v. Twin Labs., In¢.183 F.R.D. 458, 468-70 (D. Md. 1998). court may consider whether

the events happened recently or years ago;heheiocuments were reviewed for purposes other

than the deposition (e,go comply with Rule 34); the number of documents reviewed; and the

status of the witness (e.gvhether the witness is a Rule 30(PMBtness or is an attorney). Id.
Accusoft glosses over whether the emadtually refreshed the witnesses’ memories;

instead, it assumes Rule 612 appkéd points to a decision frahis district, Heron Interact,

2 Even though the exact language of tHe has been amended since 1972, the Committee
noted in 2011 that the amendments were purely stylistic and did nottaffestibstance of the
rule regarding access, |.¢0 promote the search of creiitp and memory. Fed. R. Evid. 612,
Advisory Committee Notes (2011).



Inc. v. Guidelines, In¢244 F.R.D. 75, 77 (D. Mass. 2007) stapport the proposition that the

court should balance tliequesting party’s need to see thewent with the possessing party’s
interest in protectingrivileged informatior?. Accusoft claims Defendants have “waived” the
privilege by putting “the disputegimail communications directly at issue when they used them
to prepare [Hackett and Mazza] to testiffDocket #325, p.5). Defendants, on the other hand,
dispute the emails were put at issue just bectnesewere reviewed in deposition preparation
sessions, and they furthesrtend that Heron Interaahd Rule 612 do not control here because
Accusoft has not established that the witnessesthsedritings to refresh their memories. Even
if Accusoft had carried its bden to show the emails acliyaefreshed their memories,
Defendants contend that with respect to Hackettould be pervers# this Court adopted
Accusoft’'s argument and ordered Hackett to twar all his communications simply because he
reviewed them to prepare for his deposition feddants assert thanfling Hackett to have
“waived” the attorney-client privilege by prapng for his deposition would have the undesired
effect of discouraging attornsyrom reviewing their noteshnd communications in preparation
for their own depositions. Moreover, Defendants remind the Court that they repeatedly asserted
the attorney-client privilege, thusféating Accusoft’s claim of waiver.

B. Email with Bates Stamp Q-MD0009594 to Q-MD0009595 (“Email One”)

Email One is a series of emails between Mamzd Hackett. A redacted version of Email
One was introduced in Mazza’s depositioreakibit 6. (Docket #326, Ex. C; 80:8-11).

Accusoft seeks production of the unredactedioa of Email One claiming Mazza'’s testimony

® While Heron Interactertainly supports this propositionjstfactually distinguishable. It
involved a Rule 30(b)(6) designee who, as R@f)(6) contemplates, will review documents
and learn things in order to béle to testify on behalf of therganization. Moreover, in Heron
Interact the witness actuallysed the documents while testifying, thus implicating Fed. R. Evid.
612(a)(1), not Fed. R. Evid. 612(a)(%hich is at issue here.
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was based on his review of it to refresh htotection in preparatiofor his deposition. _(Id.
80:12-19; 80:20-81:5). Whengssed about his memory abautat was redacted from the

email, Mazza did not know._(1d31:6-13). When asked if the documents he reviewed refreshed
his recollection, he said theyddnot. (Docket #329-2; 15:7-10)Rule 612 applies only if the
writing refreshed the witness’s memgo That is not the caseige Accusoft cannot use Rule

612 to pierce the privilege. The motion torgeel the unredacted rson of Email One is

denied.

C._ Email with Bates Stamp Q-MD0009596 to Q-MD0009597 (“Email Two”)

Email Two was introduced at Hackettlsposition as Exhibit 6, and at Mazza’s
deposition as Exhibit 10. (Docket #326, Ex. BJaving established that Mazza did not refresh
his recollection by reviewing any of the etagDocket #326, Ex. B; 99:18-100:9), the Court
need only examine the circumstanaésiackett’s deposition to tegmine if the privilege should
be pierced. At his depositionaekett indicated he veewed Email Two in its unredacted form
in preparation for his deposition. (Docket #3B8&, A; 75:6-16). Hackett never testified
specifically that Email Two refrestiéhis recollection; rather, he testified that his review of all
the documents provided to him, of which BEihfavo was but a portion, generally refreshed his
memory. (Docket #329-1; 14:6-P%). This testimony is insuffient to establish the requisite
“impact upon the testimony” which triggers the ops prescribed in Rule 612. Moreover, given
that the information is protectday the attorney-client privilegy the Court cannot find that
justice requires its production. Because Accugftnot meet its threshold burden of showing
that the writing, i.e.Email Two, refreshed Hackett’'s memory, the motion to compel the

unredacted version of Email Two is denied.



D. Email with Bates Stamp Q-MD0009598 to Q-MD0009605 (“Email Three”)

A redacted version of Email Three wasaaluced at Hackett's depgben as Exhibit 4.
(Docket #326, Ex. E). As to themail, there is some incon@acy in Hackett’s testimony. On
one hand, Hackett indicated heisxved the document in its uniacted form in preparation for
his deposition, and that the redacted infororatefreshed his recolléon. (Docket #326, Ex.

A, 66:18-68:2). On the other hand, Hackett megstified specificdy that Email Three

refreshed his recollection; rather, testified that his review of alhe documents provided to

him, of which Email Three was but a portionngeally refreshed his memory. (Docket #329-1,
14:6-15:25). As with Email Ty, this testimony is insufficidrio support the production of
information claimed to be protected by the attorney-client privilege. The motion to compel the
unredacted version of Email Three is denied.

E. Email with Bates Stamp Q-MD0011155 to Q-MD0011160 (*Email Four”)

A redacted version of Email Four was oduced at Hackett's deposition as Exhibit 14.
(Docket #326, Ex. A; 128:1-25). Hkett indicated he reviewed the document in its unredacted
form in preparation for his deposition, andtthis memories of the events surrounding Email
Four were in fact based on a review & tinredacted version of this email chain. )(IdHere,
Accusoft has carried its burden to show thatwriting actually refreshed Hackett's memory.
Fed. R. Evid. 612(a). The question then becowmieether “justice requisg the production of

the document in unredacted form. S&mith & Wesson v. United Stateg82 F.2d 1074, 1083

(1st Cir. 1986) (affirming a Disttt Court ruling thatinredacted report not be produced); United

States v. Massachusetts Maritime Acadei®? F.2d 142, 157 (1st Cit985) (affirming District

Court’s decision to permit a witness’s memorypéorefreshed). While it is important for the

court to protect the asserted privilege agaims disclosure of highly-sensitive theories,



opinions, and thoughts of an attornays also important that thether side have access to the
writings that have impacted the attey’s credibility and memory. Se€ed. R. Evid. 612,
Advisory Committee Notes (1974) (noting the Rwies amended so the court could exercise its
discretion to stem off “fishingx@editions” during discovery, andingorcing that “nothing in the
Rule be construed as barring the assertionpoivilege with respect to writings used by a
witness to refresh his memory.”). A rew of the factors enumerated_in Nutrams&3 F.R.D.
at 468-70, will help the court balance the equities.

The license agreements at issue were sigreé than ten years ago, so Accusoft has a
legitimate need to explore the basis for Hat&éestimony. On the other hand, Accusoft was a
counter-party to the transactiosisout which it seeks to inquirés a contracting party to the

software license agreements, Accusoft presiyrtad equal access to the occurrences that are

the subject of the emails in the chain. . 3@erderian v. Polaroid Cordl21 F.R.D. 13, 15 (D.
Mass. 1998) (merely because notes may proigguido the other side, does not warrant
disclosure when the other side attended the smets that were dedoed in the notes).
Moreover, in deposing former general courasbut matters within the scope of his
responsibilities, Accusoft had to appreciatat its inquiries would involve attorney-client
privileged matters. Indeed, Defendants agreed to the deposition, subject to this very objection.
In terms of assessing what “jusirequires,” it is unfair for Acaoft to now insist on production
of privileged matters. Similarly, Hackett wasiewving his own privilegd communications so
that he would be prepared to testify at hipaition. To ask him to not review his internal
communications would be to askrhto not be prepared for thepisition. If the court were to
order the production of an unieted Email Four, Accusoft would realize an “end run” around

the attorney-client privilege. The Court is unwigiito facilitate such a result. Finally, Accusoft



has not alleged that Hackett reviewed Email Four at the dieposr relied on it during the
deposition, or that Hackett revied the emails for any reasother than to prepare for his
deposition._CfHeron Interagt244 F.R.D. at 77. Instead, Accusoft submits a factual record
showing Hackett reviewed Email Four with mangetemails in prepatian for his deposition.
The balance of the equities weighs against tbdymtion of the unredaaeversion. Justice so

requires. The motion to compel the unradédaosersion of Email Four is denied.

CONCLUSION

For the foregoing reasons, Plaintiff'seg@ed) Motion to Compel the Production of
Unredacted Documents (Docket #325) is DENIED.

Soordered,

/s/ David H. Hennessy
DavidH. Hennessy
UnitedStatesMagistrateJudge
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