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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MICHIGAN
NORTHERN DIVISION

DOW CORNING CORPORATION and
HEMLOCK SEMICONDUCTOR
CORPORATION,

Plaintiffs,
Cas&Numberl11-10008-BC
V. Honorabl@homasL. Ludington

JIE XIAO, a/k/a Geay Xiao, LXENG,
LLC, and LXE SOLAR, INC.,
/

OPINION AND ORDER GRANTING
PLAINTIFFS’ MOTION TO COMPEL AND GRANTING IN

PART AND DENYING IN PART DE FENDANTS' MOTION TO COMPEL

This civil action arises out of claimsrought by Plaintiffs Dav Corning Corp. and
Hemlock Semiconductor Corp. alleging that Defants Jie Xiao, LXEng LLC, and LXE Solar,
Inc., violated federal and state laws in thdiiogs to lure customers away from Plaintiffs’
trichlorosilane and polysilicon businesses. Nosnding are cross-motions to compel filed by
Plaintiffs and Defendants. ECF Nos. 69, 72.

Plaintiffs seek to compel production of aerial photographs taken of Plaintiffs’ facilities,
production of a laptop of LXEng’'s deceased co-exymesponses to document requests relating
to their trade secrets, and responses to inteiwnga relating to Deferahts’ business practices.
Defendants seek to compel responses to odatories regarding Plaintiffs’ asserted trade
secrets, disclosure of communications betweam#ffs and the FBI rgarding the Defendants,
and disclosure of notes and meranda Plaintiffs’ made regang) their communications with

the FBI. Plaintiffs’ motion will be grantedDefendants’ motion will begranted in part and

denied in part.
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l.

Dow Corning Corp. manufactures silicon produateluding trichlorosilane. It entered
the polycrystalline silicon industry more thdifty years ago and has devoted substantial
resources to develop its brand ofymystalline silicon. Pls.” Compf]{ 12-17. In 1960, Dow
Corning selected Hemlock, Mictag as the site for its polyision plant, forming Hemlock
Semiconductor in 1979ld. § 19. Hemlock Semiconductorwananufactures polysilicon using
Dow Corning’s trichlorosilane; Dow Corning mains the majority shareholder of Hemlock
Semiconductorld. 1 4.

Michael Little was employed by Dow Cong for twenty five years as a chemical
engineer. Id. § 25. While employed by Dow Corning, Mr. Little was involved in the
manufacture of both trichtosilane and polysiliconld. Indeed, for a periodf time, Mr. Little
served as the leader of Dow Corning’s trichklane production facility in Midland, Michigan.
Id. Mr. Little signed several contracts promigj inter alia, not to disclose “any trade secret,
confidential know-how or confideial business or technical information of Dow Cornindd:

26.

In May 2002, Mr. Little left Dow Corning.Id.  25. In 2007, Dr. Xiao and Mr. Little
formed LXEng, a limited liability company forma under the laws of Nevada. Pls.” Conf{l.
5-6. Each gentleman owned a fifty-percent stake LXHdg. Although both gentlemen were
chemists, only Mr. Little had expese in the trichlorosilanera polysilicon industries — Dr.
Xiao, before joining LXEng, worked in the pharmaceutical indudiay  29.

Shortly after LXEng was formed, Dow Congi alleges, it securecontracts worth as
much as $18.4 million to provide trichlorosilaaed polysilicon technology to two companies.

Id. § 33. LXEng also entered into negotiatiomish two additional companies for additional
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contracts worth as much as $12 milliokl. § 34. During the course of negotiations with these
companies, Plaintiffs allege, Mr. Little and .DXiao disclosed Plaintiffs’ trade secrets to
Defendants’ customers, includirtige specifications and charadséics of Dow Corning’s fluid
bed reactors.ld. 11 35-36. Plaintiffs further allege thisr. Little, who was also a pilot and
photographer, conducted aerial sulleeice of Plaintiffs’ manufactring facilities in Michigan
and used that information to explain theqesses to LXEng's pspective clientsld. § 37.

Mr. Little died unexpectedly in Novemb@007, when the single-engine plane he was
flying crashed near Gladwj Michigan. Pls.” Compl{ 39. Dr. Xiao and LXEng then placed
advertisements in Michigan pubditions seeking to hire Plaifi§’ employees with expertise in
the trichlorosilane and polysilicon industries; thago directly contacted Plaintiffs’ employees
with similar expertiseld. 1 42—43.

In March 2008, Dow Corning’s counsel wratdetter to LXEng, expressing concern that
Mr. Little may have shared Do Corning’'s trade secrets withXEng and its customers and
emphasizing Dow Corning’s intent to “protecs trade secrets and othiatellectual property
rights.” Id. § 41. Dow Corning asked LXEng to cens to an independent inspection of a
laptop computer that was usedMy. Little before his deathld. The request was refuseltl.

Around this time, Dr. Xiao was approath by Woongjin Polysilicon Co., Ltd.See
Defs.” Third-Party Compl. { 72CF No. 35. “To keep this newontract free of any possible
liabilities of LXEng caused by Michael Littlejtl., on July 9, 2008, Dr. Xiao formed LXE Solar
in the Caribbean nation of Nevis, placing thew company’s assets a bank account in the
Republic of Seychellesld. § 7;see alsdPls.” Compl. § 52. Dr. Xia@s the only shareholder of
LXE Solar. On August 7, 2008, lesan a month after LXE Sala formation, it secured a $10

million contract with Woongjin.



The government of Seychelles thenzfrothe LXE Solar accourdnd alerted U.S.
authorities. Defs.” Third-Part@ompl. 1 7, 12. The FBI begancriminal investigation and a
grand jury empanelled in the Southern DistottFlorida issued subpoenas for documents and
electronic information held by Defendanttd. § 12. Sometime later, the FBI contacted Dow
Corning and invited them to view the documesiispected of contaimy Dow Corning’s trade
secrets.ld. § 15. Eventually, the Seydles account was releasettl. § 11. The grand jury has
not indicted Dr. Xiao, LXEng, or LXE Solaid. { 13.

On January 3, 2011, Plaintiffs filed suit agaiDefendants. After Defendants’ motion to
dismiss the complaint was deniedpart, Defendants filed a count&im against Plaintiffs and a
third-party complaint against Mrs. Little, individually and in her capacity as the personal
representative of hdate husband’'s estate&SeeDefs.” Answer, Countet., Third-Party Compl.,
ECF No. 35. The Court issued an opinion ardkodismissing the counterclaim and third-party
complaint. ECF No. 63.

In August 2011, a stipulated protective ordeis entered. Protective Order, ECF No. 60.
It permits the parties to designate as “confidential” any disclosure that the party “believes in
good faith to contain competitively sensitive, profaig, or confidential business information.”
Id. at 3. Additionally, a party may designate as ‘fatgs’ eyes only” a disclosure that the party
“believes in good faith to contaimghly sensitive trade secret, lecal, financial, business or
personal information, the disclosuné which is likely tocause harm to amdividual or to the
business or competitive position of the Party.” 1d.

The parties now each move to compel theeds response to discovery requests. The

principal dispute in both motions regards theiaephotographs Mr. Little took of Plaintiffs’



facilities prior to his untimely death and Plaff#ti assertion that thegghotographs contain trade
secrets. Each motion is considered in turn.
Il.

Plaintiffs seek to compel disclosure ofdhlrcategories of information. First, they seek
production of the aerial photographs.Mittle took of Plaintiffs’ fadities. Next, Plaintiffs seek
full responses to document requesiating to their trade secreasid interrogatories relating to
Defendants’ business practices. HnaPlaintiffs seek to compaldisclosure of the contents of
Mr. Little’s laptop.

A.

Plaintiffs first seek the aerial photographs Mittle took of Plaintffs’ facilities. As a
general matter, “Parties may obtain discovery mdigg any nonprivileged matter that is relevant
to any party’s claim or defense . . Relevant information need no¢ admissible at the trial if
the discovery appears reasonably calculateatdd ko the discovery of admissible evidence.”
Fed. R. Civ. P. 26(b)(1). In the specific cextt of trade secret cases, however, a different
standard applies, but only both parties’ potential seets are implicated. |Dura Global
Techs., Inc. v. Magna Donnelly CorfNo. 07-cv-10945, 2008 WR064516 (E.D. Mich. May
14, 2008), Magistrate Judge Majzoexkplained: “[I]n trade secraiases the party alleging that a
misappropriation has occurred, in this case Pf&ntare normally required first to identify with
reasonable particularity the matter which it claiomnstitutes a trade secret before it will be
allowed to compel discovery df adversary’s trade secretdd. at *1.

This standard will be satisfied, Judge Majzoabed, when “the adveasy party is put on
notice of the nature of the claims and [sutiidt the party can discern the relevancy of any

requested discovery on its trade secretil” at 2 (citingDeRubeis v. Witten Tech., In@44
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F.R.D. 676, 681 (N.D. Ga. 2007)). Thus, thedsonable particularity” standard is not a
generalized notice requirement, but rather a sipaefuirement designed to reduce the ability of
a plaintiff to use a claim of trade secnelisappropriation as a pretext for discovering a
defendant’s own trade secrets. Dura, Judge Mazjoub found that the plaintiffs had not
articulated their trade secret claims widlasonable particularity and therefore ruled:

[T]he Court will not yet compel Defendatd respond to Plaintiffs’ discovery

which requires disclosure @b own trade secrets. Howey¢his is not a grant of

immunity to Defendant for all discovery rezgis. . . . To the extent that Plaintiffs’

discovery requests do naequire disclosure of Defendant’s trade secrets,

Defendant should properly respond, apglement its responses already served,

pursuant to the Rulexf Civil Procedure.

Id. at 3. CitingDura, Defendants reason: “Similarly hereailtiffs’ general references to the
‘location’ of its processes ilabeled aerial photographs do not sudfi Plaintiffs’ identification
of the actual photographs does not add any paatitylregarding any podsle trade secret that
the photographs may reflectDefs.” Reply Br. SuppDefs.” Mot. Compel & Opp’n Pls.” Mot.
Compel 2, ECF No. 83 (“Defs.” Reply & Oppn” Defendants’ argument is unpersuasive.

The information sought — the aerial photygins of Plaintiffs’ facility — does not
require disclosure of Defendants’ trade séxr Indeed, Defendants concede as muSkee
Defs.” Mot. 6 (“[Plaintiffs] are obligated to id&fy with specificity the precise elements of the
labeled photographs that constitute tradeetsciThey are Plairfts’ trade secrets.”).

Accordingly, the question before the Courhi whether Plaintiffhave articulated their
trade secrets with sufficient piularity to ameliorate the risk of unnecessary disclosure of
Defendants’ own secrets. That is, because r2igfets concede that their trade secrets are not

implicated by this request, Plaintiffs need notcaate the basis of theirade secret claim with

“reasonable particularity” in ordéo demand a response to themuest. Rather, Rintiffs need
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only establish that the information is reasonably likely to lead to the discovery of admissible
evidence. Plaintiffs meet this liberal relevancy standard.

The photographs, although perhaps not dieatlence of misappropriation of trade
secrets, may be circumstantial evidence of Dadats’ interest in Plaintiffs’ processes.
Likewise, even if not ultimately introduced as evidence at trial, these photographs are reasonably
calculated to the discovery of admissible evien For example, as Plaintiffs observe, the
photographs may be used during “deposition§ [@r. Xiao and defendants’ customers to
ascertain exactly what Dr. Xiao and Mr. Letttommunicated during the presentations and why
the customers were interested in the photograjts.” Reply Br. 3, ECF No. 81 (“PIs.” Reply”).
Thus, Plaintiffs are entitled foroduction of the photographs.

B.

Plaintiffs next seek to compel full respessto the document requests relating to their

trade secrets and the interrogatoriestirgdeto Defendants’ business practices.
1.

Regarding the contested document discové@gintiffs request that the Defendants
produce:

e “Any and all documents conagng fluid bed reactors.”

e “Any and all documents concerning;ontaining, or consisting of
photographs, videos, or othaudio or visual represtations of Plaintiffs’
plants or facilities.”

e “Any and all documents concerning Deéants’ allegation that Plaintiffs’
specifications and characteristics idbow Corning’s fluid bed reactors
used in the production of trichlorogil@ are in the public domain and are
not entitled to trael secret protection.”

e “Any and all documents concerninBefendants’ allegation that the
location, structure, layout, arrangemaeaartpurposes of Plaintiffs’ plants or

facilities are in the public domain and are not entitled to trade secret
protection.”



Pls.” Br. Supp. Mot. Compel 2—-3, ECF No. 69 émal citations and quotation marks omitted)
(quoting PlIs. Req. Produc. Dos. I] 12, 23, 24) (“Pls.” Mot.”).

Defendants do not argue that these requast®verbroad or unduly burdensome; rather,
Defendants respond that they need not produesetidocuments until Plaintiffs define each of
their purported trade secretdthwreasonable particularity.SeeDefs.” Opp’n passim Defs.’
Reply & Opp’npassim Implicitly conceding that Plaintiffeave sufficiently defined all but the
secrets purportedly contained in the aepabtographs, Defendants ite: “Plaintiffs have
persisted in their failure to identify with epficity the precise ements of the labeled
photographs that constitute purported tradeeter Defs.’” Reply & Opp’n 1. Defendants
identify no other inadeqiely defined secrets.

Defendants’ argument is unpersuasive. ddscussed above, tlteerial photographs do
not involve any of Defendantsewn trade secrets. Accordingly, as Judge Majzoub explained in
Dura, because “Plaintiffs’ discoveryequests do not geire disclosure oDefendant’'s trade
secrets, Defendant should properly respondupplement its responseseddy served, pursuant
to the Rules of Civil Procedure.” 2008 WL 2064546*3. Plaintiffs are entitled to responses to
these requests.

2.

Regarding the contested interrogatories alizefendants’ businegwractices, Plaintiffs
request that Defendants:

e “Describe the nature of the busssein which defendants LXEng LLC and
LXE Solar, Inc. have been and are engaged and all products and/or
services that defendants LXEng LL&hd LXE Solar, Inc. provided or
provide to customerand/or clients.”

e “List (a) all of the current and fmer customers and/or clients of
defendants LXEng LLC and LXE Solammc., and (b)all persons or

corporations that Defendants con&attor communicated with about the
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possibility of becoming a customand/or client of defendants LXEng
LLC and LXE Solar, Inc.”
e “Describe the nature of all business engagements involving Defendants

and any current or prospective clieat customer that are currently

ongoing or are projected to starttire ascertainable future.”
Pls.” Mot. 3 (internal citations omitted) (quoag Pls.” Interrog. 11 2—4). Defendants respond that
these interrogatories seek irrelevant inforamatiexplaining: “No reasoaxists why Defendants
should be compelled to produce agreemeptsposals and/or other communications with
customers or potential customdfgt do not mention or refer tBlaintiffs in any manner.”
Defs.” Opp’n PIs.” Mot. Compel 6, ECF No. 76Dgfs.” Opp’'n”). Plantiffs reply that the
information sought is relevant to their traderse claims, contendingTo assess both liability
and damages on their trade-secret misapprogmiatiaims, plaintiffs must understand whether
defendants are still sellj [fluid bed reactor] technology paes to customers, the precise
nature of their current [fluid loereactor] technology packages, and the identity of any current
and potential customers.” PlReply 4-5. Plaintiffs elabate: “Plaintiffs do not seek
information about products or se®s marketed or sold by defendants to the extent that it does
not involve [fluid bed reactor] technology othe processes or layout of plaintiffs’
[trichlorosilane] production train.d. at 5.

Plaintiffs’ argument is persuasive. Defants need not expressly inform potential
customers that Defendants were utilizing anothengamy’s trade secrets to, in fact, do just that
(i.e., misappropriate trade secretsindeed, informing prospecéwustomers of such a fact may
dissuade, rather than persuade, them tobdsiness with Defendants.Some risk-averse
customers, for example, may prefer not to purelashnology that has ardger than normal risk

of litigation associated with it. Because fBredants’ relevancy objection is unpersuasive,

Plaintiffs are entitled to this information.



C.

Finally, Plaintiffs seek t@onduct discovery on Mr. Little’aptop. Defendants respond
that the “delay is entirely the fault of Plaiifdi who have not defined their alleged trade secrets
with specificity.” Defs.” Opp’n 5. For the asons discussed above,f@e&ants’ argument is
unpersuasive. Defendants furthesert that, “[w]hile it is trughat Defendants have no other
objection to Plaintiffs searching the entire Igptthe Estate of Michael Little (“Little Estate”)
does object to discovery of the entire laptojd” Defendants, however, do not have standing to
assert an objection on laf of the Little Estate. Plaintiffare entitled to this information from
Defendants as well.

D.

Plaintiffs’ motion to compl will be granted.

Defendants, in their motion, seak compel disclosure of theade secrets that Plaintiffs
contend are contained in the “labeled photographt show details of the location of various
processes known to Little.PIs.” Resp. Interrog. lattached asDefs.” Mot. Ex. 2 (internal
alterations omitted). Additionally, Defendants seclosure of information that related to
Plaintiffs communications with the FBEach is discussed in turn.

A.

A “trade secret” under Michigataw is that which “consists of any valuable formula,
pattern, device, process, or other informatibat is used in one’s business and gives the
possessor a competitive advantage over those who do not know or use the information.”

Rothschild v. Ford Motor Cp2 F. Supp. 2d 941, 950 (E.D. Mich. 1998A plaintiff in a trade

-10-



secrets case bears the burden of pleading andnprthe specific nature of the trade secrets.”
Wilson v. Continental Dev. Goll2 F. Supp. 2d 648, 662 (W.Mich. 1999). *“Until the
defendant knows what informationasissue, it cannot attemptrgbut the plaintiff's charges of
misappropriation.”"DeRubeis v. Witten Tech., In244 F.R.D. 676, 681 (N.D. Ga. 2007).

In Compuware Corp. v. IBM259 F. Supp. 2d 597 (E.D. Mich. 2002), for example, the
plaintiffs complaint alleged “the existence of trade secrets, comprised of its Mainframe
Software Tools and underlying source cod&l” at 605. The court concluded that although the
plaintiff “ha[d] not identifiedthe trade secrets ‘clearly, unbiguously, and with specificity,’
such is not necessary at the pleading stageAny further specificitydesired by [the defendant]
can be achieved through discoveryld. A defendant’s power tcompel discovery is not
unlimited, however. “There is no privilege extiag trade secrets from discovery, but courts
must exercise discretion to avoid unnecessliasclosures of such informatiorDuro, 2007 WL
4303294, at *2 (internal quotath marks omitted) (quotingutomed Techs., Inc. v. Ellet60 F.
Supp. 2d 915, 925 (N.D. IIl. 2001)).

In this case, Defendants’ first interrogatory aBlaintiffs to “[ijdentify with particularity
each trade secret of Plaintiffsat Defendants allegedly misappriated.” Defs.’ Interrog. 1,
attached asDefs.” Mot. Ex A. In pertinent partPlaintiffs’ respond that “Defendants have
misappropriated labeled photographs that shotaildeof the location of various processes
known to Little.” Pls.” Resp. Interrog. Bttached asDefs.” Mot. Ex B (internal alterations
omitted) (quoting Pls.” Compl. 137).

This response does not idéptimuch less specify with particularity, what competitive
advantage the facilitiesayout confers. Likewise, responditg Defendants’ motion to compel,

Plaintiffs write that in general terms “tHabeled photography would make it easier for a
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competitor to reverse engineer a [trichlorosilgolent.” Pls.” Br. Opp’n Defs.” Mot. Compel 6,
ECF No. 77 (“Pls.’ Opp’n”). Plaintiffs suggestaththe configuration othe plant’s buildings is
not mere coincidence, but they do not specify competitive advantage the facilities’ layout
confers. Defendants are entitled to a fulleplaration — one which aculates the specific
nature of the misappropriated trade secrets, igemgifthe characteristic dhe design that they
assert confers a competitive advantage. Plaintiffs need not, as Defendants suggest, produce
“design drawings including tolerances (the gdtable degree to which the completed part could
deviate from the design dimensions), data afereace points, clearaas, pivot points, spring
tensions, and specific alloys Defs’ Mot. 6 (quotingDura, 2008 WL 2064516, at *2). Rather,
Plaintiffs need only specify with reasonablertjgalarity what, if anything, contained in the
aerial photographs constitute trade secrets —ihahe disclosure must be sufficient to put
Defendants on actual notice of atlthe particular proprietary information at issue is.

B.

Defendants next seek to compel produttiof documents regarding Plaintiffs’
“conversations with the FBI concerning Defentta (Request 2) and memoranda reflecting
conversations with the FBI (Remited).” Defs.” Mot. 8. Defendants further observe that
“Plaintiffs did agree to produceon-privileged communicationsitiv the FBI (Regest 3), but
have yet to produce any responsive documentd.” Plaintiffs respond that for each of these
requests they “have agreed to produce all nortpged, responsive documeritsls.” Opp’n 8.
Standing on their attorney-eht and work product privilegebjections, however, Plaintiffs
maintain that they “object to producing internal notes, email, or memoranda that describe
conversations with the FBI or dises the FBI’'s criminal investitjan of defendants . ... These

documents were created at tbigection of plaintiffs’ counseto obtain legal advice and in
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anticipation of potential litiggdn against defendants. "Id. at 8-9. Defendants reply that

Jonathan Molloy, the manager of the Dow Cognirichlorosilane Process Technology Center,
“waived any privilege by ®ifying about the contents oféi~BI documents he reviewed. . . .

Defendants are entitled to mstes regarding those documehtBefs.” Reply & Opp’n 4.

“The elements of the attorney-client pregle,” the Sixth Circuit instructs, “are as
follows: (1) Where legal advice ainy kind is sought (2) from agfessional legal adviser in his
capacity as such, (3) the communigas relating to that purpos@l) made in confidence (5) by
the client, (6) are at his instance permanentbtgmted (7) from disclosure by himself or by the
legal adviser, (8) unless the protection is waiveBéed v. Baxterl34 F.3d 351, 355-56 (6th
Cir. 1998) (citingFausek v. White965 F.2d 126, 129 (6th Cir. 1992)).

The work product doctrine *“is distinct fromand broader than the attorney-client
privilege.” Reg’l Airport Auth. Of Louisville v. LFG, LLGI60 F.3d 697, 713 (6th Cir. 2006)
(quoting In re Antitrust Grand Jury805 F.2d 155, 163 (6th Cir. 1986)). First recognized in
Hickman v. Taylar329 U.S. 495 (1947), the doctrine is noadified in Federal Rule of Civil
Procedure 26(b), which provides in pertinentt plaat “a party may not discover documents and
tangible things that are prepared in anticipation of litigation or for trial by or for another party or
its representative.” Fed. R. Civ. P6(b)(3)(A). Thus, the workroduct doctrine protects: “(1)
documents and tangible things; (2gpared in anticipation of litigation or for trial; (3) by or for
another party or itsepresentative.”In re Prof’ls Direct Ins. Cq 578 F.3d 432, 438 (6th Cir.
2009) (internal quotation marks omittgduoting Fed. R. Civ. P. 26(b)(3)).

“To determine whether a document has beapared in anticipatin of litigation,” the
Sixth Circuit explains, “we astwo questions: (1) whether thdbcument was prepared because

of a party’s subjective dicipation of litigation, as contrastl with ordinary business purpose;
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and (2) whether that subjective ampiation was objectively reasonableld. (internal quotation
marks omitted) (quotingnited States v. Roxworthy57 F.3d 590, 594 (6th Cir. 2006)).

When a privilege is assedehowever, Rule 26 requiresetiparty produce a privilege log
that “describe[s] the nature of the documentsnmunications, or tandd things not produced
or disclosed — and dol[es] so in a manner thahout revealing informatin itself privileged or
protected, will enable other parties to assleexlaim.” Fed. R. Civ. P. 26(b)(5)(A)(ii).

In this case, Defendants seek to compelredbonses to threegeests for production of
documents. Request number 2 seeks “All noteangf conversations with the FBI concerning
Defendants.” Pls.” Resps. Defs.” Req. Produc. Docs. Nattdched asDefs. Mot. Ex. 4.
Request number 3 seeks “All communicationth the FBI concerning Defendantdd. No. 3.
And request number 4 seeks “All memorandfiecting any communications with the FBI
concerning Defendants.d. No. 4.

Because request numbers 2 and 4 seek i@fioom prepared in anticipation of this
litigation, this information isprotected by the work produdbctrine. In March 2008, Dow
Corning’s counsel wrote a lettay LXEng, expressing concern thdt. Little may have shared
Dow Corning’s trade secrets with LXEng. In July 2008, Dr. Xiao formed LXE Solar, placing the
new company’s assets in a bank accounth@ Republic of Seyelles. In Augustthe
government of Seychelles froze the LXE Solaroaed and alerted U.S. authorities. The FBI
began a criminal investigation. Sometime latiee, FBI contacted Dow Corning and invited them
to view the documents suspected of containingv[@orning’s trade secrets. As illustrated by
the March 2008 letter, Plaintiffenew the litigation was a distingiossibility several months
before being contacted by the IFB Moreover, Defendants have previously argued that in

anticipation of this litigtion, “Plaintiffs conspired with thEBI to provide Plaintiffs access to
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Defendants’ trade secrets.” De®pp’'n PIs.” Mot. to Disnss Countercl. 8, ECF No. 56. Thus,
Plaintiffs anticipated litigation at the timeetyh communicated with th&BI, and Plaintiffs’
expectation was objectively reasonable. Acowly, Plaintiffs havealleged a sufficient
predicate for asserting the wopkoduct privilege rgarding the information sought in request
numbers 2 and 4, “notes of any conversationth the FBI concerning Defendants” and
“‘memoranda reflecting any communicatiomsh the FBI concerning Defendants.”

Moreover, Molloy did not waivéhe privilege when he “tedfied] about the contents of
the FBI documents.” Defs.’ Reply & Opp’n 4. §kontents of documents that the FBI prepared
are not privileged, of coursédut notes and memoranda thHdblloy created based on his
conversations with the FBI are subject to the work product privilege. Thus, Defendants are not
correct that “Defendantsaentitled to his notes reghng those documents.”

Although Plaintiffs need not produce tkeslocuments — or, indeed, any of the
privileged documents they must produce a privilege log for the withheld documents.

Likewise, Plaintiffs have aged to produce information mesponse to request number 3
(communications with the FBI concerning Defentdd, but have not done so yet. They must.

C.

Finally, Defendants seek expenses pursuankEdderal Rule of Civil Procedure 37.
Paragraph (a)(5) provides that when a courttgrammotion to compel, the court “must” award
the moving party expenses, unless, inter aliae ‘@pposing party’s nondisclosure, response, or
objection was substantially justified.” Fed. Civ. P. 37(a)(5)(ii). A party is ‘substantially
justified’ if it raises an issue about which ‘thasea genuine disput®r if reasonable people
could differ as to the appropriaiess of the contested action.JPMorgan Chase Bank v. SDE

Bus. Partnering No. 09-10554, 2011 WL 452779, at *6 (EMich. Sept. 29, 2011) (quoting
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Pierce v. Underwogd487 U.S. 552, 565 (1988)). Hereaintiffs should have more fully
defined the alleged trade sets contained in the aerighotographs and more promptly
responded to the requests regagdihe FBI communications. Hower, this is not a case in
which no disclosures were made — rather, plagties are disputing the sufficiency of the
responses, one on which reasonable people migint fact, do — disagreeDefendants are not
entitled to expenses foringing this motion.

D.

Defendants’ motion to compel will be granted in part and denied in part.

V.

Accordingly, it isORDERED that Plaintiffs’ motion tocompel (ECF Nos. 69, 70) is
GRANTED.

It is furtherORDERED that Defendants shall produce therial photographs Mr. Little
took of Plaintiffs’ facilities, produce Mr. ittle’s laptop for discovery, respond to document
requests relating to their trade secrets, angores to the interrogatories relating to Defendants’
business practices

It is furtherORDERED that Defendants’ motion to compel (ECF Nos. 71, 72) is granted
in part and denied in part.

It is furtherORDERED that Plaintiffs shall state theirade secrets claim regarding the
facility with reasonable particatity or abandon the claim, gatuce the documents requested in
Defendants’ request for production of document number 3, and produiedegpriog regarding
the documents requested in Defendants’ requdestproduction of document numbers 2 and 4.

It is further ORDERED that Plaintiffs motions toexpedite (ECF Nos. 65, 67) are

DENIED AS MOOT .
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It is furtherORDERED that the hearing scheduléat December 22, 2011, at 11:00 a.m.
is CANCELED because the parties’ papers provide tlecessary factual and legal information

to decide the motionSeeE.D. Mich. L.R. 7.1(f)(2).

Dated: December 22, 2011

s/Thomas L. Ludington
THOMASL. LUDINGTON
UnitedStatedistrict Judge

PROOF OF SERVICE

The undersigned certifies that a copy of the foregoing order was serjfed
upon each attorney or party of rectwetrein by electronic means or firs
class U.S. mail on December 22, 2011.

s/Tracy A. Jacobs
TRACY A. JACOBS

-17-



