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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

DURA GLOBAL TECHNOLOGIES, INC.,)

DURA OPERATING CORP. )
)
Plaintiffs, ) Civil Action No. 2:07¢cv10945-SFC-MKM
)
v. )

) Hon. Judge Sean F. Cox
MAGNA DONNELLY CORPORATION, )
a/k/a DONNELLY CORPORATION )

)
Defendant. )

OPINION AND ORDER CONSTRUING DISPUTED CLAIM TERMS
l. INTRODUCTION

On July 22, 2010, the Court held a hearingdastrue specific aim terms identified by
the parties as being idispute pursuant tMarkman v. Westview Instrumentsl7 U.S. 370
(1996). The parties submitted extensive written briefs in support of their positions both before
and after the hearing. In this Opinion and @ydee Court will constre the disputed claim
terms identified by the parties.

The Court’s claim construction findings set forh this Opinion and Order relate to the
specific arguments and disputessea by the parties in the cemt of the particular accused
products at issue in this case. In resolvingdlaen construction disputegised by the parties,
the Court intended to narrowly resolve the claim construction disputes for this particular case.
Accordingly, the Court does nottend that this Opinion and Order necessarily have collateral
estoppel effect in future cases against diffe@ccused products. (July 22, 2010 Transcript at

pgs. 111-114.)
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I. FACTS

A. SUMMARY OF THE ‘769 AND ‘617 PATENTS

Plaintiffs Dura Global Technologies, Incndh Dura Operating Cporation (hereinafter
“‘Dura” or “Plaintiff’) have asserted twopatents against Defendant Magna Donnelly
Corporation: U.S. Patent No. 5,724,769 (‘7€atent), entitled “Mtor Vehicle Window
Construction with Pull-Pull Cable,” and U.Batent 6,766,617 (‘617 patent), entitled “Power
Sliding Rear Window.”

The patents generally relate to a poweradlld rear window for automobiles, typically
the rear center window panéa pickup truck cab.

The United States Patent and Trademafkc® (“USPTQO”) issued the ‘769 patent on
March 10, 1998. The ‘769 patdrsts five inventors.

The USPTO issued the ‘617 patent on J2iy 2004. The ‘617 patent has one listed
inventor. The sole inventor listed on the ‘Giatent is not listed as an inventor of the ‘769
patent.

The ‘769 and ‘617 patents are generally uneglaexcept for the fact that they are both
owned by Dura and involve thersa general technology area.

B. PROCEDURAL HISTORY

Magna previously filed four motions feummary judgment arguing non-infringement
and invalidity of the ‘769 and ‘617 patentsdafiled a motion for judgment on the pleadings, all
of which were denied by the Court in Sepber of 2009. (Doc. No845-349.) Magna also
filed two motions for reconsideration, which wealso denied by the Court. (Doc. Nos. 404-
405.) The Court’s orders denying Magna’s mn$ for summary judgnme dealt with claim

construction issues. (Doc. Nos. 347 and 348.)



On or about October and December of 2009, Magna fé&dparte reexamination
proceedings according to 35 U.S.C. § 302 mWSPTO against the ‘769 and ‘617 paténts.
the reexamination proceedings, Magna is attempting to invalidate certain claims in the ‘769 and
‘617 patents based on specific prior art.
Both reexamination proceedings have resultedmendments and/or statements that are
relevant to some of the claims at issue. The Court will address the amendments and arguments
in this Opinion and Order to the extent that they are relevant to the disputed claim terms that the

parties have requestedatithe Court construe.

1. LAW ON CLAIM CONSTRUCTION

Claims are short and concise statements,esgeid with great formality, of the metes and
bounds of the patented invention. Each claimiigten in the form a single sentence. Claim
construction is the manner in which courts determine the meaning of the terms in the claim.
“The construction of claims is simply a way e&fborating the normallierse claim language: in
order to understand and explain, but tethange, the scope of the claimScripps Clinic &
Research Foundation v. Genentech, 1827 F.2d 1565, 1580 (Fed. Cir. 1991).

The construction of key terms in patent claiplesys a critical role in nearly every patent
infringement case. Claim construction is centcaboth a determination of infringement and
validity of a patent.

The judge, not a jury, is to determine the megrof the disputed claim terms as a matter

of law. Markman v. Westview Instrumenfd7 U.S. 370 (1996).

! See reexamination Control No. 90/009,609 for the ‘617 patent and Reexamination Control No.
90/009621 for the ‘769 patent.



The Court has two primary goafsconstruing the disputed ahiterms. The first goal is
to determine the scope of the invention by intetipg the disputed claim terms to the extent
needed to resolve the dispute between the parfiéne second goal is to provide a construction
that will be understood by theiry who might otherwise misunderstand a claim term in the
context of the patent specificationcaprosecution history of the paterbee, e.g., Power-One,
Inc. v. Artesyn Technologies, In&G99 F.3d 1343, 1348 (Fed. Cir. 2010) (“The terms, as
construed by the court, must ensure that thefully understands the aot’s claim construction
rulings and what the patentee covered by the claimd.3; Surgical Corp. v. Ethicon, Ind03
F.3d 1554, 1568 (Fed. Cir. 1997) (“Claim constractis a matter of resolution of disputed
meanings and technical scope, to clarify avlien necessary, to explain what the patentee
covered by the claims, for use in the detertnomaof infringement.”). The Court’s claim
construction ruling forms the basis for the ultimatey instructions, aliough that is not to say
that the Court cannot modify its wording fthre jury instructions at a later dat&SeelPPV
Enters., LLC v. Echostar Commc’ns Corp06 F. Supp. 2d 595, 601 (D. Del. 2000).

The seminal case setting forth the principles for construing disputed claim terms is
Phillips v. AWH Corp. 415 F.3d 1303 (Fed. Cir. 20089n banc). According t&hillips, the
words of the claim are generally given their aedly and customary meaning — the ordinary and
customary meaning of a claim term is the niegrthat the term would have to a person of
ordinary skill in the art in quésn at the time of the inventiond. at 1312-1313. The person of
ordinary skill in the art views thclaim term in light of the emé intrinsic record, which is the
entire claim, the other parts of the patent, ahdy evidence, the prosecution history of the
patent before the United StatBatent and Trademark Officdd. at 1313-1314. Although a

claim must be construed in view of the emtpatent, the court sbld normally not read



limitation or features of the exemplary embodimelissussed in the patespecification into the
claims. Id. at 1323-1324.

The prosecution history of thgatent can often inform thmeaning of the claim language
by demonstrating how the inventanderstood the inveion and whether the inventor limited the
invention during the course of prosecution by siiatements, making the claim scope narrower
than it would otherwise be. However, becatlgeprosecution history is an ongoing negotiation
between the patent office and the patent ownad¢iner than the final product of that negotiation, it
often lacks the clarity of the patent itselidais generally less useffibr claim construction
purposes.ld. at 1317.

In discerning the meaning of claim terms, réisg to dictionarieand treatises also may
be helpful. Id. at 1320-1323. However, undudiaace on extrinsic evidee poses the risk that
it will be used to change the meaning of claimslerogation of the indputable public records
consisting of the claims, the specification tbeé patent and the pmsution history, thereby
undermining the public notice function of patenid. In the end, the construction that stays true
to the claim language and most matly aligns with the patentdescription of the invention will
be the correatonstruction.Id. at 1316.

Since 2006, it has been settled law that it appr for the Court toanstrue the disputed
claim terms in the context of the infringement or invalidity dispute by viewing the accused
device or prior art, which allows the Court tonstrue the claims in the context of the dispute
between the parties, not in thestract. “While a trial coughould certainly not prejudge the
ultimate infringement analysis by construing claims with an aim to include or exclude an accused
product or process, knowledge of that producprrcess provides meagiful context for the

first step of the infringemenénalysis, claim construction.”Wilson Sporting Goods Co. V.



Hillerich & Bradsby Co, 442 F.3d 1322 (Fed. Cir. 2006). The Fatl€ircuit has even held that

without “the vital contextual knowledge of tlaecused products,” a court’'s claim construction

decision “takes on the attributes of sonmgghakin to an advisory opinion. . . Lava Trading,

Inc. v. Sonic Trading Managememtl. C, 445 F.3d 1348, 1350 (Fed. Cir. 2006).

In fact

, the

Federal Circuit recently remanded a case thas on appeal of a consent judgment of

infringement based on faulty claim construntibecause the record did not show the accused

product or explain why, under the district cositlaim construction, thaccused product would

not infringe. Jang v. Boston Scientific Car®b32 F.3d 1330, 1337-1338 (Fed. Cir. 2008).

V.

CLAIM CONSTRUCTION ANALYSIS FOR DISPUTED CLAIM TERMS

The parties have requested ttieg Court construe a numberaéim terms. The Court will

address each disputed claim temthe following sections.

A.

‘CIRCUMFERENTIAL FRAME” IN CLAIMS 16 AND 21 OF THE ‘769

PATENT AND “CIRCUMFERENTIAL FRAME MEMBER” IN CLAIMS 1, 4,
24, AND 26 OF THE ‘769 PATENT

Disputed Term Plaintiff's Proposed | Defendant’'s Proposed Court’s
Construction Construction Construction
1. a frame at or near the | outer peripheral frame | a frame that forms a
“circumferential frame” | periphery of the that forms a complete | complete or
(‘769 Patent — Claims | window that does not | or substantially substantially
16 and 21) require a full- complete perimeter complete perimeter

circumference member.

around the glazing

panes (sliding pane
along with one or more
fixed panes)

around the glazing
panes (for example,
sliding pane and one
or more fixed panes)
and that is located at
or near the periphery
of the glazing panes

1%

“circumferential frame
member” (‘769 Patent —
Claims 1, 4, 24, and 26)

a frame member at or
near the periphery of
the window that does
not require a full-

circumference member.

Outer peripheral frame
member that forms a
complete or
substantially complete

perimeter around the

a frame member that
forms a complete or
substantially

complete perimeter




glazing panes (sliding | around the glazing
“member” means a pane along with one or| panes (for example, ¢
“distinct part of a more fixed planes) sliding window pane

whole.” along with one or
more fixed window
panes) and that is
located at or near the
periphery of the
glazing panes

1%

The parties request that tmurt construe the term “circumferential frame member” in
Claims 1, 4, 24, and 26 and “circumferential franmeClaims 16 and 21 of the ‘769 patent.

The relevant portions ofClaims 1, 4, 24, and 2&ontaining the claim term
“circumferential frame member” read as follows:

1. A motor vehicle window constructiom a motor vehicle, comprising, in
combination:

frame means mounted in a windowcess in a vehicle body comprisirg
circumferential frame member with a first cable directional block integral with
a lower horizontal portion of the fraaimember; . . . . (Emphasis added.)

4. A multi-pane window construction innaotor vehicle, the window construction
comprising, in combination:

frame means mounted in a window openof a motor vehicle body, comprising
a circumferential frame member having substantially vécal right and left
portions interconnected by substantidilyrizontal upper and lower portignsith

a first cable directional blécintegral with the lowethorizontal portion of the
frame member; . ... (Emphasis added.)

24. The window construction in accordanwith claim 21 installed in a motor
vehicle, further comprising an electricalitch suitable for mounting in the motor
vehicle remote from theircumferential frame member and from the drive
apparatus. (Emphasis added.)

26. A motor vehicle windowconstruction in a motor vehicle, comprising, in
combination:

frame means for mounting mounted in a window recess in the a vehicle body
comprisinga circumferential frame member with a first cable directional block
contacting a lower horizontal portion tdie frame member; . . . . (Emphasis
added.)



The relevant portions of Claims 16 and &intaining the claim term “circumferential

frame” read as follows:

16. A retrofitting kit for retrofitting a maual-slide window construction installed

in a motor vehicle to be power optad, the window construction comprisiag
circumferential frame and a transparent pane slidably mountetthénframe for

sliding laterally back and forth between an open position and a closed position,
the transparent pane having an inside surface facing a passenger compartment of
the motor vehicle body and a peripherdge including a horizontal lower edge
portion slidingly received in a laterglextending slider travel channel a lower
horizontal portion of the frame, the retrofitting kit compsing: . . . . (Emphasis
added.)

21. A window construction installed inveindow opening of a motor vehicle body,
comprising:

a circumferential frame and a transparent paskdably mounted irthe frame

for sliding laterally back and forth beé®n an open positiomd a closed position,

the transparent pane having an inside surface facing a passenger compartment of
the motor vehicle body and a peripherdge including a horizontal lower edge
portion slidingly received in a laterally extending slider travel channallawer
horizontal portion of the frame; . . . . (Emphasis added.)

An embodiment of the “circumferential frame”ilsistrated in Figure 1 of the ‘769 patent

with the reference number 18 which has been reproduced below.



As mentioned above, a court is to constriedisputed claim term in the context of the
accused device.Wilson Sporting Goods Co. Hillerich & Bradsby Co, 442 F.3d 1322 (Fed.
Cir. 2006);Lava Trading, Inc. v. Sonic Trading ManagemerntC, 445 F.3d 1348, 1350 (Fed.
Cir. 2006). However, “a trial court should certly not prejudge the ultimate infringement
analysis by construing claims with an aitm include or exclude an accused product or

process. .. ."ld. A photograph of Magna’s accused product is shown below.



As can be seen above, Magna’'s accused device allegedly has a frame consisting of two
parallel rails, one rail at éhtop of the windows and anotheil i@ the bottom of the windows,
that do not go around the entire @uperiphery of the windows.

The Court previously constrdeghe phrase “circumferentialaime” in part in deciding a
motion for summary judgment &s non-infringement of the ‘76Patent filed by Magna. (Doc.
No. 347.) In denying Magna’s motion for summngudgment, the Court rejected Magna’s
argument that “circumferential frame” should lbenstrued to mean that the frame must
necessarily surround the “entirbbdy of the windows because sugltonstruction would be at
odds with the preferred embodiment described ensgpecification and caratry to a definitional
phrase in the written description.

Before addressing the parties’ argumentsmiist be noted athe outset that Dura
improperly changed its proposed construction fas term in its replybrief from its opening
brief. Dura should have articulated itsaich construction position in its opening brief and,

pursuant to this Court’s schedui order for patent cases, in gige-briefing disclsures so that

10



Magna could respond to Dura’s arguments in ispoase brief. Because the Dura failed to set
forth its proposed claim construction, the Colidveed Magna to submit a sur-reply brief. Dura
also filed amended claim consttion positions at approximately 9:30 p.m. the night before the
claim construction hearing, which Dura agreed ne&dbe considered at the claim construction
hearing. (July 22, 2010 traeript at pgs. 111-114.)

Dura argues in its reply brief that “a circumferential frame” or “circumferential frame
member” should be construed to mean “a framenbex at or near theeriphery of the window
that does not require a full circumference member.”

Magna argues that “a circumferential frame” or “circumferential frame member” should
be construed to be mean “outer peripheral frémaé forms a complete or substantially complete
perimeter around the glazing panes (sliding mdaerg with one or more fixed panes).”

According to Federal Circuit pcedent, the claim language mhbstconstrued in light of
the specification and, if irvidence, the prosecati history. Both partiedirect the Court to two
relevant passages in the dffieation of the ‘769 Patentas relevant to interpreting
“circumferential frame” and “circumferential frame member.”

First, the parties direct ¢hCourt to the “Background” section of the patent, which
discusses the circumferential frame:

Motor vehicle window assemblies having onevmre laterally sliding panes, that

is, panes which slide substeatify horizontally in the vdical plane of the pane,

may be either manually operated or i@ed by electric motor. Such window

assemblies are used, for example, @ sfider windows for pickup truck cabs,

typically havinga circumferential (that is, outer peripheral) frame in which

are mounted a sliding pane along with one or more fixed pane¥he frame

may be structural or semi-structural iratht integrates theliding pane and one

or more fixed-position panes as a sgihtained preassembled module suitable for

shipping and handling during imdfation into a motor vehiel (‘769 pat. col. 1 Il.
19-31 (emphasis added.))

11



Second, the parties direct theut to a relevant passagetire “Detailed Description of

Certain Preferred Embodiments” section of plagent. This section states as follows:

The window construction schenlly illustrated in FIG1 is a rear slider in a
pickup truck cab, having a center mountkdes pane 12 positioned (in its closed
position) between right side and left sideed-position panes 14, 16, respectively.
The slider pane and fixed position pames mounted in a circumferential frame
18 having substantially vical right and leftportions 20, 22, respectively,
interconnected by substsadly horizontal upper antbwer frame portions 24, 26,
respectively. In addition, optional left and right mullions, i.e., vertical frame
portions 28, 29 are positioned at the junction of the slider pane (again, in its
closed position) with right side fixed gten pane 14 and left side fixed position
pane 16, respectively. The window constiart is seated in a window opening 30
defined by vehicle body 31 at the reartbé passenger compartment. Thus, the
window construction is oriented in a generally vertical plane. Suitable positioning
means may be employed, such as a soechldo molding, to facilitate the proper
positioning of the window constction in the window opening 3 this regard,

the frame 18 is said to be circumfenetial in the sense that it forms a
complete or substantially complete perimeter around the glazing panes
Preferably the frame integrates thendow construction, such that the window
construction is structural or semi-structural in the sense that it is sufficiently self-
supporting as a preassembled self-contained module, to withstand stresses placed
upon it during shipping, handling and id&tton into the motor vehicle window
opening.

In accordance with current design peferences, the circumferential frame
preferably includes at least one unary full-circumference member
extending all the way around the perimeter.Such full-circumference member

can be formed by injection moldinig-place around the fixed-position panes

employing suitable plastics. . .Id(at Col. 5-6 Il. 66-33emphasis added.))

There are two main differences betweBara’s proposed construction and Magna’s
proposed construction. rst, Dura argues in its reply bridgfat the Court’'s construction should
not include the language that the circumféenframe forms “a complete or substantially
complete perimeter around the glazing panes”, déllengh Dura essentially agreed with this

construction in its opening brief. In suppat its argument, Dura argues that the quoted

language should not be used tonfirm the meaning of “circumferential” because the

12



specification only used the language to deffieecumferential” in a particular preferred
embodiment having “optional left and right mullions.”

More specifically, Dura’s argument is thie phrase “In this regard” in the following
passage refers only to one particular “optiomalifiguration having thieft and right mullions:

The window construction schematically illuged in FIG. 1 is a rear slider in
a pickup truck cab, having a center mashsslider pane 12 positioned (in its
closed position) between right sidadaleft side fixed-position panes 14, 16,
respectively. The slider pane andxefil position panes are mounted in a
circumferential frame 18 having substantiallertical right ad left portions 20,
22, respectively, interconnected by substdly horizontal pper and lower frame
portions 24, 26, respectively. In additiooptional left and right mullions, i.e.,
vertical frame portions 28, 29 are positidnat the junction othe slider pane
(again, in its closed position) with righide fixed position pane 14 and left side
fixed position pane 16, respectively. The window construction is seated in a
window opening 30 defined by vehicle boBy at the rear of the passenger
compartment. Thus, the window constructisnoriented in agenerally vertical
plane. Suitable positioning means may be employed, such as a so-called halo
molding, to facilitate the proper positioig of the window construction in the
window opening 30Ln this regard, the frame 18 is said to be circumferential in
the sense that it forms a complete wostantially complete perimeter around the
glazing panes.

(“769 pat. col. 5-6 Il. 660 (emphasis added.))

The Court disagrees that this passage suppanta’s argument. The language “In this
regard” more logically refers directly back tetprevious sentence dissing generally suitable
positioning means to facilitate ggger positioning of the windows in the window opening 30 and
does not limit the definition of “ccumferential frame” to only the one “optional” configuration
having the left and right mullions. The sectwinthe written description above beginning with
“In this regard” is referring generally to theaimferential frame, not to how the circumferential
frame would be constructed in only an optioaalbodiment with left and right mullions. Dura
agreed at oral argument that the halo moldingdbeeferred to in the sentence preceding the “In

this regard” language means the moldingttivould go around the outside of the window

13



construction to position the window constructiaropening 30. (July 22, 2010 Transcript at p.
11.) This section of the epification clearly articulatesvhat was meant by the use of
“circumferential” in all embodiments. This definitional phrase comports with the plain and
ordinary meaning of the term “cuimferential” as used in the context of this patented invention
— that is, that the frame atl&t substantially goesound the circumference of the windows. The
parties agree that exactly how chuof the perimeter must be completed to be “substantially
complete” is a question of fact for the juryul§d22, 2010 Transcript at @6.) Accordingly, the
Court agrees with Magnan this issue.

Second, the parties disagree as to whetreCiburt’'s constructiofor “circumferential
frame” should include the language that the framéouter peripheral’with respect to the
windows or the alternative language “a frame ahear the periphery of the window”. Magna
argues that the construction should containldinguage “outer periphdrawhile Dura argues
that the language would be uncléara lay jury and proposes th#ernative “a frame at or near
the periphery of the window. . . .” This patiar claim construction numae was not extensively
briefed by the parties. At orargument, Magna in passing toiskue with the “at or near the
periphery of the window” language. Magna appeaoeargue that the frame needs to be at the
periphery of the window, not just near the phdry of the window, because this is the only
embodiment that will work in the @imed invention. The Court agreegh Dura on this issue.
The Court finds that Dura’s proposed languageuld be easier for a jury and parties to
understand. The Court finds that a jury mayuraterstand the meaning of “outer peripheral.”

Accordingly, the Court construes therrte “circumferential frame” as follows: A
“circumferential frame” means “a frame thatrfts a complete or substantially complete

perimeter around the glazing panes (for exampkiidang pane and one or more fixed panes)

14



and that is located at or near the periphery of the glazing panes.” At oral argument, there was
some disagreement between the parties as to #ut meaning of “glazing panes” as that term is
used in the specification of the patent. Madpaa included the language “(a sliding pane and
one or more fixed panes)” iits proposed construction to pide the jury with a better
understanding of what glazing panes meant infibid. At oral argumentDura took issue with
this explanation and argued tlgtazing panes” meant simply mdows, but also aged that the
claim had to have at least one sliding windowr arposes of this case, however, the dispute is
not “material” in the sense that the accused products have glazing panes under either party’s
proposed construction of “glam panes.” The Court doesot intend theparenthetical
explanation of glazing panes to haz@lateral estoppel effect fnture cases. This construction
is just intended to give an explanation for the juryhis particular case as there is not a dispute
between the parties that thecased products have glazing paneThe Court notes that the
language “a sliding pane along with one orrendixed panes” is used in the “Background”
section of the ‘769 patent and thus the scope dfgllaging panes” includes #&tast this example.
The parties also request that the Court toesthe term “circumi@ntial frame member”
in Claims 1, 4, 24, and 26. In its opening fribura argued that “circumferential frame
member” should be construed exactly the sam&iasumferential frame.” In its reply brief,
Dura changed its argument and argued that timestshould not be construed to have the same
meaning. Dura proposed the following construciionts reply brief: “a frame member at or
near the periphery of the window that does nquie a full circumference member.” It also
provides a construction or dictiaryadefinition for “member”: “a dishct part of a whole.” Dura
argues that the “circumferentialaine member” is part of the overall circumferential frame.

(Dura’s reply br. at p. 6.) At oral argument, Dstated “a circumferential frame member is part

15



of a whole frame, so a member should be constaseplart of a circumferential frame that this
Court previously construed.” (July 22, 2010 Trarscait p. 13.) Dura alsstated that “a frame
member is one or more pieces of a frame.ld. @t p. 14.) Magnalisagrees that the
“circumferential frame member” should have a di#f®@ meaning than “circumferential frame.”
However, in the event that the Court finds tthes term needs to be construed, Magna provides
an alternative construction for circumferentfehme member, specifically “outer peripheral
frame member that forms a complete or sasally complete perimeter around the glazing
panes (sliding paneatg with one or moréxed panes).”

The Court notes that the ‘761 patent appear use the term “circumferential frame
member” and “circumferential frame” somewhaterchangeably. Foexample, independent
Claims 16 and 21 use the term “a circumferériteame.” Dependent Claim 18, which depends
directly from Claim 16, refers back to theratimferential frame of Claim 16 as “the frame
member.” Dependent Claims 28d 24, which depend directly fro8laim 21, refer back to the
circumferential frame of Claim 21 as “tee@cumferential frame member.”

The ‘761 patent generally uses the teftircumferential frame member” to simply
describe a frame structure that generally surrotimelsvindows. The patent most often uses the
term “circumferential frame member” to describe the fact that the “circumferential frame
member” is a component of the “frame meams’the independent claims. Dura has not
explained why any difference its proposed constructions ftaircumferential frame member”
and “circumferential frame” is matatito the ultimate question offimgement or validity in this
particular case. The Court adopts the sameesponding construoti for “circumferential
frame member” as “circumferential frame”: “8ircumferential frame member” means “a frame

member that forms a complete or substanti@dignplete perimeter arourtde glazing panes (for
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example, a sliding window pane along with one or more fixed window panes) and that is located

at or near the periphenf the glazing panes.”

B. “CURVED INTERNAL PASSAGEWAY” in CLAIMS 1, 4, 14, 16, 21, AND 26
OF THE 769 PATENT

Disputed Term Plaintiff's Proposed | Defendant’s Proposed Court’s
Construction Construction Construction
3. “curved internal an internal passageway interior passageway | an internal
passageway” (‘769 that is curved. that is serpentine in passageway that is
Patent — Claims 1, 4, 14, shape (S-shaped) to | cyrved.
16, 21, 26) guide a cable

The parties request that the Court consthes term “curved internal passageway” in
Claims 1, 4, 14, 16, 21, and 26 of the ‘769 patent.
By way of example, Claim 1 reads as fel& with the relevant language highlighted:

1. A motor vehicle window construction i motor vehicle, comprising, in
combination:

frame means mounted in a windowcess in a vehicle body comprising a
circumferential frame member with a firsable directional block integral with a
lower horizontal portion of the frame member;

a slider subassembly comprising a tranepgapane and being slidably mounted in
the frame means for sliding laterallpdk and forth between a full open position
and a closed position in a laterally extergdslider travel channel in the lower
horizontal portion of the frame member; and

a pull-pull cable drive subassembly fooowng the slider subassembly laterally
back and forth between its full open asidsed positions, the pull-pull cable drive
subassembly comprising:

drive apparatus mounted to the vehiddody remote from the circumferential
frame member, comprising a drive mot@aving an output member and a drive
drum operatively engaging the output memkor rotation upon actuation of the
drive motor; and

drive cable attached to the slider ssgEmbly and wrapped around the drive drum

for pulling the slider subassembly substdhtikterally in a first direction toward
its full open position upon rotation of thewdr drum in a first rotational direction,

17



and for pulling the slider subassembly subsgdly laterally in a second direction
toward its closed position upon rotati of the drive drum in an opposite
rotational direction, the slider subasd#ynand drive cable together forming a
closed loop from the drive drum, with a first drive cable segment extending
laterally from the slider subassembly towarteft side of the frame member and a
second drive cable segment extending laterally from the slider subassembly
toward a right side of the frame member;

wherein a section of the first drive calsikegment extends in a first cable channel

in the substantially horizontal lower pion of the frame member, and the first

cable directional block forma curved internal passagewayguiding the drive

cable from the first cable channel to a first entry point. (Emphasis added.)

Figures 1 and 5 of the ‘769 patent illustratee embodiment of the invention. Figures 1

and 5, which are reproduced below, shéteable directional blocks” 50 and 54 having

“serpenting” passageways:
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Fig. 5

The purpose of a cable directional block is to direct the drive cable into the cable entry
point of the lower frame member where it willemually connect to a slider subassembly to
move the sliding glass pane. Figure 5 showsxample of a curved internal passageway. The
patent’s written description caltee specific embodiment depictedthe drawings a “serpentine
passageway 60.” Specifically, the speefion describes Figure 5 as follows:

A serpentine passageway 60 extends femtket 58, guiding dre cable 42 into

proper alignment with a cable channel (62e FIG. 3) extendg laterally within

lower frame portion 26. A corresponding t@mlzchannel extends to the right of

slider pane 12 to cable directional block 54.

(769 Pat. col. 7 . 43-48.)

In denying a previous sumnyajudgment motion filed by Mgna, the Court previously
interpreted “curved internal psageway” as “an internal pagesway that is curved.” The
Court’s Opinion and Order states in a fodendhat Magna argued that “curved internal
passageway” should be interpreted to mean “s¢irpe” While the ©urt noted that the ‘769
patent describes the passageway as “sergdmtithin the “Preferred Embodiments” section, the
Court held that “this distinction to be one whidoes not make a difference in the outcome of the

motion, and thus the Court declines to resolve this dispute between the parties.” (Opinion &

Order p. 11 n.1, Doc. No. 347.)
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Magna argues that in the context tife ‘769 patent, the term “curved” means
“serpentine” or “S-shaped.” Magragues that it imot reading limitations into the claims, but
merely interpreting the meaning of the term “@a¥ in light of the spcification of the ‘769
patent, its prosecution history, atie prior art of record. Magrfarther argues that if the Court
interprets the claim language teean “serpentine (S-shaped),chuan interpretation may help
preserve validity of the claims. Magna quo#®€R Hospital Systems, Inc. v. Montefiore
Hospital 732 F.2d 1572, 1577 (Fed. Cir. 1984) in suppbits position: “Further, claims should
be construed, if possible, sssustain their validity.”

The Federal Circuit frequently refers to twin axioms regarding the role of the
specification in constructing patediaims. “On one hand, clainmust be read in view of the
specification in which they are a part. On thieeothand, it is improper teead a limitation from
the specification into the claimsLiebel-Flarsheim Co. v. Medrad, In858 F.3d 898, 904 (Fed.
Cir. 2004). “The problem is to interpretaghs in view of the specification without
unnecessarily importing limitations from the specification into the claimsd. at 905
(quotations and citations omitted).  Rhillips v. AWH Corp anen bancFederal Circuit
recognized that applying these twin axioms ffidilt in practice. The Federal Circuit advised
that district courts should stdgcused on “understanding how argen of ordinary skill in the
art would understand the claim terms.” The Fed€nmaluit noted that “persons of ordinary skill
in the art rarely would confine their definitions tefms to the exact representations depicted in
the embodiments [contained iretiwvritten description].”Phillips v. AWH Corp 415 F.3d 1303,
1323 (Fed. Cir. 2005) (en banc)he Federal Circuit noted théie embodiments disclosed in
the written description and dravgs are typically exemplary dmadiments. However, there will

be situations where the patentee makes clear that the embodiments disclosed in the written
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description are to be strictlyoextensive with the claimsld. (citing SciMed Life Sys., Inc. v.
Advanced Cardiovascular Sys., In242 F.3d 1337, 1343-44 (Fed. Cir. 2001)).

In construing a claim term, the Court stasish the words of the claims. As the Court
previously stated in denying Magna’s nooti for summary judgment, the claim language
“curved internal passageway” is clear on ied. “Curved internal passageway” means “an
internal passagewayadhis curved.”

Turning to the written desgiion of the ‘769 patent, Mpgna has not pointed to any
sections of the specification whigndicate that the disssion in the writte description about a
“serpentine passageway” as shown in FiguratSreference 60 is anything other than an
exemplary embodiment. The word “serpentine” esanly two times irthe ‘769 patent. Both
of the occurrences are in the section entitf€tailed Description of Certain Preferred
Embodiments.”

While the “Preferred Embodiment” section of the ‘769 patent describes and shows a
specific embodiment in Figure 5 and describes that embodiment as “serpentine,” Federal Circuit
precedenteaches that although the specification oftescdbes very specific embodiments, it is
improper to confine the scope of the claimshie exemplary embodimentsiless it is clear that
the broader claim language is ctansive with the specific exangd described in the other parts
of the specification. Phillips, 415 F.3d at 1323. Specifically, the “preferred embodiments”
section of the ‘769 patent states:

A serpentine passagewa@0 extends from socket 58, guiding drive cable 42 into

proper alignment with a cable channel (62e FIG. 3) extendg laterally within

lower frame portion 26.

(‘769 Pat. col. 7 Il. 43-48.) However, this laage, which describes the drawing of Figure 5, is

only describing an exemplary embodiment. Theglaage in the specification is not definitional
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in nature so as to lilnthe language “curved internal passagy” to “serpentine in shape (S-
shaped)” as proposed by Magna. Nor does ldnguage make it clear that “curved internal
passageway” and “serpentine” are coextensiseape. The above language appears to only be
describing a preferred embodintef the invention.

Turning to the prosecution history, the Coudaatlisagrees with Magna that the current
state of the prosecution historyos¥s that “curved internal paggavay” should be construed to
mean “serpentine in shape (S-shaped).” Theeecarrently two separatsets of prosecution
histories relevant for the ‘769 patent: (1) the imad) prosecution history of the application that
resulted in the ‘769 patent; and (2) the prosieauhistory of the reexamination proceeding of
the ‘769 patent that isurrently ongoing. In recent responsesan office action in the pending
reexamination proceeding the ‘769 patent, Dura imade clear in the gsecution history that
the cable directional blocks having a curvetgiinal passageway carcinde non-serpentine (S-
shaped) embodiments, specifically “pulleys.” eSifically, in responding to an office action,

Dura stated: “While the required caldéectional block(s)can include pulleysKitsukawa’s

conduit-less system does not praviat least of the advantagestioé illustrated embodiments of
the ‘769 patent, inhibiting water in the slidipane’s travel channel from wicking through the
conduit and damaging the cable and motor.'uréDJune 22, 2010 Resp. to Office Action p. 18,
Doc. No. 418-2 (emphasis added.)) With tlsatement, Dura isnaking clear in the
reexamination proceeding that pulleys can fall initine scope of a cable directional block with
a curved internal passageway.

The United States Patent Office is examining the patent with the understanding that
“curved internal passagewaig not limited to “serpentine in ape (S-shaped).” For example, in

rejecting the ‘769 patent during the reexaminapooceeding, the examiner in the patent office
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stated that “Ujihara et al. teaches a cable doweat block 11 integral with the frame, having a
curved internal passageway guiding a drive cable 9 from a cable channel seen in Figure 1 to a
first entry point.” (April 22, 2010 Office Actiop. 7.) Ujihara shows a semi-circular guide
member 11 and a guide pulley 10. Figure 1 belothefJjihara patent shows the guide member

11 and the guide pulley 10.

Thus, the examiner is conducting the ‘769 pateekamination with thenderstanding that the
“curved internal passageway” covers moranthserpentine in shape (S-shaped).”

In fact, Magna admits in iteesponse brief that its proped “serpentine in shape (S-
shaped)” construction is not being used in the reexamination proceeding: “This broader
definition is being used in the reexaminatiortlod ‘769 patent. Using the broader construction,
the new Examiner is now challenging the valigifjthe ‘769 patent based on Ujihara.” (Magna
resp. br. p. 8, Doc. No. 411.) Thus, Magna hdmitted that in the current reexamination
prosecution proceeding that the examiner and Rueaboth in agreement that “curved internal

passageway” is not limited tserpentine (S-shaped).”
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The Court also disagrees with Magna tkia¢ original prosecutn history (i.e., the
prosecution history that occurréefore the reexamination proceeding) makes clear that “curved
internal passageway” is be construed to mearp&sgine in shape (S-shap€ In order to limit
clear claim language to a more narrow definitigenerally, the inventor must make a “clear and
unmistakable disavowal” of broader claim scopetherwise teach how a particular term should
be interpreted Computer Docking Stian Corp. v. Dell Ing 519 F.3d 1366, 1374 (Fed. Cir.
2008);see also Phillips v. AWH Carp415 F.3d at 1317. The Court has reviewed the original
portions of the prosecution history of the ‘769 patent provided by Magna. Dura did not make a
“clear disavowal” of curved internal passagg to “serpentine in shape (S-shaped)” or
otherwise correlate curved “internal passagewaybe coextensive in scope as “serpentine in
shape (S-shaped)” during the origipabsecution of the ‘769 patent.

The Court also disagreavith Magna’s argument that t®urt should adpt its proposed
construction for “curved interngdassageway” in orddo preserve the validity of the affected
claims. Magna argues that the claims of th&9' patent will likely beheld invalid unless the
Court adopts Magna’'s proposedarrow construction.  While the Federal Circuit has
acknowledged the claim construction maxim thainsk should be construed to preserve their
validity, the Federal Circuit limited application of the maximBhillips to cases in which the
“court concludes, afterpplying all the availableobls of claim construadn, that claim is still
ambiguous.” Phillips, 415 F.3d at 1327 (quotations omitted). slich cases, the district court is
to determine whether it is reasonable to infer thatU.S. Patent Office would not have issued
an invalid patent and that ambiguity in the claim language should therefore be resolved in a

manner that would presertlee patent’s validity.ld. Phillips states that a validity analysis is not
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a regular component afaim construction.ld. The Court finds thahe claim language “curved
internal passageway” is not limited‘®erpentine in shape (S-shaped)”

Finally, Magna argues that the Court’s comstion of “curved internal passageway” or
the related claim term “cable directional block$ibuld exclude pulleysThe Court will address
this argument in the next section of this Opmand Order, which discusses the disputed claim
term “cable directional block.”

Accordingly, the Court construes “curvedtamal passageway” to mean “an internal
passageway that is curved.”

C. “CABLE DIRECTIONAL BLOCK” IN CLAIMS 1, 4, 14, 26, and 27 OF THE
769 PATENT

Disputed Term Plaintiff's Proposed Defendant’s Proposed Court’s
Construction Construction Construction

7. “cable directional | Plaintiffs do not believe the guide box that directs | a block that aligns the
block” (*769 Patent | phrase “cable directional | movement of a cable | cable or directs the
—Claims 1, 4, 14, block” requires cable in a particular
26, 27) construction by the Court. direction.

However, should the Court
determine that the term
“block” requires
construction, Plaintiffs
suggest the following,
consistent with the plain
and ordinary meaning:
“block” means “a piece
used as a construction
member or support” or “the
housing holding the
sheaves or pulleys over
which a rope or chain
passes, as in a lifting tackl
The term commonly
includes sheaves. A block
has a hook eye or strap fol
attaching it to an object an
it can be used for changing
the direction of a running
rope.”

1%

O
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Magna requests that the Court construe tha teable directional block” in Claims 1, 4,
14, 26, and 27 of the ‘769 patent.
As an example of the disputed claim language, Claim 1 is reproduced below:

1. A motor vehicle window constructiom a motor vehicle, comprising, in
combination:

frame means mounted in a windowcess in a vehicle body comprising a
circumferential frame member withfirst cable directional block integral with a
lower horizontal portion of the frame member;

a slider subassembly comprising a tranepgapane and being slidably mounted in
the frame means for sliding laterallpdk and forth between a full open position
and a closed position in a laterally extergdislider travel channel in the lower
horizontal portion of the frame member; and

a pull-pull cable drive subassembly foowng the slider subassembly laterally
back and forth between its full open asidsed positions, the pull-pull cable drive
subassembly comprising:

drive apparatus mounted to the vebitdody remote from the circumferential
frame member, comprising a drive mot@ving an output member and a drive
drum operatively engaging the output membor rotation upon actuation of the
drive motor; and

drive cable attached to the slider ssgEmbly and wrapped around the drive drum
for pulling the slider subassembly substdhtikterally in a first direction toward

its full open position upon rotation of thewdr drum in a first rotational direction,

and for pulling the slider subassembly subsgdly laterally in a second direction
toward its closed position upon rotati of the drive drum in an opposite
rotational direction, the slider subassd#ynand drive cable together forming a
closed loop from the drive drum, with a first drive cable segment extending
laterally from the slider subassembly towarteft side of the frame member and a
second drive cable segment extending laterally from the slider subassembly
toward a right side of the frame member;

wherein a section of the first drive calsikegment extends in a first cable channel
in the substantially horizontal lowgortion of the frame member, atite first
cable directional block forms a curved internal passageway guiding the drive
cable from the first cable channeladirst entry point. (Emphasis added.)
The Court notes that the clailanguage states that the firshble directional block forms a

curved internal passageway guiding the drive ctbim the cable channel to a first entry point
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in the lower frame member. The term “cable dim@l block” is thus associated with the part
of the claim term “curved internal passagewawfiich the Court construed in the previous
section of this Opinion and Order.

Figures 1 and 5 of the ‘769 teat, which are reproduced belpillustrate an exemplary
embodiment of the cable directional blockReference numbers 50 and 54 denote the cable
directional blocks in Figured and 5. Reference number @@notes the “curved internal

passageway” that the caligectional block forms.
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In its opening brief, Dura argued that the téo@ble directional block” is clear and needs
no construction: “The term ‘cabldirectional block’ would belear and unambiguous to one of
ordinary skill in the art having read the ‘763gra& specification and claims, and does not require
any construction by the Court. . . .”

In its response brief, Magna argues that term “cable directional block” should be
construed to mean a “guide box that directs movement of a cable.” Magna also argues that a
“cable directional block” should not includpulleys. Magna argues that its proposed
construction is supported by Figures 1 andnd aolumn 7 lines 32-53 of the ‘769 patent
specification and also the prosecutiostory. Column 7 lines 32-53 state:

As best seen in the enlarged illustrations of FIGS. 5 and 6, the embodiment of
FIG. 1 comprises aable directional block 50 which receives conduit end 52 of

left side drive cable segment 42. Simpyartable directionablock 54 receives
conduit end 56 of right side drive cablgs®ent 44. The directional blocks can be
affixed to the lower frame portion 26, amtially being unitarytherewith, or can

be affixed to the adjacent fixed-positionnga. Since the left and right side cable
directional blocks are substantially mirronages of each other, only left side
block 50 will be described here in detdlirectional block 50 provides a socket

58 to receive and releasably hold conduit end 52 in position at the frame. A
serpentine passageway 60 extends from socket 58, guiding drive cable 42 into
proper alignment with a cable channel (62e FIG. 3) extendg laterally within

lower frame portion 26. A corresponding talchannel extends to the right of
slider pane 12 to cable directional btag4. The cable directional blocks can be
formed, for example, of molded plastic.rie@se of manufacturing, as best seen in
FIG. 6, the cable directional blocks céme made of a first piece 64 having
serpentine passageway 60 formed in its surface 65, with a second piece 66 bonded
or otherwise secured to surface 65. (Emphasis added.)

Magna points out that the term “cable direatibblock” was added during prosecution to
distinguish the invention from the prior art ieh disclosed pulleys. As to why its proposed
construction contains the wofthox,” Magna directs the Coutb Exhibit M of its response,
which is a summary of a telephone call betweeraBuattorney and the patent examiner during

the prosecution of the ‘769 patent. The patéraminer Interview Summary Record states:
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“Discussed the guide boxes aliggithe cable as digssed in the proposedhim amendment.”
(Magna resp. br. Ex. M, Doc. No. 411-15.)

There are two issues for this claim ternFirst, should theclaim language “cable
directional block” alog with its related claim limitatiorfcurved internal passageway” be
construed to exclude “pulleys”?Second, does the term “cableaditional block” need to be
construed and, if so, whéatauld be its construction?

The Court will first address whether the terms “cable directional block”™ and “curved
internal passageway” should be construed thuebe pulleys. Generally, pulleys are grooved or
flat wheels used to change tbeection of the roper cable that runsn the pulleys. Magna
argues that the prosecution history of the ‘769mgagapports its position that the claim language
should be construed to exclude pulleys. ConttafMagna’s argument, in the recent prosecution
history in the reexamination preeding, Dura has made clear tHa claimed cable directional
block can include “pulleys.” Specifically, the Examiner in the reexamination proceeding
rejected Claims 1-14, 16, 20, 21, and 24-2&emg invalid for obvious under 35 U.S.C. §
103(a) over Kitsukawa et al.RJL-219280) in view of Ujihar (U.S. Patent No. 4,970,911) and
Heuchert (U.S. 4,835,937). In responding to the office action, Dura stated: “While the required

cable directional block(s) can include pulleli#tsukawa’s conduit-less system does not provide

at least one of the advantages of the illustrambodiments of the ‘769 patent, inhibiting water
in the sliding pane’s travel channel fromicking through the conduit and damaging the cable
and motor.” (Dura June 22, 2010 Resp.Cffice Action p. 18, DocNo. 418-2 (emphasis

added.)) With this statement, Dura is makirgpaclin the reexamination proceeding that pulleys

can fall within the scope of a cable directiobklck with a curved internal passageway.
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The Federal Circuit has held that statememsle during a reexamination proceeding are
relevant prosecution history wh construing claim termsSee El. Du Pont de Nemours & Co. v.
Phillips Petroleum Cq 849 F.2d 1430, 1439 (Fed. Cir. 1988).

At oral argument, on July 22, 2010, the Court’s technical adviser brought the above
statement in the reexamination proceeding ® plarties’ attention. In its August 9, 2010
Supplemental Claim Construction Brief, Magnguad that the statemers self-serving and
should be given little weight wialthere is a pemuy litigation.

From the record in the reamination proceeding, the Coustnot convincedhat Dura’s
statement in the examination proceeding was-s&lfing in the sensef being drected at
affecting this litigaéion. In fact, it was th€ourt’s technical adviser af brought the statement to
the parties’ attention at oral argument. Muwer, the statement indhprosecution history was
relevant to the office action received in the geaination proceeding and does not appear to be a
blatant attempt to affect these claim constarcproceedings. In the reexamination proceeding,
the examiner had cited the Kitsukawa Japanesatpapplication as pricart against Dura. The
Kitsukawa patent application am@e to show the use of pulle$%, 32 to change the direction of

the cable. Figure 6 of Kitsukawa showing pulley type device 31 is reproduced below:
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Figure 6

In response to the examiner’'s rejectiddra argues that while the claimed cable
directional block forming a cued internal passageway includeslleys, the Japanese patent
application did not have other feags of its invention. Spedatflly, in responding to the office

action, Dura stated: “While the required cable directional block(s) can include pulleys

Kitsukawa’s conduit-less system doeot provide at least one okthdvantages of the illustrated
embodiments of the ‘769 patent, inhibiting waterthe sliding pane’dravel channel from
wicking through the conduit and damaging the canlé motor.” (Dura June 22, 2010 Resp. to
Office Action p. 18, Doc. No. 418-2 (emphasis added.))

The use of the term “block” is also consist when speaking of pulleys. The Federal
Circuit has held that dictionariesd treatises, especially technidaitionaries, “can be useful in
claim construction” “when considered gontext of the intrinsic evidence.Phillips v. AWH
Corp, 415 F.3d at 1318 and 1319. Dictionaries galhe define the term “block” when
speaking of engineering as a pulley or systepuiieys set in a casing. One dictionary gives the
following definition for “block”: “a part enclaag one or more freely rotating, grooved pulleys,

about which ropes or chains pass to fornmaasting or hauling tackle.” Random House
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Webster’s College Dictionary p. 144 (2000). Dpravides the following definition of “block”

from the Dictionary of Mechnical Engineering (1967): “Thieousing holding the sheaves or
pulleys over which a rope or chain passes, aslifting tackle. The term commonly includes the
sheaves. A block has a hook eye or strap foclatig it to an object and it can be used for
changing the direction of a running rope.” In fanbst lay people have heard of the term “block
and tackle,” when speaking of pulleys. Anample of a block when speaking of pulleys is

shown below.

Block

When two or more blocks are used with a ropehain for hoisting or hauling, the combination
is known as a tackle. See, e.g., Random EdWebster's College Dictionary p. 1332 (2000).

An example of a block and tackle is shown below:

(a) ‘W b}
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The Court holds that it cannot construe “cable directional block” to exclude pulleys based
on the evidence and arguments provided.

The Court will now address whether the tefoable directional block” needs to be
construed and, if so, what should be its constvac Dura argues that “cable directional block”
does not need to be construeg the Court, but provides a fdgtion of “block” from the
Dictionary of Mechanical Engineering (1967he housing holding the sheaves or pulleys over
which a rope of chain passes, as in a liftingklea. The term commonly includes sheaves. A
block has a hook eye or strap fotaghing it to an object and @an be used for changing the
direction of a running rope.” Mpa argues that the term shoblkel construed to mean: “Guide
box that directs movement of a cable.” Magna'sposed construction 6fjuide box” is taken
from a summary of an examiner interview wait by the examiner. The examiner interview
form has a section that states:e€$aription of the gendramature of what was agreed to if an
agreement was reached, or any other comments.” In the blank space available, the examiner
wrote: “Discussed the guide boxes aligning the e&sl discussed in the proposed claimed [sic]
amendment.” (June 2, 1997 Examiner InlwSummary, Magna Resp. Br. Ex. M.)

The Court notes that the claim language gi@scthat the first cable directional block
forms a curved internal passageway guiding theedcable from the cable channel to a first
entry point in the lower frame miber. Taken as a whole, th@guage is clear in describing
the function of the cable directional block, whichtasalign or direct the cable into the lower
horizontal frame member. Thertstruction proposed by Magnadsnsistent with the function.
However, the Court believes thaplacing the term “block” withiguide box” does not make the
claimed invention any more clear for the jury and Magna has not shown that the term “guide

box” is co-extensive in scope with “block.”
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The Court construes this “cald@ectional block” to mean “alock that aligns a cable or
directs a cable in a particularection.” This construction staytrue to the claim language and
keeps the term “block” as requested by Dura @pioviding a restatement of the function of the

cable directional blocks requested by Magna.

D. ‘INTEGRAL” IN CLAIMS 1 AND 4 OF THE ‘769 PATENT
Disputed Term Plaintiff's Proposed | Defendant’'s Proposed Court’s
Construction Construction Construction
8. “integral” (‘769 Modified proposed Modified proposed The cable directional
Patent — Claims 1, 4) | construction at oral construction at oral block can be formed ag
argument: “one piece qrargument: “one piece qrone piece with the
more than one piece, | fixed.” horizontal frame
connected.” portion or the cable
directional block and
the lower horizontal
frame portion can be

two or more pieces that
are affixed together.

Magna requests that the Coadnstrue the term “integralh Claims 1 and 4 of the ‘769
patent.
The pertinent portions of Claims 1 and 4 state:

1. A motor vehicle window construction in a motor vehicle, comprising,
in combination:

frame means mounted in a window recess in a vehicle body
comprising a circumferential fraan member with a first cable
directional blockintegral with a lower horizontal portion of the frame
member; . ... (Emphasis added.)
* * *
4. A multi-pane window construction in a motor vehicle, the window
construction comprising, in combination:

frame means mounted in a wind@pening of a motor vehicle body,
comprising a circumferential fraen member having substantially
vertical right and left portions interconnected by substantially
horizontal upper and lower portiongjith a first cable directional
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block integral with the lower horizontal portion of the frame
member; . ... (Emphasis added.)

Figure 1 of the ‘769 patent, which is reprodddielow, shows an embodiment having

cable directional blocks 50 and Bdan “integral” relationship ith the lower frame portion 26.

Dura argues that the claim term “integral'edanot require construction because the term
would be clear and unambiguous to one of ordis&ily in the art. However, neither the jurors,
the attorneys in this case, nor this Court are persbasdinary skill in tke art. Accordingly, the
Court agrees with Magrtaat the claim term “integral” neetis be construed because a jury may
not readily understandéfterm as used.

Neither party briefed its positn extensively on this term.

On the day of the Court’s claim constructio@aring, the Court insteted the parties to
have a conference before the oral argument begaee if they could come to an agreement on
the construction for this termAlthough the parties did not come to an agreement, they did

narrow the dispute for the Court. At oral arguim&ura took the position that “integral” should
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be construed to mean “one-piece or more tha@ piece, connected”, which when considered
along with the surrounding claim language and thi&éewr description of the patent, means that
the cable directional block is either formed ag prece with the lower horizontal portion of the
frame or is connected to the frame. At @aaument, Magna modifieits proposed construction
to “one piece or fixed.” (July 22, 2010 Trangtrat 65.) Magna explaed its position at the
oral argument as follows: “Fixed. . suggests that it's all togethin one unit; . . . It's our
position, again, that these blocks as describélein specification are tked into place or fixed
into place. So that's . . . what they meant liggnal. They meant it's part of the lower rail.
That's what they are trying to say.1d(at 67.)

The term “integral” is not usednywhere else in the ‘769 teat, except in the disputed
claim language. However, the “Detailed Description of Certain PeefdEmbodiments” section
of the ‘769 patent describes the relationship betweericable diretional block” and the “lower
frame member 26” as follows:

The directional blocks cabe affixed to the loweframe portion 26, optionally
being unitary therewith, or can be afftkeo the adjacent fixed-position panes.

(769 pat. col. 7 lines 36-39, emphasis added.) speeification also describes what is meant by
unitary:

Such mating studs can be formed duringgahmolding of the frame as unitary
nubs or projections from the surface of the frame. (‘769 pat. col. 9 Il. 39-41.)

The circumferential frame member sfich embodiments can be formed of
molded plastic as a single unitary itemith open and/or closed cross-sectional
configuration channels formed therein. (‘769 pat. col. 3 Il. 8-12.)

The prosecution history shedight on the meaning of “ieigral.” In the “Remarks”

section of the July 12, 1997 Amendment in Response to Office Action, under the heading

“Examiner Interview,” Dura stated: “An altative version of amended Claim was presented
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and discussed briefly, wherein the cableedional block is defined as contactiaglower
horizontal portion of the frame member, rather than necessarily being integral therewith.” (July

12, 1997 Amendment in Response to Office Action at pg. 9 (emphasis in original.)) Based on

this statement, the term “integral’ was matended to mean merely “contacting.”

The parties’ proposed construeis are almost identical artde Court sees very little

difference in their proposed constructions. Theipaddmitted as much at oral argument. (July

22, 2010 Transcript p. at 66.) Thewt construes the terfimtegral” to mean that “the cable

directional block can be formed as one piedth whe horizontal frame portion or the cable

directional block and the lowdrorizontal frame portion can W&o or more pieces that are

affixed together.”

incorporating Magna’s position.

This construction is essallf Dura’s proposed anstruction, while also

E. ‘“TRANSPARENT PANE” IN CLAIMS 1, 4, 16, 21, AND 26 OF THE ‘769
PATENT
Disputed Term Plaintiff's Proposed | Defendant’'s Proposed Court’s
Construction Construction Construction

9. “transparent pane”
(769 Patent — Claims
1, 4,16, 21, 26)

Modified proposed
construction at oral
argument:

“Having the property of
transmitting rays of
light through its
substance so that bodi
situated beyond or
behind can be distinctly
seen.”

Modified proposed
construction at oral
argument:

“having the property of
transmitting rays of
light through its

psubstance so that bodi

situated beyond or

behind can be distinctly

seen, e.g., clear water.

“Having the property of
transmitting rays of
light through its
substance so that bodi
situated beyond or
behind can be distinctly
seen.”
2S

D
w

-

Magna requests that the Court construe thma teransparent paneh Claims 1, 4, 16, 21,

and 26 of the ‘769 patent.
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As an example of the use of the digglitlaim language, the relevant portion of
Claim 1 is reproduced below:

1. A motor vehicle window constructiom a motor vehicle, comprising, in
combination:

* * *

a slider subassembly comprisiagransparent paneand being slidably mounted

in the frame means for sliding laterally back and forth between a full open

position and a closed position in a lateraktending slider travel channel in the

lower horizontal portion of the frame member; . ... (Emphasis added.)

At the claim construction hearing, the parties narrowed the issue for the Court to
whether the following proposed canstion for “transparent p&i should include the example
“e.g., clear water” in the following proposed ctrastion: “having the property of transmitting
rays of light through its substance so that bosiegmted beyond or behind can be distinctly seen,
e.g., clear water.” At oral argument, Dura tdbk position that the example “e.g., clear water”
was not needed. Magna argued that the exanvpluld make the consittion more clear and
also argued that the example ofdat water” is part of the dictnary definition from which Dura
derived the proposed construction. YJ22, 2010 Transcript at pgs. 67-69.)

The specification provides no guidance as ®rtteaning of “transparent” in the context
of the ‘769 Patent and neither party cites toeotportions of the specification or prosecution
history.

Based on agreement between the parties, tliet Construes “transparent pane” to mean
“having the property of transmitgnrays of light through its substance so that bodies situated

beyond or behind can be distinctly seen.” Then€finds that the example “e.g., clear water” is

not needed and is not an example in the comteatitomobile windows. The jury will not need
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the example to understand the term “transparenthe context of the automobile windows,
which is readily understandable to laypeople.
‘769

F. ‘RETROFITTING KIT” AND “FL  ANGE” IN CLAIM 16 OF THE

PATENT
The parties had requested that the Court comdtrie term “retrofitting” or “retrofitting
kit”, and “flange” in Claim 16 of the ‘769 patent.
At the claim construction heau, the Court instructed the ntias to have a conference
before the hearing began to see if Claim 16 waly @t issue in this lawsuit. After having a
conference, the parties instructbe Court that Claim 16 is norger at issue and that the Court

does not need to construe “retrofitting kirica“flange.” (July 22, 2010 ranscript at pgs. 69-

70.)

G. ‘EACH FORMING A CURVED INTERNAL PASSAGEWAY” IN CLAIM 21
OF THE ‘769 PATENT

Disputed Term

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

Court’s
Construction

12. "each conduit
forming a curved
internal passageway”
(‘769 Patent — Claim
21)

Plaintiffs do not believe
the phrase “each
conduit forming a
curved internal
passageway” requires
construction by the
Court.

Plaintiffs also believe
that Claim 21 is clear
and unambiguous and,
thus is not indefinite ag
argued by the
Defendant.

Claim term is not
capable of construction
in the context of Claim
21 as it relates to the
conduit attachment
brackets, which do not
have any curved
internal passageways,
as that term has been
previously construed.
Thus, this claim term is
indefinite and renders
Claim 21 invalid.

This claim term cannot
be construed and
therefore Claim 21 is
indefinite.
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Magna argues that the agin language “each conduit forming a curved internal
passageway” in Claim 21 of the ‘769 patennhdsdfinite pursuant to 35 U.S.C. 8 112 2 because
the language is not “amenable to construction” and is “insolubly ambig@iolM&atna argues
that the claim limitation “each conduit formingcairved internal passageway” refers to the
“conduit attachment brackets,” which do not have any curved internal passageways, as that term
has been previously construed. Thus, Magna arhaeshis claim term is indefinite and renders
Claim 21 invalid.

Dura argues that the disputed claim limitatiemot indefinite, butather so clear and
unambiguous that the term does meen need to be construedura argues that the claim
limitation “each conduit forming a cwed internal passageway’fees to the “onduit”, not the
“conduit attachment brackets.” Dura argues that conduit requires no construction. Dura
devotes only about one page of brig to this disputed claim term.

Dura does not explain how thdaim should be construdd its briefing, but simply
argues that the claim is not irfoete and does not need to be construed because a person of
ordinary skill in the art would understand the disal claim term. Dura seems to misunderstand
the purpose of Markmanhearing, which is to translate these language of the claims that are
understandable to a person of ordinary skill in the art into a form that would be readily
understood by the jury, the parties, and the Court.

35U.S.C. §112 1 2 states:

The specification shall concludevith one or more claims

particularly pointing out and disctly claiming the subject matter
which the applicant regards as his invention.

> Magna also requested that the Court comsthe claim limitation “each forming a curved
internal passageway” in Claiff6. However, as mentionedd@ve, at the oral argument the
parties agreed that Claim 16 is no longeing asserted in this lawsuit.
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Pursuant to the 35 U.S.C. § 112 | 2, a claimvalid if it is “indefinite.” 35 U.S.C. 8
112 § 2 requires that the claimgtpaularly point out and distinbt claim the subject matter that
the patentee regards lais invention. The matter of claiadequacy or “definiteness” under 35
U.S.C. §112 | 2 is a question of |#vat is reviewed de novo on appeblowmedica Osteonics
Corp. v. Tranquil Prospects, Ltc401 F.3d 1367, 1370 (Fed. Cir. 2005). The test for whether a
claim is invalid for indefiniteness is whethemparson of ordinary skiin the art (PHOSITA)
would understand what is claimed, or the scope or boofi® claim, when it is read in light of
the specification and prosecution historg. at 1371. If the PHOSITA would understand the
bounds of the claim when read in light of thgecification and prosecution history, then the
claim is definite and valid. A claim is not defmiif a claim is amenable to construction, “even
though the task may be formidable and tmclusion may be one over which reasonable
persons will disagree.’Aero Products Int’l Inc. v. Intex Recreation Cqrg66 F.3d 1000, 1016
(Fed. Cir. 2006).

Claim 21 states:

21. A window construction installed invéindow opening of a motor vehicle body,
comprising:

a circumferential frame and a transparngame slidably mounted in the frame for
sliding laterally back and forth between an open position and a closed position,
the transparent pane having an inside surface facing a passenger compartment of
the motor vehicle body and a peripherdge including a horizontal lower edge
portion slidingly received in a laterally extending slider travel channel in a lower
horizontal portion of the frame;

a left conduit attachment bracket mounted to the winde construction to the
left of, and remote from, the transparent pane amajht conduit attachment
bracket mounted to the window constructiontte right of, and remote from, the
transparent paneach conduit forming a curved internal passageway

an elongate bracket adhesively bonded tmaitle surface of the transparent pane
substantially parallel the lower horizontdge, having a left cébfastener at a
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left edge of the transparent pane and a riglhle fastener at a right cable edge of
the transparent pane;

drive apparatus mounted to the motohiete remote from the circumferential

frame, comprising a drive motor having an output member and a drive drum

operatively engaging the output memlb@r rotation upon actuation of the drive
motor; and

drive cable ina conduit operatively interconnecting the drive apparatus to the

transparent pane for [poull powered opening andlosing of the window

construction by actuation of the drive mofor forward and reverse rotation of

the drive drum, respectively, the first end of the conduit being attached to the left

conduit attachment bracket and a seconddriie conduit being attached to the

right conduit attachment bracket, a firsideof the drive cabléeing attached to

the left cable fastener and a second ehthe drive cable being attached to the

right cable fastener, the drive cabledatransparent pane together forming a

closed loop from the drivérum. (Emphasis added.)

The Court agrees with Magna and holds thatclaim limitation “each conduit forming a
curved internal passageway” refers to the laft aght conduit attachmeibtrackets specified in
the same paragraph of Claim 21, not the actoahduit.” From the claim language and the
structure of Claim 21, the term “each” referack to the left and right conduit attachment
brackets, not the actual conduit the drive cable. Two facts articular support the Court’s
conclusion. First, the Court notes that tlaim limitation “each conduit forming a curved
internal passageway” {greceded in the same paragraph bydlaéen limitations “a left conduit
attachment bracket” and “a rigbonduit attachment bracket.” &herm “each” naturally refers
back to the left and right condwttachment brackets. Secofitg actual “conditi’ element of
the invention is introduced fartheown the claim in the phraserfde cable in a conduit.” In
patent drafting, a patent attorneyroduces a new element with article identifier such as “a,”

“an,” etc. After introducing an element, thmatent drafter refersagk to the previously

introduced element with an identifier such as dgafthe,” or “each.” In this case the patent
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drafter, by using the term “each”, was reifggr back to the “conduit attachment brackets”

language that is in the same paragraph, not to the conduit which is not yet introduced in the claim.
The Court also notes that Claim 16, whicingslonger in dispute, has slightly different

language: “each forming a curved internal passay. . . .” The word “conduit”, which is in

Claim 21, is missing from Clairh6. It appears that Claim 2gas intended to have the same

meaning as claim 16.

The prosecution history suppotte Court’s understanding thidte disputed claim language
in Claims 16 and 21 refers toetltonduit attachment bracket€laims 16 and 21 in the issued
‘769 patent were Claims 22 and 27, respedfiviel the original patent applicatidnClaims 22
and 27 in the patent application as originailgd with the USPTO did natontain the disputed
claim language. On June 2, 1997, Dura’s oetsittorney Peter McDmott and in-house
counsel Bob Roth had an in-person meeting Witimary Examiner Curtis Cohen and Assistant
Examiner Jerry Redman of the USPTO. TBeaminer Interview Summary Record has the
following notes of the Examiners: “Discussed thedguboxes aligning the cable as discussed in
the proposed claimed amendment.” The Examin@ference to “guides boxes” refers to the
“cable directional blocks” referenced in a propgsamendment to certain claims of the patent
application. $eedune 12, 1997 Amendment In Response to Office Action and accompanying
“Remarks” at pgs. 9-13.) On September 8, 199faBwattorney Peter McDermott had another
telephonic meeting with Primary Examiner Cufighn to discuss the pendi patent application.
The Examiner Interview Summary Recordates: “Discussed addj ‘curved internal
passageway’ to claims 22 & 27. (See amendmefpplicant agreed. . . .” On September 11,

1997, the Examiners officially amended ClairfB8 and 27 to include the disputed claim

® The USPTO typically renumbers the claims whegrants a patent from patent application.
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limitations, specifically adding ‘@&h forming a curved internal passageway” in Claim 22 and
“each conduit forming a curved internal passagy” in Claim 27. The Examiner gave the
following statement of reasons for allowancehé&Tspecific limitation as to the conduit forming
a curved internal passageway was discussedninnterview on 6/2/B. The examiner was
convinced that this specific litation, which was not included itme originally filed claims, is
allowable since there is no teachioiga curved passagewa the cited art. Applicant’s attorney
filed an amendment that amends all but twothe independent claims and in the Remarks
applicant’'s attorney argues thiie curved internal passagewsynot taught in the art. The
examiner amended claims 22 and 27 to include limgation and allowed &lof the claims.”
From this prosecution history, the Examinensl ®ura intended the lgnage “each forming a
curved internal passageway” and “each conduit fiegna curved internal passageway” to mean
that the conduit attachment brackets were somdbgerform similarly tothe cable directional
blocks in forming a curved internal passaggwa guide the cable into the lower horizontal
portion of the frame. However, how the doit attachment bracketwould perform this
function is not explained in thgrosecution history or in the paté& specification. It appears
that the Examiners and Dura misunderstoodetmbodiments that were ipending Claims 22
and 27 (i.e., Claims 16 and 21 in the issUg®B patent), which deathe cable attachment
brackets.

The conduit attachment brackets are illusttateFigures 8 and Qyhich are reproduced

below:
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Fig. 9

The specification of the ‘769 patent prowda little background on the left and right
conduit attachment brackets inlwmn 9 starting at lie 24, but this sectiodoes not provide any
reference to conduit attachment brackets tmae a “curved internal passageway.” The

specification of the ‘769 patent exhs Figures 8 and 9 as follows:

FIG. 8 illustrates a left side conduit atenent bracket suitable for mounting to

the lower horizontal portion of the framBracket 76 is seen to have a mounting
hole 78 for receiving a mounting rivet,rew or, more preferably, a mating stud
projecting from the surface of the frame. Optionally multiple mating studs can be
provided for positioning and affixing theracket 76 to the frame. Such mating
studs can be formed during initial mwld of the frame as unitary nubs or
projections from the surface of the frankaght side frame 80 is seen in FIG. 9
also to have a mounting hole 82 sui¢éafor receiving a mating stud projecting
from the frame. In the alternative, stusisnubs can be formed on the brackets to

be received into corresponding sockets or holes in the surface of the frame at the
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mounting location. Left condiuattachment bracket 76 further comprises conduit

flange 79 adapted to receive and relepshbld conduit end 56 of left side drive

cable segment 44. Similarly, right condaittachment bracket 80 has conduit

flange 83 for receiving and releasably holding conduit end 52 associated with

drive cable segment 42. In addition, drive leadpuide 84 of brask 80 serves to

aid in guiding the drive cable from braclgt to its attachment to the slider pane.
(769 pat. col. 9 1I. 33-54.)

There is nothing in the patent’s spediion explaining how the “conduit attachment
brackets” form “curved internal passagewaysimbiat would be the purpose or scope for such a
claim limitation. Although Dura argues that thik&im limitation is actally referring to the
actual “conduit”, not the left and right conduitaatihment brackets, Dura has not pointed to any
particular section of thpatent’s written description or prosgion history to support its position.
Nor has Dura explained where or how the conduit forms a curved internal passageway or the
purpose of the passageway. In addition, the questi whether this claa limitation refers to
the left and right conduit attachment bracketsher actual conduit also is a basis for rendering
the claim indefinite.

Because the Court cannot understand whataisneld, or the scope or bounds of the claim,
when the claim is read in ligltf the specification and proseimn history, the Court finds that
this claim is indefinite under 35 U.S.C. § 112 SeeHowmedica Osteonics Corp. v. Tranquil
Prospects, Ltd 401 F.3d 1367, 1371 (Fed. Cir. 2005). Dura has not pointed the Court to any
section of the patent’s written description otgmé's prosecution history to support its proposed
interpretation of the claim limitation. This 0t a case where the patentee simply failed to
provide explicit antecedent basis for a term #rel parties understand what the disputed claim
language is referring toSee Energizer Holdings, Ing. ITC, 435 F.3d 1366, 1370 (Fed. Cir.

2006). Rather, this is a case wéris unclear what is claimea@ the scope of what is claimed

is unclear due to the way thaethlaim is drafted. Dura would Ysathe Court rewrite this claim
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to make it clear that it is the conduit, or a patac portion of the condt that forms a curved

internal passageway. However, the Federal Circuit has admonished district courts from rewriting

claims to preserve its validityAllen Engineering Corp. v. Bartell Indus., In@99 F.3d 1336,

1349 (Fed. Cir. 2002) (declining talsstitute the word “@rpendicular” for “paallel” even if the

mistake was obviousRhine v. Casio, Inc183 F.3d 1342, 1345 (Fed. Ci999) (holding that

the Federal Circuit has “admonished against judrelatiting of claims tqreserve validity.”).

H.

‘FRAME MEMBER” IN CLAIMS 1, 2, 4, 10, AND 14 OF THE ‘617 PATENT

Disputed Term

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

Court’s
Construction

1.

“frame member” (‘617
Patent — Claims 1, 2, 4,
10, 14)

Plaintiffs do not believe
the phrase “frame
member” in the ‘617
Patent requires
construction by the
Court.

However, should the
Court determine that
the term “frame
member” requires
construction, Plaintiffs
suggest the following,
consistent with the
plain and ordinary
meaning:

“frame” means “an
open structure or rim
for encasing, holding,
or bordering something
<window frame>"
“member” means “a
distinct part of a

whole”

component associated
with or part of a

circumferential (that is,
outer peripheral) frame

component associate
with or part of a
frame

d

The parties request that the Court constingeterm “frame member” in Claims 1, 2, 4, 10,

and 14 of the ‘617 patent.

47



By way of example, Claims 1 and 2, whiantain the “frame member” claim limitation,
read as follows$:

1. A sliding window assembly for a moteehicle comprising, in combinatioa:
frame memberforming a channel having a length, a width, and a height; a guide
bracket located at least partially witttime channel and slideable along the length
of the channel; a sliding pane; wherein the guide bracket forms a slot receiving an
edge of the sliding pane so that the gudacket carries thgliding pane between

a closed position and an open positiontlas guide bracket and the slot move
along the length of the charina pull-pull cabledrive assembly operably secured
to the guide bracket to move the Biigl pane between the closed and open
positions; and whereithe frame memberforms an interference with the guide
bracket to limit movement dhe guide bracket in the diction of the height of the
channel to limit movement of the gi@ bracket out of the channel.

2. The sliding window assembly acding to claim 1, wherein thérame
member has a bottom wall and a pair of sigealls extending from opposite edges

of the side wall to form the channeldiopposed flanges inwardly extending from

the side walls to form the interference with the guide bracket.

Figure 1 of the ‘617 illustrates an embodimetthe “frame meméx”, specifically a

“lower frame member” 20 of the “circumferential frame” 12. Figure 1 is reproduced below:

3
1
t6— B, B 3_\ % »
1 = 5

\
\

20 ieg 4=

T g lg‘Lm

* Claims 1 and 2 have been combined inpeding reexamination as amended Claim 3, with
former Claims 1 and 2 having been cancelled. Hamnehe relevant language for the claims has
not changed.
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Dura argues that “frame member” does not redok construed by the Court. However,
in its reply brief, Dura takes fall back position that should the Court determine that the term
“frame member” requires construction, Dumaroposes standard dictionary definitions.
According to Dura, a standard dictionary ddfon for “frame” is “an opa structure or rim for
encasing, holding, or bordering something raddw frames>" and a standard dictionary
definition for “member” is “a dishct part of a whole”.

Magna argues that “frame member” shouldcbastrued to mealtomponent associated
with or part of a circumferaml (that is, outer peripheral)dme.” (Magna resp., p. 18, D.E.
411.)

Dura argues that Magna’'s proposed construction improperly narrows the claims to
require a “circumferential” and “outer periph€ frame member because the claim language
does not contain the limitations.

The Court agrees with Duraahthe term “circumfeential” should not be read into the
construction of “frame member.” According Rhillips, when interpreting claim terms, the
Court should focus on the language of the clainmsthis case, the inventors chose to use the
language “frame member” instead of circumfei@nframe member,” which implies that Claim
1 can encompass circumferentiatlanon-circumferential frames.

The Court’s understanding that “circumferentigtiould not be read tm construction of
“frame member” is supported by Claims 8 anavBich are dependent chas that add additional
claim limitations. Claims 8 and 9 state as follows:

8. The sliding window assembly accaordito claim 1, further comprising
circumferential frame surrounding the sliding panada pair of fixed panes.

9. The sliding window assembly according to claim Wherein the
circumferential frame includes a bottom portion forming a frame channel and
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the frame member is at least partidibcated within the frame channel of the
bottom portion.

By using the language “circumferential frame”dependent claims 8 and 9, but not in Claim 1,
the inventors imply that Claim 1 does noecessarily have to be associated with a
circumferential frame, but rather can be assed with a non-cirauferential frame.
“Differences among claims can also be a useful guide in understanding the
meaning of particular claim terms. .afexample, the presce of a dependent
claim that adds a particular limitatiogives rise to a presumption that the
limitation in question is not preseim the independent claim.”
Phillips v. AWH Corp.415 F.3d at 1314-15 (Fedir. 2005) (en banc).
Accordingly, the Court construes the termathe member” similar to Magna’s proposed

construction, but without the reference to “circumferential.” Specifically, the Court construes

“frame member” to mean “component assbed with or part of a frame.”

“‘CIRCUMFERENTIAL FRAME” IN CLAIMS 8 AND 9 OF THE ‘617

PATENT

Disputed Term

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

Court’s
Construction

2.

“circumferential frame”
(‘617 Patent — Claims 8,
9)

“circumferential
frame”: a frame at or
near the periphery of
the window that does
not require a full-

circumference member.

outer peripheral frame

This claim term does
not need to be
construed at the prese
time as other words in
the claim state that the
circumferential frame
surrounds the “sliding
pane a pair of fixed
panes.”

The parties request that tR®urt construe the term “circumferential frame member” in

Claims 8 and 9 of the ‘617 patent.

The relevant portions of theglaims are as follows:
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8. The sliding window assembly accordito claim 1, further comprising
circumferential frame surrounding the sliding paneada pair of fixed panes.

9. The sliding window assembly according to claim 8, wherein the
circumferential frame includes a bottom portion forming a frame channel and

the frame member is at least partidibcated within the frame channel of the
bottom portion.

An embodiment of the “circumferential frame”illsistrated in Figure 1 of the ‘617 patent

with the reference number 12 shown below.
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; : S

/ 7/ g 7 ]
/// / \ 4 Y/
7, "

26 r~2 / ;"3 4

|
= |

The Court previously constrdeghe phrase “circumferentialaime” in part when deciding
a motion for summary judgment as to whetiMmgna’'s accused product infringed the ‘617
patent. (Opinion at 20-22, BoNo. 348.) In denying Magmamotion for summary judgment,
the Court rejected Magna’'s argument that ‘lwinéerential frame” means that the frame must
necessarily surround the “entirbddy of the windows because suzltonstruction would be at

odds with the language indlspecification describingetpreferred embodimentd. at 20-21.
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Specifically, the detailed description of thereferred embodiment” section of the ‘617
patent states:

The circumferential frame 12 preferably includes at leashe unitary full-
circumference memberextending all the waaround the perimeter.

(‘617 Pat. col. 4, ll. 23-26.) The Court reasorthdt the inventors preferred that the term
“circumferential frame” include “at least oneitamy full-circumference member extending all
the way around the perimeter,” but did not neaglgseequire a full-circumference member be
utilized. The Court reasonedath“circumferential” and “fulleircumferential” should not be
construed to have the same meaning. Accorginigé Court rejected Mgna’s argument that the
“circumferential frame” claim language requirgsat the frame entirely surround the glazing
windows. The Court stated: “Exactly how muchthe perimeter must be completed to be
‘substantially complete’ is open to interpretation, and is a question of fact which remain to be
decided in the case.” (Opini@énOrder at p. 21, Doc. No. 348.)

However, after considering the evidence submitted and studying the patent further, the
Court feels that it must slightly modify itsguwious construction. Because the ‘617 patent is
unrelated to the ‘769 patent, the Court musiggally construe “circumferential frame” in the
‘617 patent separate and apadnfr “circumferential frame” in t# ‘769 patent. These patents
have different inventors and tpatents do not claim priority @ common patent application.

The only claims in the ‘617 patent having tterm “circumferential frame” are Claims 8
and 9, which have explicit language requiring r@winferential frame ‘isrrounding the sliding
pane and a pair of fixed panes.” (Claighand 9, ‘617 Patent, col. 10 Il. 29-36.)

Dura argues that “circumferential frame” shobklconstrued to mean “a frame at or near

the periphery of the window that does not require a full-circumference member.”
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Magna argues that “circumferential frame” stibbé construed to mean “outer peripheral
frame.” Neither Dura nor Magna provided exigasanalysis for its mposed interpretation in
their prehearing briefs to the Court.

The “Background of the Inventd of the ‘617 patent prodes relevant context for
interpreting “circumferential &me” in the ‘617 patent. $pifically, the “Background of the
Invention” section states:

Motor vehicle window assemblies having onarmre sliding panes, that is, panes

which slide either substantially horizoryalor vertically with respect to the

window assembly, may be either manuadlyerated or operated by an electric

motor. Such window assemblies are used, for example, as rear slider windows for
pick-up truck cabs, typically havingarcumferential (that is, outer peripheral)

frame in which are mounted one or more sliding panes along with one or more

fixed panes.

(‘617 Pat., col. 1 Il. 23-31.) The ‘617 patentisitten description does not have the language
that is contained in the ‘76@atent which defines circumfergal to means “complete or
substantially complete perimetaround the glazing panes.” Thefidgional phrasewhich is in

the ‘769 patent is not contad in the ‘617 patent.

The Court finds that the language of ClaBnspecifically states what is meant by
“circumferential frame.” Claim 8 states airtmumferential frame surrounding the sliding pane
and a pair of fixed panes.” The languageCtdim 8 following “circunierential frame” defines
what is meant by this claim term. Accordinglige Court construes “circumferential frame” in
Claims 8 and 9 as follows: “a frame that surrouti@ssliding pane and a pair of fixed panes.”
The Court’'s analysis is consistent withetteachings of the Beral Circuit. InPhillips, the
Federal Circuit stated that “the context in which a term is used in the asserted claim can be

highly instructive” in determining the meaning of the dispute claim temillips, 415 F.3d at

1314. “While certain terms may be at the centethefof claim construction debate, the context

53



of the surrounding words of the claim also d@nsidered in determimg the ordinary and
customary meaning of those terms&CTV, Inc. v. The Walt Disney C&46 F.3d 1082, 1088
(Fed. Cir. 2003). Here, the words after thansléerm “circumferential frame” make clear that
the circumferential frame surrounds the isigdpane and a pair of fixed panes.

The specification of ‘617 patent does noihtain the same “complete or substantially
complete” language to define “circumferential fienas is contained in the ‘769 patent’s written
description, and the @ot will not use languagen the ‘769 patent talefine the ‘617 patent
because the patents are unrelated.

The Court previously found that the follavg language supported a claim construction
that the circumferential frame need not ehfimirround the sliding pane and fixed panes:

The sliding pane 18 and the left and rifilied panes 14, 16 are mounted in the

circumferential frame 12. The circumfetiah frame 12 has substantially vertical

left and right frame portions 28, 30, respively, interconnected by substantially

horizontal top and bottom frame portions 32, 34. Tineumferential frame 12

preferably includes at least one urary full-circumference member

extending all the way around the perimeter The full circumference member 12

can be formed by injection molding inggke around the fixed position panes. The

circumferential frame 12 can be formed of any suitable material such as, for

example, a plastic. A suitable plasti¢ figr example, GELOY which is available

from the General Electric Company. Qptal left and right mullions 36 can be

positioned at the junction of the slidingneal8, in its closed position, with the

left and right fixed panes 14, 16, respectively.

The above embodiment in the written dgstoon is describing a preferred embodiment
where the circumferential frame is formed @sone-piece or unitargtructure. The “full-
circumference” language is only emphasizing okimg clear that the circumferential frame is
preferably a one-piece molded component.

In Dura’s Supplemental Claim Construeti Brief that Dura filed after the claim

construction hearing, Plaintiff asks the Court donstrue “surround” to mean “a partially

surrounding frame.” Dura provided the Court watigeneral dictionary definition for “surround”
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as meaning “to cause to be enl@dccon all or nearly all sides.(Ex. A to Plaintiffs’ August 2,
2010 Supplemental Claim Construction Br.) Theurt finds that the term “surrounding” does
not need to be construed at this time because the term is a common word that jurors will
understand. Dura does not clainatthhe ‘617 patent or its presution history sets forth any
special definition for the term “surrounding,” buther Dura simply asks that the Court select
one of many possible genedittionary definitions. ImMAcumed LLC v. Stryker Corpi83 F.3d
800, 804-06 (Fed. Cir. 2007), the Federal Circuit hbht it is proper to allow a jury in its
infringement analysis to apply itsderstanding of ordima words in the context of the invention.

If, before trial, the Court needs to refine imgerpretation the Court will do so. However, the
Court feels its construction dear and unambiguous. Moreover, the Court notes that if Dura
wanted to put a qualifying word such asaffally” or “substantially” before the term
“surrounding” when it drafted alm 8, it could have done so. At the present time, the Court
feels that a jury can adequately apply thigiml construction in the context of the specific

accused device.

J. “SUPPORTED BY” IN CLAI M 3 OF THE ‘617 PATENT
Disputed Term Plaintiff's Proposed | Defendant’'s Proposed Court’s
Construction Construction Construction

4. “the guide bracket is | the flanges at least carried and held up by | The flanges at least
at least partially partially support the partially support the
supported by the guide bracket. Alternative: that the guide bracket.
flanges” (‘617 Patent — flanges hold up the
Claim 3) guide bracket in

position so as to keep
the guide bracket from
falling, sinking, or

slipping.
5. “supported by” (‘617 | Plaintiffs do not believe carried and held up by| The flanges hold the
Patent — Claim 3) this phrase requires guide bracket in
construction by the Alternative: that the position so as to keep
Court. flanges hold up the the guide bracket

guide bracket in
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However, should the
Court determine that
the term “supported by
needs to be separately|
construed, Plaintiffs
suggest the following,
consistent with the
plain and ordinary
meaning: “held in
position by so as to
keep from falling,
sinking, or slipping.”

position so as to keep
the guide bracket from
' falling, sinking, or
slipping.

from falling, sinking,
or slipping.

At least a pair of

opposed flanges mus

both form the
interference with the
guide bracket and at
least partially suppor
the guide bracket.
The “open” nature of
Claim 3 means that
Claim 3 would cover
additional flanges
that only support the

—

D

guide bracket.

The parties request that the Court constingeterm “supported by” in Claim 3 of the ‘617

patent.

Claim 3 of ‘617 reads:

3. The sliding window assembly according to claim 2, wherein the guide
bracket is at least partialgupported by the flanges and slides along the flanges
as the sliding pane is moved been the closed and open positions.

Claim 3 is a dependent claim that relates btacikClaim 2, which describes the “flanges” as

forming an interference with the geidbracket. Claim 2 reads as follows:

2. The sliding window assemybaccording to claim 1, wherein the frame member
has a bottom wall and a pair of sideliwaxtending from oppdte edges of the
side wall to form the channel and oppogkhges inwardly extending from the
side walls to form the interference with the guide bracket.

Figure 2 of the ‘617 patent, which is reprodutedbw, illustrates an embodiment of the

invention of Claim 3:
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The guide bracket is shown withe reference number 22. Tharfges are shown with reference
number 44. The sliding pane 18 fitéo the guide bracket 22.

Claims 2 and 3 together require opposeddts that extend from the side walls to form
an “interference” with the guideracket and at least partiallygport the guide bracket. Figure 2
of the patent above, shows the flanges 44 forming an interference behedeody of the guide
bracket 22 and the legs 54. The patent’s writiescription explains the interference as follows:

The guide bracket 22 is mechadigdocked or secured to the
lower frame member 20 to limit vertical movement of the guide
bracket 22 relative to the lower frame member 20. The illustrated
guide bracket 22 is secured to the lower frame member 20 with an
interference formed by snap-fit engagement or connection. The
snap-fit connection eliminates the need for separate fasteners and
makes installation quicker. The snap-fit connectelies upon the
resiliency or position memory of at least one flexible deformable
member of a component to establish a position locking location
relative to a corresponaty member or orifice in the other member.
Typically and preferably this iaccomplished by simply pushing
the two components together.

(‘617 pat. col. 5-6 Il. 56-1.) The interferené# prevents the gurl bracket from moving
vertically out of the laver frame member 20.ld at col. 2 Il. 7-10.) According to the invention

of Claim 3, the flanges 44 suspend the guidacket 22 off the bottom of the lower frame
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member 20 so that if dirt or rocks get into the bottom of the lower frame the dirt and rocks will
not obstruct the movement of the guide brackibe claim limitation specifying that the guide
bracket is “supported by” the flangés referring to the fact théihe flanges suspend the guide
bracket off the bottom wall 38 of the lower frame member 20.

The Court previously construed the phrase containing the “supported by” language in its
opinion denying Magna’s motion for summary jaggnt of non-infringement. Magna argued in
its motion for summary judgment that its GROD power sliding rear window does not infringe
upon the ‘617 patent because the GMT900 doesnctide a guide bracket “at least partially
supported by the flanges,” as required by Claiof the’617 patent. In denying Magna’s motion
for summary judgment, the Court construed theapéir‘wherein the guide bracket is at least
partially supported by the flange&y mean that the “flanges ‘East partially support’ the guide
bracket.” (Opinion Order p. Poc. No. 348.) Magna now recgte that the Court construe
“supported by” separately from the larger phrase.

In its opening claim construction brief, Buargued that the claim language does not
need to be construed or, in the alternativat tine “flanges may hold the guide bracket in
position so as to keep the guide bradkem falling, sinking, or slipping.”

In its response brief, Magna argues ttis# proper constructh of “supported by” is
“carried and held by,” which Magna says is fflain and ordinary meaning. In support of its
proposed construction, Magna getigreirected the Court to “Figures 2, 5, and 6 and column 5,
lines 50-55 of the ‘617 pateniMagna also refers to 2002 Webs&eNew World Dictionary and
Thesaurus: support — to carrnetiveight of; hold up.” (Magneesp. br. p. 11, Doc. No. 411.)
Column 5 lines 50-55 of the ‘617 patent state:

A bottom surface 52 of the guide brack® is generally planar and sized to
engage the upper surfaces 46 of the lofr@me member flanges 44 so that the

58



guide bracket 22 isupported by the flanges 44 and is longitudinally slideable
along the flanges 44 witlthe channel 42.

Magna, however, says that it would agree to Byseoposed alternative definition, “flanges may
hold the guide bracket in position so as to keep the guide br&oketfalling, sinking, or
slipping,” if the word“may” is removed. Ifl.) Magna points out thdimay” in Dura’s proposed
construction means that the construction is optional and contrary to the claim language which
requires that the flanges “at least fIg” support the guide bracketld()

In its reply brief, Duraappears to concede to Magmargument and changes its
alternative construction dsupported by” to mean “held in piien by so as to keep from falling,
sinking, or slipping.”

Because the parties appear tarbsubstantial agreement tsthe proper construction of
“supported by,” the Court constrsiésupported by” to mean that “the flanges hold the guide
bracket in position so as to keep the gudecket from falling, sinking, or slipping.”

At the claim construction hearing and briefing following the claim construction
hearing, the parties raised trssue of whether the flanges tliatm the interference with the
guide bracket and the flanges tlatleast partially support thguide bracket must be the same
set of flanges or whether diffnt flanges can perform thenterference” and the “supporting”
functions. To better understand the disputeis helpful to look at the accused product

(GMT900), which is depicted below.

59



GMT900
Guide Bracket

i
r U
o
Interference flanges —__|

\:\

¢/

\

N

1\

Support flanges —

(Magna’s Summary Judgment Motion [Doc. No. 202], p. 10)(arrows and labels added))

The accused device uses two different sets of flanges, a small upper pair of flanges and a lower
larger pair of flanges. Instsummary judgment motion, Magna argtieat “[t|he side flanges of
the GMT900 operate from the sides to providerierence and secure the guide bracket from
lifting out of the channel; however [the] GMT980supported by a second, larger pair of flanges
which are located completely below the guidadket.” (Doc. No. 202 p. 10.) In other words,
Magna argues that the same flanges must pertbe interference and at least partially support
the guide bracket.

Dura argues that even if Magna is factuallyrect in that the interference flanges of the
GMT900 do not partially support the guide brackes thstinction is irreevant because Claim 3
of the ‘617 patent does not requ that the same flanges forthe interferece and at least
partially support the guide braek According to Dura, Clai 3 means that the supporting
function recited in Claim 3 is performed by ooe more of the “opposed flanges inwardly
extending from the side walls,” recited in Claim 4n other words, Dura argues that different
flanges can form the interferenegth the guide bracket and kast partially support the guide

bracket.
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Magna argues on the other hand that thegis being referred to @laim 3 as “at least
partially supporting” the guide bracket, are the same flanges that form the interference that is
recited in Claim 2. In other words, Magna aguhat according to the way that claims are
drafted, the same flanges are to perform therf@rence fit and suppotthe guide bracket. In
support of its argument, Magna relies on the flaat Claim 3 is a depeniieclaim that depends
from Claim 2 and that the language “the flangesClaim 3 refers to the same flanges that are
introduced in Claim 2 that foritne interference. Magna reliea the patent drafting convention
of “antecedent basis.”

2. The sliding window assenybaccording to claim 1, wherein the frame member

has a bottom wall and a pair of sideliwaxtending from oppdte edges of the

side wall to form the channel amgpQsed flangesnwardly extending from the

side walls to form the interference with the guide bracket.

3. The sliding window assembly according to claim 2, wherein the guide

bracket is at least partially supportedthg\flangesand slides along the flanges

as the sliding pane is moved been the closed and open positions.

Under the patent drafting convention of haviagtecedent basis,” ¢hpatent drafter will
use an identifier such as “said” or “the” when referring back to the previously introduced claim
element. In this case, Magna argtieat the patent drafter, by ngithe term “the” in front of the
term “flanges” in Claim 3, the drafter was refeg back to the “opposed flanges” language in
Claim 2.

Magna also notes that therenigt any suggestion or discussionthe specitation of the
‘617 patent of using differentdhges to perform the functions fofrming the interference with

the guide bracket and supporting thuide bracket. The only embodiment described in the ‘617

patent for “opposed flanges” shows a pair opposed flanges with each of the flanges
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performing both functions of forimg the interference with the gle bracket and supporting the
guide bracket. This can be seerffrigure 2 of the ‘617 patent shown above.

Dura responds by arguing that “although tipposed flanges of the frame member must
collectively form the interference with the guide bratland at least paatly support the guide

bracket, there is no requirement tha¢mvflange must perform both functiohs(Pl.’s Reply to

Def.’s Supp. Claim Constructn Br. at p. 1, Doc. No. 430.)

The Court finds this claim construction issioebe a close question. Both parties have
presented good arguments upport of their positions.

Based on the structure of Claims 2 and &, @ourt agrees with Magna that the claim
term “the flanges” in Claim 3 refers to therftges introduced in Claim 2Claim 2 states that a
set of opposed flanges forms the interference thighguide bracket. Thu€laim 3 is referring
to the same set of flanges that form the iet@mce with guide bracket. Because Claim 3 has the
open transition phrase “comprising,” a device vatditional flanges that only support the guide
bracket could infringe Claim 3. €Court holds that at least aipaf opposed flanges must both
form the interference with the guide bracket ahdeast partially support the guide bracket, but
that infringing products can have additional §las that only support the guide bracket.

The Court notes that the ‘617 patent only dbéss an embodiment whe at least a pair
of opposed flanges both forms the interferendtd whe guide bracket and supports the guide
bracket.

Dura also introduced evidence that shoafier the Court’s clainconstruction hearing it
filed a “Supplemental Statementi the reexamination proceedingtbk ‘617 patent to “clarify”

how this claim construction issue should benstrued. Dura filed the statement in the
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reexamination proceeding on the same day, Aub@isP010, that it filed its Motion for Leave to
File a Reply to Defendant’'s Supplemental Claim Construction Brief. The statement states:

Supplemental Statement Concerning Claim 3 & 4

By way of clarification, the flanges in Claims 3 & 4 collectively
form an interference with the mgie bracket and support the guide
bracket, however, each flange need not perform both recited tasks
and both recited tasks need ro# performed at the same time
regardless of which ones of the tedi flanges performs the tasks.
See, for example, Figs. 2, 3, &nd 6. By way of further
clarification, the language of claim 3:

wherein the frame member fosnan interference with the
guide bracket to limit movememtf the guide bracket in
the direction of the heighof the channel to limit
movement of the guide braek out of the channel,
wherein the frame member $ra bottom wall and a pair
of side walls extending from opposite edges of the bottom
wall to form the channel and opposed flanges inwardly
extending from the side walls to form the interference
with the guide bracket, whereithe guide bracket is at
least partially supported by dhflanges and slides along
the flanges as the sliding pane is moved between the
closed and open positions.

means that although the opposed flanges of the frame member
must collectively form the interference with the guide bracket and
at least partially suppbthe guide bracket, there is no requirement
that each of the flanges must e both functions only that the
flanges collectively perform & function. Also, there is no
requirement in the claim that both functions must be performed at
the same time. This is also made clear by claim 4 where the guide
bracket has a pair of opposedwatdly extending legs which are
located between the flangesdathe bottom wall of the frame
member to form the interferencelhus, the language of claim 3
clearly does not require that alafiges must form the interference
with the guide bracket and support the guide bracket, only that the
collective flanges mugterform this function.

The Court that finds that if it were to giedfect to the above “clarification” statement,

the statement could raise a question as to thdityeof the claim. 35 U.S.C. § 305 states:
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In any reexamination proceeding under this chapter, the patent

owner will be permitted to propesany amendment to his patent

and a new claim or claims theoetin order to distinguish the

invention as claimed from the priart cited undethe provisions

of section 301 of this title, or in response to a decision adverse to

the patentability of a claim of patent. No proposed amended or

new claim enlarging the scope of a claim of the patent will be

permitted in a reexaminationqaeeding under the chapter.
According to 35 U.S.C. § 305, a claim cannobbeadened through a reexamination proceeding.
Moreover, under 8 305, the patemtvner is only permitted t@ropose any amendment “to
distinguish the invention as claimed from thepart cited under the pvisions of section 301
of this title, or in response to a decision advéosthe patentability of alaim of a patent.” In
this case, Dura’s statement raises questiogardeng whether it may viate these provisions of
§ 305.

The Court also recognizes that the statement made in the reexamination seems to be
directed at this litigation. As Magna has pointed, there is case law thiaolds that self-serving
statements in reexamination proceedings diecolely at affeatig ongoing litigation can be
given less weight or no more weight than thstiteony of an interesteditness or argument of
counsel. Pitney Bowes, Inc. v. Hewlett-Packard Cb41 F. Supp. 2d 288, 298 (D. Conn. 2001)
(citing Moleculon Research Corp. v. CBS, .In£93 F.2d 1261, 1270 (Fed. Cir. 1986)). At the
time Dura made the statement, the pending claim in the reexamination proceeding was only

objected to for typographica&rrors. Therefore, it appears thadra’s statement was directed at

affecting this litigation.

K. ‘“OUTWARDLY EXTENDING LEGS” IN CLAIM 4 OF THE ‘617 PATENT

Disputed Term Plaintiff's Proposed | Defendant’s Proposed Court’'s
Construction Construction Construction
6. “outwardly extending | a pair of outwardly Agreed to Dura’s A pair of outwardly
legs” (‘617 Patent — extending legs. proposed construction | extending legs.
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Claim 4) at oral argument.

Magna had requested that the Court constineephrase “outwardlgxtending legs” in
Claim 4 of the ‘617 patent. At oral argument, pfagties agreed to Durafgoposed construction.
Accordingly, the Court construes “outwardlytemding legs” to mean “a pair of outwardly

extending legs.”

L. “SLIDING WINDOW ASSEMBLY” IN CLAIMS 10 AND 14 OF THE ‘617
PATENT

In its response brief, Magna had requestedl ttine Court construe the claim term “sliding
window assembly” in the preambles of Clait8 and 14 of the ‘617 Patent. At the claim
construction hearing, Dura and Magagreed that this claim limitatiois no longer in dispute.

(July 22, 2010 Transcript at pgs. 96-99.)

M. “TRANSITION BLOCK” IN CLAIMS 10 AND 14 OF THE ‘617 PATENT

Disputed Term Plaintiff's Proposed | Defendant’'s Proposed Court’s
Construction Construction Construction
14. “transition block” | Plaintiffs do not believe box that permits This claim limitation
(‘617 Patent — Claims | the phrase “transition | movement (transition) | does not need to be
10, 14) block” requires of a conduit portion construed at this time.
construction by the
Court.

Magna requests that the Court construe thm téransition block”in Claims 10 and 14

of the ‘617 patent.
The relevant portions of Claini® and 14 are reproduced below:

10. A sliding window assembly for a moteghicle comprising, in combination:
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a frame member forming a channel havirgragth, a width, and a height; a guide
bracket located at least partially witttime channel and slideable along the length
of the channel;

a sliding pane carried by the guide bretcketween a closed position and an open
position; a pull-pull cable drive assembly operably secured to the guide bracket to
move the sliding pane between the closed and open positions;

wherein the drive assembly includes a drive motor, a drive drum rotatable by the
drive motor, and a drive cable connectimgle of the guide bracket with the drive
drum such that rotation of the drive driimone direction pulls the guide bracket
and the sliding pane toward the open positand rotation of the drive drum in the
other direction pulls the guide bracketdathe sliding pane toward the closed
position;

first and second transition blockslocated at least partially within the channel of
the frame member at opposite endstlud frame member and movable in a
direction along the lerig of the channel,

whereinthe first and second transition blockseach form a passage receiving an
end of a conduit portion dhe drive cable and through weh a core portion of the
drive cable passes tbe guide brackeand

wherein the frame member forms a first interference thightransition blocks to
limit movement ofthe transition blocks in the direction ang the height of the
channel, the frame member forms a second interference with afathe
transition blocks to limit movement ofthe transition blocks in the direction
toward a center of the channel along tength of the channel, and the frame
member forms no interference against movemeih@fransition blocks in the
direction away from the centeroalg the length of the channel.

14. A sliding window assembly for a moteghicle comprising, in combination:
a frame member forming a channel myva length, a width, and a height;

a guide bracket located aakt partially withinthe channel anslideable along the
length of the channel,

a sliding pane carried by the guide bretcketween a closed position and an open
position;

a pull-pull cable drive assembly operablgwwed to the guide bhcket to move the
sliding pane between the closed and open positions;

wherein the drive assembly includes a drive motor, a drive drum rotatable by the
drive motor, and a drive cable connectimgle of the guide bracket with the drive

66



drum such that rotation of the drive driimone direction pulls the guide bracket

and the sliding pane toward the open positand rotation of the drive drum in the

other direction pulls the guide bracketdathe sliding pane toward the closed

position;

first and second transition blockslocated at least partially within the channel of

the frame member at opposite endstled# frame member and each forming a

passage through which tdeve cable passes;

wherein the frame member forms a first interference thightransition blocksto

limit movement ofthe transition blocks in the direction ang the height of the

channel, the frame member formssacond interference with each tie

transition blocks to limit movement ofthe transition blocks in the direction

toward a center of the channel along flength of the channel, and the frame

member forms no interference against movemettefransition blocks in the

direction away from the center alotige length of the channel; and

wherein each othe transition blocks are secured to the frame member with a

snap-fit connection. (Emphasis added.)

An exemplary embodiment of a transition block 26 is best shown in Figures 8, 9, and 10
of the ‘617 patent, which are reproduced belawd the transition block is described in the
“Detailed Description of Certain Preferred Embudints” section of the ‘617 patent in some
detail. Figures 1 and 3-5 also show elementh®fexemplary transitioblock. In the drawings,
the transition block is used to transition franconduit surrounding a driveable to just a naked
drive cable and through which the drive cable pa$seonnect to the guide bracket inside the
channel of the frame member. The transition lblscdesigned to at least partially fit in the

channel of the lower frame member 20. A titmis block is located at each end of the lower

frame member 20.
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Dura argues that the claim term “transition block” does not need to be construed because
its meaning would be clear to a person of ordinary skill in the art.

Magna argues that “transition block” should be interpreted to mean “box that permits
movement (transition) of a condlportion.” At oral argumentylagna argued thdhe transition

block should be construed to allow “transiticar”movement of a conduit up and down as shown

68



for example in the third portio 104 of the transition block of Figure 10. (July 22, 2010
Transcript at p. 106.)

The Court disagrees with Magna’s proposed tanson. The Court finds that this term
does not need to be construed as the claims themselves set forth what is the function of the
transition block in the claims. The language & tihaims adequately set forth what is meant by
transition block. For example, Claim 10 stat®gherein the first andecond transition blocks
each form a passage receiving an end of a copdttion of the drive cable and through which a
core portion of the drive cable passes to the dgoiideket [in the frame memier..” Likewise
Claim 14 states: “first and secondrtsition blocks located at legsdrtially within the channel of
the frame member at opposite ends of the é&ranember and each forming a passage through
which the drive cable passes. . .The Court notes that the parties did not fully explain how this
claim limitation relates to the accusproducts. If, before the trighe Court feels that it needs
to refine its construction bag@n a better understanding oéthccused products, the Court can
do so. However, the Court holds that the terrm&itgon block” does not need to be construed at

this time.

N. “SNAP-FIT CONNECTION” IN CL AIM 14 OF THE ‘617 PATENT

Disputed Term Plaintiff's Proposed | Defendant’'s Proposed Court’s
Construction Construction Construction
15. “snap-fit Plaintiffs do not believe a connection that relies The claim limitation
connection” (‘617 the phrase “snap-fit upon the resiliency or | does not need to be
Patent — Claim 14) connection” requires | position memory of at | construed at this time.
construction by the least one flexible or
Court. deformable member of

a component to
establish a position
locking location
relative to a
corresponding membe
or orifice in the other
member.
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The parties request that the Court constreetéihm “snap-fit connection” in Claim 14 of
the ‘617 patent.
The relevant portion of Claim 14 is produced below:

14. A sliding window assembly for a moteghicle comprising, in combination:

* * *

wherein each of the transition blocks aecured to the frame member with
snap-fit connection

Magna argues that the claim term “a snaditinection” should be construed to mean “a
connection that relies upon the resiliency origgms memory of at least one flexible or
deformable member of a component to lelsdh a position lockinglocation relative to a
corresponding member or orifiégn the other member.”

Dura argues that “a snap-fit connectiatdes not need to be construed.

The written description of th'617 patent provides the folling explanation of “snap-fit
connection” in the detailed descriptiohthe preferred embodiments section:

The illustrated transition block 26 is seed to the lower frame member 20 with

an interference formed by a snap-fit engagement or connection. The snap-fit
connection eliminates the need for separate fasteners and makes installation
quicker. The snap-fit connection relies upon the resiliency or position
memory of at least one flexible ordeformable member of a component to
establish a position locking location relative to a corresponding member or
orifice in the other member. Typically and preferably this is accomplished by
simply pushing the two components togetfiére illustrated transition block 26 is
provided with a pair obpposed longitudinally extenaj horizontal grooves 106

in the side surfaces 90. The illustragrdoves 106 are generally semi-circular in
cross-section and are sized and shapedaperate with the protrusions 50 on the
side walls 40 of the lower frame member 20. The grooves 106 are spaced apart
from the bottom surface 108 of the tramsitiblock 26 a distance such that the
transition block bottom surface 108 rests upon the flanges 44 of the lower frame
member 20 when the protrusions 5@ arthin the grooves 106. One or both of

the transition block 26 and the lower frammember 20 are preferably formed of a
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resilient material so that the transition block 26 can be snap-fit into the lower

frame member 20 by pushing the transitioockl 26 into the channel 42 as one or

both of the protrusions 50 and grooves 10fedéeto permit the protrusions 50 to

pass into the grooves 106 atiten resiliently snap backito their interfering

position to limit vertical movement of the transition bracket 26 relative to the

lower frame member 20. Preferably, tlhmerference substantially prevents

vertical movement of the transition blo26 relative to the lower frame member

20. It is noted that the transition block 2én alternatively be inserted into the

lower frame member 20 by longitudinally shgd into the chanrel2 from one of

the ends of the channel.
(‘617 pat. col. 8 IIl. 15-49 (emphasis added.))

The Court holds that this claim term does neéd to be construed at the present time.
The Court believes that the jumyill understand the term “snap*fin the context of this
invention. Specifically, the Court holds that a jwil be able to determine whether the accused
products have a transition blodhat is secured to the aime member with a “snap-fit
connection.” While Magna’s proped construction appears to dmnsistent withthe teachings
of the written description of the ‘617 patetite Court does not want to import limitations from
the written description into the claims. Theutt notes that the pat did not adequately
explain how this claim limitation relates to thecased products. According to Federal Circuit
precedent, the Court is to construe the dispuatann limitations in the context of the accused
products. Otherwise, the Court’s opinigrsimilar to aradvisory opinion.Lava Trading, Inc. v.
Sonic Trading ManagementLC, 445 F.3d 1348, 1350 (Fed. Cir. 20069¢ alsalang v. Boston
Scientific Corp, 532 F.3d 1330, 1337-1338 (Fed. Cir. 2008)bdfore the trial, the Court feels
that it needs to construe this term after hgva better understanding of the infringement and
non-infringement positions as they relate toabeused products, the Court can do so. However,
the Court holds that the term “snap-fit” does ne¢d to be construed at this time because a jury

can understand if the accused product has a t@m&itock that is secured to the frame member

with a “snap-fit connection.”
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V. CONCLUSION

The Court hereby construes the disputkiim terms as set forth above.

SOORDERED

Dated: October 25, 2010 s/ Sean F. Cox
San F. Cox
U.S. District Judge

| hereby certify that a copy dhe foregoing document was sedvupon counsel and/or the
parties of record by electronic andFirst Class Miion October 25, 2010.

Dated: October 25, 2010 s/ Jennifer Hernandez
Gase Manager
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