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TRIAL BRIEF

INTRODUCTION

Plaintiff has accused Connexus CorpanatiFirstlook, Inc., and Navigation Catalyst
Systems, Inc., (collectively, “Connexus” or é2ndants”) of violatig the Anticybersquatting
Consumer Protection Act, 15 U.S.C. 8§ 1125()CPA”) by registering over 250 domain
names that are confusingly similar totitsdemarks, THE WEATHER UNDERGROUND and
WUNDERGROUND.COM. However, to make oupama facie case under the ACPA,
Plaintiff must showinter alia, that the domain names at issare confusingly similar to
Plaintiff’'s marks and that Connexus had a “badfatent to profit” from them. Plaintiff cannot
make this showing.

The evidence at trial will demonstrate tikainnexus was not even axe of Plaintiff or
its marks prior to registering the domain naraessue and did notriget Plaintiff or the
goodwill of its marks. Thus, Plaintiff's claiomder the ACPA fails. Moreover, Plaintiff's
requested damages under the AGRA so disproportionate to Deftants’ actual profits from
monetization of the domain names at issue as to render the requested damages unconstitutional.

I. STATEMENT OF FACTS

Before addressing the merits of the issudereehe Court, in sections II.A. and I1.B.
below, Connexus provides a brief history af thusinesses that underlie this dispute and a
detailed description of the process by which Navigation Catalyst Systems, Inc. (“NCS”)
registered domain names. Particularly in lighthe fact that Plaintiffs ACPA claim hinges on

showing that Connexus had a “bad faith intergrtfit” from Plaintiff's marks, it is helpful to
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understand the process by which NCS registdogdain names and, more importantly, what
steps were taken to avoid the registratiodarhain names that corresponded to trademarks.

A. Background Of Bulk Domain Nantfeqistration And Monetization.

The Rise of Bulk Domain Name Registration. In 1999, the ACPA was enacted in

response to the intentional registration of donmames and subsequent “ransoming” of these
names to a brand holder, such as Microsofstibat from the practicef cybersquatting, other
persons recognized that domaemmes could hold inherent valuapart from their association
with trade or service marks. Thus, when dommame registration became generally available
on a commercial basis, such persons soughtaousgte in their valuby registering and holding
domain names for sale.

Concurrently, as the commercial internet exgesd, methods of searching the internet for
relevant information became one of the primary activities conducted by internet users. Internet
“search engines,” such as Yahoo! and Google, partially filled this need. Aside from using
internet search engines, howewamother manner in which intatusers find information is by
what is called “Direct Navigation.” In Dire®avigation, internet users type search queries
directly into the “address badf web-browsing software (such bdernet Explorer or Mozilla
Firefox).

The Monetization of Domain Names. As domain speculators accumulated portfolios of

domain names for potential sale, they sowggns to earn income from their domain names
which remained unsold. Meanwhile, interneach engine companies such as Yahoo! and

Google determined that searabutd be made profitable by sellifigearch advertising.” Search
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advertising operates by invitinglertisers to submit bids for their advertisements to be
displayed in response to searches condugyeinternet search engine users.

For example, the search term “automobilestéesd into a search engine such as Google
or Yahoo! will cause the display of “sponsoratki” or a similar indication, along with a listing
of prominently displayed links tadvertisers who have bid pay a “click-through” fee to the
search engine operator for each user whiclkglon a sponsored advertisement to reach the
advertiser’s site through the seamaigine. This type of revenuaodel is referred to as “pay-per
click” or PPC.

To capture potential visitor traffic froatirect navigation, int@et search engine
companies such as Yahoo! and Google alsoilblige PPC advertisements via syndication to
domain name registrants. For examfile,registrant of a domain name such as
DatingForBusyProfessionals.com, whether the domame was registered for resale or future
development, contracts directly iodirectly to allow the domainame to be used to display PPC
ads. In such an arrangememhen an internet user visitse web page corresponding to the
domain name, the web page is automatigadlgulated by PPC advertisements provided by the
search engine company. A share of the revénone such PPC advertisements is paid by the
search engine company to the domain name registrant, in exchange for providing the domain
name as a platform for displaying such advertesgism Search engine companies typically refer
to this method of distributing advertisementstes“domain channel” in contrast to the “search
channel” wherein sponsored adv&tments are displayed directly at the search engine site.

In a typical PPC advertising arrangemeng, dlomain name is utilized as a publishing

platform by the search engine company which pateslthe web page with sponsored PPC links
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as if the domain name itself were entered theosearch engine as a search term. While the
domain name registrant doest typically control the settion and arrangement of the
advertisements, the search engine companyym &also has limited control over what search
terms the advertisers select to h#tweir advertisements displayed.

The distribution of PPC advesing by search companiegdligh the domain channel has
advanced to the point where domain names are ofgstered purely faheir traffic potential,
instead of for resale. The ability to sell domaafftc resulting from diret navigation has led to
a number of techniques for accumulating domameswhich have the potential to generate
traffic per se.

The Inception of Domain Tasting. In the year 2000, ICANN stituted a standard policy

under which a domain name, once registered, coutteleted within five days of its initial
registration without inauwing a fee for registration of trdomain name. This period was known
as the “five day grace period” tadd grace period.” The search fitirect navigation traffic for
domain names, combined with the five dagice period led to a practice known as “domain
tasting.” In domain tasting, a domain name widug registered andeh monitored during the
five day grace period to determine whethepitgjected annual traffic value exceeded the
registration fee.

The practice of domain tasting was condudigé number of domain name registration
companies using a variety of sources for charattangs to be used to generate candidate
domain names. It is believed that such cormgsmhad access to search data from search engine
companies themselves, as well as “error datahfinternet service providers and domain name

registries, which provided chatec strings having potential vauas such character strings
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corresponded to entries by internsers into search engines or ithe address bars of browsers
for otherwise non-exist¢ domain names.

Addressing the Issue of Trademark Correspondence. One hazard of large-scale bulk

domain registration is that s® of the domain names may identally correspond to trade or
service marks. While a characggring such as “Tide” may refés the lunar gravitational effect

on large bodies of water, it may also corresporal boand of laundry detergent. Since a domain
name registrant does not typicadlgntrol what advertisemerase displayed on a webpage used

to publish advertisements generated by a seanctpany, there is no completely effective way

for the domain name registrant to know whether a domain name containing the string “tide” will
cause the display of surfing information aunary information. Furthermore, the advertising
results generated by any particular keywor@sdatermined by the collective action of those
advertisers who bid on keyword placement wiith search engine company, with whom the
domain name registrant has connection or contact.

As a result, responsible bulk domain regists address the problems of incidental
trademark correspondence in several ways. Ritste there is no completely reliable method of
filtering large numbers of strings against any particular database of trademarks, bulk domain
registrants have continued to develop and deploy filtering systems on their own and in
cooperation with brand owners. Second, responbillledomain registrants typically maintain
staff and counsel for reviewing communicationscllmay be sent by brand owners relating to
brand-relevant domain names that may hacaped capture by the filtering methods employed
by the bulk domain registrant. Where a domaim@&ontains an inappropriate character string,

or may have been targeted inappropriabglythe search engir@mmpany supplying the
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advertising feed, responsible bulk domain regiss typically work with the brand owner to
transfer or delete such domain names at no charge, and typically at a loss to the bulk domain
registrant, and further to update the filtering method to include variations of the asserted mark.

B. The Domain Name Registration Process.

The process by which NCS registered donmames has changed over time, such that
three different time periods must be evaluat@yl2004 to late 2006, (ii) late 2006 to June 2008
(i.e., the Add Grace Period), and (iijnk 2008 through 2009. Although the process has
changed, at all times, NCS took steps to avayistering and/or retaing domain names that
corresponded to trademarks. As detailed bed@S started with (and always had) a “human”
vetting process to review for trademarks, vihizas refined over a ped of many years, and
later added technology, which was furtheveleped over the last few years.

2004 to Late 2006. Prior to Fall 2004, the process for registering domain names was as

follows: (a) an operator would be providedpeadsheet of candigadomain names for
registration, (b) the operatorowld review the spreadsheetdiiminate domain names that
corresponded to trademarks based on theiopatknowledge, and (the remaining domain
names would be registered.

In Fall 2004, the predecessafrthe Connexus Companies implemented a trademark
matching system based on the domain namé®itUSPTO database. Subsequent to the
implementation of that 2004 trademark matchsystem, the spreadsheets viewed by the
operators would contaiimter alia, the candidate domain namewlaany potential matches to the
USPTO database (both literaldh“fuzzy matches” that weramilar but not identical).

Operators could then rely on the USPTO diatéduded on the spreadsheet when making their

125675.1



decision to exclude domain names for tradémneasons. After Fall 2004, operators also
screened candidate domain names agam#ternally created blacklist.

Late 2006 to June 2008. While the Add Grace Policy wan place, the process for

registering domain names was as folloya) NCS would test all candidate domain names
immediately, (b) NCS would identify candidat@orthy of registration beyond the grace period
because they were potentially profitable,N€&S would delete those candidate domain names
that either (i) were unprofitable or (ii) cosonded to trademarks; and (d) NCS would then
register the remaining candidatemains that were believedbbe clean (i.e., they did not
correspond to trademarks). During the timet tiCS was tasting domain names via the Add
Grace Period, the process for registering domain saweys included vetting for trademarks.

Throughout the years, NCS hadined its computer systego that its trademark
matching system was more effective. In 2986, Donnie Misino was tasked with creating a
new trademark tool that would have betteaziyimatching and better implementation of the
internal blacklist. Mr. Misino proposed atidnal refinements to the matching system and
domain name registration procésslanuary 2007. In the interim, the company continued to use
its existing trademark system as will be seemfie-mails during the time period referring to the
trademark matching system. Mr. Misino contidie work on a new fuzzy matching system
through April 2007, and a version of his trademfadey matching system likely came into use
in late 2007. In a further iteration, Mr. Misiaolded “N-Gram” matchintp his trademark fuzzy
matching system.

A further refinement to the registration pess was the addition of an exclusion file

containing a list of domain names previoustysidered for registtimn but rejected for
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trademark reasons. Any candidate domain nalmeh matched an entry in the exclusion file
was automatically rejected and never even considered by an operator.

Throughout the years, NCS has also undertalegiodic scrubs ots domain name
portfolio. In 2008, NCS undertook aview of its entire domain mae portfolio to identify and
delete any domain names that potentially corresponded to a trademark that might not have been
accurately avoided during thegrstration process. To accomplish its 2008 domain name
portfolio review, NCS createdspecial trademark tool for the task of comparing domain names
to trademarks in the USPTO database. Thegss also involved resiv by human operators.

The 2008 domain name portfolio review taoknths. As a result of the 2008 review,
approximately 25,400 domain names (or twent@et (20%) of the doaan name portfolio)
were deleted. NCS stopped tasting domamesvia the Add Grace Period in June 2008.

June 2008 to through 2009. After NCS stopped tastirdpmain names through the Add

Grace Period, the domain name process was as follows:

a. The process of selecting names todggstered as domain names begins with
names that are typed into the URLndow of a browser by a user, but do not
resolve to valid domain names. This ifereed to as “DNS error data.” Some of
this data comes from tdmrs owned by Firstlook thative been installed by
users, and some of it is purchased from thadies. This data is used to initially
populate the spreadsheet of candidate domain names.

b. The first step in filtering candidate domain names is to remove domain names that
have previously been consied for registration but jted as being too similar

to registered trademarks. The system maintains a list of all the previous names
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that have been considered in a @ildled “search_algo_clean_domain_names.”
As of September 13, 2010, this file contained about 75 million different names. A
small fraction of these, currently @it 372 thousand, have previously been
flagged as being similar to trademarkslaejected (i.e., the exclusion file).

These are the names that have a non*tratllemark_date.” The first filtering

step is to look up each candidate domain name in this table, and if the exact same
name has previously been flagged asesponding to trademniks, to reject it

from further consideration.

The next step in the evaluation of cantkddomain names is to add traffic data to
the names. The “traffic” of a given nansean estimate of how often that name is
typed into the URL window of a browsky a user, within a given time period.
This data is acquired froMerisign corporation for #n.com and .net domains.

The more often that a name is typed iatbrowser, the more profitable a given
name is likely to be if registered.hus, each name in the spreadsheet of
remaining candidate names is annotatétl warious estimates of the amount of
traffic that name has received in the past.

The next step is to annotate the namiés eata from what is referred to as the
“blacklist.” This is a list of apprornately ten thousand strings that were
generated by hand, to avdhk registration of tradenias. In this step, each
candidate name which includes a blacklistathe as an exact substring is marked
in the spreadsheet. For example, thengtfdow” is in the bhcklist, presumably

because it is part of trademarks owned by Dow Jones and Dow Chemical



corporations. Any candidate name, such as “shadow.com” that includes the string
“dow” as a substring, will be marked in the spreadsheetsastige, and the
corresponding blacklisted string, “dow” ihis case, will bestored with the
candidate string. In the glathese names were autditally excluded from the
list of candidate names. As of aast December 2010, they were simply marked
in the spreadsheet with thercmsponding blackdit string.

e. The next step is a manual review and filtering performed by Dennis Rhee. The
candidate names are automatically sobtgthe amount of traffic they generate,
and Mr. Rhee only retains those names ehtoaffic threshold is above a certain
level. In addition, Mr. Rhee markisdse blacklist matches that appear to
correspond to trademarks.

f. The next step is to automaticallymapare each of the candidate names to the
database of registered trademarkslighked by the U.S. Patent and Trademark
Office (the “USPTO database”). Thiatabase contains about 1.5 million
trademarks. In this case, the matchimgiore complex than simply performing
an exact complete match or an exadistring match, since the goal is to avoid
registering names that are confusingjiyilar to registered trademarks, in
addition to exact matches. Two different algorithms are used here. The first is
called a “fuzzy match” and the seconat#led an “N-gram match.” No actual
filtering is done at this stage, but the results of the fuzzy and N-gram matches are

added to the spreadsheet of candidate naifrtbey exceed a particular threshold.
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The fuzzy match is performed by &g of proprietary software that was
purchased from a third party. Given twattstrings, the fuzzy match is applied

to the pair, and the value returneda number between zero and one hundred,
indicating the degree of similarity beten the two strings. For each of the
remaining candidate names, and each entry in the USPTO database, the fuzzy
match is applied to that pair of strings. For each candidate name, those
trademarks in the USPTO database thatrnea value equal to or above a certain
threshold (e.g., 60% or 70%) are sbralong with the score itself.

Defendants’ employees observed kgezimentation thathe fuzzy match
algorithm does not return high scoresantthe two strings in question differ
significantly in length. Foexample, if a registered trademark appears exactly in
a much longer candidate name, the fuzmtch algorithm may not return a high
score, even though the candidate name leey to confusion with the trademark.
To deal with these cases, Firstlooklad an “N-gram match” which breaks up
each string into shorter character sequetit&sappear in it (e.g., the character
sequences would be called “digramsthié system werasing two-letter
sequences).

For example, the string “nike” consigithree digrams: “ni,” “ik,” and “ke.”

The N-gram score is the percentage ofatgs in the shorter string that appear as
digrams in the longer string. Again, tleatch is performed for all pairs of
remaining candidate names and traddsmar the USPTO database. For each

remaining candidate name, all the tradeks that generated an N-gram score
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equal to or above a certain threshold lssted, along with their corresponding N-
gram scores.

J- In the next step of the process, Rhee reviews the results of the fuzzy and N-
gram matches to the USPTO databaBeose names that, in his opinion, are
sufficiently close to a registered teadark are marked with an “X” in the
spreadsheet of candidate names. Mr. Rilg®marks those names that appear to
him to correspond to trademarks, even if they do not match names in the USPTO
database.

k. In the next step, David Hull reviews tbandidate names in the spreadsheet. Mr.
Hull marks with an “X” those names that,hrs opinion, should ndie registered.
While Mr. Hull may rely on all the informatin available to him at this point, his
decisions are based primarily on bladkiigatches and his subjective impression
of the similarity of a candidate nameaaegistered trademark. Mr. Hull's Xs are
placed in a different column of the spreadsheet than those of Mr. Rhee.

l. Finally, the spreadsheet of candidasenes is reviewed by Lily Stevenson, who
adds her own Xs to those names she bdisheuld not be registered. Again, this
can be based on all the information availdbleer at this point, but is primarily
based on blacklist matches and her subjective impression of the similarity of a
candidate name to a registered tradéands. Stevenson also has the authority,
though rarely exercised, to overidecisions of Mr. Hull.

m. Those candidate names that have not been marked with an X by Mr. Rhee, Mr.
Hull, or Ms. Stevenson, or for whichvato of Mr. Hull has been overridden by

12
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Ms. Stevenson, are then registered by Rttee on behalf of NCS, if they have
not already been registered by someone else.

C. Defendants’ Lack Of Knowledge ®faintiff At The Time Of Regqistration.

The evidence at trial will show that Connexal no knowledge of Plaintiff or its marks
prior to the registration of the domain namessitie, which were registered between 2004 and
2009. Connexus’s witnesses wilstigy that they did not, in f&, know of Plaintiff prior to
Plaintiff filing a UDRP action against NCS. &utestimony is consistent with the deposition
testimony of Plaintiff's officers.Plaintiff’'s President, Alan Steremberg, has previously admitted
to having no knowledge or proof that Defendants knew of Plaintiff fmioggistration of the
domain names at issue. $amly, Plaintiff’'s Chief FinanciaOfficer and 30(b)(6) designee
Jeffrey Ferguson admitted in his deposition thatlidenot know what evidence existed to show
that Defendants knew of Plaintiff. PlaintifiGhief Meteorologist, Jeffrey Masters, also admitted
his lack of knowledge regarding whether Deferid&mew about Plaintiff before registering the
domain names at issue.

In addition, the evidence at trial will t@nstrate that NCS’s #ware, which runs the
domain name registration process, does noetdrgdemarks (i.e., purposefully register domain
names because they are confusirggmilar to a known trademark).

.  ARGUMENT

A. The Prima Facie Elements Of An ACPA Claim.

The ACPA is set forth at 15 U.S.C. 11aK() and provides, irelevant part:

(A) A person shall be liablie a civil action by the owneasf a mark . . . if, without
regard to the goods or serviagfghe partiesthat person—
(i) has a bad faith intent togdit from that mark . . . ; and
(i) regqisters, w@ffics in, or uses a domain name that—
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() inthe case of a mark that is tilistive at the time of registration of the
domain name, is identical or confiugly similar to that mark . . . .

Thus, to prevail on an ACPA claira,plaintiff must show that(1) the defendant has registered,
trafficked in, or used a domain name; (2) the domame is identical or confusingly similar to a
distinctive trademark; and (3) the defendant had a bad faith intent to profit from the mark.

Because the domain names at issue are ndigdear confusingly similar to Plaintiff's
marks and the evidence at tnwll show that Connexus did notVa bad faith intent to profit
from Plaintiff's marks, Plaintiff canot prevail on its ACPA claim.

B. The Domain Names At Issue Are Not Casihgly Similar To Plaintiff's Marks.

“Confusing similarity” is gprima facie element of liability that Plaintiff will not be able
to establish at trial. 15 U.S.€.1125(d)(1). To satisfy thisexhent, Plaintiff must show that
each and every domain name at issue is idemdrcaonfusingly similar” to a distinctive mark
belonging to the Plaintiff. This isshowing that Plaintiff cannot make.

By way of example, the domain name <undergroundware.com> is not similar to
<wunderground.com>. The same is truedanunderground.com>. Persons looking for
<wunderground.com> did not accidentally type “r‘dnstead of a “w.” Instead, they clearly
just combined two generic words: “ran” alwhderground.” As another example, consider
<newundergorun.com>, which might be a typahef combination of the two generic words
“new” and “underground” but isot confusingly similato <wunderground.com>.

In short, Plaintiff cannot establish thama facie element of “confusing similarity”

necessary to impose liabilign Connexus under the ACPA.
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C. Defendants Did Not Have A Bad Faith Intd o Profit From Plaintiff's Marks.

To prevail on its ACPA claim, Plaintiff musiso show that Connexus had a “bad faith
intent to profit from [the] md&.” 15 U.S.C. § 1125(d)(1)(A)(i). The legislative history and the
language of the statute sugg#hat targeting of a particulanttemark is required to establish bad
faith intent. Thus, Plaintiffnust demonstrate that Conneal an intent to trade on the
goodwill of Plaintiff's marks. Because Plaintdannot meet this burden, its ACPA claim fails
for this additional reason.

1. Defendants did not target Plgfihor the goodwill of its marks.

Since the ACPA does not extend to those afeunaware of another’s use of the name,
to prevail on its cybersquatting claim, Plaintifist show that Connexug¢a) knew of Plaintiff’'s
marks and (b) registered confusingly similar @ammames with the bad faith intent to profit
from those marks. Given the statutory languagguiring Plaintiff to frst show that Connexus
actuallyknew of Plaintiff's marks prior to registratios logical. It woutl be impossible, of
course, to form the intent togdit from a mark if one does not$it know of the existence of the
mark. Here, however, the evidence at tridl d@monstrate that Connexus did not know of
Plaintiff's marks prior to their registratioree supra pp. 13.

2. The statutory factors do natpport a finding of bad faith intent.

The ACPA provides a non-exclus list of nine factors tha court “may consider” in
determining whether a person leabad faith intent to profit:

(1) the trademark or other intellectual propetghts of the person, if any, in the domain
name;

(1) the extent to which the domain name detssof the legal name of the person or a
name that is otherwise commoniged to identify that person;

(111) the person's prior use, @ny, of the domain name in connection with the bona fide
offering of any goods or services;

15
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(IV) the person's bona fide noncommercial or ése of the mark in a site accessible

under the domain name;

(V) the person's intent to divert consumewsrirthe mark owner's online location to a site
accessible under the domain name that could harm the goodwill represented by the mark,
either for commercial gain or with the inteénttarnish or dispage the mark, by creating

a likelihood of confusion as the source, sponsorship, afiilion, or endorsement of the
site;

(V1) the person's offer to transfer, sell, onetwise assign the domain name to the mark
owner or any third party for financial gain without having used, or having an intent to
use, the domain name in the bona fide offering of any goods or services, or the person's
prior conduct indicating pattern of such conduct;

(V1) the person's provision of material amdsleading false contact information when
applying for the registration of the domaiame, the person's intentional failure to

maintain accurate contact information, o fferson's prior conduct indicating a pattern

of such conduct;

(VI the person's registration or acquisition of multiple domain names which the person
knows are identical or odusingly similar to marks of oting that are distinctive at the

time of registration of such domain namesgitutive of famous marks of others that are
famous at the time of registration of suddmain names, without regard to the goods or
services of the parties; and

(IX) the extent to which the mark incorpagdtin the person's domain name registration

is or is not distinctive and famous withiretmeaning of subsection) (of this section.

15 U.S.C. § 1125(d)(1)(B)(i).

Several factors focus on whether the defendaati®ns are indicativef the presence of

bad faith and factor nine consit the “extent to which” the plaintiff's marks are or are not

distinctive or famous. Her¢hese factors favor Connexus:

125675.1

e Factor 5: This factor requas that the use of the domaiame create a “likelihood of
confusion.” But, the evidence will showattthere is no likelihood of confusion here.
Plaintiff and Defendants aret competitors offering siar services. Plaintiff's
website contains weather information, photographs, and weather data. Connexus’s
website only contains hyperlinks. A visitor to Connexus’s welvgould not confuse

that website for Plaintiff’s.
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Factor 6 This factor examines the traditial “ransoming” situation where a person

offers to transfer, sell, or otherwise @gsthe domain name to the mark owner for
financial gain. Here, the evidence at trall show that Connexus never attempted to
ransom the domain namasissue to Plaintiff.

Factor 7: This factor refas to the provision of materiahd misleading false contact
information when applying for registratiaf the domain name. The evidence will
show that NCS did not provide any neiatling false contact information when it
registered the domain names at issue.

Factor 8: This factor considers the person's registration of multiple domain names
which the person knows are dilutive of famanarks of others. Over time, NCS has
considered millions of domain names fegistration through its bulk registration
process. Thus, even if Plaintiff proviglevidence of 10-20 names registered by NCS
which are claimed to correspond to the ¢énadrks of others, given the relative
numbers, it cannot be said as a matterwftteat NCS’s process iadicative of an
intent to register domain namséhat correspond to trademarks.

Factor 9: This factor examines “the extemtvhich” Plaintiff's marks are or are not
distinctive or famous. Considering the mantlger uses of Plaintiff’'s marks is helpful
in this analysis: (a) Plaintiff's name h€& Weather Underground” is derived from a
1960s terrorist group, (b) theers a “Weather Undergroundi Hong Kong, (c) there
was a “Wunder” Brewery in San Fraaco at one point, and (d) there is a
“Wunderground” Magic Shop in Michigan. Asresult, it is impossible to determine

whether a visitor to one of the domaimmes at issue was actually trying to reach
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Plaintiff or was simply looking for infamation on the 1960s terrorist organization,
the Hong Kong entity, a brewery or a magic shop.
In summary, the first four statutory factats not have any practicapplication in bulk
registration cases such as hangl the remaining five factors igé in Connexus’s favor. Thus,
the statutory factors here do not support a finding of bad faith intent to profit by Connexus.

D. Defendants’ Actual Profits Were Minimal Compared To The Requested

Damages, Making The Latter Unconstitutional.

Because the ACPA's statutory damagesvmion is broad, rangg from $1,000 to
$100,000, it provides no real guidance as to how tkeraa award within @t range. Statutory
damages under the ACPA are, however, limiteddnystitutional protections of due process.

Louis, I.M. & S Ry. Co. v. Williams, 251 U.S. 63, 66 (1919) (announgithe test as whether the
“prescribed penalty is so sevexred oppressive as to be whalligproportionate to the offense
and obviously unreasonable”).

Here, the evidence at trial will show that Connexus’s actual profits from the monetization
of the domain names at issue did not exceedd$4,¥ et Plaintiffs have requested $100,000 per
domain name infringement and alleged in the First Amended Complaint that 264 domain names
registered by Connexus are infringing. ltatpPlaintiff has requsted $100,000 per domain
name infringement x 264 domain names$26.4 million in damage Without question,

Plaintiff's requested award isdssevere and oppressive abeowholly disproportionate” to

Connexus’s actual profits anidus unconstitutional.
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IV.  CONCLUSION

Plaintiff cannot prevail on its ACPA claim because the domain names at issue are not
identical or “confusingly similarto Plaintiff's marks and Connexus did not form a “bad faith
intent to profit” from those marks. buddition, Plaintiff's requested damages are so
disproportionate to Connexusstual profits as to rendereim unconstitutional. For these
reasons, Connexus respectfully regts that the Court find in ifavor on Plaintiffs ACPA
claim.

Respectfullysubmitted,
Dated: May 25, 2012 [s’William A. Delgado
William A. Delgado
WILLENKEN WILSON LOH & DELGADO LLP
707 Wilshire Boulevard, Suite 3850
Los Angeles, CA 90017
(213)955-9240

williamdelgado@willenken.com
Lead Counsel for Defendants
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