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UNITED STATESDISTRICT COURT
EASTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

LUCKY’'S DETROIT, LLC,

Plaintiff,
Case No. 09-14622
V. HON. LAWRENCE P. ZATKOFF
DOUBLE L INC.,
Defendant.

/

OPINION & ORDER

AT A SESSION of said Court, held in the United States Courthouse,
in the City of Port Huron, State of Michigan, on August 8, 2012

PRESENT: THE HONORABLE LAWRENCE P. ZATKOFF
UNITED STATES DISTRICT JUDGE

. INTRODUCTION

This matter is before the Court on DefendaMotion For An Order to Show Cause Why
Plaintiff and Waleed Mona Shoulbt Be Held in Civil Contemp‘Motion to Compel”) [dkt 74].
The motion has been fully briefed. The Court fitids the facts and legal arguments are adequately
presented in the parties’ papers such thatléoesion process would nbé significantly aided by
oral argument. Therefore, pursuant to E.DctMIL.R. 7.1(f)(2), it is hereby ORDERED that the
motion be resolved on the briefs submittdebr the following reasons, Defendant’s Motion to
Compel is GRANTED IN PART and DENIED IN PART.

II. BACKGROUND

Defendant requests that the Court order Hfdand Waleed Mona (“Mona”) to show cause
why they should not be held in civil contempt¥alation of the Court’s permanent injunction. The

Court entered the permanent injunction on May 11, 2@e&edkt 69]. The Court previously set
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forth the facts of this case s January 25, 2012, opinion and ardddressing the parties’ cross-
motions for summary judgment, as follows:

Plaintiff and Defendant each operate bar and dining style
establishments in and around theroi metropolitan area. Plaintiff,
Lucky’s Detroit, LLC, a Michign limited liability company, was
formed in February of 2009nd operates three pub-style dining
establishments under the name “ky's Pub & Grill” within the City

of Detroit. . . . In May of 2010, during the pendency of this action,
Plaintiff opened a third establishment at 25333 W. 12 Mile in
Southfield. Waleed Mona is tleanager of all three establishments
and owns all interest in Lucky’s Detroit, LLC.

Defendant, Double L, Inc., a Michigan corporation, operates five
steakhouse-themed restaurants called “Lucky’s Steakhouse”. The
restaurants are located in Imlay City, Davison, Fenton, Clio and Bay
City, Michigan, which includes Oakland County, Genesee County,
and Lapeer County. Defendant nagistered two marks: “Lucky’s”

and “Lucky’s Steakhouse”. Defendant has registered its “Lucky’s
Steakhouse” mark with both the United States Patent and Trademark
Office (“USPTQ") and the State of MichiganThe mark, “Lucky’s”,

most relevant to this action, was registered (U.S. Trademark
Registration #2,459,279) on June 12, 2001. Lucky Vasilakis is
owner and officer of Defendant. Has a 100% stake in three of the
Lucky’s Steakhouses, and a 33% and 50% stake in the other two
restaurants.

On October 20, 2009, Defendant notifielaintiff in writing that it

was using Defendant’s registered mark and demanded that Plaintiff
cease all use and reference to “Lucky’s” in its advertising and
marketing because Defendant’'s use and registration predated
Plaintiff's use. Plaintiff fleda Complaint for Declaratory Judgment

of Non-Infringement of Defedant’s marks on November 25, 2009,
seeking the Court to declare itghits and obligations with respect to
Defendant’s mark.

January 25, 2012, Opinion and Order, dkt 62.

After discovery, the parties filed cross-motidas summary judgment. In the January 25,

! Both marks were registered with the State of Michigan in November of 1999.
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2012, opinion and order, the Court granted summaiyment to Defendant with respect to liability.

The Court found that Plaintiff’'s marks are configdy similar to Defendant’s marks and infringe

on Defendant’s trademark rights. After theu@’'s January 25, 2012, opinion and order, Defendant
asserted that Plaintiff continued to maintain asd the mark that theoGrt determined infringed

on Defendant’s trademark rights. As a resbDiefendant’s filed a motion seeking entry of a
permanent injunction. On May 11, 2012, the Court granted Defendant’s motion and denied
Plaintiff's request to stay enforcement of theu@'s opinion and order while Plaintiff appealed to

the Sixth Circuit. The Court entered the permanent injunction, ordering:

1. Plaintiff, its parents, subsidiaries, affiliates, officers,
including but not limited to Waleed Mona, agents,
distributors, retailers, servants, employees, attorneys, and
those in active concert or participation with them, are hereby
permanently enjoined fromadvertising, marketing,
promoting, displaying, selling, or otherwise offering
restaurant services undeetimarks LUCKY’S or LUCKY'S
PUB & GRILLE or any other mark which is confusingly
similar to the LUCKY’'S or LUCKY'S STEAK HOUSE
marks.

2. Plaintiff, its parents, suliBaries, affiliates, officers,
including but not limited to Waleed Mona, agents,
distributors, retailers, servants, employees, attorneys, and
those in active concert or pigipation with them, who
receive actual notice of this order by personal service or
otherwise, are ordered withinrfg-five (45) days after entry
of this Permanent Injunction to:

a. remove all signage bearing the mark LUCKY’S PUB
& GRILLE from all restaurants owned in whole or in
part by Plaintiff and/or Waleed Mona;

b. remove LUCKY'S and LUCKY'S PUB & GRILLE
from all interior signage, menus, buses, staff uniforms
or anywhere else that the marks appear in or in
connection with allLUCKY'S PUB & GRILLE
restaurants owned in whole or in part by Plaintiff



and/or Waleed Mona;

C. remove from the marketplace all Internet, radio, print
or other advertisements in which the marks
LUCKY’S or LUCKY'S PUB & GRILLE is used by
or on behalf of Plaintiff or related establishments;

d. file a written report under dawith this Court, and
serve upon Defendant’s counsel, within forty-five
(45) days of entry of this Opinion and Order, setting
forth in detail the manner and form in which it has
complied with this injunction.

May 11, 2012, Opinion and Order, dkt 69.

Plaintiff had forty-five days to comply witthe permanent injunction and to file a written
report detailing the manner and form in which Rtiéi had complied. Forty-five days passed and
Plaintiff never filed a written report with theoGrt as directed in the preliminary injunction.
Plaintiff has appealed the permanent injunctioth&oSixth Circuit Court of Appeals. On July 9,
2012, Defendant filed the Motion to Compel assertivag Plaintiff also continues to identify and
advertise its establishments as LUCKY'S PUBSRILLE. Defendant requets that Plaintiff and

Mona should be held in civil contempt for failure to comply.

1. ANALYSIS

Defendant requests that Court:

(A)  show cause Plaintiff and Mona (as ownePddintiff) as to why they should not be
held in civil contempt;

(B) find Plaintiff and Mona in civil contempt;

2 Plaintiff's appeal of the permanent injuristidoes not divest this Court of jurisdiction to
address the Motion to Compel. “Although a distciotirt may not alter or enlarge the scope of its
judgment pending appeal, it does retain jurisdiction to enforce the judgng&nt.of Cookeville,
Tenn. v. Upper Cumberland Elec. Member. Cod84 F.3d 380, 394 (6th Ci2006) (internal
guotation omitted).



(C) assess monetary sanctions against thati they comply with the permanent
injunction; and

(D) award Defendant the costs and attorney’s fees incurred in enforcing the permanent
injunction.

A. SHow CAUSE

Defendant filed this motion on July 9, 201@n August 1, 2012, Plaintiff filed a response
to the Motion to Compel with attached exlsb Plaintiff's response addresses Defendant’s
arguments, and indicates why Plaintiff should nohbkl in contempt of the Court’s permanent
injunction. The Court therefore finds that issgpian order to show cause would serve no purpose
other than requiring Plaintiff to file an aitldnal pleading—Ilikely containing the same arguments
and exhibits already presented to the Courtsute$, Defendant’s request for an order to show cause
Plaintiff and Mona is DENIED AS MOQOT. The Court will consider the parties’ papetsre
record before determining whether Pldireind Mona should be held in contempt.

B. CONTEMPT OF COURT

A court may find a party in contempt of court “to enforce its order or supervise its
judgment.”Elec. Workers Pension Trust Fund of Lodalion #58, IBEW v. Gary’s Elec. Serv. Co.
340 F.3d 373, 378 (6th Cir. 2003). In this cd3efendant must prove by clear and convincing
evidence that Plaintiff knowingly violated a specific order of the cdRadlex Watch U.S.A., Inc.
v. Crowley 74 F.3d 716, 720 (6th Cir. 1996). Plaintiff mtietn “‘show categorically and in detail
why [it] is unable to complwith the court’s order.”Elec. Workers Pension Trust Fur8#0 F.3d
at 379 (quotindrolex 74 F.3d at 720). When determiningagapropriate sanction, the court should
consider “the harm caused by noncompliance, ‘and the probable effectiveness of any suggested

sanction in bringing about the result desire@idver v. Johnsarl99 F.3d 310, 312 (6th Cir. 1999)



(quotingUnited States v. United Mine Worke830 U.S. 258, 304 (1947)) .

Specific to this Motion to Compel, Defendduats asserted that Mona, along with Plaintiff,
should be held in contempt basethis role as the owner and principal of Plaintiff. The Court will
address each in turn.

1. Plaintiff

Defendant has presented evidence to the GbattPlaintiff continues to display exterior
signage at its locations, as well as a bus, whiolate the permanent injunction. Defendant also
points out that Plaintiff continues to operateebsite at http://www.luckysdetroit.com, in which
the restaurants are identified and advertisadblation of the permanent injunctidnAs the Court
noted previously, Plaintiff also failed to file a writteeport within forty-five days after entry of the
permanent injunction.

In response, Plaintiff has explained that it is attempting to comply with the permanent
injunction, but events outside of its power haviayied compliance. Plaintiff explains that because
of the required licensing from ti&tate of Michigan, specifically related to the Michigan Liquor
Control Commission (“MLCC”), changing the nameRi&intiff's establishments is not possible
within forty-five days. Plaintiff has also sulited evidence that it has amended its state corporate
records, changing Plaintiff's name to the Ultimate Sports Bar & Lounge.

Despite Plaintiff's evidence that it is inglprocess of discontimg use of LUCKY'S PUB
& GRILL, the Court notes that:

(2) the amendments to the state corporate records demonstrate that Mona signed them

3As of August 7, 2012, the Court reviewed the website address submitted by
Defendant—www.luckysdetroit.com. The Court also was able to view advertisement and
information regarding Plaintiff’'s establishments at http://luckysdetroit.com.
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on July 30, 2012;

(2) a letter to the MLCC regarding the permanent injunction and subsequent name
change is dated August 1, 2012; and

3) the application registering IWTIMATE SPORTS BAR & LOUNGE” was signed
by Plaintiff’'s counsel on July 26, 2012.

Plaintiff's evidence, thus, only indicates why frtewcompliance with thpermanent injunction will
take additional time. But, the evidence failshow why Plaintiff waited until the end of July 2012
to take concrete steps toward changing its éshabents’ names—an isstieat it was aware of in
January 2012, when the Court decided the padress-motions for summary judgment. The dates
on Plaintiff’'s documents are also well outside fibrty-five days provided for Plaintiff to comply
with the permanent injunction (entered on May 11, 2012hdicates that Plaintiff failed to timely
attempt to comply with the permanent injunatientered in May 2012. Plaintiff's delay and
decision to not file a written report (or seek an egien from the Court) is inexcusable. The Court
therefore finds Plaintiff in contempt for failing to comply with the permanent injunction.

2. Mona as Principal of Plaintiff Corporation

This Circuit has found that an officer ohamed-party corporation may be held subject to
a court’s finding of contemptahg with the party corporatioritlec. Workers Pension Trust Fund
340 F.3d at 382. Such a findingaaintempt against both the officaemd party corporation typically
requires proof that the officer “prevented comptiaor failed to take appropriate action within his
[or her] power for the performance of the porate duty,” including failure “to take action or
attempt compliance.’ld. at 383.

Mona is the principal officer and owner ofaiitiff. There is ample evidence that Mona

“prevented compliance” or failed to “take action or attempt compliance” within Mona’s “power”



as the principal of PlaintiffSee id. While Mona may be unable to expedite the process involved
in changing documents with the MLCC, Mona Isadficient “power” to remove the website using
the marks that violate the permanent injunctiorwel as ensure that the Court received a written
report in forty-five days after entry of the permanent injunction.

Mona believes that the Court did not fullypeciate the “burdensome task” to comply with
the permanent injunction within forty-five days. Mona’s belief, however, fails to excuse why
Plaintiff was unable to file a written report (whether compliance had been met or not) or request an
extension for compliance once Mona was awaren#fiavould be unable to comply in forty-five
days. Rather, Plaintiff and Mona chose to igntbre permanent injunction. Furthermore, as the
Court noted regarding the dates on the documents presented to the Court, Mona’s delay in contacting
the MLCC and changing Plaintiffcorporate records is inexcusablAccordingly, the Court finds
that Mona is also held in contempt of thempanent injunction. Defendant’s Motion to Compel is
GRANTED in this respect.

C. PAY MONETARY SANCTIONS TO COERCE COMPLIANCE

With respect to civil contempt proceedinggj]tidicial sanctions . . . may, in a proper case,
be employed for either or both of two purposes;derce the defendantincompliance with the
court’s order, and to compensate ttomplainant for losses sustainetd” at 379 (quotindgJnited
States v. United Mine Workers of ABB0 U.S. 258, 303—-04 (1947)).

Based on the Court’s finding of contempt, threu€ finds judicial sanctions are appropriate
to ensure that Plaintiff and Mona continue tonpdy with the permanent injunction as expeditiously
as possible. When considering an appropsatection for violation of an injunction, the court

should consider the magnitude of the harm cabgdtie violation, and the deterrent effect of the



sanction. Glover, 199 F.3d at 312. The Court acknowledges that because the corporate name
changes have only recently been started, congdiavill not occur withira short time after entry
of this Order. The MLCC will still need to approtree appropriate changes such that Plaintiff is
not violating MLCC regulations and related Michidaw. Thus, an appropriate monetary sanction
will have no effect on ensuring compliance, if thenetary sanctions are assessed against Plaintiff
and Mona as of the date this Order is entefdte Court, however, still finds monetary sanctions
are appropriate.
Accordingly, the Court assesses monetary sangtagainst Plaintiff and Mona as follows:

(@) the monetary sanction will nbegin accruing against Plaintiff and Mona, in favor
of Defendant, untiforty-five (45) days after entry of this Order; and

(b) the monetary sanction will be in thenount of $500 per day, and will be assessed
against Plaintiff and Mona, to be paid to Defendant, for éaghPlaintiff is not in
compliance with the permanent injunction.

D. AWARD COSTSAND FEESTO DEFENDANT

For the reasons discussed above, the Court firatPlaintiff has disregarded the Court’s

permanent injunction until most recently. Most nttaBlaintiff failed to file the required written
report as ordered by the Court or file any otheaging requesting that the Court extend Plaintiff's
time to comply based on the reasons Plaintiff has pr@sented to the Court in its response to the
Motion to Compel. There is also no indication tREintiff has been in contact with Defendant to
indicate the status of Plaintiffs complian¢and the difficulties now outlined in Plaintiff's
response). Plaintiff's disregard and delay reqlihe filing of the Motion to Compel, which could
have been circumvented had Plaintiff simplyntounicated its position to the Court. The Court

even provided an ample opportunity by requiring Riffito file a written report forty-five (45) days

after entry of the preliminary injunction. The Cobfiinds that Defendant is entitled to an award of
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costs and attorney’s fees incurred bydédelant in filing the Motion to CompéIThus, Defendant’s
request for an award of costs and attorney’s fees is GRANTED.

Defendant must prepare_a detaileitl calculating the costs and attorney’s fees (at a
minimum, listed in 1/4 hour increments) incutrey Defendant in filing the Motion to Compel.
Defendant shall provide that bill to Plaintiffpalg with submitting a copy tine Court, within ten
(10) days after entry of this Order. Plaintiff Blgay the bill within ten £0) days of receipt. Any
objections to the bill must be filedith the Court no later than teh@) days after receipt of the bill
by Plaintiff.

IV.CONCLUSION

Accordingly, and for the l@ove reasons, IT IS HEREBY ORDERED that Defendant’s
Motion For An Order to Show Cause Why Plaingiffd Waleed Mona Should Not Be Held in Civil
Contempt [dkt 74] is GRANTEDN PART and DENIED IN PART.

IT 1S SO ORDERED.

S/Lawrence P. Zatkoff
LAWRENCE P. ZATKOFF
UNITED STATES DISTRICT JUDGE

Dated: August 8, 2012

* Defendant requests an award of costs and attorney’s fees “in enforcing the Permanent
Injunction.” Given the broad interpretation tima&y be derived from this language, the Court is
restricting Defendant’s recovery to the typical costs associated with filing the Motion to Compel.
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CERTIFICATE OF SERVICE

The undersigned certifies that a copy of this Order was served upon the attorneys of
record by electronic or U.S. mail on August 8, 2012.

S/Marie E. Verlinde
Case Manager
(810) 984-3290
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