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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

BAR'S PRODUCTS, INC.,

Plaintiff/Counter-Defendant,
Case No. 10-14321
V.
HONORABLE DENISE PAGE HOOD
BAR'S PRODUCTS INT'L, INC.,

Defendant/Counter-Plaintiff.
/

ORDER REGARDING VARIOUS MOTIONS

l. BACKGROUND

This matter is on remand from the Sicircuit Court of Appeals on the sole
issue of the filing of Plaintiff Bar’'s Products, Inc.’s (“Bar’s) Third Amended
Complaint. The Court held a status @rmehce with the parties on February 21, 2017
where the hearing on pending motions were scheduled for this date.

The history of this litigation is long.On October 27, 2010, Plaintiff Bar’s
Products, Inc. (“Bar’s”) filed a Complaiapainst Bar’'s Products International, Ltd.
(“BPI”) alleging: Trademark Infringemeirt violation of the Lanham Act, 15 U.S.C.
81114 (Count I); Trademark InfringemenMiolation of the Lanham Act, 15 U.S.C.
§1125(a) (Count I1); in the alternative,dRest for Declaratory Relief for Impending

Infringement in Violation of the LaniaAct, 15 U.S.C. 88 114, 1125(a) (Count IlI);
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and Common Law Unfair Competition (CouM). Bar’s filed a First Amended
Complaint on March 31, 2011 and filed Motion to file a Second Amended
Complaint on October 13, 20Mhich the Court granted ipart in a March 9, 2012
Order. The claims in Bar’s Second Ameddsomplaint as to the Lanham Act claims
in Counts | and Il against Defendant®IBand Arthur Omoto, were eventually
dismissed by the Court.

On June 7, 2011,secondase was transferred to this District from the United
States District Court, Central District of California filed by Bar’s Products
International, Ltd. and Bar’s, Inc., a Nevamaporation, against Bar’s Products, Inc.,
a Michigan corporation (Plaintiff in therfit action). This case alleged six counts:
Breach of Contract (Count I); Decléian of Non-Infringement under the Lanham
Act, 15U.S.C. § 1114 (Count Il); Declamatiof Non-Liability under the Lanham Act,
15U.S.C.815U.S.C. § 1125(a); DeclarabbNo Liability for Common Law Unfair
Competition under Michigan law (Coui¥); Common Law Unfair Competition
under California law (Count V); and, Unf&ompetition under California Business
and Professional Code (Couvit). On April 11, 2013,the Court denied Bar’'s
Products’ Motion for Partial Summary Judgmi as to Counts I, Il and Ill of the
Counterclaim.

After a Jury Trial in this matter, therjurendered a verdiah favor BPI as to



BPI's Counterclaim, in the amount $2,535,044.00 ($1,560,195 for the breach of
contract claim and $974,849 for unfair competi)i Bar's appealed the jury verdict
and the Court’s dismissal @k claims. OrNovember 2, 2016, the Sixth Circuit
issued its opinion, affirmed the judgmentfavor of BPI that denied Bar’s post-
verdict renewed motion in the breach ohtract claim and reversed the judgment on
the denial of Bar’s post-verdict renesveotion on the unfair competition claim that
there was no separate damagesupport BPI's unfair competition claim. The Sixth
Circuit also reversed the Court’s deniaB#r's motion for leave to file an amended
trademark claim and remanding thatter for further proceedings.

Before the Court on remand is BPI'sdqrest to Enter Final Judgment on the
remaining claim in its Counterclaim so that it may be able to enforce the Judgment.
(Doc. No. 269) Bar’s filed a Motion to iprement the Mandate that it be allowed to
file its Third Amended Complaint, witho objections from BPI. (Doc. No. 270)
Bar’s filed its Third Amended Complaint Ap6, 2017. (Doc. No. 279) Itis noted
that BPI filed a new Counterclaim on Marbh, 2017. (Doc. No. 278ar’s also filed
a Motion to Dismiss BPI's Counterclaim as to Count Il (Breach of Contract) and
Count Il (Tortious Interference of BusineRelationships). (Doc. No. 280) Briefs

have been filed and hearings were held on the motions.



[I.  BPI Request to Enter Judgment on the remaining claim
in its Counterclaim (Doc. No. 270)

BPI seeks to be able to collect oratsach of contract claim judgment pursuant
to the jury verdict and affirmed by the SiEircuit. BPI argues that the counterclaim
is a separate and distinct issue that$€alaims in its Third Amended Complaint
under the Lanham Act.

Bar's argues that because there amaiaing claims left, specifically on
remand as to Bar’s Third Amended Compiafinal judgment on BPI's counterclaim
should await until the resolution of the remathd®atters. Bar’s also argues that it has
posted an interest bond for almost twibe full amount of the breach of contract
claim. Bar’s claims that stay on the enforcementtbé judgment should be granted
because it may well have a set off slainder Bar’s Third Amended Complaint.

Rule 54(b) of the Rules of Civil Prodere was a response to the need created
by the liberal joinder provisions of the Rsl® review “whatsould be treated as a
judicial unit for purposes @ppellate jurisdiction.’Sears, Roebuck & Co. v. Mackey,
351 U.S. 427, 432 (1956). A district coumdy,by the exercise of its discretion in
the interest of sound judicial administration, release for appeal final decisions upon
one or more, but less than all, claimsd..at 437. Under Rule 54(b), “[t]he district
court acts as a ‘dispatcher’ and is permitiedietermine, in the first instance, the

appropriate time when each final decision is ready for appe#l.” at 435;
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Corrosioneering, Inc. v. The Continental Ins. G0y F.2d 1279, 1282 (6th Cir.
1986).

Because an appeal has already occurreédis case and the matter has been
reviewed by the Sixth Circuit, the judgmentashe Counterclaim is final. The Sixth
Circuit did not remand the matter as tBIB remaining claim of breach of contract
set forth in its Counterclaim; the Sixthr@uit affirmed the jury’s verdict and the
Court’s judgment on this claim. There is nothing remaining on remand as to BPI's
Counterclaim. As a reminder, more tloare case was filed initially by the parties and
the cases were consolidated. “Wheroartconsolidates two cases on its own, we
have concluded, the consolidated caseegdly ‘remain sepata actions;’ thus, a
district court’s disposal of one of tlbkases normally supports an immediate appeal,
even if the other consobdied case remains liveSee In re Refrigerant Compressors
Antitrust Litigation,731 F.3d 586, 589 (6th Cir. 2013)(quotiBgil v. Lakewood
Eng’g & Mfg. Co, 15 F3d. 546, 551 (6th Cir.1994)).

Bar's seeks a stay under Rule 62(h) imétsponse to BPI's request to enforce
the judgment. It is noted that the ZBBCF Rules and Procedure provides that “a
response or reply to a motion must not be combined with a counter-motion.”
CM/ECF Rule 5. Rule 62(h) provides thatourt may stay the enforcement of a final

judgment entered under Rule 54(b) until it emtelater judgment or judgments. Fed.



R. Civ. P. 62(h). As noted in Rule B} the court may enter final judgment on less
than all the claims before it “only if theort expressly determines that there is no just
reason for delay.” Fed. FCiv. P. 54(b). The factors to be considered include
whether:

the claims finally adjudicatedere [are] separate, distinct,

and independent of any of tbiher claims or counterclaims

involved; that review of these adjudicated claims would not

be mooted by any future dewpiments in the case; and that

the nature of the claims was such that no appellate court

would have to decide the samssues more than once even

if there were subsequent appeals.
Curtiss-Wright Corp. v. General Electric Cal46 U.S. 1, 5-6 (1980). The court
should consider the relative hardship andety of the litigants, as well as any other
equitable considerations which might begent. While potential recover on a claim
of set-off or a counterclaim is one sustjuitable consideration, the Supreme Court
has clearly held that it is by no means dispositige at 9.

BPI's breach of contract Counterclaim has been finally adjudicated and is
separate, distinct and indekent of Bar’s claims in its Third Amended Complaint.
Bar's does not dispute this. No reviewhe future would moot BPI's judgment since
it has already been reviewed by the Sixtrc@it and that parmf the review was not

appealed to the Supreme Court by Bar’s.

As to the equities involved, BPI hasdicated it does have some financial



difficulty, which this Court may consideBar’s, on the other hand, has not indicated

it does not have the financial ability toypdne judgment. If Bar’s Third Amended

Complaint is ultimately resolved in its favor, there may be some set-off at that point

in time. However, as noted by the Seipe Court above, this is not a dispositive

issue. It is noted that in responseBar’'s Third Amended Complaint, BPI filed
another Counterclaim. Any set off in the future on Bar’s claims under the Third

Amended Complaint, could beisad in BPI's new Counterclaim.

Having considered the factors noted ahakrie Court finds that BPI is entitled

to final judgment on its Counterclaim as to its breach of contract claim as affirmed by

the Sixth Circuit. BPI's request to enderits Judgment as to its breach of contract

claim in the Counterclaim is GRANTED. (Doc. No. 269)

[ll. BAR'SPRODUCTS MOTIONTO DISMISS COUNTSII (BREACH OF
CONTRACT) AND Il (TORTIOUS INTERFERENCE WITH BUSINESS
RELATIONS AS ALLEGED IN BPI'S NEW COUNTERCLAIM (DOC.

NO. 280)

A.  Motion to Dismiss Standard of Review

Rule 12(b)(6) of the Rules of Civil Rredure provides for a motion to dismiss
based on failure to state a claim upon whidlefean be grantedFed. R. Civ. P.
12(b)(6). InBell Atlantic Corp. v. Twombl50 U.S. 544 (2007), the Supreme Court

explained that “a plaintiff's obligation fmrovide the ‘grounds’ of his ‘entitle[ment]

to relief’ requires more thdabels and conclusions, anfbamulaic recitation of the
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elements of a cause of action will ra[.] Although not outright overruling the
“notice pleading” requiremeninder Rule 8(a)(2) entirelfwomblyconcluded that
the “no set of facts” standaf® best forgotten as an incomplete negative gloss on an
accepted pleading standardd. at 563. To survive a main to dismiss, a complaint
must contain sufficient factual matter, acce@sdrue, to “state a claim to relief that
is plausible on its faceld. at 570. A claim has faciglausibility when the plaintiff
pleads factual content that allows the coorraw the reasonable inference that the
defendant is liable fahe misconduct allegett. at 556. Such allegations are not to
be discounted because they are “unreal@ticonsensical,” but rather because they
do nothing more than state a legal conclaseven if that conclusion is cast in the
form of a factual allegationAshcroft v. Igbal556 U.S. 662, 681 (2009). To survive
a motion to dismiss, the non-conclusdifactual content” and the reasonable
inferences from that content, must‘ipdausibly suggestive” of a claim entitling a
plaintiff to relief. Id. Where the well-pleaded facts do not permit the court to infer
more than the mere possibility of miscondtitg complaint has alleged, but it has not
shown, that the pleader is entitled to relidfed. R. Civ. P8(a)(2). The court
primarily considers the allegations in thegaaint, although matterd public record,
orders, items appearing in the recordtioé case, and exhibits attached to the

complaint may also be taken into accoufimini v. Oberlin College?59 F.3d 493,



502 (6th Cir. 2001).

B. Res Judicata (Claim Preclusion)

1. Law
The doctrine ofres judicatainvolves both “claim preclusion” and “issue
preclusion.” Sedligra v. Warren City School District Bd. of EAud65 U.S. 75, 77
n. 1 (1984). Claim preclusion involves d¢lr elements: 1) thermust be a final
judgment on the merits on the prior laws@itthe same claims are involved; and 3)
the same parties or tngrivies are involvedEEOC v. United States Steel CoR21
F.2d 489, 493 (3rd Cir. 1990NMontana v. United Stategl40 U.S. 147, 153-54
(1979);James v. Gerber Products €687 F.2d 324, 327-28 (6th Cir. 197&es
judicatarequires that a plaintiff initially raise all claims in prior suits and therefore
bars those claims from being litigated at some future time Rees v. Barberton
Board of Education143 F.3d 1029, 1031-32 (6th Cir. 1998).
2. Breach of Contract (Count Il)
The Court first addresses the breach of contract claim.
The first element, that there be a fipalgment on the merits in a prior lawsuit,
has been met. Asto BPI's previous breaatootract claim, the jury entered a verdict
in BPI's favor on May 9, 2014, affirmely the Sixth Circuit, in the amount of

$22,536 (Sales of Bar’s Leaks outsidelthmted States and Canada) and $1,537,659



(for sales of items other than Bar’s Leadutside the United States and Canada).

The second element, however, has not lmeenin that the claims of breach of
contract involved different dates. Theshch of contract in the current March 10,
2017 Counterclaim alleges that “[s]Jubsequenthe findings of the jury regarding
BPI's exclusive International Rights to th&les and distributiaof all Bar’s products,
or products manufactured or packaged by Bars, including, but not limited to, Bar’s
Leaks products and products packaged uti@eRislone name, Bar’s has continued
and continues to sell, mak and/or distribute, opermit the sales, marketing,
manufacturing and/or distribution of Bar’s products, including those packaged under
the Rislone brand, in inteational markets (excluding the United States and Canada
which was excluded by contract).” (Doc. No. 275, Pg ID 5936-37)

“To constitute a bar, there rsilbe an identity of theauses of action that is, an
identity of the facts creating the right attion and of the evidence necessary to
sustain each action.Westwood Chemical Cdnc. v. Kulick,656 F.2d 1224, 1227
(6th Cir. 1981). There may be identity fats as to whetheBar's breached the
agreements between the parties, but thame identity of facts as to the dates of the
breach. The breach allegedthe March 2017 Counterclaim includes facts after the
jury rendered its verdict aday 9, 2014. Bar’'s argumetitat BPI's “future claims”

are barred because BPI sought future damagdhs forior trial, is without merit since
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there was no finding of fact as to whetBar’s breached the aggments after the jury
rendered its verdict. As insicted by the Court as to futilost profits, “you must not
award damages for future lost profits whers uncertain that future damages will
occur. Nor should you aware(sic) freulost profit damages on the basis of
speculation and conjecture.” (Doc. No. 1B8§,ID 4857-58, Jury Instr.) Future lost
profits do not constitute findings of factttBar’s continued tbreach the agreements
after the jury rendered its verdict. &8s Court noted in denying BPI's motion for
permanent injunction enjoining Bar’s from ta&n actions in the future, BPI had no
Lanham Act claim before the Court nor {bhey and that BPI hdhadequate remedy at
law, which may include any future breachcohtract claims. (Doc. No. 254, Pg ID
5644, 5649-50)

As to the third element, the same parbetheir privies are involved, the Court
finds this element has also been met.

For the reasons stated aboxes judicataor claim preclusion does not bar
BPI's breach of contract claim becausediages of the alleged breach in the March
2017 Counterclaim are not the same dateb@se previously tried before the jury.

3. Tortious Interference of Business Relationships (Count Ill)

Regarding the Tortious Interference ofdhess Relationship claim, again, the

first element, that there be a final judgrnen the merits in a prior lawsuit, has been
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met.

It is unclear whether the second element has also been met. As noted above,
“[tlo constitute a bar, there must be igentity of the causes of action that is, an
identity of the facts creating the right a€tion and of the evidence necessary to
sustain each action.Westwood Chemicab56 F.2d at 1227. BPI did not allege a
tortious interference claim in its prior Coentlaim. It is not¢d that the tortious
interference claim in the March 10, 2017 Cauokaim alleges that Bar's made false
and disparaging remarks to attendeethatAutomassen show in Sweden and the
Automechanika in Frankfurtyhich BPI claims intentinally interfered with BPI's
valid business expectancy to its rightsédl, market, distribute and/or manufacture
Bar’s products under its international righitlowever, BP1 does nalentify the dates
when these remarks occurred. If these datesrred after the jury’s verdict, then the
identity of facts creating the right of actiorearot the same as tfacts alleged in the
previous Counterclaim.

Because BPI failed to set forth facts as when the tortious interference allegedly
occurred in Count Il of the March 10, 2017 Counterclaim, the Court grants the
motion to dismiss for failure to state a claim upon which relief may be granted.
However, BPI in its response seeks tceaththe Counterclaim. BPI may do so by

filing a separate motion with the proposedended counterclaim attached, as required

12



by the local rule. If the parties are aldeagree that an amended counterclaim may
be filed, the parties may subnaitstipulation and order to do so.

As to the third element, the same parbetheir privies are involved, the Court
finds this element has also been met.

C. “Noncompetition Twist”

Bar's argues that BPI's breach of cadirclaim is essentially a noncompetition
claim which has been litigated previouslyd that the time limit has lapsed on such
a claim. BPI responds that this is not a noncompetition contract claim, but a claim
involving a contract for the sale and rigtipatented processes, formula and products
derived from same and the exclusive rightthi same. BPI asige the sale of the
exclusive right was “final.” BPI claims #tis what the jury found, which was upheld
by the Sixth Circuit.

The Court’s review of the jury verdishows that the jury did not make any
specific findings as to whether any noncompetition agreement had lapsed or when the
date such noncompetition agreement would lajis@ny event, BPI asserts that the
instant breach of contract is not a noncotiije& agreement breach of contract claim.
Bar’'s motion to dismiss the breach of catrclaim because tlodaim is essentially
a noncompetition agreement breach of contract claim is denied.

D. Tortious Interference of Business Relationship
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Bar’s alternatively argues that BPI Haged to state a claim upon which relief
may be granted as to its tortious interfere of business relationships. To establish
a claim for tortious interference of a busss relationship in Michigan, a plaintiff
must show: 1) the existence of a vabdsiness relationship or expectancy; 2)
knowledge of the relationship or expaaty on the part of the defendant; 3)
intentionally causing or inducing a breaoh termination of the relationship or
expectancy; and 4) relsant actual damagéPS Clinical Laboratories v. Blue Cross
& Blue Shield of Michigan217 Mich. App. 687, 698-99 (1997). A plaintiff is
required to allege that af@@dant acted with malice and the actions were unjustified
in law for the purpose of invading the contractual rights or business relationship of
another. Feldman v. Greenl138 Mich. App. 360 (1984). A plaintiff must
demonstrate, with specificity, affirmagwacts by the defendant that corroborate the
improper motive or interferencdBPS Clinical,217 Mich. App. at 699. Where the
defendant’s actions were mated by legitimate business reasons, its actions would
not constitute improper motive or interferended.

A review of the March 10, 2017 Count&im shows that BPI's Count Il does
not specifically cite the dates of the dispging remarks as noted above. In addition,
BPI does not specifically state affirmativets by Bar’s, other than alleging that Bar’'s

mad “false and disparaging remarksjaeding BPI’s rights and the quality of goods
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BPI sells. BPI also doasot allege any specific “Wi@ business relationship” or
“expectancy” of such a relationship withather entity. General disparaging remarks
without identifying the entity BPI may hawevalid relationship with or expectant
relationship with fails to meet the elemergguired for a tortius of interference of

a business relationship claim. Howevemated above, BPI has sought to amend this
claim, and may do so by filing the appropriate motion to amend with the proposed
amended counterclaim, unless the partiesbleto submit a stipulation and order to

do so.

IV. CONCLUSION

For the reasons set forth above,

IT IS FURTHER ORDERED that BPI's geiest to enforce its Judgment as to
its breach of contract claim the Counterclaim (Doc. No. 269)GRANTED.

IT 1S FURTHER ORDERED that Bar's Mion to Implement Mandate to File
its Third Amended Complaint (Doc. No. 270)GRANTED.

IT IS FURTHER ORDERED that Bargotion to Dismiss (Doc. No. 280) is
GRANTED IN PART and DENIED IN PART as set forth above. The Breach of
Contract Claim in Countl of the March 10, 2017 Couatclaim remains. The
Tortious Interference of Contract Claim in Count Il of the March 10, 2017 is

DISMISSED. However, BPI may file a Mon to Amend the Tortious Interference

15



of Contract Claim in Count Ill of th®larch 10, 2017 Counterclaim, but must do so
within 14 days from the date of this Orddf.the parties are able to agree to any
proposed amendment, the parties may subuth a stipulation and order, without
filing a motion, within 14 days from the date of this Order.

S/Denise Page Hood

Denise Page Hood
Chief Judge, United States District Court

Dated: March 7, 2018

| hereby certify that a copy of the fgang document was served upon counsel of
record on March 7, 2018, by electronic and/or ordinary mail.

S/LaShawn R. Saulsberry
Case Manager
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