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UNITED STATES DISTRICT COURT
EASTERN DISTRICTOF MICHIGAN
SOUTHERN DIVISION

GENTHERM CANADA, LTD, ET AL.,
Case No. 13-11536

Plaintiffs,
SENIORU.S.DISTRICT JUDGE
V. ARTHURJ. TARNOW
IGB AUTOMOTIVE, LTD, U.S.MAGISTRATE JUDGE
ANTHONY P.PATTI
Defendant.

ORDER GRANTING PLAINTIFFS LEAVE TO FILE THIRD AMENDED COMPLAINT ;
PERMITTING ADDITION OF GENTHERM GMBH AS APARTY ; DENYING
DEFENDANT’SMOTION TO CONFIRM DISMISSAL WITH PREJUDICE AND RIGHT TO
PURSUE EXCEPTIONAL CASE STATUS [88]; VACATING IN PART SUPPLEMENTAL
ORDER GRANTING PLAINTIFF 'SMOTION TO DismISS FIFTH AND NINTH CLAIMS
[79]; GRANTING DEFENDANT’'SMOTION TO REDUCE NUMBER OF ASSERTED
PATENT CLAIMS [92]; ORDERING DEFENDANT TO REDUCE PRIOR ART; AND
SETTING APRIL 30,2016DiscoVvERY CuUT-OFF DATE

Defendant IGB Automotive manufacturasd sells produs related to
heating and cooling systems for car sed®laintiffs Gatherm Canada and
Gentherm GmbH (collectively “Genthaf) claim that Defendant’s manufacture

and sale of these products has infringed s\ Plaintiffs’ pdents. On January

22, 2016, Defendant filed a Motion Basmiss [87], along with a Motion to
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Confirm Dismissal with Prejudice and Riglb Pursue Exceptional Case Status
[88]. On February 9, 2016, Defenddited a Motion to Reduce Number of
Asserted Patent Claims [92].

The Court finds the latter two motiossitable for determination without a
hearing in accord with Local Rule Tf{2). The Court does not now resolve the
Motion to Dismiss but, as explainedides, will deny the motion without prejudice
if Gentherm files a Third Amended Comipiawithin 14 days after entry of this
Order.

l. Motion to Dismiss [87]

Gentherm filed its original complaion April 4, 2013, and its first amended
complaint on July 22, 2013. On DecemB8y 2015, the Court entered a proposed
order submitted by Defendant, requiri@gntherm to file a second amended
complaint. Genthermléd its Second Amended Comamt [80] on January 5,
2016. The Second Amended Complairdpgred several claimand added as a
plaintiff a new Gentherm entity, GenthembH. Defendant moves to dismiss
the Second Amended Complaint in itdierty, arguing that it does not plead
sufficiently detailed or specific factual@dations and is therefore defective for
failing to articulate a plausible claim, as requiredslgcroft v. Igbal, 556 U.S.

662 (2009). Defendant alsnoves to dismiss Genttme GmbH on the grounds

that it was added as a party without an oafeéhe Court permitting its addition.
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Without opining on the merits of Defendanitpal challenge, the Court
grants Gentherm leave to file a Thixdhended Complaint to cure the purported
pleading defectS. Gentherm may do so within 14 days after entry of this Order. If
Gentherm timely files &hird Amended Complaint, the Court will dismiss
Defendant’s Motion to Dismiss withoutgjudice, giving Defendant the option to
(1) file a renewed dispositive motiorkiag into account the more detailed
allegations of the Third Amended Complaior (2) reopen the original motion,
relying on the arguments presented in ufgort, by written notice to the Court.

The Court further orders that GentmeGmbH may bedded as a party.
FED. R.Civ. P. 21 (“On motion or on its own,dhcourt may at any time, on just
terms, add or drop a party.”). If @Germ files a Third Amended Complaint
including Gentherm GmbH as a plaintitfwill do so with the Court’s express
permission. In that case, Defendamttgument for dismissal of Gentherm GmbH
will likely be moot.

[I.  Motion to Confirm [88]

Defendant’s Motion to Confirm Disissal with Prejudice and Right to

Pursue Exceptional Case Status [88] mugided in unusual procedlihistory. On

December 3, 2015, Gentherm filed a rontto voluntarily dismiss its fifth and

! Cf. The Honorable Mark A. Goldsmith, Judicial Response to the Igbal
Revolution, 94 McH. B.J. 56 (Sept. 2015).
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ninth claims for relief. The Court emégl Gentherm’s proposed order granting the
motion. On December 21, 2015, Defentdfled a motion to amend the order
(styled as a response to the order). Deéfmt asked the Court to order Gentherm
to file an amended complaint and to donfthat Defendant retains the right to
move for exceptional case status withpect to the dismissed fifth and ninth
claims. Two days later—b@re Gentherm could rpsnd—the Court entered the
proposed order granting this motion. The Court's amended order thus required
Gentherm to submit a Second Amendedn@kint, which it did on January 5,
2016. The Second Amended Complainitted not only the fifth and ninth

claims, but also the second and seventh claims. Defendant’s instant motion to
“confirm” asks the Court to rule with spect to the second and seventh claims, as
it did with respect to the fifth andnth, that the claims were dismiss&ith

prejudice and that Defendant retains the riglhtmove for exceptional case status
with respect to them.

Defendant cites no authority requiritftgat Gentherm’s voluntary dismissal
of its second and seventh claims be witejudice. Defendarttoes cite authority
stating that a courhay grant leave to amend on the condition that any omitted
claims are dismissed with prejudice. wever, the Court did not make any such

condition clear when it entered the netipulated proposed order requiring
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Gentherm to amend its complaint. T@eurt declines to impose that condition
retroactively.

Defendant also fails to cite authorgypporting reservatn of its right to
move for exceptional case status. Whethefendant has a “right” to file any
motion it may choose to file in the future is an issus besolved when, if ever,
such motion is filed. The Court theredadeclines to order that Defendant has
reserved a right to move for exceptional cstsgus. Further, the Court vacates the
portion of its Supplemental Order Granting Plaintiff’'s Motion to Dismiss Fifth and
Ninth Claims [79] concerning the reseneat of Defendant’s right to move for
exceptional case status, pursuant to the omherent authority to reconsider
interlocutory ordersin re Saffady, 524 F.3d 799, 803 (6th Cir. 2008) (“[D]istrict
courts have inherent power to reconsieerlocutory orders and reopen any part
of a case before entry of a final judgment.”) (quotitg lory v. Eyrich, 922 F.2d
1273, 1282 (6th Cir. 1991)).

In sum, Defendant’s Motion to Carth Dismissal with Prejudice and Right
to Pursue Exceptional Case Status [88] is denied.
[ll.  Motion to Reduce Number of Asserted Patent Claims [92]

Where a defendant has produced evideéhaethe plaintiff's patent claims
are duplicative, a district court may ordee thlaintiff to select a certain number of

claims and proceed to enter judgment noy aml the claims that go to trial, but
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also on the non-selected clainis.re Katz Interactive Call Processing Patent
Litigation, 639 F.3d 1303, 1311-13 (Fed. Cir. 201This procedure violates due
process if a non-selectethim presents a uniqueglal issue and the patentee
objects, in the district court, to the de@inmn of its right to adjudication of that
issue. Nuance Communications, Inc. v. ABBYY USA Software House, Inc., --- F.3d
---, 2016 WL 692497, at *8 (Feir. 2016). Thus, the district court should permit
a plaintiff to add any non-selected claimthe group of selected claims for good
cause, such as a showing that the non-sadezditim presents a unique legal issue.
SelnreKatz, 639 F.3d at 1311-13 (affirming district court’s entry of judgment
on non-selected claims, which the distaourt had refusetb sever and stay,
where the reduction order included a provaiowing new claims if they raised
non-duplicative issuesgamps.com Inc. v. Endicia, Inc., 437 F. App’x 897, 902
(Fed. Cir. 2011) (affirming district coust'reduction of claims where the district
court stated that it “would remain flexible if plaintiffs showed good cause for
additional claims”).

Defendant’s Motion to Reduce Clainfg2] asks the Court to order
Gentherm to select no more than twomsiper patent (for a total of no more than
fourteen claims) with which to proceeGentherm has agreed to proceed on only
eighteen claimsThough Gentherm argues that its voluntary narrowing is

sufficient, it cites no authority limiting ehCourt’s discretion to order a further
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reduction in claims. Thedirt concludes that limiting Géherm to two claims per
patent is both reasonable and within d&a practice of other district courtSee,
e.g., 3D Systems, Inc. v. Envisiontec, Inc., No. 05-74891, 2011 WL 4691937, at
*2—*4 (E.D. Mich. Oct. 6, 2011junpublished) (limiting plaintiff to one claim per
patent);Joao Control and Monitoring Systems, LLC v. Ford Motor Co., Nos. 13—
CV-13615, 13-CV-13957, 200¥L 106926, at *3 (E.D. Mich. Jan. 10, 2014)
(unpublished) (“[L]imiting the number of assed claims to one to three claims per
patent would be consistent with the agmioes of various district courts.”). The
Court therefore grants Defendant’s MottonReduce Claims and orders Gentherm
to select, within 21 days after entrytbfs Order, no more than two claims per
patent (for a total of no more thaoufteen claims) on which to proceed.
IV. Scheduling Matters

At two recent status conferences with counsel for the parties, the Court
communicated to counsel its expectatioat Defendant will select twenty-two
items of prior art with which to proceedefendant is ordered to do so within 21
days after receiving notice of Gentherm’s selection of claims.

At a recent status conference, theu@ informally set a discovery cut-off
date of April 30, 2016. The Court herefloymalizes the April 30 discovery cut-off
date. The Court acknowledgesaay as it did at the &tus conference, that the

parties may move to extewliscovery if necessary.
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The parties have argued about dpgropriate timing of some additional
deadlines leading up to tihvarkman hearing scheduled for July 21, 2016. For the
time being, the Court trusts the partiesl dheir counsel to resolve these disputes
and stipulate to the remaining pgvéarkman hearing deadlines.

CONCLUSION

For the reasons stated above,

IT IS ORDERED that Plaintiffs are granted leave to file a Third Amended
Complaint within 14 days aftentry of this Order.

IT IS FURTHER ORDERED that Gentherm Gmblrhay be added as a
party.

IT IS FURTHER ORDERED that Defendant’s Motion to Confirm
Dismissal with Prejudice and Right torBue Exceptional Case Status [88] is
DENIED.

IT IS FURTHER ORDERED that the Court’s Supplemental Order
Granting Plaintiff’'s Motion to Dismiss Fifth and Ninth Claims [7OMACATED
IN PART. The portion of the order concemgithe reservation of Defendant’s
right to move for exceptional case status is vacated.

IT IS FURTHER ORDERED that Defendant’s Motion to Reduce Number

of Asserted Patent Claims [92]GRANTED. Plaintiffs must select, within 21
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days after entry of this Order, no moranhwo claims per patent (for a total of no
more than fourteen clais) on which to proceed.

IT IS FURTHER ORDERED that Defendant muselect, within 21 days
after receiving notice of Gentherm’s selection of claims, twenty-two items of prior
art with which to proceed.

IT IS FURTHER ORDERED that a discovery cut-off date is set for April

30, 2016.
SO ORDERED.
s/Arthur J. Tarnow
Arthur J. Tarnow
Dated: March 25, 2016 Senidnited States District Judge
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