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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

LEAR CORPORATION,

Plaintiff, Case No. 2:13-cv-12937
Honorable Laurie J. Michelson
V.

NHK SEATING OF AMERICA INC.,
NHK SPRING COMPANY, LIMITED, and
NHK INTERNATIONAL INC.,

Defendants.

OPINION AND ORDER GRANTING LEAR’S MOTION TO AMEND
INFRINGEMENT CONTENTIONS [154]

Lear Corporation holds several patents diretbv@dard an active headrest restraint system.
Basically, these patentsqtect an invention that transfergde from one part of an occupant’s
seat to another during a car crash. More spadly, the invention uss the force that the
occupant’s back places against the seatbacigla crash to move the headrest toward the
occupant’s head, thus reducing whiplash durihg crash. Lear believethat three related
companies, NHK Seating of Amea, NHK Spring Company, and NHK International, make an
active headrest restraisystem that infringes its pateno Lear sued the NHK entities.

This case has a long history; at issue nokemr’s request to makaesingle amendment to
its final infringement contentionse., its allegations as to Wwospecifically, the accused product
infringes its patent. Under thiSourt’s case-management order patent cases, infringement
contentions usually become “fifiadbout six months into the casifter that, the patent holder
must demonstrate that it hggod cause” for amending its contiems and that the amendment

will not result in “unfair prejudice.” As will bexplained, the Court finds that Lear has made the
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two showings. So the Court will allow Lear make a single amendment to its infringement
contentions.

l.

A.

To appreciate the infringement- and invalidityatention requirements, it may be helpful
to provide a little context. A patent consistsaofvritten description of the invention followed by
one or more claimsSee 35 U.S.C. § 112 (pre-AlA). To ovensplify a bit, a claim lists the
invention’s parts and their connections; eédem in the list iscalled a “limitation.” See Dawn
Equip. Co. v. Ky. Farms Inc., 140 F.3d 1009, 1015 n.1 (Fed. Cir. 1998) (providing that the
preferred term is “limitations,ihot “elements”). A produdnfringes the claim othe patent if the
product has (or in patent parlanceé®ts”) each limitatin of the claimSee Dynacore Holdings
Corp. v. U.S Philips Corp., 363 F.3d 1263, 1273 (Fed. Cir. 2004).

But patent-infringement complaints, requiringly a “short and plain statement of the
claim,” Fed. R. Civ. P. 8, usually do not identifgw the defendant’s multi-part device meets each
of the many limitations of the patent’s claims.

Enter infringement contentiongnfringement contentions, ith their associated claim
charts, effectively match up the limitations of a p&geclaim with the pag of an accused device
such that the accused infringer knows, spedijicavhy the patent holder thinks the device
infringes the claim.$ee ECF No. 43, PagelD.424.)

Invalidity contentions serve similar purpose. Often whenpatent holder asserts that a
product infringes a claim of its femnt, the accused infringer turn®and and says that the asserted
claim is not valid. One common way that an acdusdringer invalidates patent claim is by

showing that the invention described by the claimasnew or, if it is technically new, it is an



obvious extension of ihgs in existenceSee 35 U.S.C. 88 102, 103. In showing that the invention
is not new (or is an obvious extension), theuaed infringer also plays a matching game: it
matches up parts of earlier inviemts with limitations of the gant claim to show that every
limitation of the claim was already invext (Again, oversimplifying slightly.)

There are several other waysta patent claim can be idihand two are particularly
relevant to the motion now before the Courtr Boe, a patent claim isvalid if the written
description of the invention doe®t “reasonably convey[] to those skilled in the art that the
inventor had possession of the claimed subject matter as of the filing Alaéel Pharm., Inc. v.

Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en basee)also 35 U.S.C. § 112 1 1 (pre-
AlA). And a patent claim is aldavalid if its language does notegluately demarcate the exclusive
territory, i.e., the clainleanguage is indefinitesee 35 U.S.C. § 112 | 2 (pre-AlANautilus, Inc. v.
Biosig Instruments, Inc., 572 U.S. 898, 910 (2014) (providing tle&im must “inform those skilled
in the art about the scope of tmeéntion with reasnable certainty”).

So the Court requires the parties to serfiengement and invalidity contentions to force
each side to show its cards: fetent holder shows in detail hdahe accused device meets each
claim limitation and the accused infringdrosvs in detail how the claim is invalilookSmart
Grp., Inc. v. Microsoft Corp., No. 17-04709, 2019 WL 7753444,*@t(N.D. Cal. Oct. 17, 2019)
(“The purpose of [infringementnd invalidity contentions] is to.. provide all parties with
adequate notice of and information with whtohlitigate their cases.” (internal quotation marks
omitted)). But the Court did not gnivant the parties to show theiards; it wanted the parties to
do so early in the game. Early disclosure sedpape discovery, claim construction, summary
judgment, and, ulnately, trial. See Magna Donnelly Corp. v. 3M Co., No. 07-CV-10688, 2012

WL 12930956, at *4 (E.D. Mich. Feb. 1, 2012) (Mitdwn, M.J.) (“The purpose of infringement



and invalidity contentions is to hasten resolutiorthe merits by providingtructure to discovery

and enabling the parties to move efficiently toward claim construction and the eventual resolution
of their disputé€. (internal quotation marks omitted)onnectel, LLC v. Cisco Sys., Inc., 391 F.
Supp. 2d 526, 527 (E.D. Tex. 2005) (“Spedheories creata specific trajectory for the case.”).
And to ensure that the aims @érly, detailed disclosure were not undermined, it made sense to
restrict the parties’ abilityo swap out their cards for new ones late in the g&aeeVerinata
Health, Inc. v. Ariosa Diagnostics, Inc., 236 F. Supp. 3d 1110, 1113-14@NCal. 2017) (“The
Patent Local Rules are designeddquire parties to crystallize their theories of the case early in
the litigation and to adhere to those theodese they have been dissed.” (internal quotation
marks omitted))accord Soan Valve Co. v. Zurn Indus., Inc., No. 10-204, 2013 WL 622951, at *2
(N.D. Ill. Feb. 20, 2013).

This Court’s case-managementier for patent ces accomplishesdlabove aims through
the following requirements. Twoerks after initial disclosures, the patent holder is required to
serve the accused infringer with itstial infringement contention§ECF No. 43, PagelD.423.)
The accused infringer then hasotweeks to respond to the imigement contentions. (In the
Court’s case-management order, the resporealesdd “Non-infringement Contentions” (ECF No.
43, PagelD.425); but to avoid confusion in tleiginion, the Court will only use the word
“contention” in association witimfringement and invalidity contéons, not the parties’ responses
to those contentions.) Along with its responsénfangement contentions, the accused infringer
is required to serve itsitial invalidity contentions. (ECF Na@l3, PagelD.425.) The patent holder
then has two weeks to respondhe invalidity contentionsld. 8§ 2.5.) Then, 21 weeks after the
initial infringement contentions have beenvesl, both sides are geired to serve theifinal

contentions. (ECF No. 43, PagelD.427.) The exchange is simultanédysTliese final



contentions can be amended “phi/ order of the Court upon h@wing of good cause and absence
of unfair prejudice to opposing parties, made inith4 days upon discovery of the basis for the
amendment.” (ECF No. 43, Pagedi28.) So within a month or twof the start of the case, both
sides get a good idea of each oth¢heories through the exchangkinitial contentions; and by
about six months, those theora® crystalized, ith limited opportunity to change them.

B.

With that background, the Courtrtis to the facts relevant teear's motion to amend its
final infringement contentions.

In July 2013, Lear sued NHK Seating of America (NSA). (ECF NoLda) claimed that
NSA’s active headrest restraint systems infringeddiaims of several afs patents, including
U.S. Patent No. 7,455,357 ('357 paten8ee(ECF No. 1, PagelD.6-7.)

Claim 1 of the '357 patent includes sevenalitations. One limitation involves a “four-bar
mechanism.” In particular, claim 1 states in paktyehicle seat comprising: a seatback frame for
supporting a back of an occupant; a heastramt extending from #h seatback frame for
supporting a head of the occupant; a linkagerably connected to the seatback frame to
collectively provide dour-bar mechanism. . ..” See U.S. Patent No. 7,455,357 col. 5, Il. 63-65,
col. 6, Il. 1-2 (filed Oct4, 2006) (emphases added).

The '357 patent includes a schdimaf a four-bar mechanism:



i/ x4

This schematic shows aéfore and after,” in padular, how links 34 (red 42 (green), and 44
(blue) of the four-bar mechanism move when force is applied. Links 34, 42, and 44 are connected
to one another at pivot points 40d 46. Before force F is applieallink 42, the configuration of
the four-bar mechanism is as shown on the left portion of the picture. After force F is applied to
link 42 (e.g., when the occupant’s back places force against the seat during an accident), the four-
bar mechanism is reconfigured to what is showthéright portion of the picture. Because links
34 (red), 42 (green), dd4 (blue) of the four-bar mechamisare pivotally connected to each
another (at pivot points 40 and 48)hen force F is applied tank 42, it causes link 34 to rotate
around point 36 and link 44 to rotateound point 50. This, in turn, ceas the headrest (not shown)
to move.

In October 2017, NSA served itsél invalidity contentions on LearSde ECF No. 154-
7, PagelD.5496.) As to claim 1 of the '357 pat®&8A contended that the st was invalid “for
lack of written description under 35 U.S.C. § 112"fAk.noted, § 112 1 requires an inventor to
“reasonably convey[] to those skilled in the it the inventor had geession of the claimed

subject matter as dhe filing date.”Ariad Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351



(Fed. Cir. 2010) (en banc). NSA'’s final invaliditpntentions asserted that claim 1 of the '357
patent was invalid for lack ofritten description othe claim term “opetay connected.” (ECF
No. 154-7, PagelD.5495.)

Also in October 2017, Lear served its fimafringement contentions on NSA. (ECF No.
154-5, PagelD.5477.) (Technically, these wererated final contentions, but that amendment is
not relevant to the present dispute.) Leanmlfiinfringement contentianincluded pictures of
NSA'’s active headrest restraintssgm. And on the pictures, Ledentified where it believed the
“four-bar mechanism” limitation of the 357 patewas found on NSA'’s product. Lear did so by

using the labels “First link,"Second link,” and “Third link”:




(ECF No. 154, PagelD.5482-5488¢ also ECF No. 154, PagelD.5479.)

In February 2018, Lear filed a separatie against Japanese entities NHK Spring Company
and NHK International assertingaththose two entities also iiffiged its patents, including the
'357 patentSee Lear Corp. v. NHK Sporing Co., No. 18-10613 (E.D. Mich. filed Feb. 21, 2018).
A couple months later, Lear movaaconsolidate the two caseSe¢ ECF No. 88, 95.) In March
2019, the Court denied the motiaithout prejudice to refilinglLear Corp. v. NHK Seating of Am.

Inc., No. 13-12937, 2019 WL 1242444, at *2 (E.D.dili Mar. 18, 2019). T parties ultimately
agreed to consolidate the two cases for purposeliscovery and sumary judgment. (ECF No.
140.)

Several aspects of the partiégril 2019 stipulation to consolidate are worth highlighting.

Under the parties’ stipulation, except for twaegtions not now relevant, Lear expressly agreed
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“to be bound” by the infringement contentions it served on NSA in October 2017. (ECF No. 140,
PagelD.5295.) As part of the stipulation to aditate, all parties—Lear and all three NHK
entities—agreed to a comprehensive schedule ¢éardimainder of the consolidated case. Notably,
that schedule didot include dates for the exchange dfimgement or invalidity contentionsSée

ECF No. 140, PagelD.5296-5297.) The case wastidated in June 2019. (ECF No. 141))

In October 2019, a dispute over the schedule afdbparties agreed that the case needed
(yet) another new schedule due to delays irlifaion and depositions in Japan. (ECF No. 151,
PagelD.5343.) But the parties disagrasdo what events should ineluded on the new schedule.
NHK wanted to serve Lear with its own invaliditgntentions and response to Lear’s infringement
contentions, i.e., it wanted to take positialierent from those takeby NSA. (ECF No. 151,
PagelD.5344.) NHK pointed out that under the parsgpulation to consolidate, Lear had agreed
to be bound to its infringemenbrtentions, but it had made smnilar agreemen (ECF No. 151,
PagelD.5348.) For its part, Lear stressed that vhertases were consolidated, the agreed-upon
schedule did not include dates for the exchaofgmfringement or invalidity contentionsSde
ECF No. 151, PagelD.5346.) Lear further argued #tlowing NHK to serve its own invalidity
and non-infringement contentiongould result in prejudice: “Lear would be prevented from
seeking testimony from NHK . . . regard such untimely contentions.I'd))

The Court held a telephone conference to eskithis and other digges. In addressing
NHK’s request to serve its own contentions, the Court focused on Lear’s claim of prejudice: the
timing of NHK’s new invalidity corgntions in relation to the tharpcoming depositions in Japan.
The Court directed NHK to serve &ewith its contentions by Nowgber 18, 2019, i.e., in time for

the depositions.



Consistent with this Court’s direction, diovember 18, 2019, NHK served Lear with its
first and final invalidity contentins and response to Lear’s infjement contentions. Like NSA,
NHK’s invalidity contentions asse that claim 1 of the 357 pent was invalid. But whereas
NSA had relied on § 112 1 1, NHK relied on 8§ 112 § 2. That is, while NSA had argued that the
'357 patent lacked adequate written descriptionie term “operably coratted” in claim 1, NHK
argued that the term “four-bar mechanism” iairtl 1 was “indefinite as applied by Lear.” (ECF
No. 154-2, PagelD.5430.) NHK explained, “Lear conteth@s the recited ‘four-bar mechanism’
even covers a six or seven ‘link’ mechanismtfansferring force. This application of the claim
renders it indefinite.(ECF No. 154-2, PagelD.5430.)

On January 13, 2020, Lear notified NHK (and, appidyeNSA too) that it believed it was
entitled to serve new infringement contentionsasponse to NHK’s newsaertion of invalidity.

(ECF No. 156, PagelD.5532.) NHK (and, apparentlyAN®) did not agree. The Court attempted
to reach a resolution short of motion practi@e(ECF No. 153.) But the p#es remained at an
impasse.

So on February 3, 2020, Lear filed the motion to amend its final contentions that is the
subject of this opinion. As in the final infringeent contentions it had served NSA back in 2017,
Lear maintains that the accussttive headrest restraint produeoeets the “four-bar mechanism”

limitation of claim 1 of the '35patent as shown above angnaduced here for convenience:
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But Lear seeks leave to “identify] an altative four-bar mechanism” on the accused device.
(ECF No. 54-8, PagelD.5498.) In particular, Leaeks to amend its infringement contentions to

identify different first, second, and thirehks of the four-bar mchanism on NHK’s device:

o
o
>

/W e
// _,\
/\
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Third link

(ECF No. 154-8, PagelD.5501.) Not only does Lear seek to includeehisgnfringement theory
as part of its infringement contentions, Lear also seeks to edthéory to its response to NHK’s

invalidity contentions. (ECF No. 157, PagelD.5541 n.3.)
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I.

Under this Court’'s case-managent order, a partmay amend its final infringement
contentions “only by order ahe Court upon a showing of good sauand absence of unfair
prejudice to opposing partiespade within 14 days upon deeery of the basis for the
amendment.” (ECF No. 43, PagelD.428.)

This Court’s case-managementler for patent case is basedl the local patent rules for
the Northern District of lllinois (with some mdutiations based on the local patent rules of both
the Northern District of California and the District of Utahdeq ECF No. 43, PagelD.419
(explaining source of the case-mamagat requirements).) Courts ihat judicial district have
stated that “good cause” requires flarty seeking amendmt to not only show that “a valid basis
for amendment exists” but also that it “acted diligentiyléksy v. Gen. Elec. Co., No. 06-1245,
2013 WL 3944174, at *2 (N.D. lll. July 31, 2013). And in that district, the party seeking
amendment has the burden of “establishing [boiigence and lack of prejudice” to the opposing
party. Id. Whether “a party has e$isshed the good cause requirem is within the sound
discretion of the district courtld.

.
A.

Lear has “good cause” to amend its infringememttentions to iddify an alternative
“four-bar mechanism” in the accusadtive headrest restraint system.

Start with the fact that but for NHK’s invaltgt contentions, Lear auld not have asked to
amend its infringement contentiorisear served its final infringeent contentions on NSA back
in October 2017. And there Lear’s infringemensitions stood, unaltered, as this case progressed

for two more years. And in those two yearscmuranspired, includg adoption of Lear’s
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definition of “four-bar mechanigs” during claim constructiorsee Lear Corp. v. NHK Seating of
Am. Inc., No. 13-CV-12937, 2018 WL 3062189 (E.D. Micdtune 21, 2018), and denial of NSA's
motion for summary judgmengee Lear Corp. v. NHK Seating of Am. Inc., No. 13-CV-12937,
2019 WL 3892547 (E.D. Mich. Aug. 19, 2019). So Lear had no reason to alter its contentions.
Then, in November 2019, NHK servadever-before-seenvalidity contentbn. It was only then
that Lear asked to amend its infringemeantentions. NHK’s new invalidity theory—one that
NSA had not raised in the many years this dasebeen pending—supplies Lear with a pretty
good reason for amending its contentions.

But on the unique facts of this case, theranother good reason to allow Lear to amend.
Under this Court’'s case-managementler, contentions are serveda specific sequence: the
patent holder serves initial ifigement contentions, the accusattinger then serves initial
invalidity contentions, and many weeks latdmth sides simultaneously exchange final
contentions. (ECF No. 43, PagelD.423-427.) So N84 raised the indefiteness claim that
NHK now raises in its initial invalidity contewtns, Lear would have been able to include its
alternative “four-bar mechanism” in its final infringement contentions. Similarly, if (as NHK
wanted) the two cases had not beensolidated, the Court wouldveacreated a separate schedule
for Lear’s case against NHK. Anttlat schedule would have inded the standard exchange of
contentions. And under that schedule, had NHKerhidgs indefiniteness #ory in its initial
invalidity contentions, Lear wouldave been able to include &lernative “four-bar mechanism”
in its final infringement contentions. In other ms, in the normal course, a patent holder is
allowed to serve its final infringement contentions after receiving the accused infringer’s initial
invalidity contentions. So retummg to that normal course from the current state of affairs supplies

Lear with additional good cause to amend.
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NHK makes a few arguments for why Leasmt demonstrated good cause to amend its
contentions. None persuade.

For one, NHK says that “it is well-settledathinvalidity contentions are insufficient cause
to amend infringement contentions.” (ECF No. 156, PagelD.554¢also ECF No. 156,
PagelD.5509.) In support of this “well-settfeproposition of lawNHK cites four cases.

In Applelnc. v. Samsung Electronics Co. Ltd., Samsung argued that deficiencies in Apple’s
noninfringement contentiorjastified it to anend its infringement contentionSee No. 12-CV-
0630, 2013 WL 3246094, at *2 (N.D. Cal. June 26, 2013). The court was unpersuaded:
“[D]eficiencies in Apple’s noninfringement thees do not justify Sanusg’s delay in asserting
all of the infringement theoriesrgasonably believed it could asseltl’at *4. The court explained
that the process of “fine tun[ing]” infringeme contentions as the case progressed was not
intended to be “a running dialogue between thdigmrwith additions of theories as one side
asserts that a particulargument is unsustainabléd. at *3.

NHK also relies oVerinata Health, Inc. v. Ariosa Diagnostics, Inc., 236 F. Supp. 3d 1110
(N.D. Cal. 2017). Therellumina, a patent holder, “arguelitiat it ha[d] goodtause to supplement
its infringement contentions with additional .theories because of positions asserted by Ariosa
in its noninfringement contentiondd. at 1113. The court relied dkpple and rejected the notion
that Ariosa’s “surpris[ing]” noninfringement positions amounted to good cause for Illumina to
amend its infringement contentiongl. at 1114. Instead, llluminaeeded to show that its
amendments were based on new, non-publicimition; because lllumina had not made that

showing, it lacked good cae for amendmenid. at 1115.
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NHK’s third caseFujifilm Corp. v. Motorola Mobility LLC, has similar facts t&pple and
Verinata and the court followe the reasoning of\pple to deny amendmengee No. 12-CV-
03587-WHO, 2015 WL 757575, at *8 (N.D. Cal. Feb. 20, 2015).

NHK also citesNorthgate Technologiesv. Sryker Corp., No. 12-07032 (N.D. Ill. Dec. 16,
2013) (order denying motion to amend contentionsgr@H'Northgate claingd] that the positions
the Defendants [took] in response to Northgafieal infringement contentions necessitate[d] an
amendment by Northgatelll. at 2. The court disagreed; it explad that “the facts [were] the
same” as when Northgate served its final iffement contentions artbe only thing that had
changed was the defendants’ leiii@ory based on those fadtd. at 3.

Each of these four cases differsrfrahis case in material respectpple, Verinata, and
Fujifilm are decisions from the NortheBistrict of California. Thatistrict’'s local patent rules
(including historical versions irffect at the time of those three decisions) do not provide for initial
and then final contentiotsThe patent holder servesfringement contentions once and
amendment of those contentions is permittely upon a showing of good cause and the absence
of undue prejudice; effectively, theitial contentions in the Northefistrict of Cdifornia are as
malleable as final contentions under this Court’'s orderAfue, Verinata, and Fujifilm are
distinguishable at least because the Northernribtisdf California’s local patent rules do not

contemplate that patent holders will get to séina infringement contetions after reviewing the

! N.D. Cal. Patent L.R.3-1, 3-3, and 3-6 (Jan. 17, 2017vailable at
https://www.cand.uscourts.govleg/patent-local-rules/

N.D. Cal. Patent L.R.3-1, 3-3, and 3-6 (Nov. 1, 2014)vailable at
https://www.cand.uscourts.gov/ralsuperseded-local-rules/

N.D. Cal. Patent L.R. 3; 3-3, and 3-6 (Apr. 2010)available at
https://web.archive.org/web/20100527202523/htww.cand.uscourts.gov/CAND/LocalRul.ns
flfec20e529a5572f0882569b6006607e0/5e8b3e4cd680882573e20062dbcf/$FILE/Pat4-
10.pdf
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accused infringers’ contentions (invalidity oonminfringement). But, as explained, under this
Court’s sequenced exchange, the patent holdarlésto serve its finahfringement contentions
after reviewing the accused infringerhitial invalidity contentions.

As for Northgatev. Sryker, the patent holder, Northgate, was much less diligent than Lear.
There, Northgate amended its complainhtdude an indirect infringement theofyorthgate, slip
op. at 1. Yet Northgate diinot seek to amend it®ntentions to include direct infringement until
almost three months later and after the d@émts had served thefinal non-infringement
contentionsld. at 2. And, apparently, Northgate coulot explain why it had enough information
to amend its complaint to include indirect infjement but had to wait until after the defendants’
final noninfringement contentions to try tadda indirect infringemen to its infringement
contentionsSee id. at 2—3. As compared to Northgate, Lear was much more diligent. True, Lear
did wait about two months afteeceiving NHK'’s invalidity contetions before it disclosed the
details of its altmative four-bar mehanism to NHK. Compare ECF No. 154-2, PagelD.5431
(November 18, 2019)yith ECF No. 156-4, PagelD.5536 (January 24, 2020).) But Lear explains
that some of the delay was digecounsel’s need to be inpin for depositions as well as the
holiday season. (ECF No. 157, PagelD.5541 n.1.) Bear implies that its new infringement
contention was not “confirmed” until a January 2020, meeting with its technical expert. (ECF
No. 157, PagelD.5541 n.2.) Lear disclosed its new theory to NHK 14 days later. (ECF No. 156-4,
PagelD.5536.) So while Lear should have been rdoigent, Northgate daonstrated virtually
no diligence.

Although the cases NHK cites do not showtthear lacks good cause, the Court does
agree with NHK that, often, a weinvalidity theory will notbe “good cause” for amending

infringement contentions. For example, if an acdus&inger identifies arexisting invention in
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its final invalidity contentions that it did not includreits initial contentions, and argues that this
existing invention renders the claimed invention metv, the patent holder would likely have no
need to change its final infringent contentions. Whether the claimed invention is different from
the newly identified existing invention is not directly linked to whether the accused device meets
all the limitations of the claim.

But here, there is a direcink. NHK’s invalidity theory isbased on Lear’s original
infringement theory. In NHK owmvords: “Lear contends thatelrecited ‘four-bar mechanism’
even covers a six or seven ‘linkiechanism for transferring forcehis application of the claim
renders it indefinite.” (ECF No. 154-2, PagelD.5430 (emphasis added).) In other words, NHK does
not assert that the languageatdim 1 of the '357 patent, exanaih in a vacuumis indefinite;
instead, NHK argues that the waydtapplies the claifanguage in its infigement contentions
shows that the language is indefinite. So NkiKnvalidity theory effectively attacks Lear’s
infringement theory: “if you allegthat we infringe in that mannehen the claim is indefinite.”
Given that NHK’s invalidity theory seeks to négd.ear’s infringementheory (as opposed to
making a stand-alone inNgity theory), Lear has good cause fihanging its infringement theory
to account for the NHK'’s theory.

But why isn’'t the proper solution tbmit Lear to responding to NHK’s invalidity
contention with its new infringeent theory? After all, this Court's case-management order
contemplates a patent holder will respond taiidity contentions sepate and apart from its
infringement contentionsS¢e ECF No. 43, PagelD.426.) And allavg Lear to just respond (as
opposed to respond and amend its @ontentions) could be fair.nder that scenario, Lear could
try to stave off having claim 1 of the '357 patéetdeclared invalid by ug its alternative four-

bar mechanism but would not be able to usedlamative four-bar mechanism to show that NHK
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is liable. In other words, Lear’s alternative fdaar mechanism would be strictly a shield, not a
sword.

The Court considered this opti but, in the end, rejected As explained, in the normal
course, Lear would be able to review initiavalidity contentions bfere serving its final
infringement contentions. NHK’swalidity contentions are both iisitial and final contentions.
So Lear should be able to alter its final infliament contentions to account for any indefiniteness
theory that appears in NHK'’s firshd only set of invalidy contentions.

NHK makes one other argument against a findihgood cause. NHK sayfsat Lear either
forfeited or waived its right to amend its finafringement contentions when it entered into the
stipulation to consolidate the two cas&ee(ECF No. 156, PagelD.5509, 5513.)

This argument has some merit but ultimatides not carry the day for NHK. True, in the
stipulation to consolidate, only Lear—and mdéHK or NSA—expresslystated it would be
“bound” by its contentions. (ECF No. 140, PH&295.) But it is possible that only Lear
expressly agreed to be bound bessaanly Lear had the right to amd in two circumstances. In
other words, the stipulation persitear to amend in two circunasices, and thus Lear needed to
expressly agree to not amend in any other cistance. Lear’s express agreement could therefore
be viewed as a preamble to the two situatihgre it can amend: “Lear is to be bound by its
infringement contentions set forth in 2:13-cv-1298ith the exceptions of . . . .” (ECF No. 140,
PagelD.5295.) NSA on the other hand, had no circamests in which it codlamend. So perhaps
for that reason, NHK and NSA had no r@aso expressly agree to be bound.

And while Lear did make an express repreaation, NHK may have made an implicit one.
As Lear points out, there was a schedule that pat of the stipulation. And that schedule—

agreed to by NHK and NSA—did not includeetlexchange of contgans. (ECF No. 140,
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PagelD.5296-5297.) So Lear’s claim that it thoutifédre would be no further contentions,
including no new invalidity coentions by NHK, is believable. As Lear reasonably relied on the
implication that there would be farther invalidity contentions fim NSA or NHK, but that turned
out not to be the case, it wdube inequitable to hold Le#&w its promise to be bound.

B.

That leaves the issue of “unfair prejudiddere, the Court can be much briefer.

Lear says NHK will not suffer prejudice. It stresses that it is asking to amend its
infringement contentions for “oplone limitation (‘fou-bar mechanism’) of one claim (claim 1)
of the one ‘357 Patent.” (ECF No. 154, PagelD.5425.) And Lear explahsg/kien it moved to
amend, expert reports on infrirgent and invalidity were stimonths away. (ECF No. 154,
PagelD.5425.) (Those dates are closer now, but that isear’s fault.) Further, Lear says that its
amendment will not affect the lsedule for the case and that it “will not oppose NHK amending,
within a reasonable time, its contentions to thiemixthey” are responsite Lear’'s amendment.
(1d.)

In response, NHK does not spgainy prejudice from Learamendment. True, NHK says
that it relied on Lear'spromise to be bound tis infringement contdions in agreeing to
consolidate the NHK and NSA caseSed ECF No. 156, PagelD.5510 (“To convince NHK and
NSA to agree to consolidation, Lear stipulatedt it would not change its Final Infringement
Contentions.”)see also ECF No. 156, PagelD.5513, 5520-5521.) B#iK does not explain how
that reliance results in prejudice. NHK merely sdpdowing Lear to shift its positions well after
the stipulated consolidation wgsanted with Defendants’ concune is incurably prejudicial to

Defendants.”Id.) But how? NHK does not say.
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V.

In short, the Court finds that Lear hasown that it has goodause for amending its
infringement contentions regangdj the “four-bar mechanism” limitation of claim 1 of the '357
patent and that amending tHahitation will not result in urdir prejudice to NSA or NHK.
Accordingly, within 7 days of this ordet,ear shall serve on NSA and NHK the amended
infringement contention attached to mwtion. (ECF No. 154-8, PagelD.5498, 5501.) NSA and
NHK will then have 21 days to serve amended mdringement contentionand, if necessary,
amended invalidity contentions.

SO ORDERED.

Dated: April 10, 2020
s/Laurie]. Michelson

LAURIE J. MICHELSON
UNITED STATESDISTRICT JUDGE
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