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UNITED STATES DISTRICT COURT
EASTERN DISTRICTOF MICHIGAN
SOUTHERN DIVISION

CEQUENT PERFORMANCE
PRODUCTS, INC,,

Plaintiff, Casda\o. 13-cv-15293
Hon. Matthew F. Leitman
V.

HOPKINS MANUFACTURING
CORPORATIONet al..,

Defendants.
/

ORDER GRANTING IN PART AND DENYING IN PART
PLAINTIFF’'S MOTION TO COMPEL (ECF ## 68, 70)

On March 3, 2017, Plaiiff Cequent Performanc®roducts, Inc. filed a
motion to compel the production of unestied documents that Defendant Hopkins
Manufacturing Corporation had previdpgroduced in redacted formSde ECF
## 68, 703 As set forth below, the CoUBRANTS the motion in part anBENIES
the motion part.

I

During discovery, Hopkins produced t@n documents to Cequent that

contained redactions. Hopkins identifi@eelve such documents on a supplemental

privilege log dated January 27, 2013ed ECF #70-1.) In that log, Hopkins claimed

1 Cequent filed two identical versions $ motion. ECF #68 is unsealed and
contains limited redactions. ECF #8Gealed and contains no redactions.
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that the redacted portions of the lisdaocuments were protected from disclosure
because they reflect “attorney-client patadvice sought or received from [outside
patent counsel] Tom Luebberingld(at Pg. ID 2280-81.)

In the motion to compel, Cequent sotugte production of unredacted copies
of eleven of the twelve documeristed on the supplemental privilege b¢See
ECF #70.) Cequent askédtke Court “to review tb withheld documents camera
to determine whether theyeaprivileged and, if not, then order Hopkins to produce
them.” (d. at Pg. ID 2272.)

Hopkins opposed both an camera review and any required production of
the unredacted documentSe¢ ECF #74.) Hopkins insistdtat “[t]he information
withheld from production andescribed in [the] Supplemental Privilege Log” did
not need to be produced becausécinsistjed] of communications between
Hopkins’ corporate representatives relatingdily to legal advice of patent counsel
that was sought and/or received to Bidpkins in its pursuit of developing the
Aqgility [brake controller].” (d. at Pg. ID 2340.)

On March 22, 2017, the Court entéra written Order in which it required
Hopkins to produce unredacted copies ofdle¥en documents asue to the Court

for anin camera review. &ee ECF #74.) The Court then received the documents

2 The supplemental privilege log ideni$ twelve documentsumbered 1-12.Se
ECF #70-1.) In the motion to compel,dient seeks production of the documents
numbered 1-11.
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and reviewed them in light of the repeesations Hopkins made on the supplemental
privilege log and in its response to Cequent’s motion to compel.

Following the Court’sn camerareview of the documents, it held a telephonic
hearing on the motion to compefe¢ ECF #92.) During that hearing, the Court
agreed with Hopkins that, in theory, thedactions at issue could potentially be
protected by the attorney-client privilegethey were created for the purpose of
receiving legal advice and/or refldeigal advice received from counsgke, e.g.,
Williamsv. Sprint/United Management Co., 238 F.R.D. 633, 6389 (D. Kan. 2006)
(citing cases and noting that “thettaney-client privilege extends to
communications made within a corpoaoatiif those communications are made for
the purpose of securing legal advice”). Hoe®e the Court told Hopkins that it had
concerns that there was not sufficient evide in the record specifically tying the
redactions here to legal advice that Hogksought or received. The Court then
provided Hopkins one final opportunity ppoduce additional evidence of privilege
through the submission of declarations frthra authors of the redacted documents.
The Court also allowed Cequent to depdbese declarants and, after those

depositions, to file a reply brief inffilner support of its motion to compel.



On April 27, 2017, Hopkins filed theedlarations of Gary Kamisnki and
Daniel Scheller, the identified authorsteh of the elevedocuments at issiig(See
ECF ## 98, 99.) Kamisnki and Scheller both stated in their declarations that the
redacted portions of the documents “refliegfal advice to be sought from counsel,
Mr. Tom Luebbering” or reflect advic&eceived” from Luebbering. (Kaminski
Decl. at 1 6-7, ECF #98 at Pg. ID 3852-&%: also Scheller Decl. at 18, ECF #99
at Pg. ID 3855-56.) Hopkins then took the depositions of both Scheller and
Kamisnki. &ee Deposition Transcripts, ECF ## 1021D2-3.) It also filed a reply
brief in further support ahe motion to compelSee ECF #102.) On May 19, 2017,
Hopkins filed a motion for leave to filesair-reply in further opposition to the motion
to compel ¢ee ECF #103), and the Court gradtsuch leave on May 22, 201%e¢
Dkt.)

1

“The purpose of the attorney-clientiylege is to encourage clients to
communicate freely with their attorneysn re Grand Jury Proceedings Oct. 12,
1995, 78 F.3d 251, 254 (6th Cir. 1996) (citibgjohn Co. v. United States, 449 U.S.

383, 389 (1981)). “But because the privilegeperates to reduce the amount of

3 The remaining document at issue was drafted by Jon GaECF #70-1.) Gray
has not filed a declaration witkspect to the motion to compel.

4 While this is a patent infringement amtj the Federal Circuit “applies the law of
the regional circuit, here éh[Sixth] Circuit, with respedio questions of attorney-
client privilege and waiver ohttorney-client privilege.Fort James Corp. v. Solo
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information discoverable during the coursfea lawsuit, it is narrowly construed.”
Id.; see also In re Columbia/HC Healthcare Corp. Billing Practices Litigation, 293
F.3d 289, 294 (6th Cir. 2002) (“The pitege applies only where necessary to
achieve its purpose and protects only those communications necessary to obtain
legal advice”) (internlaguotation marks omitted):The burden of establishing the
existence of the privilege reaswith the person asserting iUhited Satesv. Dakota,
197 F.3d 821, 825 (6th Cir. 1999).

1

A

The Scheller Documents
Hopkins has not carried its burden &stablish that the redactions on

documents identified on the supplementalifgge log as authored by Dan Scheller
— documents three (bates-numbered HOPKINS0043804), four
(HOPKINS0043808), and ten (HOPKINS00461R3) (the “Scheller Documents™)
— are protected by the attorney-client privileg&t his deposition, in stark contrast
to his declaration, Scheller testified that “d[id] not know” wrether the redactions

included on the Scheller Documents “refledi[either advice that was sought from

Cup Co., 412 F.3d 1340, 1346 (Fed. Cir. 200&e also In re Regents of University
of California, 101 F.3d 1386, 1390 n.2 (Fed. CiR96) (applying Seventh Circuit
law to attorney-client privilge issue and noting that “fi} procedural matters that
are not unique to patent issues, [the Fdderauit] appl[ies]the perceived law of
the regional circuit”).
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counsel or advice that was received” frooaunsel, and he agreed that he “[did not]
have any basis to say that the redactetigre of any of [theScheller Documents]
actually do reflect advice to or from counsétcheller Dep. al5, ECF #102-1 at
Pg. ID 3884.) For example, when Cequshowed Scheller document ten at his
deposition, which are pages from his personal notebook that reflect notes he took
during meetings, Scheller testified that ‘ta[d] no idea” whether the redacted
portions of that document “reflect[ed] adgithat was either sought or received from
counsel.” (d. at 18, ECF #102-1 at Ptp 3887.) Moreover, 3eller testified that
he never communicated witlin attorney and that h&lso had “no idea” what
documents may have been shared with celumisthat counsel may have reviewed
for Hopkins. (d. at 10-13, 19-20, ECF #102at Pg. ID 3879-81, 3888-8%e¢ also
id. at 14, ECF #102-1 at Pg. ID 3883 in whiScheller testified that he “[did] not
know” exactly what documents were shaweath counsel or when they may have
been shared.) Simply put, Scheller could not say that any of the redactions on the
Scheller Documents reflect advice thatsveather sought or received from counsel,
and Hopkins has not presentady other evidence that the dogents are privileged.

In Hopkins’ sur-reply, it argues that tredactions on the Scheller Documents
are privileged because Scheller “regulaynmunicated” with Kaminski and knew
that Kaminski “communicated with Tom Luebbering regarding the design and

development of Hopkins’s Agility controller’ (ECF #103-1 at 6, pg. ID 4063.) But



these facts say nothing about whether dpecific redactions from the Scheller
Documents relate in any wao Kaminski’'s consultzons with counsel. And
Hopkins has not presented any evidencenfikGaminski that the redactions on the
Scheller Documents reflect legal advice fieaminski) sought or received.
Accordingly, Hopkins has not met its bundé establish that the redactions on
Scheller Documents are privjed and it must produaenreacted copies of those
documents to Cequent.
B
The Gray Document

Hopkins has carried its burden to edisbthat the redactions of handwritten
notes on the document identified on the sapmntal privilege log as authored by
Jon Gray — document seven (batesmber HOPKINS0044571) (the “Gray
Document”) — are privilegedFirst, Hopkins producelaminski’s declaration in
which Kaminski swore under oath that “thrdormation reflected in the redacted
portion[]” of the Gray Document “consties legal advice sought or received from
patent counsel, Mr. Tom lelobering, that flowed betven me and [Luebbering]....”
(Kaminski Declaration at 17, ECF #98 at Pg. ID 3853.) Second, at Kaminski’'s
deposition, he confirmed that his statsrh in the declaration about the Gray

Document was “correct,” “aceate,” and was not “incompket and he affirmed that

the redactions on that document “relatied subjects [he] consulted with Mr.



Luebbering on.” (Kaminski Dep. at 23842, ECF #102-3 at Pg. ID 3966, 396&:
also id. at 243, ECF #102-3 at Pg. ID 3970.) Hopkins has therefore produced
sufficient evidence to carry its burdendstablish that the redactions on the Gray
Document are privileged and neeot be produced to Cequent.
C
The Kaminski Documents

The privilege log identified the renmeng seven documents at issue as
authored in whole or in part by Kanski (the “Kaminski Documents®.Document
one on the supplemental privilege lo@igs number HOPKINS0043673) consists
of handwritten notes Kaminski drafte@ocuments two (HOPKINS0043778), five
(HOPKINS0044050), six (HOPKINS0044051), eight (HOPKINS0044967), nine
(HOPKINS0045204), and eleven (HOPKINSU@%7) are nearly identical copies
of what are called “Project Spec Sheetsth nearly identical redactions.

Hopkins has established that thelaetion on document two, Kaminski's
handwritten notes, is privileged and needimproduced. Kaminski testified at his
deposition that the redacted portion of those notes was “a reminder for [him] to talk

to [his] patent attorney [Luebbering}(Kaminski Dep. a231, ECF #102-3 at Pg.

°> While the supplemental privilege log ididies Kaminski as the “author” of the
Kaminski Documentssge ECF #70-1), Kaminski testified at his deposition that he
did not author the documentsdahe did not know who didS¢e Kaminski Dep. at
271-72, ECF #102-3 a Pg. ID 3998-99.)
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ID 3958.) And while Kaminski could not spifically remember wén he spoke with
Luebbering about that “reminderseg id. at 233-35, ECF #102-3 at Pg. ID 3960-
62), he testified that he believed it “wouldibeghe span of one month or less” from
when he drafted the notdd( at 237, ECF #102-3 at Pg. ID 3964.) Based on
Kaminski's sworn deposition testimonyppkins has provided a factual basis under
which the Court can concludeat the redacted text waseated for the purpose of
securing legal advicé&ee Williams, supra; see also Graff v. Haverhill North Coke
Co., 2012 WL 5495514, at *7 (S.D. Ohio. Nai3, 2012) (citing cases, including
Williams, and noting that “[c]ourts havextended the protection outlinedupjohn

to communications between non-attorney corporate @maps where the
communications were made for purposese@furing legal advice from counsel”).
That text is therefore protected by thweey-client privilegeand Hopkins does not
have to produce an unredactegby of this document to Cequent.

Hopkins has also met its burden to proel evidence that the redactions on
the remaining six Kaminski Documents e tRroject Spec Sheets — were created for
the purpose of obtaining legal advice and thatredactions are therefore privileged.
In his declaration, Kaminski swore under ottht “all” of the information from the
redacted portions of the Project S@&laeets “constitutes legal advice sought or
received from patent counsel, Mr. Tomdhbering, that flowed between me and

Tom Luebbering....” (KamingskDecl. at 17, ECF #98 at Pg. ID 3853.) And at his



deposition, Kaminski confirmed, again andieny that the redacted portion of these
documents reflect advice he soughteceived from Luebbering:

Q: And do you see in paragia7 that you state, “Further
based on my knowtlge and participation in the
development process of é@hAgility, | recall all the
information reflected in the redacted portions of [the
Project Spec Sheets] constitutes legal advice sought or
received from patent counsel.” Do you see that?

A: Yes.
Q: Is that a correct statement from you?
A: Yes.

Q: And is it complete or ihere any information that you
believe should be included this paragraph to make it
further complete?

A: | believe the statement is accurate and that there’s
nothing eliminated from it thdtwould consider to make
it incomplete.

[.]

Q: Out of those [] documés you identified, which of
those identify redacted portions where they constitute
legal advice you souglitom Mr. Luebbering?

A: All of the redacted portions of those documents related
to subjects | consulted with Mr. Lueberring on.

[...]

Q: Okay. Which of these documents that you identify
here in paragraph 7 [of Kaminski's declaration] include
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redacted portions where yoleaseeking legal advice from
Mr. Luebbering?

A: | believe all of them contain information where Tom

and | had multiple conversans receiving and seeking
information. | can’t put specifics to any one.

[..]

Q: Do you know if legal @vice was actually sought for
any of these statements that are being redacted in Exhibit
263 [one of the Project Spec Sheets]?

A: Yes, | do.

Q: When?

A: It was sought and received numerous times, but | can’t
provide specific dates.

[..]

A: | had broad discussiongth Tom Luebbering related
to the potential patent issues involved here.

Q: When did that occur?
A: Most likely over a period of years.

Q: I'm not asking generallym asking specifically. [...]
[W]hen did that occur?

A: | don’t know.
Q: Okay. So it's possible it did not occur?

A: No, it is not.
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Q: Do all of the portions thdiave been redacted, whether
or not you remember when you communicated with Mr.
Luebbering, reflect either adhe that was to be sought or

received from Mr. Luebbering?

A: Yes.
(Kaminski Dep. at 239, 242-43, 253-5462290 ECF #102-3 at Pg. ID 3966, 3969-
70, 3980-81, 4003, 4017.)

Ceguent argues that despite thigitesny from Kaminski, the redactions on
the Project Spec Sheets are not protebiethe attorney-client privilege because
Kamisnki also testified that it was “possblthat the redactions related to patent
research that hedaducted on his ownSge, e.g., id. at 263, 267, 278-85, ECF #102-

3 at Pg. ID 3990, 3994, 4005-12Cequent interpretsithtestimony as a concession
from Kaminski that he simply could n&ay whether the redactions contained
privileged information. The Court disagrees.

The most reasonable interpretation ohiaski’s testimony, considered in its
entirety, is thato the best of his knowledge the redactions on the Project Spec Sheet
do reflect advice sought or received from counsel. The fact that Kaminski
acknowledged the mere possibility that ttedacted information may have come
from his own independent research doesnagfate his repeated testimony that he
did believe anddid claim that the redacted informatiaid reflect legal advice to be

sought or already obtained. Kaminski'sttmony, when read as a whole, satisfies
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Hopkins’ burden to establish that the aetions on the Project Spec Sheets are
privileged. Hopkins therefore need mobduce unredacted copies of the Project
Spec Sheets to Cequent.
IV

For the reasons stated above, Cequentison to compel (ECF ## 68, 70) is
GRANTED IN PART AN D DENIED IN PART as follows: Hopkins shall produce
unredacted copies to Cequent of the documdattified as documents 3, 4, and 10,
on Hopkins’ January 27, 2017, supplementalilege log within ten (10) days of
this Order. Hopkins need not produceadacted copies of any other document on
the supplemental privilege log.

IT1S SO ORDERED.

gMatthew F. Leitman

MATTHEW F. LEITMAN
UNITEDSTATESDISTRICT JUDGE

Dated: May 24, 2017

| hereby certify that a copy of thieregoing document was served upon the
parties and/or counsel of record on w24, 2017, by eleabnic means and/or
ordinary mail.

s/HollyA. Monda
Case Manager
(313)234-5113
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