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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

NORGRENAUTOMATION
SOLUTIONS, LLC,
Case No. 14-cv-13400

Plaintiff,
UNITED STATES DISTRICT COURT JUDGE
V. GERSHWINA. DRAIN
PHD,INC., UNITED STATES MAGISTRATE JUDGE
MoNA K. MAJzOUB
Defendant.

/

OPINION AND ORDER OVERRULING PLAINTIFF 'SOBJECTION [44], AND
ADOPTING REPORT AND RECOMMENDATION OF SPECIAL
MASTER ON PATENT CLAIM CONSTRUCTION [43]
|. INTRODUCTION

On September 3, 2014, Norgren Automation Bohs, LLC (“Norgren” or “Plaintiff”)
commenced this patent infringement suit agaitdb, Inc. (“PHD” or “Defendant”). The Court
referred this matter to Special Master Rich D. Grauer for a Report and Recommendation
regarding theappropriate construction of thgatent claim terms at issu8eeDkt. No. 37. On
June 22, 2015, the Special Master submittex] Report and Recommendation [43] with a
recommended claim construction. On July 2, 20Ndérgren filed Objections to the Report and
Recommendations of the Special Master [44]sThatter is now fully briefed. After conducting
ade novareview of the Report and Recommendation,Gloart finds that oral argument will not
aid in the resolution of this matter. Thaise Court cancels the September 29, 2015 he&Sieg.
E.D. Mich. L.R. 7.1(f)(2). For the reasons discussed herein, the CourtOWHRRULE

Norgren’s Objections [44], andACCEPT and ADOPT the Special Master's Report and

Recommendation [43Fee28 U.S.C. § 636(b)(1). The Cowstreasoning is set forth below.

Dockets.Justia.com


https://dockets.justia.com/docket/michigan/miedce/2:2014cv13400/294421/
https://docs.justia.com/cases/federal/district-courts/michigan/miedce/2:2014cv13400/294421/53/
https://dockets.justia.com/

[l. BACKGROUND
A. The Patents-in-Suit

Norgren accuses PHD of infringing two pater{ts; United States Reissued Patent No.
RE39,786 (“the ‘786 Patent”) and (2) United StaResssued PatentdN RE41,223 (“the ‘223
Patent”).SeeDkt. No. 1. Both the ‘786 Patent and t223 Patent (collectively “the patents-in-
suit”) have their origin in a single pateapplication filed on January 7, 1998, which matured
into United States Patent No. 6,079,896 €“tB96 Patent”) graed on June 27, 2008eeDkt.
No. 43 at 6; Dkt. No. 40 at 5. Pursuant tolB%.C. § 251, the ‘786 Patent and the ‘223 Patent
were each later “reissued” from the ‘896 P#tat Norgren’s request on August 21, 2007 and
April 13, 2010, respectivehseeDkt. Nos. 40-2, 40-3.

Both patents-in-suit are enéitl “Clamp With Improved Internal Cam Action.” Dkt. Nos.
40-2, 40-3. As reissued, the patents-in-suit contain different claims. However, both patents relate
to a “clamping apparatus” that moves objefttsn one location to another in manufacturing
environmentsSee id.(“A clamping apparatus, for use with an actuator, has a housing with a
guide track mounted on or formed in the housingSpecifically, Norgren alleges that PHD is
infringing claims 7, 15, 18, 21-23, 27-35, and 3% 2he ‘786 Patent, and claims 10-12, 17, 21,
22, 25-28, and 31 of the ‘223 PatedeeDkt. No. 1.

B. The Claims

Pursuant to the Special Btar's recommendation, Norgren reduced the number of
asserted patent claims to the following tepresentative claims: claims 15, 21, 27, 28, and 32 of
the ‘786 Patent, and claims 11,, 222, 25, 26 of the ‘223 PatereeDkt. No. 40 at 6, n.2.

Additionally, the Special Master structed each party not to submit more than five claim terms



for construction by the Court. In respongbe parties submitted a list of “Joint Claim

Construction Terms” that were disputat;luding the following terms for construction:

(1) “. .. having a guide track . . .[;]"

(2) “. . . defined on opposing inner surfaces; . . .[;]”
(3)“...acam/asingle cam...[;]]’
(4) “...an_actuator / adld linear reciprocal actuatém linear reciprocal, power

operated, actuator . . .[}]"

(5) “said clamping apparatus comgirig: a support structure;” and

(6) “.. . means for encasing . . .”

Dkt. No. 38 at 3-8 (emphasis in original).
C. Special Master’'s Report and Recommendation

The Special Master reviewed the briefs and leixhiof the partiesral concluded that oral
argument was not needed pursuant to Rul€f)(2) of this Court’'s Local Rule§eeDkt. No. 43
at 2. Thereafter, the Special Mar put forth a comprehensivecommendation covering (1) the
permissible number of patent claims that Nergmay assert, (2) the permissible number of
claim terms that each party may submit tmmstruction by the Court, and (3) the proper
construction for the disputed claim terrB&e generallipkt. No. 43.

Norgren objects to the following finding by t@ecial Master regairth the construction

of the single claim term “actuator” ap@ied to all of the asserted claims:

! There was initially much debate about these threestéeing construed as one claim term. Norgren contended
“that the noted claim terms are separate and distinct dremanother, thereby establisfpithree (3) different claim
terms for construction which would make for a total of seven (7) claim terms” and requestediédbégenlaim
terms be reduced to five (5).” Dkt. No. 38 at 2. The Special Master directly addressed this point in his Report and
Recommendation noting that “for purposes of [his] claim construction analysis, the three claim forms of this group
distill down to ‘actuator,” ‘fluid actuator,” and ‘power opezd actuator.” Dkt. No. 43 at 17. The Special Master
noted that Norgren’s argument that good cause should be shown for all seven terms was “without eneBt’ aft
explaining his instructions for a good cause showbee id.at 16 n.3. While Norgren ultimately disputes the
construction of the single claim term actuator as applieallitof the asserted claims, it appears Norgren does not
dispute the Special Master’s decisiorbtgin with the one-word claim limitat “actuator” before moving on to the
other two disputed “actuator” claim terng&eeDkt. No. 44 at 4 (“Norgren’s objection is limited to the construction
of the single claim terfactuator” as applied to all of the asserted claims.”). Accordingly, the Court will deem this
matter settled and address the Special Master's dedisidetermine whether thehar two disputed “actuator”
claim terms presented non-duplicative and dispositive issues.
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3. The claim term &actuator’ as it appears in every asserted claim is construed to
mean“fluid-powered actuator.” Specifically,

(a) In independent claims 15 of th&86 Patent and 11 of the ‘223 Patent,
“actuator means “fluid-powered actuator.”

(b) In independent claims 21 and 32 of the ‘786 Patefitid® linear
reciprocal actuatot means “ linear reciprocafluid-powered, actuator.”

(c) In independent claims 2Ind 26 of the ‘223 Patentjifiear reciprocal,
power operated, actuatbormeans ‘“linear reciprocal, fluid-powered,
actuator.”

Dkt. No. 43 at 3 (emphases ingnal) (internal citations omittgdThe parties do not dispute the
Special Master limiting Norgren tten patent claims it may assesgeDkt. No. 34 at 3-6;
limiting the parties to five claim tms for construction by the Cousee id; (3) recommending

that “means for encasing” means “a cover or side platedt 37-39; and (4) recommending that

the remaining disputed claims do meguire construction by the Couste idat 40-52.
I1l. LEGAL STANDARD

Pursuant to Rule 53 of the dieral Rules of Civil Procedure, this Court is required to
conduct ade novoreview of those portions of the SpglcMaster’'s Reporto which objections
have been filedSeeFeD. R. Civ .P. 53(f)(3); see also Hochstein v. Microsoft Cor@.30
F.Supp.2d 714, 717 (E.D. Mich. 201@ff'd 430 F. App’x 898 (Fed. Cir. 2011) (citinEF. R.
Civ. P. 53(f) to note that “[tlhe Court reviewde novofactual findings andiegal conclusions of
the Special Master to which a specific objecti@s been made.”). There is an exceptionde a
novoreview where the parties have agreed that tleei&pMaster’s findings shall be final or that
review shall be for clear errogeeFeDp. R. Civ .P. 53(f)(3). If no suctagreement is had, the

Court conducts de novaeview of those portions to which @gtions have bediied so that the

Court may “‘accept, reject, or modify, in whole ior part the finding or recommendations’™ of
the Special MasteChrimar Systems, Inc. v. Foundry Networks, LNG, 06—-13936, 2010 WL

3431569, at * 2 (E.D. Mich. Aug. 30, 2010) (quoting 28 U.S.C. § 636(b)(1)).
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IV. DISCUSSION

Here, the parties did not stigié to the finality of the Smial Master's Report and did
not agree to clear error revie®f. FED. R. Civ .P. 53(f) (3). Accordingly, Norgren is within its
right to object to the Special Masterecommendation “that the claim tefactuator’ be given
the construction ‘fluid-powered actuator[.]” RkNo. 44 at 4. Norgren does not disagree with
the Special Master’s finding that the spectiicas of the ‘786 and ‘223 Patents alone do not
support restricting the term “actuatdd a specific-type of actuatoBee id.at 4-5 (referencing
Dkt. No. 43 at 23-24). Instead, Norgren focuseshenSpecial Master’s conclusion regarding the
prosecution history of the ‘786 Patearguing that “the Special Master’s construction of ‘fluid-
powered actuator’ simply goes too far without sufficient support for doingléodt 5. Since
Norgren specifically focuses on the Special Mastese of the prosecwoi history to reach his
conclusion, the Court will focus itde novoreview on that portion othe Special Master’'s
analysis in reaching his conclusi@eeFeD. R. Civ .P. 53(f)(3).

A determination of infringementequires a two-step analysiGentry Gallery, Inc. v.
Berkline Corp.,134 F.3d 1473, 1476 (Fed. Cir. 1998). “FKirtte claim must be properly
construed to determine its scope and meaniagoi®l, the claim as properly construed must be
compared to the accused device or procdds.Claim construction is an issue of laMarkman
v. West View Instruments, In617 U.S. 370, 388-90, 116 S.@B84, 134 L.Ed.2d 577 (1996).
In interpreting claims, a court “should look firsttte intrinsic evidence of record, i.e., the patent
itself, including the claims, the specificatiomda if in evidence, therosecution history.”
Vitronics Corp. v. Conceptronic, In@p F.3d 1576, 1582 (Fed. Cir. 1996).

Absent an express intent to impart a navelaning, “terms in a claim are to be given

their ordinary and accustomed meaninB&nishaw PLC v. Mar@s Societa' per Azioni,58



F.3d 1243, 1249 (Fed. Cir. 1998). This is becaussgtiite claims that measure the inventiSRl
Int'l v. Matsushita Elec. Corp.775 F.2d 1107, 1121 (Fed.Cir.1985). Accordingly, claim
construction always begins with the languagehef claim and asks “how a person of ordinary
skill in the art understands a claim ter®Hillips v. AKW Corp.415 F.3d 1303, 1317 -18 (Fed.
Cir. 2005). A “person of ordiary skill in the art is deemed tead the claim termot only in the
context of the particular claim which the disputed term appears, but in the context of the entire
patent, including the specificationlt. at 1313. It is “improper taead [a claim] term to
encompass a broader definition” than the maidy and customary meaning revealed by the
context of the intrinsic recordNystrom v. TREX Co424 F.3d 1136, 1145 (Fed. Cir. 2005).
Indeed, “[c]laims cannot be of broader scope ti@invention set forthn the specification.1d.

The prosecution history “inform[s] the mengiof the claim language by demonstrating
how the inventor understood the invention and Wwhethe inventor limited the invention in the
course of prosecution, makingetltlaim scope narrower thanwould otherwise be.Phillips,
415 F.3d at 1317. The “purpose of consulting thegmaon history in construing a claim is to
exclude any interpretation that wasdaimed during pra&sution[:] . . .

[W]here the patentee has unequivocally diseed a certain meaning to obtain his

patent, the doctrine of prosecution disclainattaches and narrows the ordinary

meaning of the claim congruent with thege of the surrender. Such a use of the

prosecutions historgnsures that claims are nobrstrued one way in order to

obtain their allowance and in a dififent way against accused infringers
Chimie v. PPG Indus402 F.3d 1371, 1384 (Fed. Cir. 2005) fdrasis added). Thus, pursuant to
the Federal Circuit, a statement made by thenpe¢eduring prosecution history of a patent in
the same family as the patentsoit can operate as a disclaim@icrosoft Corp. v. Multi-Tech

Sys., Inc.357 F.3d 1340, 1350 (Fed. C2004) (finding thastatement made during prosecution

of related patent operated aslisclaimer with respet a later-issued patent).



The crux of Norgren’s objection is that “tpeosecution history is ambiguous at best and
fails to show that Norgren clearly and untalably disavowed the dinary and customary
meaning of the claim terractuator” Dkt. No. 44 at 7. After reviewing the prosecution history,
the Court disagrees.

In this case, a patent examiner rejected thenpae’s assertion that “actuator” in asserted
Claim 15 of the ‘786 Patent had its origin @laim 11, amongst others, of the application
pursuant to “35 U.S.C. 102(b) as begugficipated by Kraft U.S. patent 886,008&eDkt. No.
42-4 at 5. In response to th&iCe Action, the patentee sent Amendment to the examiner in
an attempt to overcome the examiner’s rejectitee generallypkt. No. 42-5. In the response,
the patentee stressed that the rejected claims allowable because the actuators of the subject
patent application concerti@ower-operated clamps witluid-operated actuators:

The devicen the subject applicatiorelates to gpower clamp or grippethat is
actuated by a conventiorfaiid operated cylinder actuator

The power linear actuatorand the structural integritgf the clamps make for a
rather heavy and expensive device that is not easily disasse@btddpowered
clampsprovide gripping forces that extemetll beyond ‘ordinary requirements.’

The subject application has been cothe classified in Classes 403/322.3;
269/32; 403/31. These classificats relate to pneumatimr hydraulic meansor
both, for holding and releasing and/or appd forces between a pair of jaws.
Clearly, the actuation of #uid actuator for engaging thjaws is nowhere related
to the device described in the Kraft reference

The subject application utilizefluid-operated actuatorghat provide quick
actuation with high clamping and actweti forces. Therefore, Applicant has
amended claims 21-42 to include fluid-operated actuators.

Therefore,in light of the fact that the subject application relates to power fluid
actuatorsfor actuating jaws in amdustrialized environmen . . it is readily
apparent that one skilled the power fluid actuatioart would not look to the art
surrounding the device described in Kréd resolve theirproblems, thereby
making Kraft non-analogous art.



Id. at 21-22 (emphasis added). As the Speblakster noted, these clear and unmistakable
“power’ and ‘power-fluid’-based arguments weueged as a reason why all of the rejected
claims were patentable, not just those claims that specifically called for that particular type of
actuator.” Dkt. No. 43 at 25f. Dkt. No. 42-5 at 22 (n light of the fact that the subject
application relates to power fluid actuators. .”).

Despite the clear and unmistakable argusgmut forth regarding a power-fluid based
actuator when prosecuting the ‘786 Patent, Norgrgnes that there is “conflicting evidence in
the present record as to whether the t&ntuator’ was intended to be limited to a ‘fluid-
powered actuator’ or that fluid-power actuatarsre merely a type odctuator that could be
used.” Dkt. No. 44 at 8 (referencimgpsolute Software, Inc. v. Stealth Signal, 659 F.3d
1121, 1136 (Fed. Cir. 2011), and tleaise’s contention that theederal Circuit has “found that
use of the phrase ‘present invention’ or ‘this invention’ is not always so limiting, such as where
the references to a certain limitation as beirg ‘thvention’ are not uniform, or where other
portions of the intrinsic evidence do not support gipgl the limitation to thentire patent.”).

To this point, Norgren emphasizes that dgrthe prosecution of the ‘223 Patent, the
patentee continued to argue for claims tdat not include the “flid-powered actuator”
limitation. SeeDkt. No. 47 at 7 (referencing Dkt. No. 42-6 at 11). However, when prosecuting
the ‘223 Patent, the patentee again noted thatpjblecation related to adid-operated actuator:

The device in the present application relates power clamp or grippethatcan
be actuatethy a conventional fluid-operated cylinder actuator

A power operated linear actuatq@rovides these devices with quick and powerful
forces for actuating and lockirge pivot arms of the gripper.

The power operated linear actuatond the structural inggity of the clamps
make for a rather heavy and expensilaice that is not easily disassembled.
Such power operatecclamps provide gripping foes that extend well beyond
‘ordinary requirements.’



The present application has been aottye classified in Classes 403/322.3;

269/32; 403/31. These classifications rel@tgneumatic or hydraulic means, or

both, for holding and releasing and/or afpd forces between a pair of jaws.

Clearly, the actuation of a power opéed actuator for engaging the jaws is

nowhere related to the devicesgebed in the Kraft reference.

The present application uses power rapsd actuators that provide quick

actuation with high clamping and actweti forces. Therefore, Applicant has

added claims 21-31 iaclude power operated actuators
Dkt. No. 42-6 at 11-12. As the Special Master pointed out, the prosecution of the ‘223 Patent, by
itself, does not provide sufficiefiitasis for further restriction dfpowered actuator” to “fluid-
powered actuator.3eeDkt. No. 43 at 32. Howeveas a wholethis Court finds that the intrinsic
evidence in the prosecution histayf the patents-in-suit supportenstruing the term “actuator”
to mearffluid-powered actuator.”

Here, the patentee’s statement that “[tlh@ick in the subject application relates to a
power clamp or gripper that sctuated by a conaéonal fluid operatectylinder actuatorl,]”
Dkt. No. 42-5 at 21, could not be clear€f. Dkt. No. 42-6 at 11 (“The device in the present
application relates to a poweraohp or gripper, that can betaated by a conventional fluid-
operated cylinder actuator.”). These statements were “made in an official proceeding in which
the patentee had every incentive to exercise icaoharacterizing the scope of its invention.”
Microsoft Corp.,357 F.3d at 13504s the Federal Circuit has indicated “[t]he public is entitled
to take the patentee at his word[Honeywell Int'l, Inc. v. ITT Indus., Inc452 F.3d 1312, 1318
(Fed. Cir. 2006)see also Gillette Co. \Energizer Holdings, Inc.405 F.3d 1367, 1374 (Fed.
Cir. 2005) (holding party to their “blataatimission” to support a claim construction).

Moreover, the Court would be remiss notrtote that these patents share a familial

relationship, as they both emanated from the ‘896 Patent and each relate to the same “clamping

apparatus” that moves objects from one lagatio another in mana€turing environments.



Notably, the patergpecifications foboth patents-in-suit unambiguoustyate that the actuator is
a fluid cylinder.SeeDkt. No. 40-2 at 10 (stating in the Summyaf Invention for the ‘786 Patent
that “[t]he present invention relates to a clamping appaletusig a conventional fluid operated
cylinder actuator’) (emphasis added); DkiNo 40-3 at 10 (stating thexact same in the
Summary of Invention fothe ‘223 Patent)see also40-2 at 10 (stating in the Summary of
Invention for the ‘786 Patent that “[tlh8uid actuator drives the roller or cam follower
reciprocally between the first and second posgiin order to move the clamp arm from the
clamped position to the released positiprDkt. No. 40-3 at 10 (stating thexactsame in the
Summary of Invention for the ‘22Batent). Critically, no othelype of actuator is described
anywhere in the patents-in-suit nor in gfresecution history ahe patents-in-suit.

This is critical becase it undermines Norgren’s posititrat there is conflicting evidence
in the present record as to whether the taantuator” was intended to be limited to a “fluid-
powered actuator” or whether fluid-powered actumteere merely a type of actuator that could
be used. For example, when trying to empteashat the fluid-powered actuator was merely a
type of actuator that could be used, Norgrempleasizes that during the prosecution of the ‘223
Patent the patentee indicated that “[tlhe dewitehe present application relates to a power
clamp or gripper, thatan be actuated by a conventional flugerated cylinder aigator.” Dkt.
No. 42-6 at 11. Norgren emphasizes that patentee indicated “the clanspn’ be actuated by a
conventional fluid-operatk actuator as opposed toustbe actuated by a conventional fluid-
powered actuator.” Dkt. No. 47 at 7 (emphasieriginal) (internal citations omitted). However,
this argument does not hold water because the patenty instructed the public that the subject
invention involved a fluidoperated cylinder actuatdgee Laitram Corp. v. Morehouse Indust.,

Inc., 143 F.3d 1456, 1462 (Fed. Cir. 1998) (explaining the general idea that disavowal takes
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place once the applicant places the argument in tHepabord, as it reflds what the applicant
believes its claims mean: “Regardless oé thxaminer's motives, arguments made during
prosecution shed light on what thgpicant meant by its various terms.”).

In both the patents-in-suit, the patentee indicated that the subject application was
classified “in Classes 403/322.269/32; 403/31” and that thosdassifications “relate to
pneumatic or hydraulic means, or both, for hoddand releasing and/or applying forces between
a pair of jaws[.]” Dkt. No 42-5 at 22; Dkt. N@d2-6 at 12. In prosecuty the ‘786 Patent, the
patentee then arguéd no uncertainterms that the applicatiamly related to a hydraulic means
as the patentee indicated that l§elrly, the actuation od fluid actuator foengaging the jaws is
nowhere related to the device d@sed in the Kraft reference” dnthe patentee clarified that
“the subject applicationtilizes fluid-operated actuators.” Dkt. No 42-5 at 22.

That the patentee later spokebiroad terms is of no consequence, especially considering
the fact that this Court finds the lateropecution history does natonflict with the
characterization of a fluicdbperated cylinder actuato6ee Southwall Technologies, Inc. v.
Cardinal 1G Co, 54 F.3d 1570, 1579 (Fed. Cir. 1995) (citifgnar Corp. v. Johnson &
Johnson,821 F.2d 627, 632, 3 USPQ2d09, 1113 (Fed. Cir. 1987¢ert. denied, 484 U.S.
1027, 108 S.Ct. 751, 98 L.Ed.2d 764 (1988), to stdtejlaim terms mst be interpreted
consistently.”);see also Autogiro Co. of Am. v. United Sta8&1 F.2d 391, 404 (Ct. Cl. 1967)
(“Claim differentiation is a guide, not a rigidleu If a claim will bear only one interpretation,

similarity will have to be tolerated..

2 Indeed, a “fluid-powered actuator” is a type of “poaeractuator.” The Court simplisagrees with Norgren’s
contention that “[a] competitor would [] quickly realize that Norgren intended to provide coverage for various types
of actuatorsijncluding fluid-powered actuators.” Dkt. No. 44 at 9. Competitors could have come to the conclusion
that Norgren intended to provide coverage for various types of actuators if the ealientet expressly disavow

other types of actuators by limiting the scope of the actuator at issue to a fluid-powered actuator. The way the
patentee presented his arguments to overcome the examéjectson simply eliminated any reasonable ambiguity

that one can reach. After stating explicilfy the prosecution of the ‘786 Patehat “[tlhe device in the subject

-11-



The patentee’s “explicit[]] characteriz[ation of] an aspect of his invention in a specific
manner to overcome prior art” leads this Couffirid that the patentee libed “the meaning of a
claim term by making a clear and unmistdkatisavowal of scope during prosecutioRtirdue
Pharma L.P. v. Endo Pharm. Inel38 F.3d 1123, 1136 (Fed. Cir. 2006) (citations omitted). The
Federal Circuit has made it clear that it is rehyi appropriate to limit claims when required by
the prosecution historyCultor Corp. v. A.E. Staley Mf@o., 224 F.3d 1328, 1330 (Fed. Cir.
2000) (“Whether a claim must, in any particutaase, be limited to the specific embodiment
presented in the specification, depends in each @agke specificity of the description of the
invention and on the prosecution history¥Watts v. XL Sys232 F.3d 877, 881-83 (Fed. Cir.
2000) (ruling that prosecution history supportedtimg construction to preferred embodiments);
Alloc, Inc. v. ITC,342 F.3d 1361, 1368-1371 (Fed. Cir. 20@B)ling prosecution history

supported limiting construction to preferred embodimehts).

application . . . is actuated by a . . . fluid operated cylinder actuator,”—which, for all intents and purposes is a
“powered actuator’—the patentee asseitethe prosecution of the ‘223 Patent that “[tlhe device in the present
application . . . can be actuated by a conventional fluidadgercylinder actuator.” Thimerely reaffirmed that the

device is a powered actuator that was powered by a fluid-operated cylinder actuator. The patentee did not state “the
device in the present application can be actuated by fluid-operated cylinder actmakais-operated cylinder
actuators or other variants of pneumatic actuatorseddstthe patentee was specific; just as he was specific
previously when he stated that the actuator is powered, and it is powered by a fluid-operated cylinder actuator. As
mentioned above, it is “improper to read [a claim] term to encompass a broader definition” than the ordinary and
customary meaning revealed by dumntext of the intrinsic recor&eeNystrom, 424 F.3d at 1145

% Indeed, the very authority relied upon by Norgren supports the notion that Norgren shoulgpedefston using

a broader claim than “fld-powered actuator.See Intervet Am., Ine. Kee-Vet Labs., Inc887 F.2d 1050, 1054
(Fed. Cir. 1989) (citingsraver Tank & Mfg. Co. v. Linde Air Prods. C839 U.S. 605, 70 S.Ct. 854, 94 L.Ed. 1097
(1950), to note that “[t]here are, oburse, situations in which what an attorney says or does during prosecution may
be held against a patentee on the theory of estoppel. For example, when a patentee agepgridtte literal
meaning of a claim under the patent law doctrine of equivalents and the prosecution history shows that the expanded
scope would be inclusive of subject matter #trney had represented to the examiner masntended to be
included in order to get the claim allowed, the patentee may be estopped to contend otherwaset) Ntrgren

may disagree, that is exactly what was done herepdtentee limited the scope of the term to fluid-powered
actuators to get the claim allowesSleeDkt. No. 42-5 at 21 (explaining in multiple iterations that “the distinctions
between the subject matter surrounding Kraft reference and that of the sedijapplication are rather striking],]

after stating “[tjhe device in the subject application tedato a power clamp or gripper that is actuated by a
conventional fluid-operated cylinder actuator.”). Accordinfgrgren will be estopped from contending otherwise.

-12-



The Court reiterates that “any statement of the patentee in the prosecution of a related
application as to the scope of the inventjis] relevant to claim construction[Mlicrosoft Corp.,

357 F.3d at 1350. Here “the relevance of the statémade in this instance is enhanced by the
fact that it was made in aofficial proceeding in which # patentee had every incentive to
exercise care in charactengi the scope of its inventionld. “[T]he prosecution history of one
patent is relevant to an und&anding of the scope of a common term in a second patent
stemming from the same parent applicatidd.”at 1349 (citing,nter alia, Jonsson v. Stanley
Works, 903 F.2d 812, 818 (Fed. Cir. 1990%ge also Laitram Corp.143 F.3d at 1460 n. 2
(applying the prosecution histosieof two sibling patents, wdh shared a common written
description, to one another).

Taking these standards intorsideration, the Court finddat the claim construction
established for “actuator” as appears in claim 15 of the ‘7&&atent and claim 11 of the ‘223
Patent must hold for “actuator” in every othelaim of both patentbecause the patentee
explicitly disavowed a broad cangction of the term “actuatorin favor of a “fluid-powered
actuator” and “claim terms must be interpreted consisterflgtithwall Technologies, IncG4
F.3d at 1579¢f. Snow v. Lake Shore & Mich. S. Ry. @21 U.S. 617, 629-30, 7 S.Ct. 1343, 30
L.Ed. 1004 (1887) (“It is not admissible to adopt the argument made on behalf of the appellants,
that this language is to be taken as aemrecommendation by the tpatee of the manner in
which he prefers to arrange thgmets of his machine. There is nothing in the context to indicate
that the patentee contemplated any alterndtivethe arrangement of the piston and piston-
rod.”). Accordingly, the Court will overrule Norgm&s objection that the claim term “actuator” as

it appears in every asserted clahould not be construed to meé@nid-powered actuator.”
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V. CONCLUSION

Having conducted ale novo determination of those pwons of the Reports and

Recommendations to which e@lgtion is made, the CouHEREBY OVERRULES Norgren’s

Objections [44], and ACCEPTS and ADOPTS the claim constructions and other

recommendations recommended by the Speciatédan his Report and Recommendation [43].

IT IS HEREBY ORDERED that

1.

Norgren must limit the total number of al@8 asserted in this lawsuit to ten.
Norgren may, in the futureipon a showing of good caused, cancellation of a
selected claim in a USPTO proceeding,newly discovered evidence) replace
any of the selected ten claims with angarable number of substitute claims, or
add additional claims upon a showinpat such claims present unique
infringement or validity issues.

Each party may submit no more thameficlaim terms for construction by the
Court. If any party believes that there al@m terms in addition to the five herein
allowed for submission to the Court, it can include a maximum of three additional
terms with its submissions, along wi#hshowing of why and how the proposed
construction of each additional term is paiglly dispositive of claim validity or
infringement and presents issues non-aabive of those raisedy the other five
claim terms.

The claim term actuatof’ as it appears in every asserted claim is construed to
mean“fluid-powered actuator.” Specifically,

(a) In independent claims 15 of th&86 Patent and 11 of the ‘223 Patent,
“actuator’ means “fluid-powered actuator.”

(b) In independent claims 21 and 32 of the ‘786 Patefitid® linear
reciprocal actuatot means “linear reciprocafluid-powered, actuator.”

(c) In independent claims 2Ind 26 of the ‘223 Patentjifiear reciprocal,
power operated, actuatormeans “linear reciprocal, fluid-powered,
actuator.”

The claim term fneans for encasirign claim 15 of the ‘786 Patent means “a
cover or side plate.”

The claim term guide tracK in independent claim 1%f the ‘786 Patent and
independent claims 11 and 26 of the ‘223 Patent does not require construction by
the Court.
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6. The claim term‘opposing [or opposed] inner surfaces independent claim 15
of the ‘786 Patent and independentriaill and 26 of the ‘223 Patent does not
require construction by the Court.

7. The claim term €an? in independent claim 15of the ‘786 Patent and
independent claims 11, 21 and 26 of tA23 Patent, and the claim termirigle
cani in claims 21land 32 of the ‘786 Patedo not requireconstruction by the
Court.

8. The claim term Support structuréin independent claim 21 of the ‘223 Patent
does not require construction by the Court.

IT 1S SO ORDERED.

Dated: SeptembeR8, 2015 /s/IGershwirA Drain

Detroit, M| HON. GERSHWINA. DRAIN
UnitedStatedDistrict CourtJudge
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