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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

JOAO CONTROL & MONITORING
SYSTEMS, LLC,

Plaintiff,
CaselNo. 13-cv-13957
V.
HON. MARK A. GOLDSMITH
CHRYSLER GROUP LLC,

Defendant.
/

OPINION AND ORDER
(1) GRANTING IN PART AND DENYING IN PART DEFENDANT FCA US
LLC'S MOTION FOR SUMMARY JUDGMENT ON INVALIDITY AND NON-
INFRINGEMENT (Dkt. 59) AND (2) DENYING AS MOOT PLAINTIFE JOAO
CONTROL & MONITORING SYSTEM S, LLC'S MOTION FOR SUMMARY
JUDGMENT OF INFRINGEMENT OF U.S. PATENT NO. 7,397,363 BY
UCONNECT ACCESS (Dkt. 57)

This is a patent infringement case in whiRlaintiff Joao Control & Monitoring Systems,
LLC (*JCMS”) alleges that Defendant FCA UL.C (formerly Chrysler Group LLC) (“FCA”)
has infringed several of its patents by mactiring, selling, and usgy its UConnect Access
product. Before the Court are FCA’s Motifor Summary Judgment on Invalidity and Non-
Infringement (Dkt. 59) and JCMS’s Motion f@ummary Judgment of Infringement of U.S.
Patent No. 7,397,363 by UConnect Access (Dkt. 57).

For the reasons stated below, the Court grantsart and denies in part FCA’s Motion
for Summary Judgment on Invalidity and Noririmgement (Dkt. 59) and denies as moot
JCMS’s Motion for Summary Judgment offingement of U.S. Patent No. 7,397,363 by
UConnect Access (Dkt. 57). Specdlly, the Court holds that all of the claims being asserted in

JCMS'’s patents to be invalid, as either obviousanticipated based on prior art. Because the
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Court finds that all asserted claims are invalkdeing obvious and/or anticipated based on prior
art, FCA’s other invalidity anchon-infringement arguments, as well as JCMS’s infringement
arguments, are moot. Summawgdgment will be entered invar of FCA, dismissing JCMS'’s
complaint with prejudice.
. BACKGROUND

A. Procedural Background

This patent infringement case was transferred to this Court from the United States
District Court for the Southern District dfew York on September 16, 2013. After substantial
discovery, the Court held a claim constructiearing on March 24, 2015 and issued a formal
claim construction opinion on August 26, 2015. 8/26/2015 Op. & Order (Dkt. 53). After the
filing of the pending cross motions for summanggment, the Court heard oral argument on
April 15, 2016 and allowed supplemental briefs, which were reviewed along with the earlier
briefing.

B. Overview of the Asserted Patents

JCMS has alleged that FCA has infringed fpatents by making, selling, using a system
named UConnect Access: U.S. Patent Bl817,405 (‘405 Patent), entilé Control Apparatus
and Methods for Vehicles”; U.fatent 6,549,130 (‘130 Patent)tided “Control Apparatus and
Method for Vehicles and/or Premises”; 3J. Patent No. 6,542,076 (‘076 Patent), entitled
“Control, Monitoring and/or Security Appdts and Method”; and U.S. Patent No. 7,397,363
(‘363 Patent), entitled “Control and/or Monitoring Apparadnsl Method.”

The four patents are all part of the sammifa of patents and arthus related. The

parties agree that that the writtersdéption sections of the assergatents are largely the same.



The asserted patents relate inter alia to argg@ystem to prevent a thief from stealing a
vehicle or, alternatively, to alo the owner of a vehicle to reeer a stolen vehicle. In one
example embodiment of the invention, the assqutgdnts teach a system that allows a vehicle
owner, after a thief steals hisrcéo safely turn off the vehielor lock out the thief from the
vehicle after his getaway. When his car ilest, the vehicle’s owmewould use his cellular
telephone or personal computer to access an owifsite (or a central security office) where
he could control various vehicle systems. Toebsite or central security office would then
communicate with the vehicle’s onboard computbereby allowing tb vehicle’s owner to
control systems of the vehicle.

More specifically, the patented system allavs vehicle’s owner to turn off or activate
various vehicle systems to thwart a user fretaling the vehicle in various ways, such as
turning off the fuel supply system, the exhaustemy, or the ignition sysm, locking the vehicle
hood, turning on an interior or exi@ siren, alarm, or horn, actiting an intercom system for
providing communications between vehicle owner and the vehicle occupants, and/or activating a
video and/or audio recording device within thénieke. The patented system would only allow
the vehicle owner to turn off these vehicle systemmen it is safe to do so, such as when the
thief turns the engine or the vehicle is stopped. The asserted patents also teach that the patented
system can have a vehicle position and locating device which can be utilized to allow the
vehicle’s owner to determine the position andidoation of the vehicle after it is stolen.

Figure 11B of the ‘363 Patent illustrates the patented system, which has been reproduced
below. Reference number 150 shows a home apéfsonal computer thabmmunicates with
an intermediate computer server (952), a cestralirity office (950), or directly with a receiver

(3) on the vehicle. By using the personal corap(150), the user can send instructions to the



server computer (952), which will process thiser directions, anthen communicate the
instructions to the CPU (4) (comjutprocessing unit) dhe vehicle. The CPU (4) in the vehicle
will then send commands to the relevant systeerfiace to control a system in the vehicle such
as the ignition system or the vehicle fuel pumphus, the user can remotely control a system in
the vehicle from a home computby communicating with an intermediate server, which then

sends instructions to the vehicle.
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C. REEXAMINATION AND INTER P ARTES REVIEW PROCEEDINGS

In June 2014, Volkswagen Group of Anwa Inc. filed _ex parte reexamination
proceedings at the United States Paterd arademark Office (“USPTQO”) challenging the
validity of one claim from each of the assenpatents in this case. 12/2/2015 Koperda Report at
D-5 § 0178. The USPTO only upheld the validifyClaim 21 of the ‘363 Patent. Ex Parte

Reexamination Certificate U.S. Patent No. 7,397,363 (Dkt. 75-4). The USPTO Patent Examiner



found the other claims challengedthe reexamination proceadis (Claim 1 of the ‘405, Claim
48 of the '130 Patent, and Claimo8 the ‘076 Patent) to bewalid. JCMS has appealed the
decisions of the USPTO Patent Examiner. ‘¥ol&agen did not rely @m the primary prior art
reference at issue in the present motion fonmmary judgment in the ex parte reexamination
proceedings, specifically the published Epgan patent application 92400712.3 to inventor
Didier Frossard, entitled “System for conteall shutdown and for location of a movable or
mobile equipment” (Dkt. 59-33).

In response to JCMS assedgiits patents, accused infringers filed numerous inter partes
review proceedings at the USPTO challenginguiléity of various claims in the ‘405, ‘130,
‘076, and ‘363 Patents. Of paniar note to this c&s in the automotivdield, Nissan North
America, Inc. filed petitions tanstitute inter partes reviewroceedings against each of the
asserted ‘40513072 ‘076, and ‘363 Patents. In January 2016ethSPTO decided to institute
formal inter partes review proceedingsaexgt each of the ‘405, ‘130, 076, and ‘363 Patents
because Nissan had demonstrated that tivaie “a reasonable likelihood it would prevail in
establishing the unpatentability” of the challenged claims in the patents. 35 U.S.C. § 314(a).
(Dkts. 85-4, 5, 6, and 7). In making its pmghary decision, the USPTO relied heavily on
Frossard. A trial has not yet taken place mNissan inter partes review proceedings.

D. The Accused Product: UConnect Access
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Plaintiff alleges that certain features of FCA’'s UConnect Access product infringe the asserted
patents. These features are “Remote SRetnote Lock/Unlock, Remote Horn and Lights,
Theft Alarm Notification, Vehicle Health Reppr®11 Call, Roadside Assistance, and Battery
Electric Vehicle Features.” UConnect Access gibscription-based service that allows a user
to connect remotely with his drer vehicle. A subscriber maise his or her cellular telephone
or personal computer to communicate with thehicle via third-party servers and networks
under contract with FCA. These remote featullesvaa user to inter aliase his or her cellular
telephone or personal computerremotely start and stop thehicle engine, lock or unlock
doors, or activate the horn and lights.

. SUMMARY JUDGMENT STANDARD
“Summary judgment is as availe in patent cases as in atlaeeas of litigation.”_Cont’l

Can Co. USA, Inc. v. Monsanto Co., 948 F.2d 1264, 1265 (Fed. Cir. 1991).

Under Federal Rule of Civil Procedure Simmary judgment is proper when there is
“no genuine dispute as to any maéfact,” and the moving partis entitled to judgment as a
matter of law. Fed. R. Civ. P. 56(a). “lealding a motion for summary judgment, the court
must view the evidence in the light mdsivorable to the non-moving party, drawing all

reasonable inferences in that party's favor.” Sagan v. United States, 342 F.3d 493, 497 (6th Cir.

2003). “Where the moving party has carried litgrden of showing that the pleadings,
depositions, answers to interrogatories, admissiand affidavits in the record, construed
favorably to the non-moving party, cot raise a genuine issue of makfact for trial, entry of

summary judgment is appropriate.” Gutéz v. Lynch, 826 F.2d534, 1536 (6th Cir. 1987)

(citing Celotex Corp. v. Catt, 477 U.S. 317, 322 (1986)).




The court does not weigh the evidence to determine the truth of the matter, but rather, to
determine if the evidence produced creates rauige issue for trialSagan, 342 F.3d at 497

(quoting Anderson v. Liberty Lobby, Inc477 U.S. 242, 249 (1986)). The moving party

discharges its burden by “showgh—that is, pointing out to the slirict court—that there is an

absence of evidence to supiihie nonmoving party's case.” Horton v. Potter, 369 F.3d 906, 909

(6th Cir. 2004) (citing Celotexd77 U.S. at 325). The burd#ren shifts to the nonmoving party,
who “must do more than simply show that thexasome metaphysical doubt as to the material

facts.” Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 586 (1986). The non-

moving party must put forth enough evidence to stimt there exists “a genuine issue for trial.”
Horton, 369 F.3d at 909 (citing Matsushita, 4055. at 587). Summuarjudgment is not
appropriate when “the evidence presents a @afft disagreement to qaire submission to a
jury....” Anderson, 477 U.S. at 251-252.

The existence of a factualsghute alone does not, howevdefeat a properly supported
motion for summary judgment — the disputed dattissue must be material. “The judge's
inquiry, therefore, unavoidably astghether reasonable jurors coulddi. . . that the plaintiff is
entitled to a verdict—'whether there is [ewiie] upon which a jury can properly proceed to
find a verdict for the party proding it, upon whom the onus pfoof is imposed.” _Id. at 252
(alteration in original) (citation omitted). A faist “material” for purposes of summary judgment
when proof of that fact would &blish or refute an essential element of the claim or a defense

advanced by either party. Kendall v. Hoover Co., 751 F.2d 171, 174 (6th Cir. 1984) (citation

omitted).

[ll. ANALYSIS



In its motion for summary judgment, FCA argubkat the asserted claims in the patents-
in-suit are invalid as being anfiated and obvious in light of egific prior art. The asserted
claims are:

‘405 Patent: Claims 15, 17, and 20

‘076 Patent: Claims 13, 17, 18, 28, 65, and 68
‘130 Patent: Claims 64, 85, 92, and 144

‘363 Patent: Claims 21, 22, 24, 25, 33, and 36

Because a patent is presumed valid, inwglichust be proven by clear and convincing

evidence by the party assertingiawalidity defense._Microsoftorp. v. i4i Ltd. P’ship, 564 U.S.

91, 95 (2011); 35 U.S.C. § 282.
“A claim is anticipated if each and every ltation is found either gressly or inherently

in a single prior art referer.” Whitserve, LLC v. ComputdPackages, Inc., 694 F.3d 10, 21

(Fed. Cir. 2012) (citations omitted); 35 U.S.C. § 1@hticipation is a question of fact. Zenith

Elec. Corp. v. PDI Comm. Sys., Inc., 5223& 1348, 1356 (Fed. Cir. 2008). “Anticipation,

though a question of fact, may be resolved anreary judgment if no genuine issue of material

fact exists.” _Osram Sylvaa Inc. v. Am. Induction TechsInc., 701 F.3d 698, 704 (Fed. Cir.

2012). “Summary judgment is proper if no reasde@gury could find that the patent is not
anticipated.”_Zenith, 522 F.3d at 1357.

A patent claim is invalid as “obvious” unddb U.S.C. § 103(a) where “the differences
between the subject matter sought to be patemedhe prior art are such that the subject matter
as a whole would have been obvious at the timention was made to a person having ordinary
skill in the art to which said subject matter pertains.” The obviousness determination must take
place through the eyes of a pmrsof ordinary skill in theart, i.e., a hypothetical person
presumed to be aware of all the prior art infibkl of invention and all analogous fields. In re

Gorman, 933 F.2d 982, 986 (Fed. Cir. 1991).



Obviousness is a question of law based on nlyidg facts. KSR Int'| Co. v. Teleflex,
Inc., 550 U.S. 398, 427 (2007). The underlying factiotors a court considers are as follows:
(i) the scope and content of the prior art, (ii) the difference between the prior art and the claimed
invention, (iii) the level obrdinary skill in the ®ld of invention, and (iv) any relevant secondary

consideration that evighce that the claimed inventionnist obvious. Graham v. John Deere Co.,

383 U.S. 1, 17 (1966). “Where . . . the obviousnesthefclaim is apparent in light of these
factors, summary judgment is appriate.” KSR, 550 U.S. at 427.
The Court considers each of the Grahtamtors below and also addresses FCA's
anticipation arguments.
A. First Graham Factor: The Personof Ordinary Skill in the Art
The first Graham factor that a Court must coesid the level of skill in the art. Because
the facts must be viewed in the light méasvorable to the non-mowvg party in deciding a
summary judgment motion, the Court will accep tastimony of JCMS’expert witness as to
the level of skill in the art. Specifically, Mr. Koperda states as follows:
[A] hypothetical person[] of ordimg skill in the art would be
someone with at least a Bach&obegree in a computer science
or related major, such as seftre engineering, or electrical
engineering with at least 3-4 ysaof practical experience in the
field of control & data networkommunications and/or messaging
systems.
12/2/2015 Koperda Repaat 5 (Dkt. 78-1).
B. Second Graham Factor: Scope and Content of the Prior Art
The second Graham factor that a Court massitler is the scope and content of the prior

art. The Court finds that there is no genuisgue of material factegarding the scope and

content of the asserted prior art references.



FCA argues that the patentssguit are invalid based on twwimary prior art references:
(i) published European pateafpplication 92400712.3 to invent®idier Frossard, entitled
“System for Controlled Shutdown and for Ltoa of a movable or mobile equipment”
(“Frossard”) (Dkt. 59-33), and (ii) Germgmatent application P4423328, entitled “Technical
Apparatus for Presentation of Ldican Data of Mobile Bodies obDigitized Maps and Elicitation
of Reactions in the Mobile Bod¥ithout the Need for a Cost Imsive Center” (“Schmidt) (Dkt.
59-32). Frossard was filed with the Europ®atent Office on March 17, 1992 and published on
September 23, 1992. Schmidt was filed with therman patent office on June 22, 1994 and
published on January 4, 1996. For brevity, and mcthere is a dispute as to whether Schmidt
is prior art to all of the asserted claims, thau@€avill analyze the patentability of the asserted
claims over Frossard either alone or in combaoratvith other secondary pri@art patents. It is
undisputed that Frossard is priot tr all the asserted claims.

Frossard teaches a system to remotely dglowtn and locate a vehicle if it is stolen.
Frossard teaches a three-device communicatimiem: (A) a person using a computer or
telephone communicates with (B) extermediate computer servevhich then senda signal to
(C) the remote vehicle to have the vehicle perfarfunction, such as to shut down the vehicle if
it is stolen. In other words, Frossard disctoaethree-device communication system: A to B to
C.

Figure 1 of Frossard, reproduced below, illustrates the prior art system.

10
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In the prior art system of Frossard, sfseown above, using a networked computer or
telephone, a person transmits an access code to &erserver (1). After the server verifies the
access code, the person can thenrarientervention order for the igle (3) to perform. If the
intervention order or code is recognized, the server will then send a signal to the vehicle.
receiver (4) on the vehicle receives the messagethen a “controlled inhibition circuit” (5) on
the vehicle performs the vehidd@utdown or other operation.

For example, Frossard describes the operation of its system as follows:

The general operation of the systeonstituting the object of the
invention as described in Figufl to 3a, 3b is as follows:

* * *

In the case of theft of movabte mobile equipment 3, the owner

or the authorized person calls server center 1 and communicates
the access code thereto. After verification of the validity of this
access code by server 1, as mentioalgove in the description, the
user is then invited to commuwaite the shutdown order. This

11



order may be either the simplespense to a question of the server
or, on the other hand, as already mentioned above in the
description, a digital message sdveral digits. Such a solution
then permits very high transactigecurity, because it is possible,
as already mentioned in thdave, to personalize this message
according to the aforesaid equipment.

The shutdown order is then vaiegd by server center 1 and next

transmitted to the box of equipment 3 via message M described

above. The later, via the RDS receiver described in connection

with Fig. 2, decodes this messaged addresses the corresponding

commands to equipment 3 itsetfausing immediate or deferred

shutdown depending on the apliion under consideration.
Frossard at 8-9 (Dkt. 59-33).

The record also contains other secondanpr art patents, whit disclose secondary

features or claim limitations contained in wars independent and dependent claims. Where
relevant, the Court will dis@s and explain those additionaligorart in the next section

analyzing the differences between thimpart and the asded claims.

C. Third Graham Factor: Differences Between the Prior Art and the Claimed
Invention

The third_Graham factor that a Court musthsider is the difference between the prior art

and the claimed invention. The Court finds tllare is no genuine issue of material fact
regarding the differences between thiepart and the claimed invention.

The invention described in Frossard is neantical to the invention described in the
patents-in-suit. Below is a side-by-side camgon of Figure 1 of Frossard to a rearranged
version of Figure 5B of the ‘405 Patent, whidlbstrates the corresponding components. This
comparison illustrates that both systems have essentially the same overall structure of an A to B
to C communication system: a user using a rernoteputer sends a signal to an intermediate

control device, such as a computer server, wincturn sends a signal to the vehicle to shut

12



down the vehicle if it is stole Figure 1 of Frossard b&oshows that using a networked
computer or telephone, a person transmits ansaccede to the remote server (1). After the
server verifies the access code, the person caretitenan intervention der for the vehicle (3)

to perform. If the intevention order or code is recognizede $erver computewill then send a
signal to the vehicle. A recev (4) on the vehicle receivestmessage and then a “controlled

inhibition circuit” (5) on thevehicle performs the vehicléagtdown or other operation.
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FIG. 1 of Frossard Modified FIG. 5B of ‘405 Patent
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The rearranged version of Figure 5B of #@5 Patent illustratethe inventions claimed
in the asserted patents. LikeoBsard, the asserted patents temslgstem that allows an owner,
after theft of his vehicle, to turn off the hiele by controlling vehicle systems via an online
website or central security office. For examphe patented system allows the vehicle’s owner
to turn off or activate various vehicle systemgshwart theft of the velie, such as by turning
off the fuel supply system, turning off the ignitispstem, or activing a smeor alarm system. In
the typical embodiment dhe patented invention, when thehiae is stolen, th vehicle’s owner
through his personal computer (150) accesses am$ ®®mmands to a remote server computer
(510) via a website (520) or seayroffice in order to control J&cle functions. The website or
security office system (510) then sends comasavia a cellular network to the vehicle’s
computer (4), which in turn sends a signal toudbkicle systems, such as the ignition system (7)
or fuel system (9), to disable the vehicle. @fllthe asserted claims have the common design of
being a three control device communication system (i.e., A to B to C), although almost all of the
claims have additional claim limitations.

Patentability of the individdaclaims must be considerex a whole. 35 U.S.C. § 103;
Jones v. Hardy, 727 F.2d 1524, 1529 (Fed. Cir. 1984)(t€kt is whether the claimed invention,
considered as a whole, would have been alsvior nonobvious.”). Because of the numerous
asserted claims containing various combinatiohdeatures, the Court will now analyze the
various features claimed in the asserted clantrelied upon by JCMS in arguments regarding
patentability.

1. Frossard Teaches a Three Control Device System
As mentioned above, all of the asserteainat have the common design of being a three

control device communication system, although alradisif the claims contain additional claim

14



limitations. Claim 20 of the ‘405 Patent is theyoakserted claim that is directed to the three-
device control system without additional material claim limitations.

As discussed above, there is no genuine is$uraterial fact that Frossard discloses a
three control device system for remotely colitig a vehicle function such as the ignition
system or the fuel supply system. The assey&gents and Frossard have essentially the same
overall structure of an A to B to C communication system: a remote user using, for example, his
home computer sends a signal to an intermedeteer computer which in turn sends a signal to
the control device at the vehicle to sdoivn the vehicle if it is stolen.

JCMS’s primary argument why Frossard doesamticipate or render the asserted claims
obvious is that while Frossard discloses adfdevice communication system, Frossard does not
disclose a three “control” device communicatiosteyn. At oral argument, JCMS clarified this
argument with respect to Frossard. JCMS arguegstiiere is no control dee at the vehicle.
For example, at oral argument JCMS stated:

[I]f we call them in order first, second, third control device[s], in

this case, in the case of Frossatsl tihe third control device that's

missing. Chrysler has missed themian that | think and argued

instead that there’s an intermediaerver. We don't dispute that

that server is an intermediate server. The problem with Frossard is

whether there’s a control devieg the vehicle and there simply

isn’t any reason for it tbe at the vehicle.
4/21/2016 Hr'g Tr. at 39-40 (Dkt. 118). Accandito JCMS, the receiwelecoder circuit 4 as
shown in Figure 1 of Frossard, is not a “cohtdevice” because it was simply responding or
passing along a signal like a “simple relagee, e.g., 4/21/2016 Hr'g Tr. at 39.

Claim 20 of the ‘405 Patent and Claibé from which Claim 20depends, which are

reproduced below, are represdivia of all the claims whiclhequire three “control devices”:

16. A method for control for a We&le, which comprises:

15



transmitting a first signal from a first control device to a second
control device, wherein the firstontrol device is located at a
location remote from the vehicle and remote from the second
control device;

transmitting a second signal from the second control device to a
third control device, wherein theitti control device is located at
the vehicle, and further wherein the second control device is
located at a location remote from the vehicle;

generating a third signal at the third control device in response to
said second signal,

one of activating, deactivating, apling, and disabling, one of a
vehicle component, a vehicle device, a vehicle system, and a
vehicle subsystem, in ngsnse to said third signal.
20. The method of claim 16, whereiretfirst control device is one
of a stationary device, a handithedevice, a mobile device, a
telephone, a digital telephone, cardless telephone, a cellular
telephone, a wireless telephonesamputer, a personal computer,
a personal digital assistant, a tééon, an interactive television, a
digital television, a personal eonunications device, a personal
communications services devica, display telephone, a video
telephone, a watch, a beeper, and a pager.

‘405 pat. cols. 76-77 and cert. of correction.

In its Opinion and Order Construing Piged Claim Terms, the Court construed
“control device” as “a device that directs the atyi of another device” based on a broad use of
the term in the patents-in-suit. 8/26/2015 ®@Order at pgs. 7-8 (Dk&3). For example, the
asserted patents make clear the personal commutelephone of a us& a control device, the
intermediate server computer is a control deyiand the processing unit within the vehicle is
control device.

The Court finds that there i® genuine issue of material fact that Frossard discloses a

third control device or processimgvice at the vehicle. As ilitrated in Figure 2 of Frossard,

which is reproduced below, Frossard teachegig a “receiver/decoder circuit 4.” This

16



receiver/decoder circuit is clegrh control device because itifelcts the actiy of another
device.” 8/26/2015 Op. & Order at 7-8. Akwown below in Figure 2 of Frossard, the
receiver/decoder circuit 4 recesr@nd decodes a RDS type sigat a “RDS Receiver” and
evaluates it at a “paging message processing raotl2l.” Frossard at ¥2 (Dkt. 59-33.) As
the names implies, the “paging messaging @siog module 421" processthe signal and “on
the basis of a criterion for evaluation” seradshutdown, startup, or standby command to the
“controlled inhibition circuit means 5.” _Id. at B, The “controlled inhibition circuit means 5”
shuts down the vehicle by breakingp talectrical circuit of the stir, id. at 11, or by inhibiting
the ignition or fuel injection circuits, id. at 14. If a vehicle shutdown order is received, the
receiver/encoder circuit also issues the conurtanthe “conditional transmitter 61” to send the
vehicle location to the ownerld. at 11. Thus, the receiver/aeler circuit of Frossard directs
the activity of another device; fexample, the receiver/decoder aitadirects the activity of the

starter, ignition, fuel injector, aor conditional transmitter.

17



FM ANTEMMNA FIG 2 .

40
/4
ez
TUNING FM RECEIVER 4]
—Ty
2
/
RDS RECEIVER
W®B RS
| 420

RECEFTION

CQUALITY

CONTROL ‘@2

Z
PAGING
MESSAGE PROCESSING
dzs-‘h SHUTDOWN | RESTART
424
v V4
L5

EQUIPMENT INTERFACE

Therefore, like the asserted patents, Froskasdthree control or processing devices: (i) a
computer or telephone, (ii) antemmediate server, and (iii)) a cooitcircuit in the vehicle to a
control a system of the vehicle. In Frossdh# user’'s computer sends an instruction to the
intermediate server which then verifies theruand command and thesends a signal to the
control circuit in the vehiclavhich controls the vehicle’suhction. Accordingly, the Court
rejects JCMS’s argument that the prior art doesanticipate or render the claimed invention
obvious on the theory that it does tedch a three control device system.

Based on the above, the Court finds there igemuine issue of matatifact that Claim

20 of the ‘405 Patent is invalids anticipated. Claim 20 of th05 Patent is the broadest in
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scope of the asserted patents. Claim 20 is eidesblely to the three control device system.
Based on the evidence in the record, a reasonatylequld only concludéhat Frossard teaches
every claim limitation contained in dependé&itim 20 and independent Claim 16 from which
Claim 20 depends.

2. Claim Limitations Specifying Using the Internet Would Have Been
Obvious to a Person of Odinary Skill in the Art

Besides setting forth the three control dewagstem, Claim 15 of the ‘405 Patent, Claims
13, 17, and 28 of the ‘076 Patent, Claims 64,a8fl 92 of the ‘130 Patent, and Claims 21, 22,
24, 25, 33, and 36 of the ‘363 Patent contairadditional claim limitation requiring that the
user's computer communicate tbe intermediate computer servover the internet. For
example, Claim 21 of the ‘363 Pateaequires that a user seadignal from his computer using
the Internet or World Wide Web to an intermeediprocessing device that is “associated with a
web site.”
Claim 21 states as follows:
21. An apparatus, comprising:
a first processing device, wherein the first processing device at
least one of generates a first sigaad transmits a first signal for
at least one of actiiag, de-activating, disding, re-enabling, and
controlling an operation of, atdst one of a vehicle system, a
vehicle equipment system, a velei component, a vehicle device,
a vehicle equipment, and a vehicle appliance, of or located at a
vehicle, wherein the first procesgi device is associated with a

web site, and further wherein the first processing device is located
at a location remote from the vehicle,

wherein the first procesng device at leasine of generates the
first signal and transmits the firsignal in resporessto a second
signal, wherein the send signal is a at leasnhe of generated by a
second processing device and transmitted from a second
processing device, wherein the sed@rocessing device is located

at a location which is remote from the first processing device and
remote from the vehicle, whain the first processing device
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determines whether an action or an operation associated with
information contained in the sewb signal, to at least one of
activate, de-activate, disable neable, and control an operation of,
the at least one of a vehicle system, a vehicle equipment system, a
vehicle component, a vehicle degj a vehicle equipment, and a
vehicle appliance, is an authzed or an allowed action or an
authorized or an allowed operatjcand further wherein the first
processing device at least one gé#nerates the rit signal and
transmits the first signal to a thiprocessing device if the action or
the operation is determined to be an authorized or an allowed
action or an authorized or atioaved operation, wherein the third
processing device is located at the vehicle,

wherein the second signal is transmitted to the first processing
device via, on, or over, at least ookthe Internet and the World
Wide Web, and further wherein tlsecond signal iautomatically
received by the first processingvitee, wherein the first signal is
transmitted to and automatically received by the third processing
device, wherein the third processing device at least one of
generates a third signal and transraitthird signal for at least one

of activating, de-activating, dishng, re-enabling, and controlling

an operation of, the deast one of a vehicle system, a vehicle
equipment system, a vehicle naponent, a vehicle device, a
vehicle equipment, and a vehiclepéipnce, in response to the first
signal. (Emphasis added.)

Having been filed in 1992, Frossard does necgally disclose using the “Internet.”
JCMS argues that the use of théernet to communicate signdlstween the claimed devices is
a patentable distinction frorthe prior art; thus, according t@CMS, claims mentioning the
Internet are not anticipated or obvious.

For purposes of summary judgment, the Cagrees with JCMS that Frossard does not
disclose using the “Internet” or a website. Because a claim is anticipated only “if each and every

limitation is found either expressty inherently in a single pnicart reference,” Whitserve, LLC

v. Computer Packages, Inc., 694 F.3d 10, 21d.(F&r. 2012), whether ¢hasserted claims
specifying the Internet are inéh must be analyzed for obviousness for purposes of this

summary judgment motion.
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A patent claim is invalid as “obvious” undds U.S.C. § 103(a) where “the differences
between the subject matter sought to be patemedhe prior art are such that the subject matter
as a whole would have been obvious at the timention was made to a person having ordinary
skill in the art to which said subject matter pertains.” The obviousness determination is made at
the time of the invention, presumably the filingalaf the patent applitan on which priority is
based. The parties agree that the priority datalfdhe claims specifying the use of the Internet
is March 1996.

Taking the evidence in the light most favdealn JCMS as the non-movant, the Court
finds that the asserted clairhaving additional claim limitations khicted to the Internet would
have been obvious to the hypothetical person ohargiskill in the art in 1996 in the context of
the Frossard prior art system. In other wokatgwing of Frossard and ohe recent advances
and in popularity of the Intaet computer comuanication in 1996, the hypothetical person of
ordinary skill in the art would & known to modify Frossard withe Internet. In reaching this
conclusion, the Court is mindfuhat it is not to analyze ¢hobviousness of the patented
invention with hindsight. KSR, 550 U.S. at 42A (actfinder should be aweay of course, of the
distortion caused by hindsight bias and miostcautious of argumentgliant upon_ex post
reasoning.”).

With a filing date of 1992, it is undisputed tHabssard discloses using a computer on a
“Minitel” computer network to send signal from the user’'s computer to the intermediate server.
Developed in Europe, and heavily used in Fratioe Minitel computer network was essentially
a predecessor in populartty the Internet and World Wide We See, e.g., Wilhelm Dec. 1 51,

180-184 (Dkt. 59-10.) Using the Minitel networpeople were able to access telephone
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directories and other databases, and puech@®ducts over the computer network. Id.;
12/2/2015 Koperda Report at E-40 (Dkt. 78-1).

The Court finds that it would have been obvitms person of ordinargkill in the art to
modify the system taught in Frossard to tle® more modern populaomputer communication
network of the Internet. It would have beemtoon sense to alter the system taught by Frossard
for use with the Internet as it was the popwamputer communication network in 1996. KSR,
550 U.S. at 416 (“The combination of familiar ekms according to known methods is likely to
be obvious when it does no more tlyaeld predictable results.”).

Federal Circuit case law supports the Cauddnclusion. On numerous occasions, the
Federal Circuit has held it was obvious to updateexisting system with new or alternative

technology as it becomes avaia. For example, in Soverain Software LLC v. Neweqqg Inc.,

705 F.3d 1333 (Fed. Cir. 2013), the Federal Circdd hevould have been obvious to modify a
known computer communication system to be useld the Internet. Sgxifically, the Federal
Circuit stated:

[Patentee] argues its system is gigreto the [prior art] because
the system of the patents in sgitadapted to the Internet, whereas
the [prior art] operated on a pretémet network. In_Muniauction,
this court held that “condtinog previously known methods
through an Internet web browseas obvious because it amounted
to no more than applying the use of the Internet to existing
electronic processes at a time when doing so was commonplace.”
532 F.3d at 1327. Precedent agrees that a person of ordinary
skill could have adapted the priart to known bowser capabilities
when these capabilities becamemmonplace, and that it was
obvious to do so.

Soverain, 705 F.3d at 1340; see also Wedtgrion Co. v. MoneyGram Payment Sys., 646 F.3d
1361, 1370 (Fed. Cir. 2010) (“The claim prinhar adds the use of internet-based

communications, specifically TCP/IP protocol ftwe prior art system]. We conclude that it

22



would have been obvious for a person of ordirskill in the art to use internet-based protocols
in networking the systems used in the [padj.”); In re Mettle, 570 F.3d 1356, 1360-1361 (Fed.
Cir. 2009) (holding it obvious t@add Internet access to a prit kiosk that included a fax-
machine). The patents in dispute in Sove(birs. Patent No. 5,715,314hd_In re Mettke (U.S.
Patent No. 5,602,905) had filing dates of Octdl#94 and January 1995, respectively. Because

the patents in_Soverain and In re Mattke haddidates before the March 1996 priority date for

the asserted claims in our casges Federal Circuit’s finding thamodifying the prior art systems
for the Internet was obvious is applit&in our case a fortiorari.

Accordingly, taking the evidence in lightost favorable to the non-movant JCMS, the
Court finds that the asserted claims that “apply[] the use of the Internet to existing electronic
processes” of Frossard are ihgaas a matter of law for being obvious. Soverain, 705 F.3d at
1340.

3. The Claim Limitation “determines whether an action . . . is an authorized
or an allowed action” is Disclosed in Frossard

In addition to requiring the three control/pessing device system and use of the Internet,
Claim 21 of the ‘363 Patent reges that the intermediate device determine whether an action or
operation for controlling a vehicle system isaarthorized or allowed #&on or operation, and, if
so, then transmit a signal to the vehicl€laims 22, 24, 25, 33, and 36, which depend from
Claim 21, likewise include this claim limitation.
Claim 21 of the ‘363 Patens reproduced below withhe disputed claim language
underlined:
21. An apparatus, comprising:
a first processing device, wherein the first processing device at

least one of generates a first sigaad transmits a first signal for
at least one of actiWiag, de-activating, diding, re-enabling, and
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controlling an operation of, atdst one of a vehicle system, a
vehicle equipment system, a velei component, a vehicle device,

a vehicle equipment, and a vehicle appliance, of or located at a
vehicle, wherein the first procesgi device is associated with a
web site, and further wherein the first processing device is located
at a location remote from the vehicle,

wherein the first procesng device at leasine of generates the
first signal and transmits the firsignal in resporesto a second
signal, wherein the send signal is a at leasnhe of generated by a
second processing device and transmitted from a second
processing device, wherein the second processing device is located
at a location which is remote from the first processing device and
remote from the vehicle, whain the first processing device
determines whether an action or an operation associated with
information contained in the sewb signal, to at least one of
activate, de-activate, disable neable, and control an operation of,

the at least one of a vehicle system, a vehicle equipment system, a
vehicle component, a vehicle degj a vehicle equipment, and a
vehicle appliance, is an autheed or an allowed action or an
authorized or an allowed operatioand further wherein the first
processing device at least one gdgnerates the rit signal and
transmits the first signal to a thiprocessing device if the action or

the operation is determined to be an authorized or an allowed
action or an authorized or atioaved operation, wherein the third
processing device is located at the vehicle,

wherein the second signal is transmitted to the first processing
device via, on, or over, at least ookthe Internet and the World
Wide Web, and further wherein tlsecond signal iautomatically
received by the first processinguvitee, wherein the first signal is
transmitted to and automatically received by the third processing
device, wherein the third processing device at least one of
generates a third signal and transmaithird signal for at least one

of activating, de-activating, dishng, re-enabling, and controlling

an operation of, the deast one of a vehicle system, a vehicle
equipment system, a vehicle naponent, a vehicle device, a
vehicle equipment, and a vehiclepéipnce, in response to the first
signal. (Emphasis added.)

When the extra language is stripped awihe disputed claim language in Claim 21
becomes clearer: “21. An apparatus . . . wimetle¢ first processing device determines whether

an action or an operation associatgth the information contained in the second signal . . . is an
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authorized or an allowed action or an authorized or an allowed operation, and . . . transmits the
first signal to a third processing device if thetion or the operation is determined to be an
authorized or an allowed action or anteartzed or an allowed operation. . . .”

The written description sections of thesarted patents teach that, upon theft of the
vehicle, the vehicle’s owner or other useay control a vehicle system by sending a signal
containing an instruction to the vehicle via atermediate website. The written description of
the ‘363 Patent discloses ttlitae signal may contain two types ajdes: (1) an access code and
(2) a command code. The written description stiitasthe access code “provide[s] for security
measures which may be taken in conjunction withubke of the apparatus:363 Pat. col. 4 Il
11-13. In effect, the access cadea type of password confirming that the use of the patented
apparatus is authorized by theniade’s owner. The command coiean instruction to control a
vehicle system such as to turn off the ignition sysieisable the vehicleld. at col. 6 Il. 28-30.

Looking to the example embodiment showrfFigure 6A of the ‘363 Patent (reproduced
below), and starting at reference number 60, thbosized user starts ¢hpatented system by
entering a valid access code. Id. at col. @27, col. 7 Il. 12-20, and col. 38 Il. 40-43. In
effect, by using a valid access code, the system ewrifiat the user is authorized and that the
use is not accidental such as by accidentalgging buttons on a transmitter. Id. At step 61,
the patented apparatus receives the command fcontethe vehicle’s owner. The command
code can be of a variety of cad® control a number of vehicsystems. At steps 62 and 62A,
the patented system will read the command code and identify the command code. “At step 63,
the CPU will determine if the [command] code isaid code . . .. Ithe code is invalid, the
CPU 4 will return to step 76 thereby exiting thygerational program . . . and the apparatus 1 will

await a next access code and command codsmiiasion.” Id. at col. 39 Il. 11-16.

25



80| START
(APPARATUS
ACCESSED)

]

&1 RECEIVE
™ COMMAND
CODE

READ 62

COMMAND
CODE

!

PROCESS AND | g4
IDENTIFY
COMMAND CODE

THE CODE
A DISABLE
CODE?

s
THE CODE
A RE-ENABLE

OR RESET
MO coDE?

The Court previously construed the plited claim language to mean “whether the
vehicle’s owner (or other authoed person) has authorized thetion and whether the action is
permitted.” 8/26/2015 Op. & Order at 28-33. dugh it does not affect the Court’s ruling on
this motion because this claim ltation is clearly present in Fseard, the Court now clarifies its
previous claim construction raly. The correct claim construati for this claim limitation is
that the intermediate processing device wmheitges whether the vehicle owner (or other
authorized person) has authorized the actiowloether the action is permitted (e.g., one of the
permissible options). The claim langgauses the “or” conjunction.

JCMS argues that while Frossard teachethorizing the user (e.g., access code or

passcode), Frossard does not teach determinindherhet not the action or operation entered by
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the user is permitted. In other words, JCM§uas that Frossard does not teach confirming that
the command code entered by the user is valid or allowed. JCMS Resp. Br. 28.

The Court finds that Frossard clearly teactiesasserted claim limitation. Specifically,
Frossard teaches having the user send an “acods$ (passcode or password), which verifies
an authorized user, and an “intention code or order” contaimy instructions tshut down the
vehicle. Frossard states that the interventiateds “itself a personalized code associated with
the movable or mobile equipment. . . .” Frossatr8. Frossard states that after the access code
and the intervention code are verified, the intenadedserver sends a signal to the vehicle. For
example, Frossard states:

Preferably, the aforesaid two codes are transmitted to server center
1 by the subscriber or an authorized person in order to generate,
upon positive response to a control criterion, a request to shut
down the aforesaid equipment 3. @furse, in the case that the
reception of the personalized coaled of the intervention code is
handled by an operator, the control criterion may consist simply in
the verification of the access codeabieast of the current validity

of such an access code. In tluigse, the transmission of the
intervention order or code mathen be effected following
verification of the correspondencd the requested order and of
certain characteristics of thaforesaid moveable or mobile
equipment.

When the reception of the access code and of the corresponding
intervention order or code ikandled by automatic means, the
aforesaid criteria may have therrio of triage and comparison
criteria, which will not be described in detail, because they

correspond to customary techniqueshe matter of automatic data
processing.

Id. at 5.
Accordingly, the Court finds that Frossatscloses the claim limitation: “determines

whether an action or an operation associated with information contained in the second signal . . .
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is an authorized or an allowed action or an autledror an allowed operation. . . .” There is no
genuine of issue of material fact as to WieetFrossard discloses this claim limitation.
4. The Claim Limitation “generating at least one of a confirmation signal
and a notification signal . . .” is Dsclosed in Frossard or Would Have
Been Obvious

Dependent Claim 144 of the ‘130 Patent ad@slithitation of “generating at least one of
a confirmation signal ana notification signal for providing infanation regarding at least one of
a control, a monitoring, a diskng, and a re-enabling, functichas been carried out and is
successful or unsuccessful” to the independesimsl. In other words, this claim limitation
provides that the system send a signal backhéovehicle owner (or ber authorized user)
informing the vehicle owner that turning off thfe vehicle was successful or unsuccessful. Other
asserted dependent claims have similarnctlamitations, particularly Claim 17 of the ‘405
Patent and Claim 65 of the ‘076 Patent.

JCMS argues that the prior art does dwtclose the claimed confirmation signal.
Without much explanation, JCMSagts: “Frossard is directed tloe Minitel network, is an A-B
system, and does not perform the ‘generating’ reguof this claim element.” JCMS Resp. Br.
30-31.

Frossard clearly discloses a confirmatisignal that confirms that the vehicle has
received the shutdown command and instructedvikhicle system to shut down; thereby, the
vehicle owner has been informed as to thetust of the vehicle component. Specifically,
Frossard discloses that the vehicle can have a conditional transmitter (61) that will transmit a
message to the vehicle owner upon receiving axecuting the order regage for controlled
shutdown of the vehicle. For example, Frossard states: “this conditional transmitter 61

conditionally transmitting, upon reception of the order message for controlled shutdown of the
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equipment, a message M’ on Fig. 4 making it posdiblensure signalingnd location of mobile
equipment 3 to a specified radio beacon.” Frosaaddl. This language from Frossard literally
satisfies the asserted claim language of gemgratisignal to notify the vehicle owner that the
control device in the vehicle has receive@ ghut down command, instructed the interface
device in the vehicle to shut dawhe vehicle system, and sent a current location of the vehicle
to the vehicle owner in order td@lv the owner to locate the vehicle.

Moreover, the idea of sending a confirmatiagnsil when a vehicle is remotely shutdown
was known. For example, European Patént EP039596, published on October 31, 1990 and
issued to inventor Bianco (“Bianco”), teachsending a “confirmation” gnal to the owner of
the vehicle after receiving instruatie to shut down the vehicleBianco col. 4-5 Il. 57-18 (Dkt.
59-31). Thus, there is no genuine issue of mati@lthat the type afonfirmation signal in the
asserted claims was known in theldi of the asserted patents.

Based on the undisputed facts, the Court finds that a person of ordinary skill in the art (an
electrical engineer with 3-flears industry experier) would have known to use a confirmation
signal, such as taught in Bianco, in combinatidth the three control déce system of Frossard,
because the desirability of suatfunction in this technology area was known. In fact, Frossard
itself teaches sending a confirnmatisignal to the owner of the hiele to provide information
regarding whether an instruction to controlehicle function was received and the location of
the vehicle. KSR, 550 U.S. at 416 (“The conattion of familiar elements according to known
methods is likely to be obvious when it da® more than yield pdictable results.”).

5. Dependent Claims Specifying that the Second Processing Device be “a

wireless device” (e.g., Cellular Telephwe or Smart phone) Would Have
Been Obvious
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Claims 24 and 25 of the ‘363 Patent depewndifindependent Claim 21. Claims 24 and
25 require that the user use air@less device” such as a cellutalephone or a personal digital
assistant to send the signal to the inetrate website. Claims 24 and 25 state:

24. The apparatus of claim 21, wherein the second processing
device is a wireless device.

25. The apparatus of claim 21, wherein the second processing
devjce is at least one of a cédlutelephone and a personal digital
assistant.

‘363 pat. col. 109 Il. 15-19.

FCA argues that these claim limitations wob#ze been obvious to a person of ordinary
skill in the art at the time athe invention. JCMS argues that Frossard does not disclose a
wireless device that can be used by the vehicleeo\and such a wireless device would not have
been obvious.

The Court agrees with FCA. A person afdinary skill in the art would know to
substitute a cellular tgdone or personal digital assistant for the wired computer or telephone of
Frossard. Frossard disclosesgsa telephone or a Minitel nebnk computer system. It would
have been common sense to know that a cellelephone or personal digital assistant could be
used in place of a regular tpleone or a Minitel netarked computer whesuch devices became

available. _KSR, 550 U.S. at 416 (“The condiion of familiar elements according to known

methods is likely to be obvious when it does naertban yield predictable results.”). Updating

the Frossard system with this new technologyht have been obvious. Leapfrog Enters., Inc. v.

Fisher-Price, Inc., 485 F.3d 1157, 1161 (Fedr. @007) (holding that applying modern

electronics to old témology was obvious).

6. Claims Specifying the Ability to Detct an Occurrence such as Theft of
the Vehicle and to Notify the Vehtle Owner Would Have Been Obvious
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Claims 33 of the ‘363 Patetnd 68 of the ‘076 Patenteadependent claims. These
claims require that the antithefgstem monitor the vehicle andtifip the owner of the vehicle if
inter alia the vehicle is stolen, so that thener of the vehicle may remotely shut down the
vehicle. For example, Clai88 of the ‘363 Patent states:

33. The apparatus of claim 21, whigr the apparatus detects at
least one of a vehicle use, an unauthorized use of the vehicle, a
theft of the vehicle, and arcourrence warranting providing notice

to at least one of an owner, aeusand an authorized operator, of

the vehicle, and further wheretihe apparatus transmits a message
containing information regarding tte¢ least one of a vehicle use,

an unauthorized use of the vehictetheft of thevehicle, and an
occurrence warranting providing notiteat least one of an owner,

a user, and an authorized operatof the vehicle, and further
wherein the message is transmitted to the second processing device.

The claimed feature was clearly known in this particular field of technology. It is
undisputed that this feature is disclosedUrs. Patent No. 5,276,728 to inventor Pagliaroli
(“Pagliaroli”). Pagjaroli was filed in 1991 and is undisputgdior art to the asserted claims.
Pagliaroli discloses a remote control antithefstegn similar to the invention claimed in the
asserted patents. In Pagliaroli, if a vehiclst@en, the owner of the vehicle can remotely shut
down the vehicle by using his telephone gend a shutdown command to the vehicle.
Accordingly, Pagliaroli is squaein the technology area of thesserted claims. Pagliaroli
teaches having sensors on the vehicle to monitetiven someone is trying to break into or steal
the vehicle. If someone tries to steal the vehittie “antitheft sensors” will detect such activity
and then a transmitter on the vehicle sends a catiifin to the owner of the vehicle. The owner
of the vehicle can then take appropriateicecsuch as to send a shutdown command via a

telephone to the vehicle (such as by turningtb# vehicle’s ignition system). For example,

Pagliaroli states:
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The theft sensors 12 are optionally couple to a transmitter 28.
Once activated the transmitter 28 samts a signal 42 that can be
received by the portablkeceiver 30. The portable receiver device
30 then generates an audio andvesual signal that informs a
person in possession of the poreat@ceiver 30 of the tampering or
attempted theft of the automobile.

Pagliaroli col. 4 II. 46-52.

The Court finds that it would be obvious to agm® of ordinary skilin the art to modify
the structure of Frossard to contain tktimed anti-theft monitoring and notification
functionality. Anti-theft moitoring and notification functiordly was already known in the
particular area of vehicle anti-theft systems, adding this functionalityo Frossard would have
been logical._KSR, 550 U.S. at 416 (“The camaltion of familiar elements according to known

methods is likely to be obvious when it doesmore than yield préctable results.”).

7. Claim 18 of the ‘076 Patent Specifyingan “Interface” is Anticipated by
Frossard

Claim 18 of the ‘076 Patent is a dependelaim. Claim 18 requires that the control
device in the vehicle communicate with an “ifdee device” to control a vehicle system. For
example, Claim 18 of the ‘076 Patent states:

18. The apparatus of claim 3,rfleer comprising: an interface
device, wherein the interface device provides an interface between
the first control device and the letast one of a vehicle system, a
vehicle component, a vehicle wee, a vehicle equipment, a
vehicle equipment system, and a vehicle appliance.
‘076 pat. col. 109 Il. 7-12.
Frossard clearly discloses using an “irded.” For example, Figure 2 of Frossard shows

using an “Equipment Interface 5” to control vebislystems in order tdgt down or restart the

vehicle. Figure 2 of Frossard is shown below:
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Frossard states that equipment interfaceoisnected to the shutdown logic module 423 and a

restart logic module and communiesitwith various the vehicle stgms to shut down or restart
the system._See, e.g., Frossard at 8.

Based on the above disclosure, the Court findsdhreasonable jury could only find that
Frossard discloses the claimed interface and@haisn 18 is invalid as being anticipated.

D. Fourth Graham Factor: Secondary Considerations

The fourth Graham factor that the Court mustisider is whether there are any secondary

considerations thaupport paterability. “Such secondary consideratas commercial success,
long felt but unsolved needs, failure of others;.,etight be utilizedto give light to the
circumstances surrounding the origin of the subpeatter sought to be patented. As indicia of
obviousness or nonobviousness, these inquiries may reéevancy.” _Grahan883 U.S. at 18.
Secondary considerations serve “to guard agaiimgtiisy into use of hindght and to resist the
temptation to read into the prior art the teachiogthe invention in issue.” ld. at 36 (citations

omitted).
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JCMS argues that second considerations @uipips position that aerted claims are
nonobvious. Specifically, JCMS ques _inter alia that othezompanies have licensed the
asserted patents, thereby implicitly showingttlothers believe the asserted claims to be
nonobvious.

Taking the evidence in the light most favoratdehe Plaintiff, the Court has considered
the evidence provided by Plaintiff in the light mdavorable to the Plaintiff. As the Federal
Circuit has held in other cases, the mere existence of licenses is insufficient to overcome the

strong evidence of obviousness when the expeaghings of the prior art would have motivated

a person of ordinary skill in éhart to make the claimed inten. SIBIA Neurosciences, Inc. v.

Cadus Pharma. Corp., 225 F.3d 1349, 1358-1359 (Fied2000). The Court concludes, taking

the factual evidence in ¢hrecord in a light most favorable to the non-movant JCMS, that the
asserted claims as a whole would have been obvious to a person of ordiharyrekart.

E. Summary of the Court’s Obviousness and Anticipation Conclusions

Based on the above analysis, @murt concludes as follows:

Claim 20 of the ‘405 Patent (three controVide system) is anticipated by Frossard.

Claim 15 of the ‘405 Patent, Claims 13, 17d &8 of the ‘076 Patent, and Claims 64, 85,
and 92 of the ‘130 Patent (three control devicgesy using the Internet) are obvious in light of
Frossard.

Claim 18 of the ‘076 Patenfthree control device systerhaving an interface) is
anticipated by Frossard.

Claim 17 of the ‘405 Patent, Claims 65 &tlof the ‘076 Patengnd Claim 144 of the

‘130 Patent (three control device system withtigt/notification/confimation functionality) are
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obvious in light of Frossard (¢tes/confirmation) or obvious in lig of Frossard in combination
with Pagliaroli (notification/occurrencey Bianco (confirmation/status).

Claims 21 and 36 of & ‘363 Patent (three device control system with
authorization/Internetuinctionality) are obvious ilght of Frossard.

Claims 22, 24, 25, and 33 of the ‘363 Patétitree control dege system with
authorization/Internet/wireles®ourrence functionality) are obvious light of the combination
of Frossard and Pagliaroli.

F. Defendant’s Non-Infringement Arguments and Plaintiff's Motion for Summary
Judgment of Infringement

Because the Court has held that all teseated claims are invalid, FCA’s arguments
concerning non-infringement are oto Likewise, Plaintiff's Mdion for Summary Judgment of
Infringement of U.S. No. 7,397,363 by UConnect Access is moot.

V. CONCLUSION

For the reasons stated above, the Court grants FCA’s motion (Dkt. 59) as to invalidity of
the asserted claims. Specifically, the Courtledhe following claims are invalid: Claims 15, 17,
and 20 of U.S. Patent N&,917,405; Claims 13, 17, 18, 28, 65da8 of U.S. Patent No.
6,542,076; Claims 64, 85, 92, and 18f4U.S. Patent 6,549,130n@ Claims 21, 22, 24, 25, 33,
and 36 of U.S. Patent No. 7,397,363. The Couniedeas moot JCMS’s Motion for Summary
Judgment of Infringement of U.S. Paté&id. 7,397,363 by UConnect Access (Dkt. 57).

This case is dismissed wiltejudice. A separate judgment will be entered.

SOORDERED.
Dated: June 10, 2016 s/Mark A. Goldsmith
Detroit, Michigan MARK A. GOLDSMITH

UnitedState<District Judge
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gKarri Sandusky
Gase Manager
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