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UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

SCHOLLE CUSTOM PACKAGING, INC.,
Plaintiff,
No. 1:03-cv-93
_V_
HONORABLE PAUL L. MALONEY
GRAYLING INDUSTRIES INC.,
Defendant.

OPINION AND ORDER REGARDING CLAIM CONSTRUCTION

Plaintiff Scholle Custom Packaging, Irmwns Patent No. 4,781,472 (“Patent No. ‘472").
The patented invention is a shipgiand storage container consistifign outer bag and inner liner.
The liner is connected to the bag at a seriessafrelie locations so thathen the contents of the
liner are emptied, the liner collapses, independent of the outer bag. The bag and the liner are made
of flexible material and, when empty, can b&déal flat. Plaintiff Scholle Custom Packaging
(Plaintiff or Scholle) filed suit against Defendd®tayling Industries (Defendant or Grayling) in
1993. The complaint alleges Defendant manufactunésaells liners that infringe Plaintiff's rights
in Patent No. ‘472. On March 22, 2010, the ctwsdrd oral argument regarding the construction
of claims, aMarkmanhearing. After oral argument, Pl&fhfiled post-hearing brief and Defendant
filed a response brief.
CONTROLLING AUTHORITY

The Federal Circuit Court of Appeals has exclusive jurisdiction over appeals from the final

!Patent No. ‘472 issued on November 1, 1988. (Def. Ex. A pxApartereexamination
certificate amending the patent was issued ogust 7, 2007. (Def. Ex. B.) Citations to the
November 1, 1998 patent will refer to “Patent ‘472" while citations to the August 7, 2007
amendment will refer to “Amended Patent ‘472.”
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decision of a district court, if éhdistrict court’s jurisdiction was bad in part on an act of Congress
relating to patents. 28 U.S.C. 8§ 1295fg)pteX, Inc. v. Thompspd47 F.3d 1335, 1342 (Fed. Cir.
2003). Accordingly, the Federal Circuit’s rulinggsubstantive patent law are controlling authority
on this court.See Eli Lilly and Co. v. Zith Goldline Pharm., In¢.364 F.Supp.2d 820, 896 (S.D.
Ind. 2005) (“Any appeal in this action, which arisesler the patent laws of the United States, must
be to the United States Court of Appeals for the Federal Circuit, 28 U.S.C. § 1295(a), whose
precedent governs matters of substantive patent law in this co@ilE; Wireless, Inc. v.
Qualcomm, InG.192 F.R.D. 284, 286 n. 1 (S.D.Cal. 2000) (“The Federal Circuit has exclusive
appellate jurisdiction on claims arising from patiemt and therefore its authority is binding on this
Court.”); see also Panduit Corp. v. All States Plastic Mfg. Co., if#4 F.2d 1564, 1574-75 and n.
14 (Fed. Cir. 1984) (per curiam) (noting that g@dural matters pertaining to patent issues, as
opposed to procedural matters in patent casesdhadt pertain to the pateissue, must conform
to Federal Circuit lawdverruled on other grounds by Richardson-Merrell, Inc. v. Ko#&@ U.S.
424 (1984).
LEGAL FRAMEWORK

Patent infringement analysis involves two stejpsthe first step, the meaning and scope of
the patent claims are determine@darkman v. Westview Instruments, |52 F.3d 967, 976 (Fed.
Cir. 1995) (en bangff'd, 517 U.S. 370 (1996). In the secongbstbe construed claims are applied
to the allegedly infringing deviceld.; see Multiform Desiccants, Inc. v. Medzam, [ 1@3 F.3d
1473, 1476 (Fed. Cir. 1998) (“Since a full and complete understanding of the scope of the claims
is requisite to determining whether the patentfisnged, technical terms or words of art or special

usages in the claims, if in dispute, are constarextarified by the court before the construed claims



are applied to the accused device.”).

This hearing concerns only the first step of an infringement analysis. The first step,
commonly called “claim construction,” is a matter of law reserved exclusively for the court.
Markman 52 F.3d at 976-79. The purpose or role of claim construction is “neither to limit nor to
broaden the claims, but to define, as a mattvafthe invention that has been patentédetword,

LLC v. Centraal Corp.242 F.3d 1347, 1352 (Fed. Cir. 2001). “lidedrock principle’ of patent

law that ‘the claims of a patent define the intien to which the pateee is entitled the right to
exclude.”Phillips v. AWH Corp.415 F.3d 1303, 1312 (Fed. Cir. 2005) (quotingova/Pure
Water, Inc. v. Safari Water Filtration Sys, In881 F.3d 1111, 1115 (Fed. Cir. 2004)). The Federal
Circuit Court of Appeals has explained tteat appropriate analogy for claim construction is
statutory interpretationMarkman 52 F.3d at 987 (explaining that both involve questions of law,
both involve an analysis of words on a writtlecument, both begin with a focus on the language

in the document with the interpretation of the language governed by axioms and canons of
construction, and in both there is only one correct interpretation).

When determining the proper construction ofeam, a court may consult both intrinsic and
extrinsic sources. Intrinsic sources consfghe patent, including both the specificatiand the
claims, and, if in evidence, the prosecution histdfigronics Corp. v. Conceptronic, In@0 F.3d
1576, 1582 (Fed. Cir. 1996¢ee Netword242 F.3d at 1352ylarkman 52 F.3d at 979 (quoting

Unigue Concepts, Inc. v. Brow®39 F.2d 1558, 1561 (Fed. Cir. 1991))is well settled that . . .

*The “specification” is the portion of the patent that comes before the claims. The
specification typically describes the invention and may include the manner and process of
making and using the invention. The specifmatmay include one or more embodiments of the
invention.



the court should look first to the intrinsic evidencesawford, . . . Such intrinsic evidence is the most
significant source of the legally operativeeaning of disputed claim language/itronics Corp,

90 F.3d at 1582 (internal citation omitted). “Thaikls, specification, and the file history, rather
than extrinsic evidence, constitute the public recdrthe patentee’s claim, a record on which the
public is entitled to rely. In other words, cortif's are entitled to review the public record, apply

the established rules of claim construction, astcette scope of the patentee’s claimed invention
and, thus, design around ttlaimed invention.”ld. at 1583. “Extrinsic evidence is that evidence
which is external to the patent and the file history, such as expert testimony, inventor testimony,
dictionaries, and technical treatises and articldd.”at 1584;see Metabolite Labs., Inc. v. Lab.
Corp. of America Holdings370 F.3d 1354, 1360-61 (Fed. Cir. 2004). When intrinsic evidence
unambiguously describes the scope of the pataenteshtion, it would be improper for a court to

rely on extrinsic evidenceVitronics Corp, 90 F.3d at 1583%ee Pall Corp. v. Micron Separation,

Inc., 66 F.3d 1211, 1216 (Fed. Cir. 1995) (“Extrinsic evidence may also be considered, if needed
to assist in determining the meaning or scope of technical terms in the claims.”).

When engaged in the construction of claiocmyrts begin by looking to the words of the
claims themselves to define theope of the patented inventiovitronics Corp, 90 F.3d at 1582;
Innova/Pure 381 F.3d at 1116 (“[A] claim constructionaysis must begin and remain centered
on the claim language itself, for that is the languhagegratentee has chosen ‘to particularly point[

] out and distinctly claim[ ] theubject matter which the patentee regards as his invention.”” (quoting
Interactive Gift Expresdnc. v. Compuserve, In@256 F.3d 1323, 1331 (Fed. Cir. 2001) (quoting
35 U.S.C. § 112))) (alterations addednteractive Gif}; Pithey Bowes, Inc. v. Hewlett-Packard

Co, 182 F.3d 1298, 1305 (Fed. Cir. 1999) (“The stantiomt for any claim construction must be



the claims themselves.”). “The touchstone for discerning the usage of claim language is the
understanding of those terms among artisans of ordsidltyn the relevant art at the time of the
invention.” Metabolite 370 F.3d at 136Gsee Phillips 415 F.3d at 1313 (“We have made clear,
moreover, that the ordinary and customary meguoif a claim term is the meaning that the term
would have had to be a person of ordinary skill @dtt in question at the time of the invention, i.e.,
as of the effective filing date of the patepphcation.”). Such inquiry provides “an objective
baseline from which to begin claim interpretatiotd’; see Innova/Pure381 F.3d at 1116 (“The
inquiry into the meaning that claim terms would htobe a person of skill in the art at the time of
the invention is an objective one.Ntarkman 52 F.3d at 986 (“[T]he focus is on the objective test
of what one of ordinary skill in the art at ttime of the invention would have understood the term
to mean.”).

After reviewing the language tife claims, the second step in claim construction is to review
the patent specification. Claims stalways be read in view of the specification, which is “highly
relevant to the claim construction analysis. Usuaifydispositive; it is the single best guide to the
meaning of a disputed item¥itronics Corp, 90 F.3d at 158Z%ee Phillips415 F.3d at 1315-16
(collecting cases which have “long emphasized the importance of the specification in claim
construction.”). When reviewing the specificatithrg court should “determine whether the inventor
has used any terms in a manner inconsistent with their ordinary meatlitrgriics Corp, 90 F.3d
at 1582alteration addedyee Phillips415 F.3d at 1316 (“[T]he speaétion may reveal a special
definition given to a claim term by the patentee that differs from the meaning it would otherwise
possess. In such cases, the inventor’s lexicography govetngefgctive Giff 256 F.3d at 1331

(“If the claim language is clear on its face, thenaursideration of the rest of the intrinsic evidence



is restricted to determining if a deviation frdire clear language of the claims is specified.”).
“[T]he specification may reveal an intentiordisclaimer, a disavowal, of claim scope by the
inventor. In that instance as well, the inv@nhas dictated the correct claim scope, and the
inventor’s intention, as expressed in the specification, is regarded as dispoBitivgs, 415 F.3d
at 1316. “Such special meaning, however, muduficiently clear in the specification that any
departure from common usage would be so unoledgby a person of experience in the field of the
invention.” Multiform Desiccants133 F.3d at 1477.

When reviewing the specification, the court must keep in mind two axioms: (1) the claim
must be construed with a view of the spectfmaand (2) the court may not read a limitation into
a claim from the specificationnnova/Pure 381 F.3d at 111&ee Playtex Prods, Inc. v. Proctor
& Gamble Co, 400 F.3d 901, 906 (Fed. Cir. 2005) (notinghbaxioms). The Federal Circuit has
recognized that the two axioms create a “fine line” between an acceptable claim construction and
an unacceptable on8ee Comark Communications, Inc. v. Harris Catp6 F.3d 1182, 1186 (Fed.
Cir. 1998). The problem becomes particularly agutien “the written description of the invention
is narrow, but the claim language is sufficiently broad that it can be read to encompass features not
described in the written description, either by geheharacterization or by example in any of the
illustrative embodiments."Liebel-Flarsheim Co. v. Medrad, In858 F.3d 898, 905 (Fed. Cir.

2004). Inthese situations, the court should rememadepk “to the specification to ascertain the
meaning of the claim term as it is used by imeentor in the context of the entirety of his
invention,” and not merely to limit a claim term/fnhteractive Giff 256 F.3d at 1332 (quoting

Comark Communicationsl56 F.3d at 1187). The Federal Circuit cautioned that “particular

embodiments and examples appearing in the spaioaill not generally be read into the claims.”



Comark Communication56 F.3d at 1187 (quotifi@pnstant v. Advanced Micro-Devices, |1@218

F.2d 1560, 1571 (Fed. Cir. 1988)). Furthermore, when the specification contains only a single
embodiment, the claim should “not be read rebiety unless the patentee has demonstrated a clear
intent to limit the claim scope using words apeessions of manifest exclusion or restriction.”
Innova/Pure 381 F.3d at 1117 (internal quotation and citation omitteel; ACTV, Inc. v. Walt
Disney Caq,. 346 F.3d 1082, 1091 (Fed. Cir. 2003) (“Where the written description does not
expressly limit the claim term and otherwise supgparbroader interpretation, we are constrained
to follow the language of the claims and givedtaem term its full breadth of ordinary meaning as
understood by persons skilled in the art.”) dmtal quotation and citation omitted). Conversely,
when the specification makes clear that the desonipf a particular embodiment is an essential
characterization of the invention, the claim will not encompass a broader subgecnderson
Corp. v. Fiber Composites, L1874 F.3d 1361, 1367 (Fed. Cir. 2007). Along the same lines, when
the specification “makes clear that the inventionsdoat include a particular feature, that feature

is deemed outside the reach @ ttaims of the patent, even though the language of the claims, read
without reference to the specification, mightdoasidered broad enough to encompass the feature
in question.” Scimed Life Sys., Inc. v. Advanced Cardiovascular Sys,. 24 .F.3d 1337, 1341
(Fed. Cir. 2001).

Finally, the third source of intrinsic evidence a court may consider is the prosecution history
of the patent. The prosecution history, if @midence, contains the complete report of the
proceedings before the Patent and Traden@fice (PTO), including representations by the
patentee regarding the scope of the claivgronics Corp, 90 F.3d at 1583. The prosecution

history may include prior art cited by the examination of the patehillips, 415 F.3d at 1317.



Although the prosecution history is “often of critical significance in determining the meaning of the
claims,” (Vitronics Corp, 90 F.3d at 1582), because it représam “ongoing negotiation between
the PTO and the applicant, rather than thd finaduct of the negotiation, it often lacks the clarity
of the specification and thus is less useful for claim construction purpédaBipg, 415 F.3d at
1317). “Nonetheless, the prosecution history afen inform the meaning of the claim language
by demonstrating how the inventor understoodrliention and whether the inventor limited the
invention in the course of the prosecution, makimeclaim scope narrower than it otherwise would
be.” Phillips, 415 F.3d at 1317 (citingitronics Corp, 90 F.3d at 1582-83). Like the specification,
the prosecution history should be used to undedstae claim language and should not be used to
“enlarge, diminish, or vary’ the limitations in the claimsMarkman 52 F.3d at 980 (quoting
Goodyear Dental Vulcanite Co. v. Dayvi©2 U.S. 222, 227 (1880)).

Not all sections of the prosecution history are afforded equal weight. For example, the
prosecution history “cannot be used to limit #wpe of a claim unless the applicant took the
position before the PTO that would lead a cotitpeto believe that the applicant had disavowed
coverage of the relevant subject matte8¢hwing GMBH v. Putzmeister Aktiengesellsciafb
F.3d 1318, 1324 (Fed. Cir. 2008ge Sitrick v. Dreamworks, LL.Glo. 03-4265-svw, 2006 WL
6116641, at* 17 (C.D. Cal. July 20, 2006) (“Theg®cution history submitted by the Defendants
does not include statements made by the patenegplain the patent (the typical and most valuable
use of prosecution history); rather, whatubmitted are comments/objections made by the patent
examiner to the patentee, requesting revisions. Because the prosecution history does not include
remarks by the patentee, it is of limited usefulnes$ti’addition, the language of other patents that

are made part of the intrinsic evidenceotigh the prosecution history and are entitled to some



weight. Acumed LLC v. Stryker Corpl83 F.3d 800, 809 (Fed. Cir. 2007). However, the language
in the specification and claims of the patent at issue should be afforded “significantly greater
weight” because it is the patentee’s own worldks.

When the claims remain ambiguous even afteexamination of the intrinsic evidence, a
court may rely on extrinsic evidence to interpret the claPhillips, 415 F.3d at 1317 (citing
Markman 52 F.3d at 980. “The court may, in its digme, receive extrinsic evidence in order ‘to
aid the court in coming to a correction corsttun’ as to the ‘true meaning of the language
employed’ in the patenMarkman 52 F.3d at 980 (quotirfgeymour v. Osborné2 U.S. (11 Wall.)

516, 546 (1871)). Like both the specification arelghosecution history, extrinsic evidence “is to

be used for the court’s understanding of the patent, not for the purpose of varying or contradicting
the terms of the claims.Id. at 981 (citingUnited States Indus. Chems, Inc. v. Carbide & Carbon
Chems Corp.315 U.S. 668, 678 (1942¥ee Vitronics Corp90 F.3d at 1584 (“[I]t may not be used

to vary or contradict the clai language. Nor may it contraditte import of other parts of the
specification. Indeed, where the patent docunametanambiguous, expert testimony regarding the
meaning of a claim is entitled to no weight.” (internal citation omitted)).

ANALYSIS

A. Disputed Phrase: “an opening adjacentemto the exterior of the bag through which

contents are discharged”

The disputed language is located in Clailhand 10 of the patent and describes the
collapsible outer bag. The parties disagree alshather the claim language requires the discharge
opening to be placed on thettomof the bag or onendof the bag. Plainti proposes this claim

should be interpreted as “an opening to the exterior of the bag through which contents are



dischargeable that is near one end of the bag.” Defendant proposes this claim should be interpreted
as “a discharge opening extending through the bottom of the bag.” Plaintiff argues the patent
language does not include a directional requirement for the openings. Defendant disagrees.
Whether the patent requires the discharge spoldda¢ed at the bottom of the bag, a directional
requirement, is the central dispute between theptwes. Resolution of this question, whether the
patent includes a directional requirement, implicatesmber of the disputed claims. Accordingly,
the parties’s arguments are described in detail.

Plaintiff insists the plain meaning of éhphrase places no directional or positioning
requirements on the discharge opening. Plaiagfierts the specification expressly provides that
the discharge opening can be at one or both £ilaintiff also points out that the specification
identifies an embodiment with a single opening ehiére contents of the bag are inserted and
discharged through the same operfirfgjaintiff argues the fact that the specification uses the word
“bottom” does not require that to be a limitation on the Claim. Plaintiff argues the prosecution

history is devoid of any discussi of whether the discharge opening is on the top or the bottom of

*The language to which Plaintiff refers is located in the “background” portion of the
patent. In the relevant passage, the patentee describes a common problem that bags with liners
suffer. The passage cited by Plaintiff is naatéing the patented bag. The patent states:
“When a liner is used in connection with such large bags to contain particulate or granular
material and the bag is formed with an opening or spout at one or both ends for distributing the
contents, a common problem is the tendency for the material when discharged to draw the liner
out of the bag.” (Patent No. ‘472 Col. 1, lines 43-46.)

“The language to which Plaintiff refers is located in the “detailed description” portion of
the patent. Although Plaintiff cites column 3, the relevant passage is located in column 2. In
this passage, the patentee describes the patent and refers to the accompanying diagrams. The
patent states: “However, if desired, the bag can have only one spout with the other end being
fully closed. For some applications, the bag may have no spout, but rather one end which is
normally open, a side wall and a bottom which is fully closed and connected to the side wall.
(Patent ‘472 Col. 2, lines 37-42.)

10



the bag. Inits reply brief, PHaiff finds significance in the fat¢hat the claim language specifically
uses the terms “end” and “other end.”

Defendant offers several reasons why the discharge opening must be at the bottom of the bag.
Defendant argues the prior art, the patent examamerthe specification all describe the discharge
opening as being on the bottom of the bag andltlepéning as being on the top of the bag. First,
Defendant argues the bag employs a gravitational discharge, which necessitates the opening be
located at the bottom of the bag. Defendant points out the detailed description of the bag in the
specification provides that the bag is filled & thp and the contents discharged though the béttom.
Defendant argues Figure 2 in the patent is identified as the bottom view of the bag ahd liner.
Defendant argues, in an amendment to the papgalication submitted by the patentee to the patent

office, the patentee discussed the prior art of a different patent as having directional spouts.

*The language to which Defendant refers is located in the “detailed description” portion
of the patent, immediately prior to the singb®st embodiment passage referred to by Plaintiff.
In this passage, the patentee is describing portions of Figure 1. The patent states: “Preferably,
the bag has a first spout [] in the top for filling the bag and a second spout [] in the bottom for
discharging the contents of the bag.” (Patent No. ‘472 Col. 2, lines 35-37.)

®The language to which Defendant refers is located in the “detailed description” portion
of the patent. The patentee is describing FiQur&he patent states: “Preferably, as shown in
FIG. 2, the bottom of the liner is connected to the bag in at least two, and preferably four, spaced
apart locations [] each adjacent the bottom and the side of the bag. (Patent No. ‘472 Col. 3, lines
4-7.)

'Defendant attaches the amendment to its brief at Exhibit D. On pages 7 and 8 of the
exhibit, the patentee is discussing the rejection of Claims 1-3 and 13-18 as unpatentable over
other patents. The patentee explains thosmsldefine a specific arrangement of connections
between the outer bag and the inner liner. In the prior art, the bag and liner are connected so that
when emptied, the two collapse together, rather than independently. The patentee then describes
the other patents, in order to demonstrate this distinction. In the material referenced by
Defendant, the patentee describes the Isbrangtgent as “a generally cubical rigid container
or box [] with a flexible bag [] received therein and the bag is secured to the container by a
plurality of straps [] adjacent its stop [sic]. Tieg has an inlet spout [], a vent [] in its top, and
a discharge spout [] in its bottom.” (Def. Ex. D at 7.) As is clear from the quoted material, the

11



Defendant reasons the contents of this sdvagf which might weigheveral thousand pounds, can

only be discharged while the bag is upright and the contents pass through the bottom opening.
Defendant insists the patent does not anticipdtanger that the linerauld be withdrawn through

the top opening because the contents of theaalgliner are always described as discharging
through the bottom.

Defendant also asserts the reexaminati@iohy provides evidence that the discharge
opening must be at the bottom of the bag. Defehaaues the patent examiner initially rejected
what is now Claim 2 as being anticipated bijopart. Defendant gues the patent examiner
described the invention as having directional spbuts.

Defendant argues Plaintiff’'s own expert sugpdine conclusion that the discharge opening

patentee is describing a different inventidrhere is no indication the patentee intends the
directional language to describe or limit the patent at issue.

8Defendant attaches th&x ParteReexamination Communication Transmittal Form”
from the Patent Office as Exhibit C to its bri@fthe patent examiner rejected Claims 1-4, 7-8,
10, 14-17, and 24-25 as being anticipated by the Cuthbertson patent. The patent examiner stated:
However, even when the bag [] of Cuthbertson includes a top wall/end [],
it is asserted by the examiner that the liner inherently includes top and bottom
openings in the vicinity of the filler spout [] and the discharge spout [], such that
one of ordinary skill in the art, upon reading the Cutherbertson reference, would
be in possession of the knowledge that such openings exist, even though the
reference does not particularly point out such openings. The top and bottom liner
openings are inherent in Cuthbertson because (1) the spouts [] (of the bag) are
identified as being dispensing and filler spouts [], and (2) the liner is described as
being filled with the bulk material [] and is shown as contacting the interior
surface of the bag. If there were no openings in the liner, the spouts would be
unable to function as indicated by their identification as dispermsiddiller
spouts since no material would be filled through the top spout [] or dispensed
through the bottom spout []. Accordingly, the examiner asserts that the
Cuthbertson reference inherently discloses top and bottom liner openings.
Accordingly, the opening adjacent the bottom end of the liner would be an
opening through which the material would be discharged.
(Def. Exhibit C at 5) (underlining in original).

12



is located at the bottom of the liner and the baginBff's expert is also the inventor of another,
similar bag, the Schnaars Patent No. 4,946,291feddant argues, in the Schnaars patent, the
inventor describes the discharge spout for the invention as being on the bottom of’the bag.
Finally, Defendant argues the downward collapise liner during discharge requires the
discharge opening be at the bottom of the bag aed IDefendant relies on statements of the patent
examiner? Defendant insists that the patent exarigunderstanding that the liner would collapse
downward necessarily means that the dischepgming is at the bottom of the bag. Defendant
concludes the patent specification, the prior art, and the patent examiner all describe the discharge
opening to be at the bottom of the bag and lim@fendant further concludes the patent does not
include any embodiment of a bag and liner waitsingle opening because all the drawings include
a top and a bottom opening.
The claim language does not include a requirement that the discharge spout be located on

the bottom. In the specification, the patenteeriass, as a preferred embodiment, a bag where the

°Defendant attaches the patent as Exhibit E to its brief. In the portion of the patent
entitled “Detailed Description of the Preferred Eminoeint,” the inventor states “As seen in the
FIGURES, since in fact the bulk bag [] wouldthe type of bulk bag that would release its
contents from a discharge outlet [] as seen in FIG. 2, again liner [] would have a lower neck
portion [] which would extrude out from the baticspout [] of bulk bag.” (Patent No. ‘291 Col.
4, lines 16-21.) Obviously, the inventor is deigicg his invention, not the invention at issue.

“Defendant refers to the patent examiner’s statements ifEthBdrteReexamination
Communication Transmittal Form.” In the portion cited by Defendant, the patent examiner
concludes that the Cuthbertson patent anticipates an invention that prevents the liner of the bag
from being withdrawn as it empties becauséefplacement of the connections between the bag
and the liner. The examiner describes the Cuthbertson patent as follows: “In this embodiment,
downward collapse somewhat of the liner [], as material is discharged from the liner, would not
be hindered by a connection with the bag because all connections would be at the bottom of the
bag and liner. Therefore, with respect to such an embodiment, the liner can also downwardly
collapse in a manner independent of any collapse of the bag.” (Def. Exhibit C at 7.)

13



discharge opening is located on the bottom. However, the specification does not employ language
requiring the discharge opening to be located erbtittom of the bag. Indeed, the specification
expressly states that a bag abls@ve only one spout. Although the predominant description of the
bag and liner places the discharge spout on ttterhpthe explicit claim that the bag could have

only one spout makes clear that a directional discharge is not an essential characterization of the
invention. See Anderson Corp474 F.3d at 1367. Some portions of the examiner’s statements
referenced by Defendant do not describe this patehbther patents. More importantly, when the
patent examiner is talking about the patenssuie, the statements are not evidence of a position
taken by the applicant before the patent offi&@e Schwing GMBHRB05 F.3d at 1325ee also

Alwin Mfg. Co. v. Global Plasti¢c$29 F.Supp.2d 869, 872 (E.D. Wis. 2009) (“The utterances of an
examiner in such a context cannot limit the paseown clear termsAlthough a patentee’s clear
disavowal of material during the prosecution higiman limit the terms of a claim, the public is not
expected to paw through patent file wrappersuimdiidiosyncratic wordheaning used offhandedly

by patent examiners.”). This court is mindimkavoid importing limitations from the specification

and prosecution history unless the patentee specificédigded those limitations to be part of the
invention. The intrinsic evidence cited by Defemiddoes not indicate that the patentee intended
those words to become restrictions or limitations on the patented invention. The best argument in
favor of adopting Defendant’s interpretationihiat the obviousness of a gravitational discharge is

so plain that no individual skilled in the art coukad the patent and anticipate any other option.
That argument is undermined by the express langndhe patent allowing for a bag and liner with

a single spout. With only one spout, the top arttbboof the bag become relative to whether the

bag is being filled or emptied.

14



The intrinsic evidence provides sufficient claxdtion of the claim language and eliminates
the need to resort to examiningrxsic evidence. Plaintiff's cotrsiction of the claim is persuasive
and supported by the intrinsic evidence. The claim at issue is interpreted to mean “an opening to
the exterior of the bag through which contentsdasehargeable that is near one end of the bag.”

B. Disputed phrase;_"an opening adjacenbne end through which the contents are

discharged”

The disputed language is located in Claims 2 and 10 of the patent and describes the liner of
the bag. Plaintiff proposes this claim should lterpreted as “an opening near one end of the liner
through which the contents are dischargeable feaant proposes this claim should be interpreted
as “a discharge opening extending through the bottiatime liner.” This disagreement hinges on
whether the patent contains a directional requirement for the discharge opening. The arguments
advanced in support of the competing interpretetiof this phrase are the same as the arguments
advanced in support of the first disputed phralee conclusion is the same. The patent does not
contain a directional requirement. AccordinghaiRtiff's construction of the claim is persuasive
and supported by the intrinsic evidence. The claim at issue is interpreted to mean “an opening
adjacent to one end through which the contents are discharged.”

C. Disputed phrase: “said connectors being unitary”

The disputed phrase is located in Claim ghefpatent. This claim involves the connectors
that permanently connect the liner to the bag. Figures 6 and 7 of the patent illustrate the concept at
issue in this claim. Plaintiff proposes thiaioh should be interpreted as “an undivided component
that extends between the bag and the liner andrnieected to the bag and the liner.” Defendant

proposes this claim should be interpreted as “each connector being of a one piece construction.” The

15



dispute is whether the connectors must be cortstifcom a single piece of material. Plaintiff
relies on both intrinsic and extrinsic evidence fa ¢onclusion that the connector must simply be
undivided, rather than constructed from a single piece of material. Plaintiff argues the dictionary
defines “unitary” as “not divided.” Plaintiff gues, in the patent, Claim 13 is dependent on Claim
2. In Claim 13, the connectors are described as comprising “two strips of overlapped plastic film
heat sealed together.” (Patent No. ‘472 CdIngs. 60-62.) When formed, the connectors are thus
undivided components, even though they areanohe-piece construction. Plaintiff argues the
specification contains two embodiments of tbarectors, neither of which support Defendant’s
language. The patent describes the connectors in Figures 6 and 7 as follows:

Preferably, each tab [] is a loop of fiber reinforced adhesive tape with overlapped

runs adhered together and end portionsiflesed to an end portion of the liner. If

a large number of liners [] are made, it may be economically desirable to make the

tabs [] of two pieces of plastic film hes¢aled together and integral with panel

portions forming an end of the liner in a manner similar to that of making the tab [].
(Patent No. ‘472 Col. 3, lines 3&.) Finally, Plaintiff relies othe prosecution history to support
its interpretation of the word “unitary.” Thmatent examiner ultimately found Claim 2 patentable
after it was amended. (PIl. Ex. D at 8.) The patent examiner distinguished the Cuthbertson patent,
which used straps as connectotd.)(The examiner concluded the Cuthbertson connectors, as well
as the connectors in all other references to japmwere not “unitary” and therefore this patent’s
connectors were not covered by prior attl. &t 8-9.)

Defendant argues the word “unitary” is most commonly used to reference a single piece

construction. Defendant argues the embodiments of Figures 6 and 7, which demonstrate unitary

construction through a single piece of tape foldetsadf, distinguishes this construction from the
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embodiments in Figures 1 through's.

The plain language of Claim 2 is somewduaibiguous and, standing alone, does not resolve
the dispute as described by the parties. Claim 13 expressly describes a connector as two strips of
plastic that are heat sealed. On the other halain 10 describes a connector as a loop of fiber
reinforced tape. Whether the connector is coegtd of a single piece of material or whether it is
multiple pieces of material fused together to f@emething unitary is not clarified by the language
in Claim 2 or by the language tine other claims. The descrimti of Figures 6 and 7 provides two
embodiments for the connector. One embodimeatasp of tape. The other embodiment is two
pieces of plastic heat sealed together. Accepting Defendant’s interpretation of the disputed phrase
necessarily excludes one of the two embodimentseo€onnector contained in the specification.
The patent examiner’'s comments in the prosectigtory supports Plaintiff's interpretation of the
disputed phrase. The patent examiner distsitgs a strap system, which was not unitary, from
either of the two embodiments contained in fagent, which are unitary. As aptly stated by
Plaintiff in its reply, “unitary” refers to the resulting product, not the components used during the
construction process. Plaintiff's constructiohthe claim is persuasive and supported by the
evidence. The claim atissue is interpreteti¢éan “an undivided component that extends between
the bag and the liner and is connected to the bag and the liner.”

D. Disputed phrase: “said connectors being spaced apart and each located adjacent a side

wall portion of said bag and adjacent the omé @ said bag and liner having the discharge

"The specification language describing Figusesd 7 is quoted above and includes two
embodiments. By comparing Figures 1 through 5 to Figures 6 and 7, no person skilled in the art
of the field could determine how the connectors constructed, only what the connectors should
look like upon construction.
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openings therethrough”

The disputed phrase is located in Claime@ 20. The dispute centers on whether the patent
has a directional component such that the conndotmated at the end of the bag and liner with the
discharge opening must be located at the bottaimedbag. Plaintiff proposes this claim should be
interpreted as “the connectors are located sdhkgtdo not touch one another and so that they are
near both the end of the bag through which the ctstdrihe bag are empti@nd the sides of the
bag.” Defendant proposes this claim should bepnéted as “the connectors being spaced far apart
from each other and being located adjacent thergadlgoortion of the bag and the connectors being
adjacent the bottom end of the bag having the discharge opening therethrough and adjacent the
bottom end of the liner having the discharge opening therethrough.”

The arguments advanced in support of the competing interpretations of this phrase are, in
large part, the same as the arguments advaimcedpport of the first disputed phrase. The
conclusion is the same. The patent does not contain a directional requirement. Accordingly,
Plaintiff's construction of the claim is persuasarel supported by the intrinsic evidence. The claim
atissue is interpreted to mean “the connect@ $omated so that they do not touch one another and
so that they are near both thdeof the bag through which the cents of the bag are emptied and
the sides of the bag.”

E. Disputed phrase: “all of said connectors being constructed, arranged, located and

connected to said liner such that said lisarot withdrawn from said bag and can collapse

upon itself during discharge of the contents thereof independently of and without being

substantially restricted by said bag from collapsing”

The disputed phrase is located in Claims 2 and 10. The parties disagree on the manner in
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which the bag must collapse. The parties aisagree how the word “substantially” must be
afforded meaning. Plaintiff proposes this claim stdod interpreted as “the build of the connectors,
their attachment to the liner and the places athviiey are attached to the liner allow the liner to
remain attached to the bag while the contentiseobag are emptied and also allow the liner to cave
in as the contents of the bag @mptied without being strongly held back by the bag, even as the
bag itself does not cave in.” Defendant proposesdiaim should be interpreted as “all of the
connectors are constructed, arranged, located amagected to the liner sihat the liner is not
withdrawn from the bag, and all of the connectors being constructed, arranged, located and
connected to the liner such that the linetieally collapses upon itself during the discharging of
the contents independently of the bag, and the Viegically collapses without the bag restricting
the vertical collapsing movement of the lineiDefendant argues the patent language supports the
interpretation that the liner must collapse vetlycaPlaintiff argues the bag must simply collapse
and that the patent language does not support any requirement that the collapse must occur
vertically.  Plaintiff argues Defendant’s congtion fails to give meaning to the word
“substantially.”

Plaintiff argues the phrase refers to bothtraicture and a function. Plaintiff argues a
collapsible bag collapses from all directions,jnet vertically. Plaintiff argues limiting a collapse
to a vertical flattening is inconsistent with the plain meaning of the word “collapse” and is
unsupported by the specification and the prosecutsiartyi. Furthermore, the phrase “substantially
restricting” does not mean “preventing.” Pl#irargues no evidence supports an interpretation of
the phrase to mean “preventing.”

Defendant argues the patent supports its interpretation of the disputed phrase. The patent
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describes the container as “collapsible” and cap#ideing shipped in a collapsed or flat condition.
(Patent No. ‘472 Col. 1, lines. 5-6, 15-18.) The description further states the bag and liner, when
empty, can be folded or collapsed into a prefigrfiat form. (Patent No. ‘472 Col. 1, lines 23-25,
29-32.) Defendant reasons the description olitiee collapsing on itself while inside the bag thus
describes a liner that has vertical movement, much like a building that is collapsing. This
interpretation is further reinforced by the desioip that the liner shouldot be connected to the
bag at all four corners on both ends. If the lineren®nnected to the bagadtfour corners at both
ends, the liner could not fall on itself as the cotgevere discharged. In order to fall on itself,
Defendant argues the collapse must occur vertically.

Defendant argues the Schnaar patent uses the words “inflation” and “expand” to describe
what happens to the liner when air is forced thcollapsed liner. (Def. Ex. E - Patent No. ‘291
Col. 4, lines 45-67.) As opposeddn expanded or inflated bag, dlapsed bag is vertically flat,
not just caved in on itself. Defendant pointsthetarrows in the Schnaars patent in Figure 3 show
the bag inflates vertically.

Finally, Defendant argues other inventions by sme individuals who invented this bag
and liner use the word “collapse” in a similar manridre inventors of the patent at issue here also
patented a collapsible liner forcage. (Def. Ex. G.) In that fgant, the liner collapses on itself in
a vertical manner to lie flat at the bottom of tiage when the contents are discharged. The patent
describes the liner as collapses from an upstanding position to a knocked down position. (Def. Ex.
G - Patent No. ‘824 Col. 1, lind®-49.) The cage walls can then be folded over the collapsed liner.
(Patent No. ‘824 Col. 1, lines 50-51.)

In its reply brief, Plaintiff argues the panti of the patent describing how the bag can be
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folded does not support Defendant’s claim consimac The configuration of the empty bag does
not describe the manner in which the bag emptfetiag that collapses on a horizontal axis could
also be folded flat.

The word “collapse” does not limit the exterraadd internal forces upon on object to a
vertical flattening. It may well be that gravity is the primary force upon the liner as it empties and,
as a result, the liner flattens downward. plaen language in Claims 2 and 10, however, does not
limit the collapse to a vertical flattening. Furthermore, the language in the Claims and the
specification does not indicate a requirement that collapse occurs in a vertical manner.
Defendant, notably, does not identify where the Waedtical” appears in either the Claims or the
specification. Defendant’s proposed construction, by limiting the collapse to a reduction in the
height of the vertical axis, would necessarily require the liner to maintain its width and depth.
Nothing in either the claims or the specificatisupports such construction. The language used in
other patents does not establish that this patent was intended to deflate or collapse in a vertical
manner exclusively. Accordingly, Plaintiff’'s consttion of the claim is persuasive and supported
by the intrinsic evidence. The claahissue is interpreted to meahétbuild of the connectors, their
attachment to the liner and the places at whichdhewttached to the liner allow the liner to remain
attached to the bag while the contents of thedsagemptied and also allow the liner to cave in as
the contents of the bag are emptied withoub@eaitrongly held back by the bag, even as the bag
itself does not cave in.”

F. Disputed phrase: “whereby the contentsaid bag and liner are discharged through said

openings without the liner being withdrawn from said bag by such discharge”

The disputed phrase is located in Claima@ 80. The parties disagree whether the phrase
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requires the liner to remain attachto the bag while the conteraie discharging or whether the
liner must remain inside the bag while the cotgeme discharging. Praiff proposes this claim
should be interpreted as “the liner remains atddb the bag during the emptying of its contents.”
Defendant proposes this claim should be interdrage“whereby the contents of the bag and liner
are discharged through the discharge openintsout the liner passing into the bag discharge
opening by the discharge of the contents.”

Plaintiff argues one of the purposes of thkeeintion was to solve the problem of the liner
tearing away from the bag when the contents were emptied and drawing the liner out with the
contents. (Patent ‘472 Col. 1, lines. 45-49.) Ri#iargues the liner may pass into the discharge
opening, consistent with the patented inventi@aintiff points to Figure 3 in the patent which
shows a portion of the liner, the liner's spout, protruding beyond the bag spout. Finally, Plaintiff
argues the prosecution history is consistent witbatsstruction of the disputed language. Plaintiff
explains, the patent was distinguished from pneentions where the liner was attached to the bag
so that when the contents were emptied, the vadatoes inside the liner were sufficiently great
to cause the liner to rip from where it was attadiogtie bag. (Pl. Ex. C d44-45.) The use of the
connectors at the locations specified in the invention solved the problem of the liner ripping and
being drawn out of the bagld(at 45.)

Defendant argues the invention solved the mnobbf the liner beingrawn out of the bag
as the contents of the bag are discharged. rdafg argues that Plaintiff's construction of the
contested phrase is nonsensical. The connectors are presumed to remain in place during a discharge.
Defendant argues Plaintiff's construction rendeesphrase “without being withdrawn” redundant.

In prior inventions, the liner was attachedhe bag in such a manner that vacuum forces

22



would tear the connections and the liner woulgddi&ed out of the bag alonvgth the contents. The
problem with the prior inventions was the cortiets between the liner and bag. The effect or
impact of that problem was that the liner wotddr and would be withdwn from the bag during
discharge. The connectors in Plaintiff's inventare the solution to that problem. The connectors
are designed to prevent this tearing and thus ptéwvefiner, or parts of the liner, from being pulled
out of the bag along with the contents.isltlisputed phrase claims to avoid #ffectof the liner
tearing away from the bag during the dischargkintiff's proposed construction, however, omits
any reference to the effect. Defendant’s propesedtruction is also pblematic. Figure 3 shows
a bag with a portion of the liner, the spout, extruding through the bag’'s opening. Defendant’s
proposed construction uses the word “into” eattihan “through.” The illustration clearly shows
that the liner, or at least a pion of the liner, may go “into” the bag discharge opening. This does
not mean that the entire liner enters the baghdirge opening. Claim 18, which is discussed later,
also specifies that the liner discharge spout is extendable into the bag discharge spout.

The disputed phrase does not need construction. The meaning of the entire phrase is
obvious. The phrase “the contents of said badyleer are discharged through said openings” is
not contested by either party. This phrase meaastigxwvhat it says, the stuff inside the bag and
liner exits the bag and liner through the openingbénbag and liner. The controversial portion of
phrase is “without the liner being withdrawn fronnddlaag by said discharge.” The meaning of this
phrase is also obvious. The phrase means when the stuff in the bag and liner exits through the
openings, the liner remains in place. Persons of ordinary skill of this art would understand what this
phrase means without further construction.

G. Disputed phrase: “substantially restricted”
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The disputed phrase is located in Claim&@ 0. In its opening brief, Plaintiff argues the
phrase “substantially restricted” was readily apparent and did not need construction. Defendant
argues the phrase must be given meaning or itdweuider the patent indefinite. Defendant argues
the patent elsewhere uses the word “insure” wdeseribing how the liner collapses independently
from the bag. Defendant proposes the phrase should be construed to mean “without being
prevented.” In its reply brieRlaintiff argues similar phrases have been used in other cases without
rendering the patent indefinite or invalid, citiRtaytex Prods.400 F.3d at 907. Plaintiff argues
construing the word insure to mean “withoutrigeprevented” would require the liner to collapse
independently from the bag each and every time.

The phrase “substantially restricted” is useddscribe the relationship between the bag and
the liner, while the liner is collapsing. The patstates that the liner should be able to collapse
“without being substantially restricted” by the bag. The Federal Circuit has held that words such
as “generally” and “substantially” are frequently used in patents as “words of approximation” to
“avoid a strict numerical boundary to the specified parametelaytex Prods.400 F.3d at 907
(quoting Anchor Wall Sys. v. Rockwood Retaining Walls,, 1840 F.3d 1298, 1311 (Fed. Cir.
2003)). Although the word “substantially” may require construction for the purpose of some
patents, in other situations the word mayalferded its plain and ordinary meaniniyledtronic
AVE, Inc. v. Cordis Corp516 F.Supp.2d 741, 750 (E.D. Tex. 2007). The phrase “substantially
restricted” is not defined or quantified in the pateWithin the context of these Claims, the word
“substantially” is used as a word of approxiiaa. The liner should be able to collapse without
interference from the bag, while recognizing that the liner's collapse may be impeded, in a some

negligible manner, by the bag. The meaning oftbed “restricted” is also readily apparent. As
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the liner collapses, the bag does not interfere with the collapse. Accordingly, the phrase
“substantially restricted,” in this context, means the liner must be able to collapse without
meaningful interference from the bag.

H. Disputed word: “stitches”

The disputed term is located in Claim Ithe parties disagreement turns on the specificity
required of the term “stitches.” Plaintiff propo#ieis claim should be interpreted as “material that
repeatedly pierces through at least two thiagd, in doing so, ties the two things together.”
Defendant proposes this claim should be interprase@ length of thread that repeatedly pierces
through the loop of tape and the bag to tie them together.”

Plaintiff argues the patent claim languagéifies a broad definition. Plaintiff argues the
patent never identifies or specifies the mateused for stitching. Plaintiff argues the word is
“material-independent,” as opposed to other platéise patent where the material is identified,
such as “fiber reinforced filament tape.” Defentstates the patent identifies stitches in Figure 3
as reference number 56 and in Figure 6 as reference number 98. Defendant argues Figure 3
specifically shows the stitches as a length oédd. Defendant argues the patent examiner, in
rejecting Claim 8, states that the sewing wiaatlude fiber. (Def. Ex. C. at 10.)

Both parties agree the stitches must pierce through materials to tie the materials together.
The point of contention is what material mustused to make the stitches. The patent does not
identify the material that must be used to mieestitches. No limitation on the material used for
the stitches should be imported from the prosecution history. The patent examiner did not reject
Claim 8 because of the material used to ma&estitches. Accordinglylaintiff's construction of

the claim is persuasive and supported by the intriemidence. The claim at issue is interpreted to
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mean “material that repeatedly pierces througleadt two things andp doing so, ties the two
things together.”

|. Disputed phrase: “located adjacent threeoend of said bag and liner and connecting said

liner to said bag”

The disputed phrase is located in Claim 14. The dispute concerns whether the claim
language should be constructed to place atitread limitation on the placement of the connectors.
Plaintiff argues the claim language simplyedits these connectors be placed at the end opposite
from the end where the bag contents are digglta Plaintiff proposes this claim should be
interpreted as “connectors joining the liner te thag are near the opposite side of the bag from
which the contents are emptied.” Defendant argues, because the contents are discharged from the
bottom of the bag, these connectors are placechataoithe top of the bag. Defendant proposes the
claim should be interpreted as “located next tdapeend of the bag and ttegp end of the liner and
connecting the liner to the bag.”

The arguments advanced in support of the @iimg interpretations of this phrase are the
same as the arguments advanced in support of the first disputed phrase. The conclusion is the same.
The patent does not contain a directional requirgmaccordingly, Plainff’s construction of the
claim is persuasive and supported by the intrinsic evidence. The claim at issue is interpreted to
mean “connectors joining the liner to the bagragar the opposite side of the bag from which the
contents are emptied.”

J. Disputed phrase: “at least two connectors located adjacent other end of said bag and liner”

The disputed phrase is located in Claim 16. The dispute centers on whether the patent

includes a directional requirement. Plaintiff proposes this claim should be interpreted as “two or
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more connectors are near the opposite sidih@fbag from which the contents are emptied.”
Defendant proposes this claim should be interdrage“two or more connectors located adjacent
the top end of the bag and the top end of the liner.”

The arguments advanced in support of the @img interpretations of this phrase are the
same as the arguments advanced in support of the first disputed phrase. The conclusion is the same.
The patent does not contain a directional requirgmaccordingly, Plaintiff’'s construction of the
claim is persuasive and supported by the intrinsic evidence. The claim at issue is interpreted to
mean “two or more connectors are near the oppegleeof the bag from which the contents are
emptied.”

K. Disputed phrase: “at least four of sa@hnectors are located adjacent said one end of

said bag and liner”

The disputed phrase is located in Claims 15 and 17. The dispute centers on whether the
patent includes a directional requirement. Rifiiproposes this claim should be interpreted as
“four or more connectors are near the end of the bag through which the contents of the bag are
emptied.” Defendant proposes this claim shouldnberpreted as “four or more connectors are
located adjacent the bottom end of the bag and the bottom end of the liner.”

The arguments advanced in support of the @iimg interpretations of this phrase are the
same as the arguments advanced in support of the first disputed phrase. The conclusion is the same.
The patent does not contain a directional requirgmaccordingly, Plaintiff's construction of the
claim is persuasive and supported by the intriesidence. The claim at issue is interpreted to
mean “four or more connectors are near the etitedbag through which the contents of the bag are

emptied.”
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L. Claims Involving Disputes AboWhether Construction Is Required.

The parties dispute whether three phraseatéa in Claim 18 require any construction.
Plaintiff argues the three phrases do not regaimg construction. Rintiff contends any
construction by the court would be an exerciseedundancy. Plaintiff insts the meaning of the
three phrases is readily apparent. Defendant argues the phrases should be constructed so their
meanings are easier to comprehend.

Claim construction is required where the meaning or scope of technical words or terms of
art are unclearUnited States Surgical Corp. v. Ethicon, I3 F.3d 1554, 1568 (1997). Claim
construction is “not an obligatory exercise in redundanizy,.’In some cases, the ordinary meaning
of claim language as understood by a person of skitlérart may be readily apparent even to lay
judges, and claim construction in such casesluagolittle more than # application of widely
accepted meaning of commonly understood wordillips, 415 F.3d at 1314. Accordingly, a
court need not “repeat or restaeery claim term in order to comply with the ruling that claim
construction is for the court.United States Surgical Corpl03 F.3d at 1568.

a. Disputed phrase: “a discharge spout of said bag at least in part defining said

discharge opening of said bag”

Defendant proposes this claim should be interpreted as “a discharge spout of the bag at least
in part forming the discharge opening of the baQe&fendant’s proposal replaces the word “said”
with the word “the” and the word “defining”ithh the word “forming.” Defendant argues the word
“forming” is used throughout the patent when rafg to the components of the bag and liner. For
example, in the detailed description describing Fedurthe patent states “the tab has two pieces of

overlapped plastic liner material, . . ., each of which is preferably a homogenously integral portion
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to adjacent panels [] and [] forming part of awd ®f the liner.” (PatdrNo.‘472 Col. 3, lines 37-41.)
Persons of ordinary skill in the field wallnderstand what the disputed phrase means,
without further construction. None of the words in the disputed phrase are terms of art requiring
technical definitions. The terms in the dispuytbdase should be afforded their plain and ordinary
meaning. The discharge spout defines, in gagtdischarge opening. Defendant’s construction is
not supported by the specification. The wdfarming” does not appear “throughout” the
specification. Defendant’s specific referenceht® word “forming” in the specification does not
involve a discussion of the spout, but of the t@bshe liner. The meaning of the disputed phrase
is readily apparent and no further construction is necessary.

b. Disputed phrase: “a discharge spousaifl liner defining at least in part said

discharge opening of said liner”

Defendant proposes this claim should be interprase‘a discharge spout of the liner at least
in part forming the discharge opening of the liner.”

The arguments advanced by the parties are identical to the arguments advanced for the
previous disputed phrase. Persons of ordinary skill in the field would understand what the claim
means. The meaning of the disputed phrase is readily apparent and no further construction is

necessary.

c. Disputed phrase: “extendable into said discharge spout of said bag”

Defendant proposes this claim should be interpreted as “able to be extended into the
discharge spout of the bag.” f@adant reasons the phrase “able to be extended” is more readily

understood than the term “extendable.”
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Persons of ordinary skill in the field wouldderstand what the claim means. The meaning
of the disputed phrase is readily apparent and no further construction is necessary.

M. Post-Hearing Issues

The parties both submitted briefs after the ilgarDefendant’s post-hearing brief primarily
addressed the one-spout embodiment of the bagdedlin the specification. Defendant argues the
single sentence referring to a segpout bag does not constitute the disclosure required under 35
U.S.C. § 1122 Additionally, the patent contains no diags of a single spout bag, as required by
35 U.S.C. 8§ 113 and 37 C.F.R. § 1.81 and 1.84. Defendant argues the inadequacy of a written
description renders a patent invalid, citéigad Pharm., Inc. v. Eli Lilly and Cp598 F.3d 1336,
1344-46 (Fed. Cir. 2010) (en banc). Defendagi@s, because the single spout embodiment is not
fully described or illustrated in the specificatibicannot be considered for the purposes of claim
construction.

Plaintiff offers three responses. First, Pldimeiterates that the patent does not include a
directional limitation. Plaintiff insists nothing inglspecification, the claims or the statements made
by the patentee to the Patent Office support limitiegaditent in such a manner. Second, Plaintiff
argues the single spout embodiment would be understood by a person skilled in the art. Plaintiff

explains that the portion of the specificationsstue where the singkgpout or no spout bag is

2Defendant also comments that the sentence after the one-spout embodiment is described
states “[flor some applications, the bag may have no spout.” The sentence continues after the
portion cited by Defendant. The entire sentence reads as follows: “For some applications, the
bag may have no spout, but rather one end which is normally open, a side wall and a bottom
which is fully closed and connected to the side wall. The normally open end is closed by simply
gathering together and tying off a portion of #ide wall adjacent such end.” (Patent No. ‘472
Col. 2, lines 39-44.) Defendant contends #nab-spout bag cannot be covered by the patent
because the patent claims specifically call for a discharge opening.
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mentioned specifically references and incorporates Patent No. 4,596,040 (Patent No. ‘040). The
incorporated patent, Patent No. ‘040, descrilvedetail and with illustrations, a single spout bag,

a bag with no spout, and a liner wétlsingle spout. (Exhibit B to Plaintiff's Post-Hrg Brief.) Third,
Plaintiff argues a patent’s validity ot at issue during claim construction.

During the claim construction phase of a patent infringement case, the court is concerned
with the meaning of the terms iretpatent, not the patent’s validitgee Lydall Therma/Acoustical,
Inc. v. Fed. Mogul Corp566 F.Supp.2d 602, 606 (E.D. Mich. 2008) (“[C]laim construction in a
Markmanproceeding is always tentative and its dosions are open to change as the case unfolds
in the validity and infringement phasesOld Reliable Wholesale, Inc. v. Cornell Cqrdo. 5:06-
cv-2389, 2007 WL 5704044, at * 2 n. 1 (N.D. Ohec. 14, 2007) (“However, at the
Markmanphase of the litigation, construing the claimst determining validity or invalidity, is the
primary task. Therefore, validityf the patent is an issue for another day.”). “Claim construction
should not, of course, be blind to validity issuekiims should not be construed, if possible, as to
sustain their validity."MBO Labs., Inc. v. Becton, Dickinson & C474 F.3d 1323, 1332 (Fed. Cir.
2007) (quotingRhinev. Casio, Inc.183 F.3d 1342,1345 (Fed. Cir. 1999)). “However, validity
construction should be used as st l&sort, not a first principleve have limited the maxim [that
claims are to be construed to preserve validitgpt®es in which the court concludes, after applying
all the available tools of claim consttion, that the claim is still ambiguousld. (quotingPhillips
v. AWH Corp.415 F.3d 1303, 1327 (Fed. Cir. 2005) (en ban@Jhen “other claim construction
tools unambiguously resolve the claim condinrt dispute, considering validity would be
improper.” Cross Med. Prods., Inc. v. Medtronic Sofamor Danek, ##4 F.3d 1293, 1304 (Fed.

Cir. 2005) (citingPhillips, 415 F.3d at 1327).
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The intrinsic evidence, including the singleout embodiment in the specification, do not
impose a directional requirement on the bag and.libefendant’s assertion that the court should
not consider the single spout embodiment issupported by any legal authority. None of the
opinions cited by Defendant indicateourt may not consider a portiofthe specification. On the
other hand, the Federal Circuit has specifically hledd validity issues are relevant during claim
constructioronlyif the claim is ambiguous afteonsidering all the evidenc8ee Phillips415 F.3d
at 1327. The reasoning supporting Defendant’s assertion is that the embodiment is not written in
sufficient detail and is not supported by any illustration. Patent No. ‘472's specific incorporation
of Patent No. ‘040 calls this reasoning intosfien. Whether the single spout embodiment renders
the patent invalid is not an issue to be decided here.
CONCLUSION

The main dispute between the parties concerns whether the patent requires the discharge
occur from the bottom of the bag. Although somgcdetions in the patent suggest the bag has a
top and a bottom, the language used does natatelthat the inventor intended the bag and liner
to have a directional requirement. The language in the patent and the prosecution history relied
upon by Defendant are best understood as woraswenience and universal reference, rather than
technical requirements and limitations. When describing a discharge from these sorts of storage
bags, one would generally state that the product #at&ottom” of the bag. Persons of ordinary
skill in the field would not read that descriptiontbé “bottom” of the b@ as a requirement or a
technical limitation on the invention.
Date; June 3, 2010 /s/ Paul L. Maloney

Paul L. Maloney
Chief United States District Judge
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