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“short, Plaintiff ‘has failed to show, by refer-
‘ence to materials on file, that there indeed;is
a material issue of fact regarding the Pimen-

. ‘tal device. Therefore; in concurrence’with
the special Master’s Final Report; this Court

“finds that the Pimental device is prior art and
‘that Plaintiff is precluded from enforcing the
tights under its'733 Patent. S

' " Howell Device » )
" Because this Court has determined’ that
Plaintif’s ‘733 Patent is nullified by the
Pimental device, it need riot decide the effect
of the 733 Patent with respect to the Howell
device. O o o

Conclusion .
" THE COURT has considered the Motion
and, the pertinent portions of the record, and
being otherwise fully advised in the premiises,
s . C : X
‘ORDERED AND ADJUDGED that the
_said ‘Motion be, and the same is’ hereby
GRANTED. Summary judgment is granted
in favor of Defendant and against Plaintiff.
'The Clerk of Court SHALL CLOSE the
"CASE and DENY all pending motions as
‘MOOT. e 2

District Court, E."f)v.‘:'i(falflfomia'; . g
Gladish v. Tyco Toys Inc.

No.CIV. S-92-1666WBS/JFM -

. tions omitted] . .. if a mere allegation of: ex- _
perimental intent were sufficient, there would

rarely if ever be room for summary judgment
based on a true ‘on sale’ defense under 35
U.S.C. §102(b). ) )
D.L. Auld Co.v. Chroma Graphics Corp.," 114
F.2d 1144, 1150 {219 USPQ 13] (Fed. Cir.
1983), cert. denied, 474 U.S. 825, 106 S.Ct. 83,
88 L.Ed.2d 68. Plaintiff has set forth no facts

indicating an ability to show that the Pimental -

device was experimental. -
Plaintiff also argues that Pimental's “sales”

were never proved. Even if this Court were to -
discount Mr. Pimental’s sworn testimony that -

“sales of the Pimental devices were made, the

“relevant statutory langudge is that a device be .

“on sale”, not that it had béen sold: 35 U.S.C.
§102(b); see also 4.B. Chance Co., supra.

“catised by denial of stay.

David:

* Decided September 16, 1993

1. Practice ‘and “procedure in- l?aténi -and
* Trademark Office — . Re-examination
*. "= In general (§110.1301): .- - -

PICIAL = “PRACTICE,  AND

¥
PROCEDURE "

Procedure: : — ; Stays :—
(§410.2901) ,

~* Stay of patent infringement action-pend-
ing Patent and Trademark Office’s re-exami-
nation of patent in suit isnot warranted, even
thoiigh’ infringenient action has been pend-
ing for only 11 months, ‘in view of ‘defen-
ddnt’s showing that it would be prejudiced in
“its ‘discovery efforts shiould stay-be granted,
‘in view of fact that re-examination’ will-not
“findlly Tesolve all-issues in litigation;and in
iview'of plaintiff’s failuré to show "hardship

In _' gené‘ral

" Particular- patents. = Geneli-;ll ‘ 'a_nél’; -me-
: -chanical. —Toys -~ =~ - = - .-

- 5,100;327; Gladigh, method and appara-

s for teaching vehicle safety, plaintiff’s

“motion” for- stay: pending freiexamination

denied”

Action by William C. Gladish against
Tyco Toys Inc., Bob’s Toyland/Carousel
- Toys, and, Toys-R-Us, for. patent infringe-
‘ment.. On plaintiff’s motion-to-stay pending
re-examination of his patent. Motion denied.

iBrezner, Rich.a'rd‘. P bdgﬂle; and
aura:I» Kulhanjian, of Flehr, Hohbach,

: '.Tes-t, Albritton:& Herbert, San Francisco,

Calif., for-plaintiff.. .~

- Breton A. Boccﬁiéri',L'SteVe’n E. Shapiro, and

‘Miriam. C. Beezy, of Poms, Smith, Lande
& Rose, Los Angeles, Calif,; Peter F.
"'Samuel, -of Samuel, Shafie & ~Samuel,

-+ Fair Oaks, Calif., for Tyco Toys In¢. ‘and
.- Bob’s:Toyland/Carousel Toys. -

' Biuce.E. Leonard, o Caulfield, -Davies &
- - .:Donohue; Sacramento, Calif.‘r, for Toys R

CWse
:Shubb, J.

 Plainiiff William' Gladish moves to stay
:this action pending reexamination of his pat-

“ent by the-Patent and Trademark Office
- (“PTO!,)‘- " v .
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BACKGROUND - .

In this action, plaintiff asserts that Cer-
tain instructional toy cars sold by defendants
(collectively, “Tyco”) infringe his U.S. Pat-
ent No. 5,100,327 (the * ‘327 patent”). In
investigating plaintiff’s. claims, Tyco discov-
ered several prior art references not consid-
ered by the PTO during the. examination
process of the '327 patent application; which,

Tyco asserts, indicate that the patent was

.jmprovidently granted. See Brezner Decl., {

1. P
The reexamination process is provided for
by 35 U.S.C., § 301 et seq. Section 302

. provides that “[a]ny person at any time may

file a request for reexamination by the
[PTO] of any claim of a patent on the basis
of any prior art ...” 35 US.C. §:302. The

“request must set forth the “pertinency and

manner of applying cited prior art to every
claim for which reexamination is requested.”
Id. The Commissioner must determine with-
in three months of the request whether it
raises a “substantial new question of patent-
ability affecting any claimof the patent’...”
35 US.C. § 303(a). The determination is
made on the basis of printed publications and
patents cited under § 301.37 C.F.R. section

1.552(a). If a substantial new, question of

patentability is raised, the patent will be
reexamined. 35 U.S.C. § 304. Section 305

then provides that all reexamination pro- *

ceedings “will be conducted with special
dispatch.” ' o
LEGAL STANDARD

- Determining the appropriateness of a stay
of district - court proceedings pending the

“outcome of ‘the reexamination proceeding

rests in the sound discretion of the district
court. Gould v. Control Laser .Corp., 705
F.2d 1340 [217 USPQ 985] (Fed. Cir.), cert.
denied, 464 U.S. 935 [220 USPQ 385]

- (1983) (stay pending reexamination not a

reviewable final decision); Hewlett-Packard
Co. v. Acuson Corp., 1993 WL 149994 at *1

(N.D.Cal. 1993); Emhart Industries, Inc. v. -

Sankyo Seiki Mfg. Co., Ltd., 3-U.S.P.Q.2d
1889 (N.D. Iil. 1987). The court must weigh
the competing interests presented by a par-
ticular set of facts. See Acuson Corp., 1993
WL 149994 at *1. Among the considerations
to be balanced are hardships to the parties
resulting from the granting or denial of the
stay as well as “the orderly course of justice
measured in terms of simplifying or compli-

«cating of issues, proof, and questions of law
.Which could be expected to result from a
stay.” Id. (citing Filtrol Corp. v. Kelleher,

467 F.2d 242, 244 [175 USPQ 400] (9thi Cir.

‘ant to stipulation. :

1972), cert. - denied, 409 U.S. 1110, [176
USPQ 193] (1973)).. - - . . .
One of fhe purposes of the reexamination

procedure is. to conserve judicial resources.
_The procedure serves to “climinate trial [of

the issue.of patent claim validity] (when the

claim_is canceled) or to facilitate trial of the

issue by providing the district court. withi the

.expert view of the PTO (when a claim sur-

vives the reexamination proceeding).” Ingo
v. Tyco Industries, Inc., 227 U.S.P.Q. 69,71

(N.D.IIL. 1985) (quoting Gould, 705 F.2d at

1342). ..

.~ Courts which have denied stays.pending
reexamination. of the.patent’s validity have

generally done so where the request for reex-
amination came late in _the litigation pro-
ceedings, after- extensive discovery or trial
preparation. See, ¢.g., Freeman'v. Minnesota
Mining & Manufacturing Co:,.4 USPQ.2d

.. 1574 (D.Del. ' 1987) (stay inappropriate
where discovery. had’ been .concluded and

reexamination would ¢enter on the-issue of

-whether.certain-documents constituted. pub-

lications rather than on issues involving the

special expertise of the PTO);. Toro. Co. v.

"L.R. Nelson Corp., 223 U:S;P.Q. 636, 638
(C.D.IIL 1984) (stay denied where suit had
_been pending: for. almost 3% years and’ the

court had under advisement a motion by
defendant for  summary judgment possibly
dispositive of theissue of validity).

_ : DISCUSSION

Defendants object to a stay of the proceed-
ings on.numerous grounds. Tyco raises seri-
ous questions about plaintiff’s good faith in
requesting reexamination, maintaining that
the prior-art which is the basis:of plaintiff’s
request for reexamination has been known to
plaintiff’s counsel since April, 1992. Instead
of requesting a reexamination at that point,
plaintiff chose to file this action six months
later, in October of 1992. Plaintiff addition-

ally filed a motion for preliminary injunc-
tion, on October 22, 1992, seeking to restrain

~ further production, sales, and advertising of
Tyco’s “Incredibie Crash Dummies” prod-
“uct line. That

miotion ‘raised issues of the
patent’s validity in light of three prior art
references, the same references plaintiff now
seeks to have .considered in his request for
reexamination.' The preliminary injunction
motion subsequently was withdrawn pursu-

" ' Plaintiff ha§ requested reexamination of his

1327 patent in light of three prior art references:

Barbié, Crash Krarer and lowa DOT. Reply, p.

Tn 6.
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. Tyco has shown that it would suffer preju-
dice in its discovery efforts should the stay be

-granted: Plaintiff has engaged ‘in ‘extensive
discovery of Tyco. Tyco's discovery has de-
veloped to the point that it is necessary to
take depositions. With much of the evidence

.sought, the issue of dates is critical, and Tyco

contends that witnesses may become ur-
available, their memories may fade, and evi-

-dence may be lost while the PTO proceeding
takes place. Further, the case is nearing the

‘discovery cut-off date of December 1, 1993,
and Tyco represents that a summary judg-
ment motion will be:forthcoming.

{1} The reexdmination proceeding will not
finally resolve all the issues in the litigation.
Tyco has uncovered evidence of prior public
use and prior conception which is material to
a court’s determination of validity, but which
does not fall into the narrow categories the
PTO: considers on 4 request for reexamina-

-tion; namely prior-publications and patents.
As atesult, this court is the only forum for a
compléte consideration of Tyco's evidence of

~invalidity.~Unless all claims of the patent
were cancelled as'a restlt of the reexamina-
tion, validity' would remain a contested issue

-in this-action, ds rot-all the prior réferences
material to a détermination-of validity would
‘have béén considered by-thie PTO. Two addi-
tional issues would remain: (1) infringement,
and (2) whether the case is exceptional such
that defendants are entitled to fees and costs.
Accordingly, issuance of a stay pending reex-
amination would not serve Congress’ intent
of simplifying the:issues and reducing the
complexity of the trial: See Enprotech Corp.

v.: Autotech Corp:; 15 ‘U.S.P.Q.2d 1319

(N.D.HL.71990) (stay denied where reexami-

nation would not: resolve all issues in the
litigation). After the reexamination, the par-
ties would be right back in this court.

Tyco has a strong interest'in concluding
this  lawsuit without delay. The re€xamina-
tion procedure can take a year and involve
appeals before appellate tribiinals -of the
PTO and the Court of Appeals for the Feder-
al Circuit. Tyco’s customers apparently are
informed that plaintiff claims infringement;
its biggest customer, Toys R Us, is also
named as a defendant.

Plaintiff chose this forum, forced Tyco to
expend time and money in responding to a
motion for preliminary injunction and 2 mo-
tion for sanctions, and now, after the litiga-
tion has progressed almost a year and Tyco’s
discovery efforts are bearing fruit, seeks
reexamination of -his patent.based on prior
references known to plaintiff since April of
1992. Plaintiff "has not set out a case- of
hardship should the stay be denied.- Under
the circumstances, the court.concludes that
the issuance of a stay would be unfair to
defendants. See Wayne Automation Corp. v.
R.A. Pearson:Co., 782 F.Supp. 516 [20
USPQ2d 1718] (E.D.Wash.'1991) (stay un-

.warranted because plaintiff instituted ac-

tion, notified customers of the suit, allowed
defendant to conduct extensive discovery).

IT IS THEREFORE ORDERED that
plaintiff’s motion for a stay of this action
pending reexamination of the validity of his
patent by the PTO be, and the same is
hereby DENIED.
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