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UNITED STATES DISTRICT COURT
DISTRICT OF MINNESOTA

HONEYWELL INTERNATIONAL
INC.,

Plaintiff,
CaseNo. 11€v-569(JNE/TNL)
V. ORDER
ICM CONTROLS CORR.

Defendant

Before the Court are duelingaubertmotions in this intellectual property case involving
devices used witheating, ventilatingand air conditioning (“HVAC”systems Defendant ICM
Controls Corp. (“ICM”) moves to exclude certain testimony of onelaintiff Honeywell
International Inc.’s (“Honeywell’gxpert witnesses, Richard Pothier [Dkt. No. 427]. Honeywell
moves to exclude certain testimonyaof ICM expert witnes, Adam Vaczek [Dkt No. 420].

These are not the firBtlaubertmotions to be considered in this case. On August 27,
2014, the Court ruled on fivearlierDaubertmotions, including another Honeywell motion to
exclude testimony byaczek which the Court granted in part and denied in p&deDkt. No.
338 (“August 2014 Order”). The Court also ruled on ICM’s motions for partial summary
judgment, finding one of Honeywell's patents to be invalid and granting the motiams as t
Honeywell’s false advertising and trade dress infringement cla8es.idat 2 17 n. 9, 26, 42,
see alsdkt. No. 359, at 5. After the Court decided those motions, oh@éywell’'s experts,
David Schumacher, unfortunatgdgssed awaySeeDkt. No. 360. The Court allowed
Honeywell to substitutBothieras an expert withess in Schumacher’s sté&abDkt. Nos. 398,
408. In allowing the substitution, the magistrate judge rejected ICMestasss thaPothier

introduced new subject matter and relied on documents that Schumacher had not réltesl on.
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Court affirmed the magistrate judgerder’ Dkt. No. 408. After the parties exchanged expert
reports—Honeywell offering Pothiés replacement repqrtCM responding wth a rebuttal
report ly Vaczek and Pothier replying—and had an opportunity to conduct discovery relating to
these reports, the parties filed thaubertmotions now under consideration.
DISCUSSION

The standard for the admission of expert testimony ises&liblished This opinion
builds on the Court’s citation and application of tekevant lawin its August 2014 Order. To
reiterate, avitness “who is qualified as an expert by knowledge, skill, experience ngauon
education may testify in the form of an opinion or otherwise” if:

(a) the expert’s . . . specialized knowledge will help the trier of fact to understand
the evidence or to determine a fact in issue;

(b) the testimony is based on sufficient facts or data;
(c) the testimony is the product of relialplenciples and methods; and

(d) the expert has reliably applied the principles and methods to the facts of the
case.

! The magistrate judge declined to rule on ICM’s argument that soPetliets
proposed testimony was irrelevant given what ICM contended was the scopeenhénamg
claims. The magistrate judgexplicitly chose not to comment avhether Honeywell’s e@im
under the Minnesota Deceptive Trade Prastiéct (Count X1X) remains aliveror did the
Court opine on the questioikeeDkt. No. 398, at 11; Dkt. No. 408, at 2. The Court granted
summary judgment against Honeywell on its Lanham Act trade dresgyarfrent, false
advertising, and false designation of origin claims (Counts XllI through XVADg. 27, 2014
Orderat 26, 42; Dkt. No. 359, at 5. The Court notes th#€EM’s motion for summary
judgment on Honeywell’s false designation of origin claims, Dkt. No. 248iefly argued that
summary judgment should be granted on Count XIX in addition to Count XVIII.

Whether Count XIX, which relies on the same factual allegations as those blaims
incorporating them by referencgeAm. Compl. 11 199-200, Dkt. No. 32, remains viable is a
guestion that has not been reached and was not raised for the Court’s consideration in these
Daubertmotions. ICM may file amotion with spporting papers addressing this questidthin
threeweeks otthe dateof this order. Honeywell's response, if any, will be due weeks later.

No reply will be permitted. Each party’s memorandarimited to 4500 words.



Fed. R. Evid. 702. Under the United States Supreme Court’s interpretation of Rule 702 in
Daubert v. Merrell Dow Pharmaceuticals, In&09 U.S. 579 (1993), and its progety}here is
no single requirement for admissibility as long as the proffer indicateththakpert evidence is
reliable and relevant.Unrein v. Timesavers, Inc394 F.3d 1008, 1011 (8th Cir. 2005).

The Court willaddresdirst the challenges tBothier’s proffered testimony and then the
challenges to Vaczékproffered rebuttal testimony.

A. ICM’s Motion to Exclude Pothier’'s Testimony

ICM does not seek to exclude Potksdestimonyentirelyand does not challenge his
gualifications generallyRather, ICM targetBothiets testimony related to Honeywell's
copyright infringement claims in this case (Counts V through XII), focusirtgree topics:
originality of the allegedly infringed matexis, substantial similarity between the alleged
infringed and infringing materialand a causalexus with regard to damages.

Honeywell's copyright claims allege that the labels and product manual€Matas
included with the sale of certain HVA@Ilated products infringe Honeywell’s copyrights in its
own labels and manuals used with its competing products. In its August 2014 Order, the Court
set out some of the relevant law in its evaluation of Honeywell’s earlier motionltmlexc
Vaczek’'stestimory. Because the parties’ arguments with regard to the cubeardertmotions
echo many of the same themeasotherreview of thekey copyright lawis necessary.

To establish copyright infringement, two elements must be proven: “(1) ownership of a
valid cqpyright, and (2) copying of constituent elements of the work that are orfgiRaist
Publ'ns, Inc. v. Rural Tel. Servs. Cd99 U.S. 340, 361 (19919ee also Rottlund v. Pinnacle
Corp., 452 F.3d 726, 731 (8th Cir. 200@)tation omitted) To obtain a valid copyright, a work

must “possess the requisite originalitysee Feist499 U.S. at 344, 3480riginal” means



merely that “the work was independently created by the author . . . and that #sessseleast
some minimal degree of creativityld. at 345. But obtaining a copyright in a work does not
serve as an impregnable shield against all copying, because only originahtsiene
protectable. “The mere fact that a work is copyrighted does not meavénmatelementf the
work may be protected.td. at 348 (emphasis added). Thus, “[o]thers may copy the underlying
facts” in a copyrighted work, “but not the precise words used to present theémdeas too can
be copied.ld. at 350;see also Toro Co. v. R & R Prods. Ct87 F.2d 1208, 1212 (8th Cir.
1986). Because ideas are not copyrightable, the factfinder must “filter out idksceaes a
faire” in determining whether the works are substantially simikage v. YMCA Camp Kitaki
617 F.3d 1005, 1009 n.3 (8th Cir. 20188 also Hartman v. Hallmark Cards, In833 F.2d
117, 121 (8th Cir. 1987) (affirming the conclusion that two works were not substantialbr sim
in expression and “also agree[ing]” that “any remaining apparent similargesither
noncopyrightable ideascénes a faireor of an insubstantial nature”scénes a fairare
“incidents, charactemsr settings which are as a practical matter indispensable, or at least
standard, in the treatment of a given topic;” in other words, they ackfieyed elements,”
which “cannot furnish the basis for finding substantial similarifytye, 617 F.3d at 1008
(quotingTaylor Corp. v. Four Seasons Greetings, L.B@C5 F.3d 1039, 1042-43 (8th Cir. 20D3
A related concept is merger. Under the doctrine of merger, “copyright pootegll be denied
to even somexpression®f ideas if the idea behind the expression is such that it can be
expressed only in a very limited number of way$dro, 787 F.2d at 1212.

As to the second elemeuit infringement copying may be established by direct evidence
or “by showing that the defendants had access to the copyrighted matetiatsoaving that

substantial similarity of ideas and expression existed between the allewsgingf materials



and the copyrightethaterials.” Rottlund 452 F.3cat 731. Analyzing whether substantial
similarity exists requires two steps. First, “[s]imilarity of ideas is evaluatéthsically,
focusing on objective similarities in the details of the workd.” Expert opinion is appropriate
in this step.ld. Secondjf the ideas are substantially similar, then “similarity of expression is
evaluated using an intrinsic test depending on the response of the ordinary,hiegsersan to
the forms of expression.Id. (quotingHartman 833 F.2dat 120). “Infringement of expression
occurs only when the total concept and feel of the works in question are substantikdly’s
Hartman 833 F.2d at 121see also Mulcahy v. Cheetah Learning L1386 F.3d 849, 853 (8th
Cir. 2004). For this second step, “[e]xpert opinion and analytical dissection are not ep@ropr
to establish or rebut similarity of expressiofiRbttlund 452 F.3d at 731.
1. Originality

ICM first argues thaPothier is unqualified to render opinionslomw many wayshere
areto express certain ideas in the labels and manuals fotA€ Helated products at issaad
how a multitude of possible variations proves the originality of Honeywell’'s w@kslCM
Br. 812, Dkt. No. 430.ICM takes issue with, for examplepthier’s conclusions from a review
of productliteratureof other competitors in the industry that “[tlhere are original aspects to the
form and content of” Honeywell’'s labels and manuals. Stradley Decl. Ex. A 78, @kt31.
Similarly, ICM objectsto Pothiers statementhat there are “humerous ways in which to convey
information found in technical literatureld. § 84.

ICM aptly points out that the Court faced similar objections by Honeyw®lhtzeks
testimony. In his initial reporiyacze included “statements to the effect that there are ‘limited

ways’ to say something, the words used are ‘simple ways to convey the niesstge



language uses the ‘most basic words.” August 2014 Order at 49. The Court notéatie
lacks experiece drafting manuals or labels, and concluded:
While he may have reviewed many such materials, his credentials do not reflect
any special expertise in matters of linguistics. Accordingly, while he mag sha
his knowledge about the necessity and typicality of particular content, including
whether technical characteristics are generally expressed in a particular,manner

he may not opine on whether there are limited forms of expression for the content
or whether a particular expression is the most basic or simple one.

Id. Like Vaczek Pothier has extensive experience in the HVAC industry in various roles, but he
lacks experience and expertisadiafting technical documents and is not a linguistics expert.
Therefore, like Vaczeke will be precluded from offering opinions about whether there are
limited or myriad ways of expressing certain facts or ideasause he is not qualified as an
expert on that topic. Fed. R. Evid. 702e may, like Vaczektestify about whether technical
characteristics are commonly expressed in a particular manner and may revitgavature to
provide example$.

Second, ICM points to some examples of statements Wotheerappears to re@ta
legal standardICM Br. 11. For instance, he says that “[flunctionality is irrelevant to the
guestions of authorship and originality.” Stradley Decl. Ex. B { 34, Dkt. No. 8dilarly, in
discussing the materials he considered, Pothier recites what he understantie tesiefar
copyright infringement.ld. Ex. A 1 42. The p#es areboth reminded that “the law is given to
the jury by the court and not introduced as evidence.” August 2014 Order at 51 (frotet
States v. Gleasoi726 F.2d 385, 388 (8th Cir. 1984)). At trial, the experts should be careful not

to instruct the jury on the law.

2 Recognizing thatxert reports provide notice of the testimony that expert witnesses
“will express,” Fed. R. Civ. P. 26(a)(2)(B)(i), but do not necessarily matetoug for-word to
the witnes's in-court testimony,lte Court throughout this Order descrilibe type of testimony
allowed or to be excluded but dast cite every instance sfmilar statements made irregport.



Third, ICM argues thaPothier’s analysis and conclusions about the originality of
Honeywell’s labels and manualbould be excluded because they bear on the ultimate issue of
originality. ICM Br. 11. Expert opinion “embracing an ultimate issue is permissible under
Federal Rules of Evidence 704(a) . . Rbttlund 452 F.3d at 732But the Court must still
“guard against invading the province of the jury on a question which the jury wagyentire
capdle of answering without the benefit of expert opiniofd’ (citation omitted). As stated
above, for copyright purposesiginality has two aspectsdependent creation apdssessing
some minimal degree of creativit{reist 499 U.S. at 345. Pothiaraytestify on the second of
these aspectsHe may for instancetestify about whether his knowledge and experience with
the HVAC industry, including his familiarity with other competitors’ manuals aneldateads
him to conclude that the works asue have creative elements. In this sense, his testimony is the
counterpoint to/aczekKs testimony that elements of Honeywell's works are not protectable
under for examplethe merger oscenes a faireoctrines or to the extent that only facts or ideas
are similar. The Court has already ruled that such testimokatzek which can be found in
Section A ofVaczeks initial expert report (Dkt. No. 276-1), is admissibleeeAugust 2014
Order at 4849. Thus, for example, if Vaczek testifies that ataer phrase is, to his knowledge,
universally used in HVYAC manuals or labels, Pothier would be allowssstidy that he has seen

differentvariationsin other competitorditerature.

% No one asserts that Pothier can opine on whether Honeywell created its works
independently, so the Court need not decide &otiund, whetherPothierhas any firsthand
knowledge on the topicSee452 F.3d at 732. &ause “original” has two meanings in this legal
context, and Pothier only appears qualified to opine with regard to one of them, he should be
careful with his use ohat term.



2. Similarity of Expression

Next, ICM seeks to exclude Pothietestimony comparing Honeywell’s labels and
manuals to ICM’s. ICM Br. 12-14For example, Pothier states that “ICM’s accused manuals
and labels contain large portions of material generated by Honeywellivgitatd that having
“performed a siddy-side comparison of the Honeywell manuals and labels and the
corresponding ICM manuals and labels,” his “observations confirm the amount ofmerbat
reproduction/similarity.” Stradley Decl. Ex. A {1 81-82. This type of arsafysd conclusion
about the simdrity of expression between the works is clearly inappropriate under Eighth
Circuit law. See Rottlundd52 F.3d at 731artman 833 F.2d at 120. Whether there is
substantial similarity of expression is for the jury to decide from the viewpbthe ordinary,
reasonable persorRottlund 452 F.3d at 731. Just as Vaczek’s proposed testimony contrasting
various expressive aspects of the works was excluded, August 2014 Order at 47-48, so too
Pothier’s testimony about similarity of express{orcluding eferences to what he deems to be
“verbatim” similarity) will be excluded.

3. Damages Nexus

Finally, ICM asserts that Pothier offers opinions related to copyrighagesthat apply
the wrong legal standard and therefore are unhelpful and irreleGivitBr. 14-26. ICM
objects to testimony about the importancegwen necessifyof including labels and manuals
with the HVAGrelated products at issu€or example, Pothier concludes that “[w]ithout the
affixed labels and accompanying literature, there woalddproduct — it could not be sold at
all.” Stradley Decl. Ex. A 1 95. ICM also objects to testimony about how Honeysesllabels
and manuals to make its products more attractive to the contractors who purehassaé

e.g, id. 11 9899, 110-11seegenerallyid. 1 85114.



The parties dispute the relevant standard for causation in copyright damagesingssum
that Honeywell establishes copyright infringement, it will be entitled to recoveartages and
“any profits of the infringer that astributable to the infringement and are not taken into
account in computing the actual damages.” 17 U.S.C. 8§ 504(b) (2010). The statute further
provides: “In establishing the infringer’s profits, the copyright owner is requo present proof
only of the infringer’s gross revenue, and the infringer is required to prove his or hetildeduc
expenses and the elements of profit attributable to factors other than the ltepolywgrk.” 1d.
Theparties’ dispute hinges on thattributable td requirement If the infringement is less than a
wholesale copying of the entirety of a work.alegedhere, must a plaintiff prove that the
defendant profited from the infringing work, or must the plaintiff prove more spabtyfthat the
defendant profited from the infringing portionstbéwork? The Eighth Circuit addressed this
guestion inAndreas v. Volkswagen of America, |r836 F.3d 789, 796 (8th Cir. 2003), a case
that each party contends gapts its respective position.

In Andreas a jury found that Audi had infringed the plaintiff's copyright in a drawing
with text by airing a television commercfiar its TT coupehat ncludedsimilar verbiage and
was substantially similar to thmaintiff's work. Id. at 791-92. Audi did not contest the
infringement finding but objected to the jury’s award of Audi’s profits fsates otheTT. Id.
at 792. Tle parties debatedhat causal connection was required and who carried the burden of
proof, particularly where the defendant’s profits were not directly rfradethe sale of the
infringing work (the commercial), but rather flowed indirectly from theimgement because the

infringing work promoted the sales of another product (the"TThe appellate courtooking to

* An example of direct profits would be the profits from selling an infringisigjrt:
featuring a print of a copyrighted drawin There, the infringing work, thestirt, is itself the
product being sold, unlike an infringing television comrarc



the statute itselfuled that “[t]he fpaintiff has the ‘burden’ to demonstrate a nexus between the
infringement and the indirect profits before apportionment can octdirdt 796 (quoting
Mackie v. Rieser296 F.3d 909, 915 (9th Cir. 2002)). It quickly clarified that the plaintiff's
burden and the nexus requirement were the same “in both direct and indirect pre&ts Icas
The appellate court continued:
Once that nexus is established in either a direct or indirect profits cagse, if “a
infringer’s profits are attributable to factorsaddition to use of plaintiff's work,
an apportionment of profits is proper. The burden of proving apportioniment (

the contribution to profits of elements other than the infringed property), is the
defendant’s.”

Id. (quotingFrank Music Corp. vMetro-GoldwynMayer, Inc, 772 F.2d 505, 518 (9th Cir.
1985)). The court’s application of this rule to the factdmdreasenlightens the parties’ dispute
in this case. The appellate court held thatthdreasplaintiff had met its initial burden by
offering evidence that thafringing work, the commercial, “contributed to sales of” the TT
coupe, the product promoted in the commerdidl.at 796-97. Evidence that the work
“contributed to” the profits of th&T was sufficient to “shift[] the burden to Audi of showing
what effect other factors had on its profit¢d. at 797. In reaching this conclusion, the Eighth
Circuit Court of Appealsited Frank Music in which the Ninth Circuit Court of Appeals held
that a plaintiff had “provided sufficient evidence that the infringing use ahsixtes|] worth
of music” in a musical revue intended to draw people to the MGM casino “contributed to
MGM’s gaming profits, making an award proper if ascertainalbgre the plaintiff offered
evidence that “the sptacularly successful production revue” enhanced MGM'’s gaming
operations.Id. (citing 772 F.2d at 517).

The Andreasdiscussion makes clear that, assuming infringement is established, for an
award of § 504(b) profits, Honeywell must first prove a nexus between the infringrk (an

ICM label or manual) and ICM’s profits from the prodaffiliated withthat label or manual

10



(e.g, ICM’s 1511 interrupted electronic oil primary device). Put another way, Hotleywst
show that the label or manualike the Audi commercial or the musical revue—"contributed to”
the profits from the affiliated product—Ilike the TT coupe or MGM casino gaifes.id.ICM’s
contention that Honeywell must show that specific infringing parts of a label arainan
contributed to profits from the affiliated ICM product is belied byAndreasCourt’s analysis.
Thecourt did not require the plaintiff to show a nexus betw#he commercial’'s objectionable
verbiage andhe TT sales Rather, reflecting the burdeshifting setout in the statutegnce the
court found an adequate connection between the commercial and the TT profits based on the
plaintiff's evidencejt thenassigned to Audi the job of prawg that factors other than the
infringing verbiage caused its salédudi then bore the burden of establishing that its profit was
attributable to factors other than the infringing words: the other two commerattidhot
contain the infringed wordsther parts of the [infringing] commerciatustomer loyalty, brand
recognition, etc.”ld. (emphasis added). If Honeywell can make its required shaiaa label
or manual contributed to sales of the product it accoredal€M would then be free to offer
evidence that profits from the sales of thedduct actuldy derived from other causes.

ICM points tothe AndreasCourts asseswent ofthe strength of the evidence connecting
the infringement to the profits from th@ Toupe salesSee idat 795, 796-97. The appellate
court found that “[t]he infringement was the centerpiece of a commercial tleatialg showed
nothing but the TT coup®;Audi enthusiastically presenteale commercialo its dealers as an
important and integral part of its launch of the TT coupe into the U.S. niahe® T's sales
“during the period thathe commerciahired were above Audi’s projectiorighe “three
commercialgeceived hgh ratings for “consumer ecall;” and Audi paid the advertising agency

that created the commercials a “substantial bonus based on the sutkesoafmercials Id.

11



at 796-97emphass added) ICM homes in on the use of the phrase “[t]he infringement was the
centerpiece of a comercial” to argue that the required nexus is between infringing podfons

the defendant’s worknddefendant’s profits, but the rest of thedreasCourt’'sanalysis
contradictdCM'’s focus. The rest of the passagse the italicized portions shomeyveals thathe
appellate counvas testinghe connection between the commercial g T T profits, not more
finely parsing whether there was a connection between the infringing venbigedommercial
and those profits. The court’s conclusion reinferttesbroader interpretation of the nexus
requirement“[The plaintiff] introduced more than mere speculation thef{infringing]
commerciakcontributed to sales of the TT coupdd. at 796 (emphasis addetl).

ICM relies primarily on Ninth Circuit caseto support its narrower interpretation of the
nexus. It is true thasomestatements idecisions irthat grcuit can arguably be read as
requiring the plaintiff to prove a nexus between the infringing portions of a defendank and
the profits. See Mackie v. Riese296 F.3d 909, 916 (9th Cir. 2002) (finding insufficient

evidence “to support a causal relationship between the infringement and the profistegene

> As this passage suggests, even though the iexreguiredn both direct and indirect
cases, courts appear particularly sensitive in indirect cases to testiimk thetiveen the
infringement and the profits of an affiliated item or product limeother words, they guard
against a plaintiff's claiming the defendant’s profits from something onlyyesinected to the
infringement. For example, PPolar Bear Productions, Inc. v. Timex Car84 F.3d 700 (9th
Cir. 2004), an indirect profits catieatICM cites, the Ninth Circuit Court of Appeals found the
nexus proof inadequate where the plaintiff sought profits from retail purcbi¥eaex watches
based on a “brand premium” theory. The infringing worRatar Bearwas displayed primarily
at trade shows, and there was no evidence that any retail customers would havesseen t
displays; thus, the idea that the infringement contributed to consumer purchasgewdative.
Id. at 715. In another case involving an advertisement for Gap stores that included an
unauthorized depiction of the plaintiff's copyrighted eyewear, the plainiiéidiégo show a nexus
between the advertisement and the profits it sought from the entire corporateop#rerGap,
including profits for other brands “that were in no way promoted by the advertisénbents v.
The Gap, InG.246 F.3d 152, 161 (2d Cir. 2001). TAedreasCourt’s analysis, discussed
above, reflects its testing of this connection between the infringement andfite pot testing
for a connection between the specific infringing portion of the defendant’s wdritsgprofits.

12



indirectly from such an infringement” where the infringing “artwork Wwasone pagen a multr
page brochure that advertised a series of concerts that were unrelated to theitseii/y;

Thale v. Apple IngNo. C-11-03778-YGR, 2013 WL 3245170, at *8 (N.D. Cal. June 26, 2013)
(“[T] he Photo here was integrated intomore than five eaconds of a 3@econd commercial
where numerous images and various product functions were displélyerk is no evidence
showing that sales resulted from the mere use of the Photo.”). If that is thethdeNinth
Circuit, it is not controlling hereThe Eighth Circuit Court of Appeals’ interpretationtioé
statute, which incorporated analysidvdickieand earlier Ninth Circuit precedentinank

Musig, is clear and controllingddnce the plaintiff proves a causal nexus between the infringing
work and gross revenues from a related prodiee,Andregs336 F.3d at 79@&he burden shifts

to the defendant to prove that “its profit was attributable to factors other tharirthging

[portion of the work],” including “other parts” of the worikl. at 797. After all, an award of the
infringing defendant’s profits is intended “to prevent the infringer from ugfaenefiting from

a wrongful act,” so it is fair tassign to the infringer the burden of reducing a gross revenue
figure to its actual profitsSeeAndreas 336 F.3d at 795 (quoting 8 504 legislative history).

If ICM’s interpretation of § 504(b) is unpersuasive, so too is its argument thatothie
testimony relating to Honeywell’s copyright damages must be exchglbdsed on an incocte
standard ICM objects to Pothier’s opinions that product oes and labels are necessany
helpful to the sale of the HVAC-related products at issue. ICM first atbaethis evidence is
irrelevant because it fails to show that allegedly infiggiortionsof ICM’s manuals and labels
affected sales of those products. ICM Br. 17-18. As explained above, Honeywellaquictd
to prove such a narrow causal nexus. Moreover, ICM’s own expert, Vaczek, is prepared to

testify that the inclusion of manuals is critical to the sales of the related prakeMsaczek

13



Rebuttal Report at 11, Dkt. No. 4Zit is hard to understand why Pothier’s testimony about
this seemingly uncontroversial point must be excluded as unreliable or unhelpful.

Second, I argues that Pothier’s opinions are improper in focusing on how
Honeywell'smanuals and labels affadbneywell’sproduct sales. ICM Br. 19-22. Pothier, who
is a sales representative for an HVAC product distributor representing pliogsdor brands
that include Honeywell, represents that he works with contractors (thetelfpmechasers of
products like those at issue) and is familiar with how they make their purcligsiisgons. He
also trains other distributors’ sales staff to “be familiar wghdducts in the lines that he
representspresumably teaching them selling points based on his understanding of what drives
contractors’ purchasing decisions. Pothier’s opinions about how manuals and labels affe
product sales in the HVA@arket using Honeywell’'s approach and institutional knowledge as
an exampleappearelevantto informing the jury about how ICM’s allegedly infringing manuals
and labels affecteshles of itgroducts. The opinionsalso appeafsufficiently grounded to be
helpful to the jury,’because they atgased on Pothier's experiences with contractors and
distributors in this specialized industr$ee Unrein v. Timesavers, In894 F.3d 1008, 1012
(8th Cir. 2005). Excluding Pothier’s opinions on this topic is not meritéeir probative value,
though, remains to be seel€M, which has a differentiew of the market and contractors’
purchasing decisionsjightor might not persuade the jury of its contrasting view through
“[v]igorous cross-examination” and “presentatiorcoftrary evidence.’Daubert v. Merrell
Dow Pharm., InGg.509 U.S. 579, 596 (1993).

Third, ICM contends that Pothibasconceded that manuals and labels do not influence
sales of products like those at issue and that he has no basis to opine thaathereiss

between the alleged infringement and ICM'sfgsdfrom the related productdCM Br. 22-24.

14



ICM highlightsstatements in Pothier’s deposition testimtmyhe effect that contractors select
products based dheir functions and not “based on a manual itself.” He states elsewhere,
however, that the product could not and would not be sold if a manual and a label were not
included, and suggests that contractors may, all else being equal, prefer briatesy thiaow
includehigh quality product literaturevith their products. Pothier’s opinions on the causal
nexus for copyright damages appear to have an adequate basis to be of saneassidte
jury, so the Court will not exclude thenseeSynergetics, Inc. Hurst, 477 F.3d 949, 955 (8th
Cir. 2007). The jury is capable of evaluating the strength of the testimony anerBdihsis for
his opinions. “As a general rule, the factual basis of an expert opinion goes to thdityredibi
the testimony, not thedanissibility, and it is up to the opposing party to examine the factual
basis for the opinion in cross-examinationd’ (quotingBonner v. ISP Tech., In@259 F.3d
924, 929 (8th Cir. 200))

B. Honeywell's Motion to Exclude Vaczek’s Rebuttal Testimony

Honeywell moves to preclude Vaczek from offering the opinions expressed in Section 6
of his rebuttal to Pothier’s substitute report: “Response to Pothier’s OpinionsliRega
‘Originality of the Manuals and Labels at IssteHoneywell Br. 9, Dkt. No. 423oneywell
Reply Br. 3, Dkt. No. 445As its title makes cleags do its various references to “disagreeing”
with Pothier’s statements, Vaczek’s Section 6 responds to the section of Batpert about
the originality of Honeywell’s labels and mansialThe Court’s rulings on the admissibility of
Pothier’s opinions on originalitygeeSection A.1supra apply equally to Vaczek’s responses.
Thus, Vaczek may not opiradout whether there are limited or myriad ways of expressing
certain facts or ideadut hemayoffer sometestimonythat goes t@riginality—for example,

thatcertainelements of Honeywell’s works are commonly used in the industry’s product
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literature with which he is familiarThis guidance applies to any such opinions, whether they a
noticedin Section 6 or other areas of the rebuttal report.

In its reply brief, Honeywell also asks the Court to admonish Vaczek about his bse of t
phrasedike “generic,” “common industryerms” and “functional” to describe expressions in
Honeywell’s labels and manualasserting that his use of these words could confuse the jury
about the standard for copyright originality. Honeywell Reply Br. 1,0s&& alsdHoneywell Br.

2. The Court does not view phradige “generic” or ‘common industryermi’ as objectionable;
they appear relevant to ICM&enes a fairand mergearguments The use of the phrase
“functional” meritsmorediscussion. With regard to copyright protection, that a given work is
factbased or functional does nmtcessarilyprecude protection ints expressioror its original
selection or arrangement of facSee Feist499 U.S. at 349; 4-1I8immer on Copyrigh§
13.03B][2][b] (2016) (“Frequently, particularly in functional and nonfiction works, a plaintiff's
work consists ofome original material and some uncopyrightable materidld)the extent that
Vaczek uses the term “functionaii connection with his opinions on originality, depending on
the context, it could be confusing, but the Caareffectively address any pntial confuson

at trial through jury instructionsSeeAugust 2014 Order at 49 (ruling similarly with regard to
Honeywell’s objections to Vaczek’s use of the phrase “unique”). As for the usetefrthia

other contexts, like the examples that Honelywites in Vazcek’s rebuttal report sections
concerninghe damages nexus, the Court is confident that the jilirpgvable to follow the
contextclues and will not be confused into thinking that he is opining on originality. Again, jury

instructions an clarify any potential confusion that may come up at trial.
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Based on the files, records, and proceedings herein, and for the reasons stated above, IT

IS ORDERED THAT:

1. Defendant ICM Controls Corp.’s Motion to Exclude Testimony of Mr. Pothier [Dkt.
No. 427]is GRANTED IN PART AND DENIED IN PART Pothier’s testimony will
be limited as stated in the body of the opinion above.

2. Plaintiff Honeywell International Inc.’s Motion to Exclude Expert Testimohy
Adam Vaczek [Dkt. No. 420k GRANTED IN PART AND DENED IN PART.
Vaczek’s testimony will be limited as stated in the body of the opinion above.

Dated: Januarg6, 2017 s/ Joan N. Ericksen
JOAN N. ERICKSEN

United States District Judge
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