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UNITED STATES DISTRICT COURT
DISTRICT OF MINNESOTA

Graphic Packaging International, LLC, File No. 15-cv03476 (ECT/LIB)
Plaintiff,

V. OPINION AND ORDER

Inline Packaging, LLC,

Defendant.

Barry Herman, Womble Bon®ickinson (US) LLP, Baltimre, MD; David R. Boaz,
Womble Bond Dickinson (US) LLP, RaleighlC; James F. Vaughan and Christine H.
Dupriest, Womble Bond Dickinson (US) LLRtlanta, GA; and Felicia J. Boyd, Barnes &
Thornburg LLP, MinneapoligvIN, for Plaintiff Graphic Pekaging International, LLC.

Kyle R. Kroll, Brent A. Loraitz, and Justice Ericson LindaVNinthrop & Wenstine, P.A.,
Minneapolis, MN, for Defendarntline Packaging, LLC.

Plaintiff Graphic Packaging Internatidravns three design patents for microwave
susceptor sleeves. These sleeves are usbddting and carrying ém products including
“Hot Pockets.” In this cas&raphic accuses Defendant I@iRackaging of infringing the
three design patents. The Pariesk claim construction pursuanMarkman v. Westview
Instruments, In¢517 U.S. 370, 390-91 (1996). Grapasks that its patents be construed
simply as the visual appearanmiethe susceptor sleevessi®wn in the claim drawings.
Contending that the susceptor sleeves’ designs are primarily functional, Inline seeks a
construction giving Graphic’patents no scope. The law seems to discourage no-scope

constructions like the one Inline seeks, and the availabiligiternative designs, among

Dockets.Justia.com


https://dockets.justia.com/docket/minnesota/mndce/0:2015cv03476/151005/
https://docs.justia.com/cases/federal/district-courts/minnesota/mndce/0:2015cv03476/151005/130/
https://dockets.justia.com/

other considerations, shows thia¢ sleeves’ patented desigire not primarily functional.
Therefore, Graphic’s proposed ctmstion will be adopted.
I

Three design patents for microvesble susceptor sleeveg at issue in this case:
U.S. Patent Nos. D694,106 (“the ‘106 puty D694,124 (“the ‘124 patent”), and
D727,145 (“the ‘145 patent”)Microwave susceptor sleevae paperboard products with
special properties that allow theémbe used to heat foodcinding but notimited to “Hot
Pockets.” The ‘106 patergntitled “Carton Blank,” includesne figure and claims “the
ornamental design for a carton blank, as shawd described.” da App’x for Claim

Const. (“JA”) 859-61. Thatsgle figure appears as follows:

JA 859. The ‘124 patent, gited “Carton,” includes sixteen figures and similarly claims
“[t]he ornamental design for a carton, as shand described.” JA 862—73. Two of those

figures are included below, depicting the sleeve’s assembled appearance:
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JA 864, 869. The ‘145 patg also entitled “Carton Blankihcludes one figure and again
claims “[tjhe ornamental design for a carton blaagkshown and descrithé JA 874. That

figure appears as follows:




JA 876. The term “blank” refers to the flabt-put-together versiasf the “carton,” which
refers to the three-dimensional “sleev€f. Inline Mem. at 27 [ECMNo. 114] (discussing
“when the sleeve blank is turnedo the sleeve construct”).

The Parties, particularly Inline, discussaeal elements of Graphic’s design patents
at some length in their subssions. Though not all of theskements are discussed in this
opinion and order, a brief degation of each helps in understiing the design patents and
the Parties’ arguments about claim construction (and, though less important for claim
construction, serves as a starting point f@aniifying and defininghe design patents’
elements going forward). Though these features are depicted in the design patents, these
terms and descriptions are not.

Tear strip and cut-out: Though claimed dg in a utility
patent, this feature allows appnorately half of the sleeve to
be removed during consumptionlt is represented in the
design patents by a broken (dottéide that runs parallel to
the top edge of the sleeve.

Gussets or minor panels. This refers to the “side walls” of
the sleeve and also could besdgbed as the faces connecting
the front and back major panels.

Apertures. These are cut-outs along the minor panels. Here,
the apertures are circular holes.

Main panels: This refers to the comparatively larger front and
back faces or panels of the sleeve.

Seam: The seam is the place where the edges of the material
in the two-dimensional “blank” come together and overlap to
form the three-dimensional “carton.”

End panels: The two end panels atiee pieces, connected to
the major panels but not the mirmanels, that come together
to form the “bottom” of the sleve that provides support for
the food contenivhen the product is in use.



Tab and dot: These terms refer todhT-shaped slot along
one end panel and the trapezoitid that fits into the T to
bring the two end panels togethto form tle bottom of the
sleeve.

In June 2015, Graphic filed this patemfringement case against Inline in the
District of Delaware. ECF NdlL. Graphic claimed that Inline infringed the three design
patents described above and a related utilitgrgaU.S. Patent No. 8,872,078 (“the ‘078
patent”). Compl. 11 8-12; J&21. (The next month, Inline filed a separate case against
Graphic in the District of Minnesota, assegttrade-secret and tnust claims. Those
claims are not part of this case.) Thisecags ordered transfeddrom the District of
Delaware to the District of Minnesota Beptember 2015. Fropril 2016 until July
2018, the case was stayeeinding completion ahter partesreview of the related utility
patent. All fifty-three claims in the ‘078ility patent were determad to be unpatentable
as obvious, so only the ‘106, ‘122nd ‘145 design patents remain.

[l
A

Whereas a utility patent chas “any new and useful press, machine, manufacture,
or composition of matter,” 35 8.C. § 101, a design patetaims the overall ornamental
design of—essentially, the appearance of—diclarof manufacture35 U.S.C. § 171.
“[W]hereas a utility patent ofteincludes a substantial textgpecification culminating in
various claims delineating thesehents of the invention, aglgn patent iften little more
than figures—various pictures of the entadicle incorporating the [single] claimed

design.” Safco Prods. Co. WWelcom Prods., Inc.799 F. Supp. 2867, 975 (D. Minn.



2011);see37 C.F.R. 8§ 1.153(a) (“No deription, other than a refence to the drawing, is
ordinarily required.”)id. (“More than one claim is neitheequired nor penitted.”). The
claim in a design patent igtlited to what is shown in the application drawings, and the
Federal Circuit has said that “[d]ge patents have almost no scopét’ re Mann 861
F.2d 1581, 158%Fed. Cir. 1988).

“An infringement analysis entails two step The first step is determining the
meaning and scope of the patent claiasserted to be infringed”—that's claim
construction.Markman v. Westview Instruments, |re2 F.3d 967, 976 (Fed. Cir. 1995),
aff'd, 517 U.S. 370 (199Qitation omitted). Claim construction, analogous to statutory
interpretation, is “a matter of law exclusively for the couitd” at 977. “The second step
Is comparing the properly construed claitnghe [design] accused of infringingld. at
976 (citation omitted). With design patents, “the patented and accused designs are
compared for overall visual simrigy: ‘[l]f, in the eye ofan ordinary observer . . . two
designs are substantially thenss if the resemblance is@uas to deceive such an
observer, inducing him to purcleene supposing it to be the other, the first one patented
Is infringed by the other.”Elmer v. ICC Fabricating, In¢67 F.3d 1571, 1577 (Fed. Cir.
1995) (quotingsorham Co. v. White81 U.S. 511, 528 (1871)). t'ils the appearance of a
design as a whole which is controlling determining infringement. There can be no
infringement based on the simily of specific features ithe overall appearance of the
designs are dissimilar[.]’OddzOn Prods., Inov. Just Toys, Ing.122 F.3d 1396, 1405

(Fed. Cir. 1997).



“The intrinsic record in a patent casethe primary tool to suply the context for
interpretation of disputed claim term¥-Formation, Inc. v. Benetton Grp. Sp#01 F.3d
1307, 1310 (FedCir. 2005) (citingVitronics Corp. v.Conceptronic, InG.90 F.3d 1576.
1582 (Fed. Cir. 1996)Such intrinsic evidence includestdrawings in the design patents
themselves, as well as the “proggon history,” which consisisf “the complete record of
the proceedings before the P&@d includes the prior arited during the examination of
the patent.”Phillips v. AWH Corp.415 F.3d 1303, 1314, 1317 (Fed. Cir. 2005). Courts
may also rely on “extrinsic evidence’—that is, “all evidemsgernal to the patent and
prosecution history, including expert andrentor testimony, dioonaries, and learned
treatises.” Phillips, 415 F.3d at 1317 (citations omide It also irludes evidence
pertaining to related paits in the same familyMicrosoft Corp. v. Multi-Tech. Sys., Inc.
357 F.3d 1340, 349-50 (Fed. Cir. 2004). Exsigrevidence “can shed useful light on the
relevant art, but is less significant thare timtrinsic record indetermining the legally
operative meaning of disputed claim languag€.R. Bard, Inc. v. U.S. Surgical Corp.
388 F.3d 858, 862 (Fedir. 2004) (quotation marks and citation omittexBe Phillips
415 F.3d at 1317. Extrinsic evidence is coestd “less reliable” #n intrinsic evidence
and may not be used to comlict the intrinsic evidence.Phillips, 415 F.3d at 1318;
Mantech Envtl. Corp. v. Hison Envtl. Servs., Incl52 F.3d 13681373 (FedCir. 1998).
Expert testimony “generated at the time ofl dor the purpose of litigation . . . can suffer
from bias that is not preseim intrinsic evidence.”Phillips, 415 F.3d at 1318. So while
“expert testimony can be useful to a court for a variety of purposes, such as to provide

background on the technology at issue, to ergt@w an invention works, to ensure that



the court’s understanding of the technical aspefctse patent is consistent with that of a
person of skill in the art . .. conclusory, unsupported aggms by experts as to the
definition of a claim term & not useful to a court.Id. Courts should discount any expert
testimony “that is clearly at odds with tleéaim construction mantked by the claims
themselves . . . and the prosecution historyKBy Pharms. v. Hercon Labs. Carfi61
F.3d 709, 716 (Fed. Cir. 1998). This evidesheuld be viewed from the perspective of
one of ordinary skill in the artPhillips, 415 F.3d at 1313. Heréhe Parties agree this
means a designer of ordinary skill in te, and they seem to agree thadameone with
three years’ experience designing paperbaartstructs with some qualifying education
or experience.SeeGraphic Mem. at 6 [ECF No. 112joros Decl. § 34 [ECF No. 113];
Second Sand Decl. T 3 [ECF No. 120].

When construing a design claim, the Causgy “translate . . . visual descriptions
into words” that “evoke the visual image of the desigBurling v. Spectrum Furniture
Co, 101 F.3d 100, 103 & n.2 (Fed. Cir. 1996). HowevelEkgyptian Goddess, Inc. v.
Swisa, Inc.the Federal Circuit recognized that alibb “trial courts hae a duty to conduct
claim construction in design fet cases,” there is no “pular form that the claim
construction must take.” 543 F.3d 665, gFed. Cir. 2008). Theourt commented that

“design patents ‘typically are claimed as sihaw drawings,’ and #t claim construction

1 The Federal Circuit has said that “atdct court properly enstrues design claims
through its own eyeand need not refer to an ordinaryserver or a skilled artisanMinka
Lighting, Inc. v. Craftmade Int’l, Inc93 F. App’x 214, 216Fed. Cir. 2004) (emphasis
added)see also OddzQri22 F.3d at 1405 (affirming chaiconstruction that did not refer
to the perspective of a desigraérordinary skill in the art).
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‘is adapted accordingly.”d. (quotingArminak & Assocs., Inc. v. Saint-Gobain Calmar,
Inc., 501 F.3d 1314, 1319 (Fed. Cir. 2007)).other words, a picture is worth a thousand
words, and “a design is better represertgdan illustration than it could be by any
description.” Id. (citation and internal quotation marésiitted) (“[T]he preferable course
ordinarily will be for a districtourt not to attempt to ‘cotrse’ a design patent claim by
providing a detailed verbal description oétblaimed design.”). How much detail to use
in describing the claimed design is a matter for the Court’s discretior:dyydtian
Goddesgrovided the following guidance:

[I]t should be clear that the cdus not obligated to issue a

detailed verbal description ofdthdesign if it does not regard

verbal elaboration as necessany helpful. In addition, in

deciding whether to attemp verbal description of the

claimed design, the court shoulecognize the risks entailed

in such a description, sucks the risk of placing undue

emphasis on particular featurestioé design and the risk that

a finder of fact will focus on eh individual described feature

in the verbal description rath#van on the design as a whole.
Id. at 679—-680.

“Of course, a design patezdnnot claim a purely functial design—a design patent

Is invalid if its overall appearance is dictatadits function”; so long as “the design is not
primarily functional, the degnh claim is not invalid, even if certain elements have
functional purposes.’Sport Dimension, Inc. v. Coleman C820 F.3d 13161320 (Fed.
Cir. 2016) (citation and interngluotation marks omitted). design feature is functional
“Iif it is essential to the use or pose of the article or if itfBects the cost or quality of the

article.” Amini Innovation Corp. vAnthony Céfornia, Inc., 439 F.3d 13651371 (Fed.

Cir. 2006) (citation omitted). Functionality relates to ‘tilitarian” concerns, whereas



ornamentationgets at “aesthetidesign choice[s].” Ethicon Endo-Surgery, Inc. v.
Covidien, Inc. 796 F.3d 1312, 1328 (Fe@ir. 2015). Being ornaméal is not the inverse
of being functional, and the two are not mutuabglusive. Rather, the two characteristics
can—and often do—coexisgee L.A. Gear, Inc. v. Thom McAn Shoe @88 F.2d 1117,
1123 (Fed. Cir. 1993 design patents protect an artiofananufacture, which “necessarily
serves a utilitarian purpose”). Whether a dessgiunctional or ornanrgal (or both) is a
fact question, but the Court may decide thasputes pertaining to claim constructid?HG
Techs., LLC v. St. John Cp469 F.3d 1361, 1365 (Fed. Cir. 2006).

Increasingly, in the wake &gyptian Goddesgourts recognize that it makes little
sense to extra@dspectsof a design at claim construmti when the ultirate inquiry is
supposed to be about tbgerall design. Courts use thensa five functionality factors
deployed in the invalidity analysa the claim-construction stage:

whether the protected design represémesbest design; whether alternative

designs would adversely affect thility of the specifi@l article; whether

there are any concomitant utility pats; whether the advertising touts

particular features of the design asihg specific utility and whether there

are any elements in the design oroaerall appearanceedrly not dictated

by function.

Sport Dimension, Inc820 F.3d at 1322 (quoti®RHG Techs.469 F.3d at 1366. The most
significant of these factors seems toAdesther there are alternative desigks#hicon 796
F.3d at 1329 (calling this considé&oa “important—if not dispositive”)Auto. Body Parts
Ass’nv. Ford Glob. Techs., L.G@30 F.3d 1314,319 (Fed. Cir. 2019) (stating the Federal

Circuit “ha[s] often emphasized the presemceabsence of alternative designs” in the

functionality inquiry).
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B

There is no common ground between ®arties’ proposeaonstructions, and
neither Party asks the Court for an extensivibaledescription of the claims. This is not
unusual. See, e.g.Reddy v. Lowe’s Cos., InG0 F. Supp. 3d 24255 (D. Mass. 2014)
(“As is common . . . the parties propose dasinally different claim constructions.”);
Sofpool, LLC v. Intex Recreation Cqr@007 WL 452231, at *4 (E.D. Tex. Dec. 19,
2007) (“The parties’ competing claim constructions are oceans apart.”). Graphic
essentially says the scopeezich design patent is “everytf,” and Inline says the scope
Is “nothing.” Specifically, Graphic’s proposednstruction for each pateis “[t]he overall
ornamental appearance of the design docarton [or carton blank] shown in [the]
figure[s].” Joint Claim Const Statement, Ex. A [ECF No. 2dl]. Inline contends that
the claims have “no scope because thezenarnon-functional aspects of the desighl”

For two reasons, Inline’s position appears tarm®nsistent with the law. First,
Inline at times appears to understand “ornamléms the opposite of “functional.” For
example, Inline criticizes Graphic’s answeran interrogatory Inline served seeking a
description of “all non-functional asrnamental features or a&sps” of the design patents;
Graphic responded, averring merely that “eacthefelements, features, and aspects of the
claimed designs contribute to the dgs’ overall ornamentation.” Inline Merat 12.
Inline argues, after identifying éhvarious elements of the pated sleeve (described above
at page 4) and their functiori€very conceivable aspect of these elements is functional.
Nothing is ornamental.ld. at 14. But the law is clearah“ornamental” and “functional”

are not opposites; a design or its elementgseave a function andik possess protectable
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ornamentation.See Sport Dimensip@20 F.3d at 1321 (“While we agreed that certain
elements of the device were functional, themnctionality didnot preclude those elements
from having protectable ornamentation.”). a@hic might have madthings easier by
describing how its designs’ functional feasr “contribute to the designs’ overall
ornamentation.” Inline Mem. at 12. But if tlzav does not require thigpe of description
as part of a district court’s design-patetiicl construction, the@raphic was not required
to provide this description in support of digims. Second, asline acknowledges, “few
courts have consted design patents as hayi'no scope.” InlineMem. at 38. And even
that is something of an owsatement. Inline cites only tme unpublished case where a
court construed a design paténas having no scop@&CM Indus., Inc. v. IPS CorpNo.
2:13-cv-02019-JMP-tmp, 201WL 8508559 (W.D. Tenn. Nov10, 2014). Inline also
acknowledges that the Federal CircuiEiticonreversed a district court’s construction of
design patents to have noope because it “failled] to account for the particular
ornamentation of the claimed design[.]” 7B&d at 1334. If a “no scope” construction
might be proper, then, it would seemb® proper only in a rare case.

Consideration of the Feder@lircuit's five factors, particularly the presence of
alternative designs, shows tiissnot one of those rare caseGraphic identifies numerous
alternative designs. As Graphic points outinkis expert witness, Dr. Claire Koelsch
Sand, opined as part of tirger partesreview regarding the ‘078tility patent that the
alternative designs would achietree same or substantiallge same functionality as the
design patents at issue hei@raphic Resp. Mem. at 12 [ECF No. 121]. At the hearing,

Inline argued that Dr. Sand’s testimony istiegly consistent” with Inline’s position that

12



the susceptor sleeves’ design teas “are functional.” Tr64 [ECF No. 129]. That may
be so, but as just pointed out, concludingt t design or its feates are functional does
not mean that a design or its elements capnssess protectable ornamentation. On this
same issue, Inline b criticized Graphic for offeringo extrinsic evience about the
ornamental aspects of the designs. Theestmn that Graphic offered “no evidence” is
incorrect. The record includesvegal references to the ornamental or aesthetic impact of
the susceptor sleeves’ featur&ee, e.g.JA 552 (Sand declaratidhat the location of the
overlapping seam can “present issues assocwtld . . aestheticssuch as a “lopsided
package”); JA 727 (consumer-survey doents indicating Graphic was concerned
whether “the [designdlternatives communicate differethings about the product?”); JA
228 and 736 (references to how it might beradéée for the design to appear “simple” and
“uncomplicated”); JA 650 (comparing benefabalternative designs, including a “more
contoured fit” or a “unique retail package”).idtrue that other evidence shows that factors
other than the susceptors’ dgss created ornamentationSeeJA 650 (comparing
alternative designs and listing “aesthetic chaageonly a benefit dfenhanced printing”);

JA 660 (asserting that the way to “[iimprosesthetic appearanfs] by utilizing new
graphic designs and more colors”). But aige lacks ornamentation “if it is assessed only
for functionality,” Auto Body Parts Ass;1®30 F.3d at 1321, and here there is evidence that
the susceptor sleeves’ configtiom was not the result of futional considerations only.

It also is worth mentioning that other distrotturts have addresstte ornamental aspects
of elements present here—gussets and agsttin particular—and these cases provide

persuasive support for Grapls proposed constructionSee Calphalon Corp. v. Meyer
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Corp,, No. CIV. S-05-971 WBS DB, 2006 WL 2474286, at *2 n.3, n.5 (E.D. Cal. Aug.
25, 2006) (“The holes are functional in thagylserve the purpose of dissipating heat, but
the position and shape of the holes is not ‘déctdy’ this function. Therefore, the court
construes the shape and positadrthe holes in describing ¢hoverall appearance of the
design. . . . As with the other holes on the hantiiis hole is not part of the patent claim
by virtue of itspresenceon the handle (it clearly has a functional purpose—it allows the
pan to be hung from a hookHowever, the functional purpos®es not require a certain
shapefor the hole, and it is therefore an elementhe design patent that the court must
construe.”)Nordock Inc. v. Sys. In@27 F. Supp. 2d 577, 589 (E.D. Wis. 2013) (“[T]here
are many shapes of lugs, and lugs with gissard partial gussets. The shape, spacing,
pairing and the difference in shapes betweenugs attached to the header plate and the
lip are also ornamental features of the ‘754 paterBigck & Decker (U.S.) Inc. v. Pro-
Tech Power Ing.No. 97-1123-A, 1998 WL 633636, & (E.D. Va. June 2, 1998) (“Must
the aperture in the handle support be triang@awould a circular (or square) aperture
work?").2

This is a case where verbalaboration construing ¢hclaimed designs is not
necessary or helpfulEgyptian Goddess43 F.3d at 679. Ner Party has provided
guidance regarding a verbal description, tvad would mean anyaboration would occur

essentially in the blind.Though Graphic identifies alteaitive designs, Graphic Resp.

2 Neither Graphic nor Inline ggests that the result of tirger partesreview has a
meaningful impact on the proper clainonstruction, and neithdParty has identified
evidence showing whether advertising toutgipalar features of the designs as having
specific utility.
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Mem. at 16—24, it has not describbdw those alternative designs are different or reveal
particular features of its designs that memphasis. That is not to suggest that
observations are not possible. For exampie might say that some designs possess a
more “curved” than ‘hear” appearanceCf. Ethicon 796 F.3d at 1336 (discussing “the
overall contoured shape” of the claimed desrgmnsus “the overall linear shape” of the
accused design)Elmer, 67 F.3d at 1577 (discussingetlfornamental feature” of a
“protrusion”). Some designs appear relatwaimple” while others are more “complex,”
with accordion-fold gussets anaulti-sided polygon shapes. i$tto say that observations
like these do not provide meagiully helpful guidance regarding the scope of Graphic’s
design patents and, therefoveould do what the Federal Circuit has counseled against:
“plac[e] undue emphasis on particular featwethe design and . . . risk that a finder of
fact will focus on each individual described f@&tin the verbal desg@tion rather than on

the design as a whole Egyptian Goddes$43 F.3d at 680.
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ORDER

Based on the foregoing, and all of tliles, records, and proceedings herd¢heg
Court adopts the following construatis of the three Patents in Suit:

1. The ‘106 patent claims “the ovér@arnamental appearance of the design for
a carton blank shown in Figure 1.”

2. The ‘124 patent claims “the overathamental appearance of the design for
a carton shown in Figures 1-16.”

3. The ‘145 patent claims “the overathamental appearance of the design for

a carton blank shown in Figure 1.”

Dated: October 1, 2019 s/ Eric C. Tostrud
Eic C. Tostrud
United States District Court
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